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The arguments presented by Petitioner in its Reply (Paper 10) are 

unpersuasive and institution should be denied for the reasons identified in Patent 

Owner’s Preliminary Response (POPR) (Paper 9). Petitioner has filed four IPR 

petitions that cite a total of 25 grounds and rely on prior art asserted in both parallel 

district court and ITC proceedings. Paper 9, 1. Rather than simplifying or 

streamlining existing proceedings, Petitioner is seeking to offer its RPI, Lenovo, four 

distinct opportunities to challenge the claims of these patents (once at the ITC, once 

in district court, and in two separate Petitions before this tribunal). 

“Congress designed the America Invents Act (AIA) post-grant proceedings 

‘to establish a more efficient and streamlined patent system that will improve patent 

quality and limit unnecessary and counterproductive litigation costs.’” Ex. 2002, 1 

(citing H.R. Rep. No. 112- 98, pt. 1, at 40 (2011), 2011 U.S.C.C.A.N. 67, 69; see S. 

Rep. No. 110- 259, at 20 (2008)). Instituting Petitioner’s multiple IPR petitions is 

directly contrary to Director Vidal’s goal. This is because “[p]arallel district court 

and AIA proceedings involving the same parties and invalidity challenges can 

increase, rather than limit, litigation costs.” Id.  

Petitioner ignores Factor 1, likely because its RPI, Lenovo, has not requested 

a stay of the district court case. Moreover, petitions for IPR have not been filed 

challenging the other video CODEC patents referenced in Petitioner’s Reply (Paper 

10, 2), so it is unlikely that a stay would be granted. Thus, Factor 1, rather than 
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being neutral, weighs against institution. 

Petitioner’s arguments concerning Factor 2 are unconvincing. Petitioner 

admits that no trial date has been set, but then invites the Board to adopt the very 

sort of speculation against which the Board has been cautioned. The Patent Office 

has stated that “scheduled trial dates are unreliable and often change” and that “[a] 

court’s scheduled trial date, therefore, is not by itself a good indicator of whether the 

district court trial will occur before the statutory deadline for a final written 

decision.” Ex-2002, 8. Here, while the court in the Eastern District of North Carolina 

has not yet set a trial date, Petitioner has not provided any evidence, other than mere 

speculation, as to when that trial date will fall, and the Board should thus consider 

this factor to be neutral. 

Factor 3 weighs against institution. As noted in the POPR, and despite 

Petitioner’s suggestions to the contrary, there continues to be substantial investment 

in the underlying district court litigation. That case is proceeding, without stay, 

toward claim construction, and fact discovery is open and ongoing. The purpose of 

the IPR process is to be an alternative to litigation, yet the district court case 

continues to move forward—regardless of whether terms from the ’054 Patent are 

to be construed by the court. In this instance, instituting two IPR petitions 

challenging the claims of the ’054 Patent will have the same outcome as the single 

district court case (upholding validity or invalidating the patents) and will 
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dramatically increase the litigation costs of the parties. Conspicuously absent from 

Petitioner’s Reply is any denial that the same references asserted in the two petitions 

challenging the claims of the ’054 Patent are also being asserted in the district court 

case. See also Ex-1081, 3 (“Further, regardless of the PTAB’s institution decisions, 

Lenovo reserves the right to pursue all other invalidity grounds disclosed in its 

invalidity contentions.”). Petitioner’s IPR petitions fall short of “streamlining.” 

With respect to Factor 4, Petitioner has filed a Sand Revolution style 

stipulation in the district court case, suggesting that it will not pursue the same 

grounds in the district court litigation. Reply, 3. But the Board has held that Sand 

Revolution stipulations, and even hybrid stipulations, which extend beyond the scope 

of Sand Revolution stipulations, yet fall short of full Sotera stipulations, do not 

eliminate the concerns regarding duplicative proceedings and may be insufficient to 

merit institution. Samsung Electronics Co., Ltd. v. Mojo Mobility Inc., IPR2023-

01092, Paper 11 at 15-17 (PTAB Jan. 8, 2024) (Although the new stipulation is 

somewhat broader than that in Sand Revolution, the concerns discussed in Sand 

Revolution remain. Accordingly, for the reason given here and in Sand Revolution, 

this factor weighs only slightly against discretionary denial.). The same concerns are 

present here. As in Samsung, “the relevant art appears to include multiple references 

that disclose the same basic concepts” … such that “even with Petitioner’s 

stipulation, Petitioner could raise substantially the same arguments in district court 
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using prior art references that did not ‘form[] the basis of any instituted ground.’” 

Samsung, Paper 11, 17. Thus, as in Samsung (which included a broader stipulation 

than that offered by Petitioner in this case), Petitioner’s stipulation weighs, at best, 

only slightly against discretionary denial of institution. Id.  

It is uncontested that Factor 5 weighs against institution. Paper 9, 16-17. 

Concerning Factor 6, Petitioner questions the nexus between the proffered 

evidence (the mapping of Apple AirDrop to the Challenged Claims) and commercial 

success and industry praise for the unique characteristics of the claimed invention. 

Paper 10, 4. But this argument is belied by the evidence presented in the POPR. 

Patent Owner has provided exhaustive evidence showing that technology developed 

by Apple (AirDrop), as well as by other industry entities—including Petitioner 

Microsoft—include the very same inventive features claimed in the ’054 Patent, and 

that industry praise and commercial success are tied to those features. Paper 9, 20-

58. That evidence shows that Apple’s competitors, including Petitioner Microsoft, 

have tried for years to come up with competing technologies but had to fall back on 

the inventive features of the ’054 Patent in order to compete in the marketplace. 

Paper 9, 49-50 (noting industry praise that Microsoft’s Nearby Sharing is considered 

“a Windows 10 take on Apple’s Airdrop” that met with success because “[n]ow 

Windows users can enjoy the same convenience” of Bluetooth device detection and 

Wi-Fi data transfer). Thus, Factor 6 also weighs against institution. 
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