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Claims at Issue
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Pet. 1; Ex. 1001

There Are Four Challenged Claims At Issue, Two Independent

Challenged

Not Challenged
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POPR at vi–vii

Independent Claims 4 and 8 Rise or Fall Together
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Claim Construction
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Disagreement Regarding “For the 4/2-Step” Limitations

See generally, Sur-Reply
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“0” & “1” Functions Are Different

[4d/8d] for the 4-step contention based random access procedure, the
PREAMBLE_RECEIVED_TARGET_POWER is given based at least on a
preambleInitialReceivedTargetPower(0) and a powerRampingStep(0); and

[4e/8e] for the 2-step contention based random access procedure, the
PREAMBLE_RECEIVED_TARGET_POWER is given based at least on a
preambleInitialReceivedTargetPower(1) and a powerRampingStep(1).

Response at 26, 30

Petitioners’ Original PositionPatent Owner
same initial/step power for both “(0)”
and “(1)” satisfy limitations

Pet. 27–29 (citing Ex. 1005 at [0152]); Pet. 31–32

“(0)” and “(1)” are separately
evaluated inputs to function

Response at 26, 30

 Petitioners have abandoned this position Reply 2–3

 All parties now agree that preambleInitialReceivedTargetPower(0) and 
powerRampingStep(0) are functions of input 0, and 
preambleInitialReceivedTargetPower(1) and powerRampingStep(1) are 
separate functions of input 1 Reply 3
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Lee1 Uses Same Value for 2- and 4- Step Functions

Response 30–34; Sur-Reply 3–11

 Petitioners argued under original “Ground 1” that Lee1
renders the claims anticipated because Lee1 teaches to use
the same values for the “(0)” and “(1)” functions, i.e. the
same initial and ramping power values for the 2-step and
4-step procedures Pet. 31–32

 This will be important when considering obviousness
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Parties Originally Agreed Upon the Meaning of “For the 2/4-Step . . .”

[4d/8d] for the 4-step contention based random access procedure, the
PREAMBLE_RECEIVED_TARGET_POWER is given based at least on a
preambleInitialReceivedTargetPower(0) and a powerRampingStep(0); and

[4e/8e] for the 2-step contention based random access procedure, the
PREAMBLE_RECEIVED_TARGET_POWER is given based at least on a
preambleInitialReceivedTargetPower(1) and a powerRampingStep(1).

Response at 30

Patent OwnerPetitioners’ Petition Position
. . . Power(0/1)/ . . . Step(0/1) 

“corresponds to” the 
4/2-step procedures

Response at 30

“The variable ‘n’ in 
‘Preamble_Intial_Power_n’ and 

‘Ramping_Power_n’ signifies that 
the values of these parameters 

differ for different types of random 
access (i.e., n = 1 corresponds to a 

first type of random access, n = 2 
corresponds to a second type of 

random access…”
Pet. 41 (citing Ex. 1003 ¶92)
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Petitioners Now Contradict Themselves

Response at 30

Reply PositionPetition Position
The “the Board should maintain its

preliminary construction” that input 0 
and input 1 do not have to 

correspond to the 4-step and 2-step 
procedures

Reply 3 (referencing Inst. Dec. at 13)

“The variable ‘n’ in 
‘Preamble_Intial_Power_n’ and 

‘Ramping_Power_n’ signifies that the 
values of these parameters differ for 

different types of random access (i.e., 
n = 1 corresponds to a first type of 
random access, n = 2 corresponds

to a second type of random access…”
Pet. 41 (citing Ex. 1003 ¶92)

[4d/8d] for the 4-step contention based random access procedure, the
PREAMBLE_RECEIVED_TARGET_POWER is given based at least on a
preambleInitialReceivedTargetPower(0) and a powerRampingStep(0); and

[4d/8e] for the 2-step contention based random access procedure, the
PREAMBLE_RECEIVED_TARGET_POWER is given based at least on a
preambleInitialReceivedTargetPower(1) and a powerRampingStep(1).Petitioners refer to this 

construction as the Board’s
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Ex. 1001 29:40–50; 30:19–21
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Specification Supports m Value Corresponds to Input

Response 31–32; Sur-Reply 8

Parallel language for 
DELTA_PREAMBLE notes 

“correspondence”

m value is set 
dependent upon the 

number of steps

Same RRC “for” 
language with PRACH 
format as used with m 
and 2-/4- step power
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Ex. 1002 at 4038–40 
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Prosecution History Supports m Value Corresponds to Input

Response 32–33; Sur-Reply 8–9
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Ex. 2005 at 1, 4 
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This Is A Plain and Ordinary Meaning of “For”

Response 31

The ’207 Patent uses “for” to
mean “representing (the thing
mentioned),” as in “‘F’ is for
Fascinating,” and “having (the
thing mentioned) as a reason
or cause.”
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Expert Testimony Supports “For” Means Corresponds 

Response at 30–31

Dr. K. Sundaresan

Ex. 2004 ¶¶ 3–5; see also Ex. 2002 ¶¶20–25
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Testimony that Function Format Means “Corresponds”

Response at 30–31

Dr. K. Sundaresan

Ex. 2004 ¶¶ 3–5; see also Ex. 2002 ¶¶20–25
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“For the 2/4-Step . . . (0)/(1)” Means 0/1 “Corresponds To”

[4d/8d] for the 4-step contention based random access procedure, the
PREAMBLE_RECEIVED_TARGET_POWER is given based at least on a
preambleInitialReceivedTargetPower(0) and a powerRampingStep(0); and

[4e/8e] for the 2-step contention based random access procedure, the
PREAMBLE_RECEIVED_TARGET_POWER is given based at least on a
preambleInitialReceivedTargetPower(1) and a powerRampingStep(1).

Response at 30

 Petitioners’ original position, the specification, the prosecution
history, the plain and ordinary meaning of “for,” and the
unrebutted testimony of Dr. Sundaresan regarding the
language of functions all support that the claims mean that the
power settings “correspond to” the function input values of 0
and 1
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Petitioners Do Not Show Unpatentability over Lee1/Lee2
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Petitioners’ Conclusion Does Not Follow Their Premise

Sur-Reply 13–14

Reply 13

Teaching

Incorrect Conclusion
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Lee2’s “Cases” Teach to Use Distance

Response at 42; Sur-Reply 13–14

Ex. 1006 [0010], [0109]

Lee2 teaches to use 
“relatively low” power 
based upon distance.

Distance is the same regardless of doing 2- or 4-step procedure, and
Petitioners have not addressed this argument. Lee2 does not teach or
suggest using different power based upon procedure type.
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Petitioners Then Attack a Strawman

Sur-Reply 13

Reply 14

 Patent Owner is not arguing that Lee2 says to use the
same power for “all random access procedures”; just
that Lee2 says to choose the power settings based
upon distance, so Lee2 says to use the same power
for both the 2- and 4-step procedure if the phone was
at the same distance from the base station
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Lee1’s Teachings Contradict Attorney Argument

Sur-Reply 13

Reply 14

Pet. 31

As just described, Lee2’s 
“circumstances” in ¶109 

refer to the type of 
connection that is a 

proxy for distance, not 
number of steps

Petitioners read Lee1—
the only reference with
different steps—as
teaching to use the
same power for 2- and
4-step procedures that
undercuts attorney
argument that a POSITA
would not use the same
value for both



23DEMONSTRATIVE EXHIBIT—NOT EVIDENCE

It Is Petitioners’ Burden to Show Combination as Claimed

Sur-Reply 14

reversing where the “Board required [Patent Owner] to rebut
Petitioner[’s] assertions that a skilled artisan would have been
motivated to combine the prior art references, without first requiring
[Petitioner] to provide evidence to support its assertions”

In re Magnum Oil Tools Int’l, Ltd,
829 F.3d 1364, 1377–78 (Fed. Cir. 2016) 

 Petitioners argue that Patent Owner is trying to “negate an
obvious combination of Lee1 and Lee2” because the references
actually teaches to uses the same power for 2- and 4- step
procedures and vary power based upon distance. Reply 13.

 Patent Owner is actually pointing out Petitioners have not
initially shown “an obvious combination”
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Petitioners Improperly Use New “RSRP” Motivation in Reply

Sur-Reply 15–17

 Petitioners provide one paragraph in support of the
Board’s RSRP motivation to combine suggestion, but:
Reply 14–15

 Petitioners cite not a single sentence in the Petition or
the Petition’s accompanying expert report Id.

 Petitioners cite to Lee2 at paragraphs not referenced
in the Petition or the Petition’s accompanying expert
report; and Id.; Office Patent Trial Practice Guide, 77 Fed. Reg. 48756, 48767 (Aug. 14, 2012) (“Examples

of indications that a new issue has been raised in a reply include new evidence necessary to make out a prima facie case
for the . . . unpatentability of an original . . . claim, and new evidence that could have been presented in a prior filing.”)

 Petitioners cite to the ’207 Patent that cannot be used
as a roadmap against itself Id.; see also, Mintz v. Dietz & Watson, Inc., 679 F.3d 1372,

1379 (Fed. Cir. 2012) ([P]roper analysis requires a form of amnesia that ‘forgets’ the invention.”))
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Petitioners’ Caselaw Is against Petitioners’ Proposition

Sur-Reply 17–18

 Petitioners are wrong that Sirona Dental supports that the Board is
not limited to the arguments in the Petition Reply 16

Sirona Dental Sys. v. Institut Straumann AG, 892 F.3d 1349, 1356 (Fed. Cir. 2018)
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New Combination Motivation Is Not Same Obviousness Theory

Sur-Reply 17–18

 Petitioners suggest that any combination of the same references is
the “same obviousness theory” Reply 16

 Not true; changing motivation to combine is indeed a new and
impermissible theory:

Intelligent Bio-Sys., Inc. v. Illumina Cambridge Ltd.,
821 F.3d 1359, 1370 (Fed. Cir. 2016) 
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New Combination Motivation Is Not Rebuttal Evidence

Sur-Reply 17–18

 Petitioners cite inapposite Genzyme Therapeutic and Axonics for the
proposition that the new theory is permissible like rebuttal evidence
Reply 16–17

Genzyme Therapeutic Prod. v. Biomarin Pharm. Inc.,
825 F.3d 1360, 1366 (Fed. Cir. 2016)

Axonics, Inc. v. Medtronic, Inc.,
75 F.4th 1374, 1380 (Fed. Cir. 2023)
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Aqua Products Is Concerned with Amendment

Sur-Reply 17–18, 21

 Petitioners argue that Patent Owner “opened the door” and cite
Aqua Products for the proposition that Board “must take account of all the
evidence of record” (read: is free to diverge from the Petition’s theories)
Reply 17

 In an amendment process, the Board is free from normal IPR constraints,
such as having the ability to consider written description problems and
subject matter eligibility Sur-Reply 21

Aqua Prods., Inc. v. Matal,
872 F.3d 1290, 1326 (Fed. Cir. 2017)

Id. 1296
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End of Presentation
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