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Patent Owner has done everything it can to manufacture a dispute here. Two
days after the parties’ telephonic conference with the Board, Patent Owner filed a
“Notice of Sotera Stipulation” with the District Court, including a copy of
Petitioners’ stipulation. It did so without there being any need or request for such
notice in the District Court. In the notice itself, Patent Owner admits that “[o]ther
than filing a copy of the stipulation in the record, no other relief is sought by [Patent
Owner] at this time.” Ex. 1231 at 2. Patent Owner, however, did not inform the
Court that institution was still pending or that, just days earlier, the Board had
authorized the parties to brief whether Petitioners could withdraw the stipulation.
The sole purpose of Patent Owner’s filing was to serve as a bootstrap for its argument
that the Board lacks jurisdiction. But there isno District Court ruling here that would
or could divest the Board of jurisdiction. Rather, Patent Owner attempts to rely on
its own unsolicited filing. Its arguments are plainly without merit.

To make matters worse, the Response relies almost exclusively on a single
case to support its jurisdictional argument—Ironburg Inventions Ltd. v. Valve Corp.,
64 F.4th 1274 (Fed. Cir. 2023). Patent Owner argues that this case decided “whether
a District Court, not the PTAB, correctly enforced a Sotera stipulation.” Opp. 3.
That case, however, had nothing to do with a Sotera stipulation or who enforced it.

Indeed, the IPR in that case instituted in 2016, years before the Board’s decisions
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in Fintiv and Sotera. Ironburg is a decision about the IPR estoppel under 35 USC §
315(e), not about Sotera stipulations.

Finally, Patent Owner’s ominous warnings about the Constitution and
separation of powers cannot be reconciled with its argument in IPR2024-00317 that
it would be “appropriate” for the Board alone to require Petitioners to be “bound by
the Carrier’s Sand Revolution stipulation” when Petitioners had made no such
stipulation. IPR2024-00317, Paper 10 at 2.

The fact that Patent Owner resorts to procedural gamesmanship and
mischaracterizing the applicable law is telling. So too is the fact that, on the merits,
Patent Owner completely ignores the primary point in Petitioners’ brief, that
Petitioners’ stipulation is conditioned on institution and thus not in effect. The Board
should allow Petitioners to replace its Sotera stipulation with the Carriers’ Sand
Revolution-style stipulation. To be clear, Petitioners motion for joinder is not
contingent on this motion.

I. THE BOARD HAS JURISDICTION

Petitioners’ Sotera stipulation is a promise by Petitioners to the Board that
does not involve the District Court or the Patent Owner unless and until the Board
institutes this proceeding. The Sotera stipulation is a creation of the Board and has
the effect of removing the Board’s discretion to deny under Fintiv. Patent Owner

simply ignores the conditional nature of the Sotera stipulation.
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First, Patent Owner contends it is the District Court that has the jurisdiction
to enforce the Sotera stipulation, not the Board. Patent Owner ignores, however,
that there is nothing to enforce until there has been an institution. Petitioners’ Sotera
stipulation is clear on its face that it is a conditional promise to forego seeking certain
prior art, “if the Board institutes.” Paper 8. Thus, there is nothing for the District
Court to enforce and the proper forum to seek modification is the Board—as plainly
recognized by Patent Owner’s own filing before the District Court seeking “no other
relief.” Ex. 1231 at 2. Patent Owner fails to address this point at all, and does not
even attempt to distinguish the decision Petitioner cited in its brief.

Patent Owner instead relies heavily on Ironburg Inventions Ltd. v. Valve
Corp., 64 F.4th 1274, 1298 (Fed. Cir. 2023). But Ironburg has nothing to do with
Sotera stipulations, as even the most cursory review of that decision reveals. Indeed,
the IPR proceeding in Ironburg was instituted in 2016 and completed in 2017, years
before the Board’s decisions in Fintiv and Sotera. Undeterred by this fact, Patent
Owner falsely characterizes Ironburg as a “ruling on whether a District Court, not
the PTAB, correctly enforced a Sotera stipulation.” Opp. 3. But a simple word
search would have indicated that the decision never mentions Sotera. Rather,
Ironburg is a well-known decision on estoppel under 35 USC § 315(e). The decision
found Patent Owners have the burden of establishing that a Defendant “reasonably

could have raised” asserted art during the IPR in dealing with estoppel based on a
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final written decision—not based on a stipulation conditioned on institution.
Ironburg, 64 F.4th at 1297-98. It says nothing about the Board’s authority and
certainly did not rule on Sotera, as Patent Owner misrepresents to this Board. Opp.
3 (arguing that lronburg held that “Samsung must file a motion before Judge
Gilstrap” to modify a Sotera stipulation, that the Board cannot “enforce[] a Sotera
stipulation,” and that the Board “is not the proper forum.”).

Second, Patent Owner also incorrectly argues that “[t]he proper process for
giving effect to stipulations is to file them with the District Court.” Opp. 2. The
effect of a stipulation is to alter the Board’s Fintiv analysis—in the case of a Sotera
stipulation, to remove the question entirely from the Board’s discretion. Thus, the
proper process is to make the stipulation before the Board. It is the Board that gives
effect to the stipulation and the Board has historically done so regardless of its
form—whether it is made in a Petition, or through a separate filing, or through email,
or filing it before the District Court and informing the Board. As mentioned above,
it is a conditional stipulation between Petitioner and the Board—unless and until
there is institution, the conditional stipulation does not involve Patent Owner or the
District Court. Patent Owner cannot change the very nature of the stipulation by
unilaterally attaching it to a “notice” filed with the District Court.

Third, through Patent Owner’s filing “sitting on Judge Gilstrap’s docket” that

sought “no other relief,” Patent Owner now attempts to strip the Board’s jurisdiction
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and authority over the management of its own docket. The instant motion is a
request to withdraw the Sotera stipulation filed before the Board and to replace it
with another stipulation filed with the Board in IPR2024-00137. The Board has the
authority to manage its own docket and “expunge any paper.” 37 C.F.R. § 42.7(a).
Under “separation of powers,” a mere notice of the stipulation to the District Court
cannot have any effect on the Board’s authority. Patent Owner’s melodramatic
warning that a ruling here could be a “Constitutional violation” is supported only by
Patent Owner’s gamesmanship and misleading acts, and not supported by any case
law.

Fourth, Patent Owner argues that a stipulation is “binding without
consideration.” Reply 3. This however, defeats the entire purpose of a Sotera
stipulation. If the stipulation were binding the moment it were filed, it would apply
even if the petition were denied institution—which is plainly not the case. Nor could
a Petitioner modify an earlier, narrower stipulation to a Sotera stipulation, which is
a common practice.

II. CONCLUSION

Given Patent Owner’s conduct here, the Board would be justified in
disregarding its arguments, none of which addresses the central question before the
Board of whether a stipulation conditioned on institution can be modified before

the Board renders its institution decision.
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Date: June 18, 2024

Respectfully submitted,

By: /s/ James M. Glass

James M. Glass

Counsel for Petitioners
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