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Petitioner respectfully requests that the Director review the Board’s denial of
institution so that it may address an important issue of law and policy. The
Institution Decision explicitly rejects recent decisions on claim construction, instead
embracing a six-year old decision that is contrary to more recent authority and Board
policy. Specifically, the decision rejects the Board’s current practice of allowing
petitioners to rely on the patent owner’s litigation claim constructions. The decision
would allow a petitioner to do so only if it concedes the construction is correct.
Pursuant to the Interim Guidance, 83 {5, Petitioner believes this request presents an
issue of first impression.

The prevailing—and more recent—authority expressly allows a petitioner to
rely on a patent owner’s positions in a co-pending litigation, even if the petitioner
believes those positions to be incorrect. Indeed, this prevailing line of authority is
logical from a policy perspective, as patent owners could otherwise pursue broad
constructions in district court knowing that petitioners would be unable to apply
those constructions in their petitions. For this and other reasons, many recent PTAB
cases have expressly recognized that a petitioner may “rely[] on claim constructions
that it believes are incorrect.” Philip Morris Products, S.A. v. Rai Strategic Holdings,
Inc., IPR2020-00921, Paper 13 at 42-44 (Aug. 5, 2021) (“Philip Morris”).

The minority view—adopted by the Panel here—is that a Petition cannot rely

on patent owner’s district court litigation constructions without affirmatively
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arguing that it is correct. This line of reasoning predates the modern view by six
years. The Board adopted this outdated view and denied institution because the
Petition was based on Patent Owner’s litigation constructions without providing
support for those constructions. Under the Panel’s approach, patent owners are free
to pursue broad constructions in litigation unbounded by the prior art, and petitioners
prevented from applying those constructions unless they agree they are correct

The Panel’s decision in this case cannot be reconciled with the panel authority
that squarely permits Petitioner to rely on Patent Owner’s district court
constructions, even if Petitioner believes those constructions are unsupported and
wrong. The Panel’s failure to embrace the modern, prevailing view on claim
construction thus presents a split within the PTAB that should be addressed and
resolved by Director Review. Given this “important issue[] of law or policy,”
Petitioner submits that the de novo standard of review applies.

Petitioner also submits that the Board’s decision was an abuse of discretion,
both because requiring Petitioner to agree with and support Patent Owner’s
construction is manifestly unfair and against the bulk of recent authority, and
because the Board denied institution on the merits without fulfilling its obligation to

construe the claims or determine whether the prior art met those claims.
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LEGAL STANDARD

The Director may review the Board’s institution decision if “review engages
important issues of law or policy,” in which case such issues “are reviewed de novo.”
Revised Interim Director Review Process, 8 5(A)(ii)(c). Because of the important
issues of law and policy presented in this request, the “de novo ” standard applies.

The Director may also review the Board’s decision for abuse of discretion.
Id. ““An abuse of discretion is found if [a] decision: (1) is clearly unreasonable,
arbitrary, or fanciful; (2) is based on an erroneous conclusion of law.”” Intelligent
Bio-Sys., Inc. v. lllumina Cambridge Ltd., 821 F.3d 1359, 1367 (Fed. Cir. 2016).

BACKGROUND

A. U.S. Patent No. 8,891,347 (Ex. 1001)

The ’347 Patent is directed to wireless communications, where transmission
signals may each travel over different propagation paths, with each path resulting in
distortion of the signal due to various physical effects. Ex. 1001, 3:23-30. The 347
Patent is directed to pre-distorting transmission signals to correct for the distortion.
Ex. 1001, 7:63-8:3. The claims of the *347 Patent require “predistorting” according
to “a channel estimation” of a propagation path. The claims recite that the “channel
estimation” is performed to obtain “path parameter information.”

B. The Petition’s Reliance on Patent Owner’s Infringement
Contentions

Petitioner argued that the prior art discloses “path parameter information” and
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“predistorting” in view of Patent Owner’s infringement contentions.

Patent Owner alleged in its infringement contentions that the claimed “path
parameter information” is infringed when “the UE performs link channel state
estimation based on the first signal.” Ex. 1006, 7. Patent Owner’s infringement
contentions further cite to a portion of the 3GPP standard and highlight that “the UE
may be configured to measure CSI-RS and estimate the downlink channel state
based on the CSI-RS measurements.” Id., 8. Thus, Patent Owner’s infringement
contentions identified estimates based on “CSI-RS measurements” as the claimed
“path parameter information.”

For “predistorting,” Patent Owner’s infringement contentions accused the act
of “beamforming.” EX. 1006, 9.

While Petitioner disagreed with these positions, the Petition nevertheless
relied on them, pointing to the prior art’s disclosure of both CSI-RS and
beamforming—exactly what Patent Owner accused. Pet. 15-17, 32-36, 39-43, 60-
61, 64-66. Importantly, neither the Patent Owner nor the Board stated that the prior
art failed to disclose these limitations under Patent Owner’s litigation construction.

C.  Subsequent Preliminary Briefing

Patent Owner’s Preliminary Response argued for denial under Rule
42.104(b)(3) because Petitioner relied on a construction it failed to concede was

correct. Paper 9 (“POPR”) 2-13. The POPR extensively quoted a non-precedential,
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six-year old opinion, Hologic Inc. v. Enzo Life Sciences, Inc., IPR2018-00019, Paper
21 (Nov. 18, 2018) (“Hologic”), which held “Petitioner does not satisfy Rule
42.104(b)(3) when, in a proceeding applying the Phillips claim-construction
standard, it expressly disagrees with its proffered constructions.” Id. at 6 (quotations
removed). The POPR also relied on cases directed to means-plus-function terms.
POPR 9-10 (quoting Orthopediatrics Corp. v. K2M, Inc., IPR2018-01548, Paper 9
at 9-10 (Mar. 1, 2019) (“Orthopediatrics”), and Samsung Elecs. Of Am., Inc. v.
Uniloc 2017 LLC, IPR2020-00046, Paper 6 at 10 (Apr. 1, 2020) (“Samsung™)).
Because Patent Owner relied on non-binding authority that was contrary to
the PTAB’s modern stance on claim construction, Petitioner sought and was granted
permission to file a preliminary reply. In that paper, Petitioner cited several recent
Board decisions that found the exact opposite of Hologic, granting institution despite
a petitioner’s reliance on a claim construction with which it did not agree. Paper 14
(“Reply”) 1-3. For example, the Reply quotes Philip Morris, which noted that
“InJumerous decisions have held that [Section 42.104(b)(3)] does not require a
petitioner to express a subjective belief in the correctness of its proffered claim
constructions,” and a Petitioner can “rely[] on claim constructions that it believes
are incorrect.” Reply 1-2. Petitioner also cited Lewis Machine & Tool Co. v. WHG
Properties, LLC, IPR2020-00373, Paper 6 at 33-34 (July 27, 2020) (“Lewis

Machine”), where the Board noted Hologic “is neither informative nor precedential”
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and that “we are not persuaded that our rules prohibit Petitioner from relying on a
claim construction it believes is incorrect.” Reply 2.

In its Surreply, Patent Owner re-emphasized its reliance on Hologic, but also
argued that Petitioner relied on a construction “no one agrees with.” Paper 15
(“Surreply”), 1-4. Yet Patent Owner did not dispute that the prior art discloses the
exact same functionalities accused of infringement—“CSI-RS” for “path parameter
information” and “beamforming” for “predistorting.” Pet. 15-22, 32-36, 38-43. Nor
did Patent Owner argue the terms exclude those functionalities.

D. The Institution Decision

The Board denied institution because “Petitioner has failed to set forth a
sufficient basis to support the claim construction it relies on and, consequently has
failed to establish a reasonable likelihood that its unpatentability arguments, which
are based on that construction, have merit.” Paper 16 (“ID”) at 20. The Board
adopted the logic set forth in years-old decisions, holding that its decision was
“consistent with the Board’s prior decisions in Hologic, Orthopediatrics, and
Samsung,” though noted they were not denying under Rule 42.104(b)(3) but instead
were denying because “[w]here a petitioner specifically relies on a particular
construction of a claim term ..., particularly a construction different from the
ordinary meaning, that claim construction is part of the unpatentability analysis, and

the petitioner must provide a sufficient basis to support that construction.” 1D at 20.
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In denying the Petition on its merits, the Board did not construe the scope of the
claims nor determine whether the prior art met the claims.

The Panel here expressly disagreed with the prior decisions in Philip Morris
and other cases that held a petitioner can “rely[] on claim constructions that it
believes are incorrect.” ID at 22 (quoting Philip Morris at 44). Instead, the Panel
found that demonstrating unpatentability requires the petitioner to “include a
sufficient basis to support the claim construction being relied upon” after which “its
subjective belief as to the correctness of that construction is not controlling.” Id.
The Panel did not explain how, under this new rule, Petitioner could genuinely argue
support for a claim construction it does not agree with. Indeed, the Board’s prior
decisions in Philip Morris and others imposed no such requirement for good reason:
where there is no evidence supporting a patent owner’s claim interpretation, the
petitioner would have nothing to cite and, under this Board’s new rule, would be
precluded from seeking inter parties review altogether. This cannot be the correct
outcome, as it would allow gamesmanship by patent owners, as further explained
below.

ARGUMENT

A.  The Director Should Grant Review to Address This Important
Issue of Law and Policy and Resolve the Split in PTAB Authority

The Director should grant review because there is a clear split within the

PTAB on the propriety of petitioners relying on claim constructions with which they

-7-



IPR2024-00319
Request for Director Review

do not agree. In this case, the Board opted to follow the older minority view
expressed in Hologic while disagreeing with the prevailing modern holding in Philip
Morris. 1D at 20, 22. Indeed, the bulk of recent decisions over the past few years
have granted institution even when petitioners expressly relied on a claim
construction with which they disagreed or even believed was for an indefinite term.

For example, in Lewis Machine, the petitioner noted that patent owner’s
infringement contention “asserts a broad interpretation” of the disputed term and that
petitioner “believes that the proper construction of this claim term” excluded what
patent owner accused. Lewis Machine, Paper 1 at 14. Indeed, the petitioner devoted
seven pages arguing against the patent owner’s apparent construction on which the
petition was based, and readily admitted that under what petitioner believed would
be the appropriate construction, its petition “should be denied.” Id. at 14-21, 47.
Over patent owner’s objections (see Paper 5, 22-23), the Board instituted, expressly
declining to follow Hologic and noting “we are not persuaded that our rules prohibit
Petitioner from relying on a claim construction it believes is incorrect.” Lewis
Machine at 33. Notably, the petitioner was not required to prove patent owner’s
construction (with which it disagreed) to obtain institution.

In Novartis Pharmaceuticals Corp. v. Regents of the University of Michigan
et al., IPR2023-01347, Paper 8 (Mar. 13, 2024), the petitioner proposed, and the

Board adopted (over the dissent of Judge Fitzgerald, the author of Hologic), a
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construction for the term “co-crystal” with which it disagreed. Id. at 13, 16-17. The
Board instituted review despite the petitioner relying solely on the patent owner’s
construction, and without requiring the petitioner to have provided support for that
construction. Id. Indeed, as the dissent noted, the petitioner had argued the term
was indefinite. 1d. (dissent) at 2.

In Abbott Diabetes Care Inc. v. DexCom, Inc., IPR2022-00913, Paper 14
(Nov. 3, 2022), the petitioner argued that the term “processor” is not a means-plus-
function term, contrary to its position in the parallel litigation. Id. at 13-17. In
granting institution, the Board recognized that “[f]orcing Petitioner” to provide
alternative positions under both constructions “would appear to completely
undermine the party presentation principle by imposing a duty on Petitioner to make
an argument against its interest in our proceedings that is not required by our Rules.”
Id. at 16.

Given this disparity in the views of the panels, petitioners and patent owners
are faced with significant uncertainty as to how they should proceed with construing
Important terms. This is one such case. Petitioner proceeded with prior art that
matched Patent Owner’s infringement contentions under the reasonable assumption
that, based on a comprehensive review of decisions over the past six years, the Board
had shifted its thinking since Hologic. The issue is ripe for the Director to resolve

and provide much-needed clarity.
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If the Director is inclined to resolve this “panel split,” the Director should, as
a matter of policy and consistent with Lewis Machine, determine that petitioners may
rely solely on a claim construction consistent with a patent owner’s infringement
contentions, even if the petitioner does not agree with it. Such a decision would
promote efficiency and consistency in the adjudication of patentability between the
Board and the District Courts.

The Board’s holding also violates the well-known principle that “it is
axiomatic that claims are construed the same way for both invalidity and
infringement.” Amgen Inc. v. Hoechst Marion Roussel, Inc., 314 F.3d 1313, 1330
(Fed. Cir. 2003). It is a patent owner who must find a balance between the breadth
required for infringement with the narrowness necessary for validity. See
Amazon.com, Inc. v. Barnesandnoble.com, Inc., 239 F.3d 1343, 1351 (Fed. Cir.
2001) (“We have repeatedly rejected efforts to twist claims, like ‘a nose of wax,” in
one way to avoid invalidity and another to find infringement.”) (quotations
removed). The Board’s holding, however, flips this burden onto Petitioner—giving
Patent Owner carte blanche to construe terms as widely as possible in the parallel
litigation without any consequence to patentability before the Board.

The Board’s decision here and in Hologic allow patent owners to “twist claims
like a nose of wax” from forum-to-forum. Amazon.com, 239 F.3d at 1351. For

example, a patent owner may broadly construe a term to argue infringement before

-10-
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a District Court. Yet under Hologic and the Board’s decision here, an accused
infringer who then seeks inter partes review using prior art consistent with the patent
owner’s broad contentions would be forced to support the patent owner’s improperly
broad interpretation of the claims. The patent owner, on the other hand, would not
be required to even take a position and could, instead, simply argue for denial based
on the petitioner’s reliance on a claim construction with which it disagrees. Such
petitioners would be arbitrarily and improperly denied access to inter partes review.

While the Board’s decision allows for petitioners to bring prior art consistent
with what they believe to be the plain meaning of the claims, that is not an adequate
alternative. Indeed, in many cases, the appropriate construction of challenged claims
may actually be novel and non-obvious, but becomes invalid because the patent
owner chooses an unreasonably broad reading for infringement purposes. The
Board’s decision here and in Hologic would allow such patent owners to go beyond
the inventive plain meaning of their claims while shielding their broad constructions
from inter partes review altogether. That is an untenable result.

Indeed, Hologic is inconsistent with Congress’s intent in passing the America
Invents Act which was “to establish a more efficient and streamlined patent system
that will improve patent quality and limit unnecessary and counterproductive
litigation costs.” H.R. Rep. No. 112-98, pt. 1 at 40 (2011). The Board’s decision

here would bar petitioners access to post-grant proceedings when patent owners

-11-
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resolve to broadly construe their claims beyond their inventive ordinary meaning,
forcing petitioners to resolve validity before the District Courts—a more expensive
forum. This fails to limit unnecessary and counterproductive litigation costs, flying
in the face of Congressional intent.

For these reasons, the Director should resolve this important issue of law and
policy and hold that petitioners may rely on patent owners’ litigation constructions.

B. The Board Abused Its Discretion By Requiring Petitioner to
Support a Claim Construction it Disagreed With

Review is also justified because the Board abused its discretion because (1)
requiring Petitioner to provide support for a construction it disagreed with is
manifestly unfair and runs counter to numerous recent decisions by the Board, and
(2) without construing the claims or giving them their plain meaning and without
determining whether the prior art met the claims, there was no basis to deny the
Petition as failing to establish unpatentability.

1. The Board Abused Its Discretion in Requiring Petitioner to
Prove a Construction it Disagreed With

The Board’s decision to require Petitioner to prove a claim construction it
disagreed with was an abuse of discretion. As discussed above, the Board’s decision
here runs counter to the bulk of recent decisions that have granted institution despite

petitioners declining to support the constructions they rely on.
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By contrast, the Board’s decision here largely relies on the six-year-old
Hologic decision, which has its many critics. ID at 20; see, e.g., Lewis Machine at
33. The other two cases on which the Board relies involve very different postures
and are inapposite. In Orthopediatrics, the Board found it significant that the
petitioner did not propose or engage with the District Court’s adoption of the
petitioner’s construction of the means-plus-function term in dispute. IPR2018-
01548, Paper 9 at 10-11. And in Samsung, the petitioner argued that the means-plus-
function term lacked corresponding structure—which, if true, would render the
claims indefinite and therefore not amenable to a decision on patentability based on
prior art. IPR2020-00046, Paper 6 at 10. Neither is comparable to this proceeding.

The Board’s holding is also manifestly unfair because it has placed Petitioner
with an impossible task. Petitioner cannot in good faith argue in favor of a position
it disagrees with, as this would violate Petitioner’s “duty of candor and good faith to
the Board” under 37 C.F.R. § 42.11. Petitioner also cannot be required to prove a
claim construction that could have estoppel effects and support Patent Owner’s
flawed theories of infringement in the District Court.

2. The Board Abused Its Discretion in Denying the Petition on

Its Merits Without Construing the Claims or Considering the
Prior Art

The standard for institution of inter partes review is whether “the petition

demonstrates that there is a reasonable likelihood that at least one of the claims

-13-
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challenged in the petition is unpatentable.” 37 C.F.R. § 42.108(c). In order to
determine whether a patent is obvious under 35 U.S.C. § 103, “the scope and content
of the prior art are to be determined; differences between the prior art and the claims
at issue are to be ascertained; and the level of ordinary skill in the pertinent art
resolved.” Graham v. John Deere Co., 383 U.S. 1, 17 (1966). In addition,
“[a]nalysis of patent [validity] starts with ‘construction’ of the claim.” Pall Corp. v.
Hemasure Inc., 181 F.3d 1305, 1308 (Fed. Cir. 1999); see also Every Penny Counts,
Inc. v. American Express Co., 563 F.3d 1378, 1383 (Fed. Cir. 2009) (“[T]he court’s
obligation is to ... see to it that disputes concerning the scope of the patent claims
are fully resolved.”).

Here, the Board held that Petitioner “failed to establish a reasonable likelithood
that its unpatentability arguments ... have merit” for the sole reason that “Petitioner
has failed to set forth a sufficient basis to support the claim construction it relies on.”
ID at 20. While the Board faulted Petitioner for not proving the claim constructions
it disagreed with, the Board did not construe said claims or determine that they
would be given their plain meaning. Google LLC v. EcoFactor, Inc., 92 F.4th 1049
n.2 (Fed. Cir. 2024) (“The Board performs both claim construction and factfinding
application of the claims™). More importantly, the Board did not determine whether
there were any “differences between the prior art and the claims” under any

particular construction of the claims or their plain meaning. Graham, 383 U.S. at

-14-
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17. As a result, having not performed the necessary steps to decide the issue of
patentability, there was no basis for the Board’s holding. See In re Nuvasive, Inc.,
842 F.3d 1376, 1382 (Fed. Cir. 2016) (“[T]he PTAB must make the necessary
findings and have an adequate evidentiary basis for its findings.”).

The Board’s failure to assess the scope of the claims and any differences with
the prior art is not a mere triviality. Had the Board held that “path parameter
information” does not include the use of CSI-RS or that “predistorting” does not
include beamforming, the Board’s construction would have become a part of the
’347 patent’s intrinsic record, affecting the patent’s scope in future proceedings.
Aylus Networks, Inc. v. Apple Inc., 856 F.3d 1353, 1360 (Fed. Cir. 2017). The
Board’s reasoning may have also been persuasive in other proceedings.

Thus, the Board abused its discretion in denying the petition on its merits
without performing the required steps of construing the claims and determining their
differences from the prior art.

CONCLUSION

For all the foregoing reasons, Petitioner respectfully requests Director Review

of the Board’s institution decision, and that the decision be vacated and reversed.
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Respectfully submitted,

Dated: July 24, 2024 By: /s/ James M. Glass
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