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The Board authorized this Petitioner’s Reply to address Patent Owner’s 

(“PO”) arguments concerning discretionary denial of institution in these 

proceedings. Ex. 3001. PO argues for discretionary denial, suggesting that the Fintiv 

factors (see Apple Inc. v. Fintiv Inc., IPR2020-00019, Paper 11, 5-16 (PTAB Mar. 

20, 2020)) and Becton, Dickinson factors (see Becton, Dickinson & Co. v. B. Braun 

Melsungen AG, IPR2017-01586, Paper 8 (PTAB Dec. 15, 2017)) weigh in favor of 

denial. IPR2024-00322, POPR, 44-64. At least for the following reasons, and 

specifically in response to PO’s arguments, discretionary denial is not warranted. 

I. 35 U.S.C. §314  

A. FACTOR 1: STAY 

PO asserts that “[t]he parallel proceeding is unlikely to be stayed pending IPR, 

as that Court rarely grants such stays.” Id. at 53 (citing Ex. 2002 including statistics 

relating to Motions to Stay Pending PTAB). PO’s assertion appears to be based on 

statistics that at least fail to account for the timing of such motions before that Court. 

See Ex. 2002 (where for 33 of the 58 denials for motions to “Stay Pending PTAB”, 

prematurity as being filed prior to IPR institution was dispositive). See, e.g., Ex. 

2002, 59, 67; Polaris PowerLED Techs., LLC v. Samsung Elecs. America, Inc., 2:22-

cv-00469-JRG, Dkt. 54 (E.D. Tex. Aug. 17, 2023); Oyster Optics, LLC v. Coriant 

America Inc., 2:16-cv-01302-JRG, Dkt. 199 (E.D. Tex. Dec. 21, 2017). Indeed, it is 

“the universal practice” of that Court to deny motions for a stay when the PTAB has 
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not yet acted on a petition for IPR. Trover Grp, Inc. v. Dedicated Micros USA, No. 

2:13-cv-1047-WCB, 2015 WL 1069179, at *6 (E. D. Tex. Mar. 11, 2015). Petitioner 

also should not be faulted for not filing a futile pre-institution motion and reasserts 

its intention to request a stay if the present IPR is instituted.  

B. FACTOR 4: OVERLAP OF ISSUES 

Factor 4 strongly favors institution. PO argues for discretionary denial based 

on its misleading statement that “the same set of claims is challenged in the Petition 

and asserted in the district court.” IPR2024-00322, POPR, 59. Yet, only a subset of 

the challenged claims are at issue in the pending litigation.  The Petition challenges 

all claims of the ’251 Patent, rather than solely claims 1, 2, 5, 7, 8, and 9. IPR2024-

00322, Petition, 16-17; see Ex. 2007, 14–16.  

Further, Petitioner must continue to pursue Danciu in the parallel proceeding 

because if Petitioner removed Danciu from its district court invalidity contentions 

and IPR were not instituted, Petitioner would have lost the ability to assert Danciu 

in either forum. See IPR2024-00322, POPR, 60. 

PO argues for discretionary denial because Petitioner’s “co-defendant” in the 

parallel proceeding, Charter Communications (“Charter”), is pursuing invalidity 

defenses relying on Danciu, and has not agreed to be bound by a stipulation. 

IPR2024-00322, POPR, 60-61. But Charter is not a co-defendant of Petitioner, as 

they were sued in separate cases based on their different products and only sua 
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sponte consolidated for pretrial by order of the Court. Charter is not an RPI or privy 

for purposes of the Petition (nor has PO alleged as such). Petitioner did not file the 

Petition at the behest of or on behalf of Charter, and cannot be held responsible for 

the acts of Charter.   

    Finally, PO argues that “Petitioner and Charter’s cases remain consolidated 

for all pretrial purposes and issues of invalidity will likely be dealt with at the same 

time.” IPR2024-00322, POPR, 60. But consolidation is for pretrial purposes, 

whereas invalidity based on prior art is typically a question of fact for trial. Ex. 2013.  

II. 35 U.S.C. §325  

A. DANCIU 

35 U.S.C. §325(d) applies when “[1] the same or substantially the same prior 

art or arguments [2] previously were presented to the Office.” Neither condition is 

met with regard to Danciu.  

First, Danciu was not considered in the ’251 Patent’s prosecution history, nor 

in the prosecution history of any of the related patents, nor in any other proceeding 

before the Office. The fact that Danciu was before a lay jury in a district court 

proceeding cannot substitute for it being before the special expertise of the Office.  

Second, PO’s focus on what was presented to a jury obscures what is material: 

the Office was only presented with two Internet articles totaling four pages. Ex. 

1104, 38-41, 258-259; see Ex. 1172, 50-51. PO must, but did not, establish why the 
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cited articles are “substantially the same”1 as the detailed disclosure in Danciu.  

Even if as PO alleges “Danciu spawned from, and describes, Google’s YouTube 

Remote and YouTube Leanback products considered by the examiner during 

prosecution” (IPR2024-00322, POPR, 14, 2, 15, 48), this does not substitute for a 

comparison of the information actually before the Office (i.e., the cited articles) to 

the disclosure of Danciu. Thus, Danciu is not properly within the scope of §325(d). 

B. MAHAJAN 

As a threshold matter, Board precedent states that “the art and arguments must 

have been previously presented to the Office during proceedings pertaining to the 

challenged patent.” Advanced Bionics, LLC v. Med-El Elektromedizinische Geräte 

GmbH, IPR2019-01469, Paper 6, 7 (Feb. 13, 2020) (precedential, emphasis added). 

Mahajan was not considered in the prosecution history of the ’251 Patent. Rather, 

PO points to the prosecution history of the ’751 Patent, which was filed four years 

after the ’251 Patent issued. IPR2024-00322, POPR, 2, 44-51.2 Thus, Mahajan was 

not “presented to the Office during proceedings pertaining to the challenged patent,” 

and this fact alone disqualifies Mahajan for consideration under 35 U.S.C. §325(d) 

                                                           
1  PO repeatedly misstates the language of the statute as merely requiring the 

presented art to be “substantially similar.” IPR2024-00322, POPR, 48. 

2 In Becton, Dickinson, the cited art stemmed from a prior-filed priority application. 



5 

as to the ’251 Patent.  

Furthermore, Petitioner’s arguments regarding Mahajan are not the same 

arguments previously presented to the Office. PO alleges that Mahajan had been 

presented by pointing to PO’s arguments that Mahajan (a secondary reference for 

’751 Patent claims 2-3) did not cure deficiencies alleged to exist in U.S. Pub. No. 

2012/0130971 to Morris (the primary reference for all claims). IPR2024-00322, 

POPR, 46-47 (citing Ex. 1176, 173). However, PO fails to acknowledge that the 

Office rejected its arguments, stating that “[t]he Examiner disagrees since Mahajan 

was not relied upon to disclose ‘receiving, from the remote server device, ....’” Ex. 

1176, 187-188. Rather, the Office maintained that “Mahajan teaches translating a 

platform specific media playback command into a generic or universal media 

playback command for transmission to a client.” Ex. 1176, 185. Allowance only 

followed substantial amendments made to claim 1, which was rejected in view of 

Morris alone. Ex. 1176, 178-179, 226, 234-235, 833-842.  Mahajan itself was never 

overcome during prosecution and certainly not for how it is utilized in the present 

Petition (providing “implementation details for transmission of commands for 

controlling a client.” IPR2024-00322, Petition, 28). And the combination of Danciu 

and Mahajan was never before the Office. 

III. CONCLUSION 

Discretionary denial is not appropriate and trial should be instituted. 
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