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I. OVERVIEW

1. I have been retained as an expert witness on behalf of Touchstream
Technologies, Inc. (“Patent Owner”) for the above-captioned petition for inter partes
review (“IPR”). For time spent in connection with study, analysis, and testifying in
this matter, I will be compensated in the amount of $900 per hour. My compensation
does not depend on the outcome of this matter.

2. | understand that this IPR involves U.S. patent No. 8,356,251 (Ex.
1101, the “’251 patent™). | submit this declaration in connection with Patent Owner’s

Response.

3. Based on my review of the Petition and the evidence in this IPR it is
my opinion that claims 1-26 of the *251 patent would not have been obvious to a
person of ordinary skill in the art based on the grounds asserted by Comcast Cable

Communications, LLC (“Petitioner”) in this IPR.

4, | opine on U.S. Patent No. 9,490,998 (Ex. 1112, “Danciu”), U.S.
Published Patent Application No. 2009/024882 (Ex. 1114, “Mahajan”), U.S.
Published Patent Application No. 2009/0172757 (Ex. 1115, “Aldrey”) and U.S.
Published Patent Application No. 2004/0078812 (Ex. 1111, “Calvert”) as is
necessary to show that they do not render obvious the teachings of the *251 patent.

| provide opinions necessary to show the asserted references do not render obvious
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the 251 Patent but do not endeavor to provide an exhaustive listing of each and

every reason the asserted references do not render obvious the *251 Patent.
II. BACKGROUND & QUALIFICATIONS

5. | received my Bachelor of Science in Electrical Engineering from the
University of Virginia in 1982. In 1983, | received a Master of Science in Electrical
Engineering from Purdue University, and in 1987, | received a Ph.D. in Electrical
Engineering from the University of Southern California.

6. In 1982, | worked for the Network Architecture Research Group of Bell
Laboratories, in Columbus, Ohio. From August 1983 through September 1987, | was
a System Engineer for the Space and Communications Group of the Hughes Aircraft
Company, in El Segundo, California. While at Hughes Aircraft | designed and
developed wireless communication payloads for commercial, military, and NASA
spacecraft. My work at Hughes included acting as the Principal System Engineer for
new business in advanced satellite communications.

7. From September 1987 through June 1996, | was a member of the
faculty of the School of Electrical and Computer Engineering at Georgia Institute of
Technology. From July 1, 1996 to February 29, 2024, | was a member of the faculty
of the School of Electrical and Computer Engineering at Cornell University, where
| taught and conducted research in wired and wireless information networks, digital

telephony, information theory, security, and digital systems. | am now Professor
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Emeritus of the School of Electrical and Computer Engineering at Cornell, where |

continue to do research and advise junior faculty.

8. | have consulted extensively in the telecommunications industry,
working with Motorola, Lockheed, Integrated Device Technologies, Digital
Technics, Unisys, Texas Instruments, and other corporations to develop advanced
technologies for their telecommunications products. This experience includes
extensive work with analog and digital telephony, and digital information networks.

9. My current research focuses on wireless and wired information
networks, with an emphasis on network security and privacy.

10. A list of my education, employment history, professional experience,
consulting history, and publications in my curriculum vitae attached as an exhibit.
I11.  INFORMATION CONSIDERED

11. Informing the opinions | express here, | considered the *251 Patent, the
Petition, the Exhibits filed in this proceeding (including the Declaration of David B.
Lett, Petitioner’s expert), and all documents and other information referenced or
cited herein. In addition, I relied on my professional experience in the relevant field,
including information that would have been well-known by a person of ordinary skill

in the art at the time of the invention.
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IV. LEGAL STANDARDS APPLIED

12.  In forming my opinions and considering the patentability of the claims
of the "251 patent, | am relying upon legal principles that counsel has explained to
me.

13. | understand that the patentability of each claim in a patent is evaluated
independently of the other claims. For an invention claimed in a patent to be found
patentable, it must be, among other things, both new and not obvious in light of what
came before it. Patents and publications that predated the invention are generally
referred to as “prior art.”

14. | understand that in this proceeding the burden is on the party asserting
unpatentability to prove it by a preponderance of the evidence. | understand that “a
preponderance of the evidence” is evidence sufficient to show that a fact is more
likely than not.

15. | also understand that certain aspects of patentability and patent claim
interpretation rely on the perspective of a so-called “person of ordinary skill in the
art.” I have been informed and understand that a person of ordinary skill in the art is
a hypothetical person who is presumed to be aware of all the pertinent information
that qualifies as prior art. A person of ordinary skill in the art thinks conventionally;

this hypothetical person may make inferences, but has only ordinary creativity.
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16. | understand that a claim of a patent, in order to be patentable, must

recite a new invention in view of a single “prior art” reference. | understand that the
law governing anticipation is based on authority that precedes the America Invents
Act (AlA), since the *251 patent was filed prior to the March 16, 2013. It is my
understanding that “anticipation” requires a single prior art reference that discloses
each and every element of a claimed invention, as those elements are arranged in
each claim. The disclosure of the “prior art” is read as it would have been understood
by a person of ordinary skill in the art at the time of the invention.

17. | have been instructed that a claim limitation is said to be “expressly
disclosed” if a person of ordinary skill in the art would have understood the express
disclosure (including but not limited to text and figures) of the reference as
describing the subject matter of that limitation. If a limitation is not expressly
disclosed, it may nevertheless be ‘inherently disclosed’ if the missing limitation
would have been necessarily present in the allegedly anticipatory reference. To be
“inherent,” | understand that the alleged “inherent” teachings of the art must
necessarily be present; it is not enough that it is “merely probably or possibly
present.” Further, | understand that a patent challenger may not rely on inherency to
change the otherwise express statements in an alleged prior-art reference. Rather,
“Inherency” is appropriate if the reference is silent as to the allegedly inherent

disclosure.
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18. I understand that a claim can be unpatentable in view of prior art if the

differences between the subject matter claimed and the prior art are such that the
claimed subject matter as a whole would have been “obvious” at the time the
invention was made to a person having ordinary skill in the art. I understand that
patentability cannot be negated by the manner in which the invention was made.
Patentable inventions can be the result of careful, deliberate experimentation; there
need not be any flash of insight or “Eureka!” moment.

19. | also understand that the relevant inquiry into obviousness requires
consideration of four factors: [A] The scope and content of the prior art; [B] The
differences between the prior art and the claims at issue; [C] The knowledge and
level of skill of a person of ordinary skill in the pertinent art; and [D] Objective
factors indicating obviousness or nonobviousness which may be present in any
particular case, such factors including commercial success of products covered by
the patent claims; a longfelt need for the invention; failed attempts by others to make
the invention; copying of the invention by others in the field; unexpected results
achieved by the invention; praise of the invention by the infringer or others in the
field; the taking of licenses under the patent by others; expressions of surprise by
experts and those skilled in the art at the making of the invention; and the patentee’s

proceeding contrary to the accepted wisdom of the prior art.
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20. | understand that the obviousness standard is defined at 35 U.S.C.

8 103(a). | understand that a first step in analyzing obviousness is to determine
whether the prior art, including the knowledge of one skilled in the art at that time,
discloses each and every element of the recited claim. | understand that, when
combining two or more references, one should then also consider whether there was
a teaching or suggestion, or whether there was a motivation, to combine the
references so as to avoid impermissible hindsight. | have been informed that the
application of the teaching, suggestion or motivation test should not be rigidly
applied, but rather is an expansive and flexible test. For example, | have been
informed that the common sense of a person of ordinary skill in the art can serve as
motivation for combining references. | understand that where a proposed
modification to a prior art reference would render its disclosure inoperable for its
intended purpose or would fundamentally change its principle of operation, there
may not be a sufficient motivation to combine the prior art references in the manner
suggested.

21. | understand that the content of a patent or other printed publication
(i.e., a reference) should be interpreted the way a person of ordinary skill in the art
would have interpreted the reference as of the effective filing date of the patent
application for the *251 patent. Assertions of obviousness based on a single reference

require proof that it would have been obvious to modify that reference to arrive at
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the patented invention unless the disclosure of the reference is sufficient to

anticipate.

22. | have been informed and understand that obviousness should be
analyzed from the perspective of a person of ordinary skill in the relevant art.
V. LEVEL OF ORDINARY SKILL IN THE ART

23.  As | have previously opined, in view of the disclosures and priority date
of the *251 Patent, | believe the relevant person of ordinary skill in the art would
have a four-year degree from an accredited institution (usually denoted as a B.S.
degree) in computer science, computer engineering or the equivalent and experience
with, or exposure to, Internet-based video-delivery system. A person of ordinary
skill in the art would also have approximately two years of professional experience
with these topics. Significant experience in the field might substitute for formal
education, and additional graduate education could substitute for professional
experience.

24.  Petitioner’s declarant, David B. Lett, expressed the opinion that: “a
person of ordinary skill in the art of the "251 Patent at the time of the alleged
invention of the ’251 Patent would have a degree in computer or electrical
engineering, computer science, information systems, or a similar discipline, along
with three-to-four years of experience with the design and/or implementation of

network-based content delivery systems, such as video-on demand (VOD), cable
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systems, and Internet video streaming.” Ex. 1102, 16-17. While Mr. Lett offers a

slightly different definition for a person of ordinary skill in the art, none of my
opinions in this declaration would change if | were to adopt his definition of a
POSITA.

VI. SUMMARY OF PETITIONER’S GROUNDS

25. It is my understanding Petitioner asserts three grounds against the

challenged claims. Specifically, Petitioner asserts:
e for claims 1-26, obviousness based on Danciu-Mahajan;
e for claims 1-26, obviousness based on Danciu-Mahajan-Calvert;
e for claims 1-26, obviousness based on Aldrey-Mahajan.

26.  As relevant here for independent claims 1 and 11, each ground relies
on Mahajan. In particular, each ground relies on Mahajan for the step of “converting,
by the server system, the universal playback control command into corresponding
programming code.” 251 patent, 11:43-45, 12:50-60; Pet. 39-42, 69-72. In my
opinion these references do not disclose this limitation.

27. Additionally, the Petition fails to address certain requirements of
independent claim 22 that differ from the limitations of claims 1 and 11, including
“retrieving, by the display device and from a server system, first information” that,
among other things, “identifies a first media player for playing the first video file.”

Further, the Petition fails to adequately address the steps relating to the “second

Declaration of Dr. Wicker in Support of Patent Owner’s Response 12



U.S. Patent No. 8,356,251
Case No. IPR2024-00322

information” of claim 22. Additionally, the Petition fails to address how the Aldrey-

Mahajan combination discloses or teach “obtaining” and “loading” of media players
of claim 22. For at least these reasons, the Petition fails to show claim 22 is obvious.
28.  Further, as relevant here to all independent claims of the 251 Patent (1,
11, and 22), a POSITA would not have been motivated to combine any of the
asserted references.
VII. REeview oF CITED ART
a. Mahajan

29. Itis my opinion that Mahajan does not teach “converting, by the server
system, the universal playback control command into corresponding programming
code.” ’251 patent, 11:43-45.

30. The Mahajan Reference teaches systems and methods for managing
multimedia operations in remote sessions. It describes a client and server device,
wherein the client accesses a remote interface of the server device. Ex. 1114,
Abstract. Mahajan is directed to improvements to a remote computing experience,
also referred to as a collaboration session, wherein a remote computer recreates the
appearance of a local computer, including its graphical user interface. Ex. 1114, { 1.
In particular, Mahajan proposes improvements to the use of such remote sessions for
media operations. Ex. 1114, 1 2. Mahajan splits the remote computing environment

Into two pieces: the graphical user interface of the computer, and the media playing
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back. Ex. 1114, 1 11. Media operations are thus separated from the rest of the

traditional user interface operations. Ex. 1114, 1 11.

31. Given that the client computer and server computer of Mahajan may
have different media playback environments, Mahajan describes a solution of
abstracting the media player command communications between the machines. Ex.
1114 1 13. In this solution, Mahajan institutes a generic format of media playback
commands, and the server and client exchange messages in this generic format. Ex.
1114, 1 13. Mahajan achieves this through its Remote Terminal Session (“RTS”)
Media Abstraction Module. Ex 1114, § 25, Fig. 2. Mahajan places the RTS Media
Abstraction Module on each of the client and server, where it functions to interpret
the genericized commands. Ex 1114, { 25.

32.  Mahajan envisions a user entering commands on the client, which are
relayed to the server, which processes the commands into platform specific media
commands. The commands may then be genericized by the RTS abstraction module
and sent to the client, which uses its RTS abstraction module to translate the generic
commands into media commands specific to the client. Ex. 1114, 1 35, Fig. 2. |
note that the Petition describes this as a five step process of translating and re-
translating commands within the “client-server collaboration session wherein a user
may enter commands ( ) on Mahajan’s server (blue) for controlling content

(purple) that is playing on a client device (red).” Pet. 28-29. For purposes of my
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discussion, I consider this description close enough, and it provides a useful place to

start.

Ex. 1114, Fig. 2 (annotated by Petitioner)
b. Danciu
33. Danciu is a U.S. Patent assigned to Google LLC, covering a network-
based remote control. It envisions a remote control and controlled device connected
via a network. Ex. 1112, Abstract. The controlled device is configured to receive
messages from the remote control that controls operation of the controlled device.
Ex. 1112, 1:39-50, 4:58-67, Figs. 1, 2. Danciu discloses a remote control (blue) that
Is external to servers 24A-24N (green) which receive messages including a remote
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control identifier and control information and sends a message to a controlled device

18 (red) to control its operation. Ex 1112, 1:39-50, 4:58-67, Figs. 1, 6.

Ex. 1112 Fig. 1 (annotated by Petitioner)
c. Aldrey
34.  Aldrey describes remotely managing and configuring a set-top-box
(STB) via a remote application. For instance, a user may adjust parental controls or
available channel information such as favorite channels. Ex. 1114 [0020]. Aldrey
describes a remote application to “generate one or more control commands, transmit
those commands to STBs[,] wherein the devices may be configured according to the
commands.” Ex. 1114, [0082]. Aldrey does not teach or suggest conversion of

control commands.
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d. Calvert

35.  Calvert describes a method and apparatus for acquiring media services
available from content aggregators. It envisions a solution for a client device that
receives lists of media services from media content aggregator servers. Ex. 1111,
Abstract. Calvert discusses media subscription services, also known as content
aggregators. Ex. 1111, [0007]. These content aggregators provide a plurality of
media services to a common interface like a website. Ex. 1111, [0007]. Such content
aggregators are assumed to provide content information in the document object
model (“DOM?”) of the webpages, including menus, locations, and media types. EX.
1111, [0031]. Calvert does not contemplate remote selection or control of content
except in the limited reference to a traditional hardware remote control device. Ex.
1111, [0064].

VIIl. THE 251 PATENT WOULD NOT HAVE BEEN OBVIOUS OVER THE ASSERTED
REFERENCES

a. Danciu, Mahajan, Calvert, and Aldrey lack features of the 251
Patent

36. Mr. Lett relies on combinations of Danciu with Mahajan and/or Calvert
as well as Aldrey and Mahajan. As a preliminary matter, | disagree there would be
a sufficient motivation to combine these references.

37. Danciu does not disclose conversion of control commands. Instead,

Mr. Lett relies entirely on Mahajan for limitations of the converting step. Ex. 1102,
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90-93. Mahajan describes a client-server arrangement wherein the server renders its

graphical user interface on the client itself and the device ultimately using the
commands is the same device performing the conversion. First, the alleged
conversion of universal commands in Mahajan is not performed by Mahajan’s
server, but rather by its client (i.e., the device that plays the media content). Ex. 1114
at [0013]-[0014] (discussing the client converting generic commands from the server
Into commands that are specific to a client’s media platform). Second, Mahajan
proposes the opposite of the claimed conversion step: instead of outputting
commands specific to the target media platform, Mahajan’s server converts to
“generic commands,” which cannot teach the corresponding programming code that
Is transmitted to or retrieved by the display device in order to control playing of the
video content on the display device by the particular media player. Mahajan thus
fails to disclose one of the essential elements of at least claims 1 and 11 — the sever
system specifically tailoring the command sent to the specific display device so that
the command can be understood by the specific display device and media player.
But Mahajan is not related to remotely controlling a display device, nor does its
specification teach or suggest using the disclosure in such a manner. As such, no
person with ordinary skill in the art would have looked to Mahajan when seeking to

convert control commands in light of Danciu.
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38. Inits October 9, 2024 Decision Granting Patent Owner’s Request on

Rehearing of Decision Granting Institution of Inter Partes Review of a related patent,
the Board noted that Petitioner’s proposed combination of Danciu and Mahajan does
not clearly teach or suggest that the server system performs conversion of commands
sent from a personal computing device on the basis that Mahajan’s disclosed
translation of “generic commands” into “platform specific media playback
commands” occurs at the controlled device. IPR2024-00324, Paper 19 at 12-13; EX.
1114, [0013]-[0014].

39. Aldrey also does not disclose conversion of control commands.
Instead, Mr. Lett relies entirely on Mahajan for limitations of the converting step.
Ex. 1102, 132-135. Accordingly, in the related inter partes review, the Board found
Petitioner’s arguments regarding the proposed combination of Aldrey and Mahajan
unpersuasive on the basis that Aldrey does not teach or suggest conversion of
command formats and Mahajan fails to remedy as previously discussed. 1IPR2024-
00324, Paper 19 at 17-19; Ex. 1114, [0013]-[0014].

b. A POSITA would not have been motivated to combine the
references

40.  Further, | disagree that there would have been a sufficient motivation
to combine Calvert with any of the cited references in the manner Petitioner
proposes. As previously noted, Calvert is not directed to remote control. It has no

teachings of controlling content on a display device using commands sent from a
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personal computing device such as a mobile phone. Instead, Calvert teaches a device

that controls the media playing on the device itself. Its only reference to remote
control is by the use of a traditional hardware remote control. Calvert at [0064]
(describing user selection device 826 which communicates with control point 810
via a wired or wireless interface).

41. Further, neither Danciu nor Mahajan contemplate media players
embedded within a document object model (DOM) or multipurpose internet mail
extensions (MIME) classes and object types that would suggest compatibility with
the disclosed embedded media players of Calvert.

42.  Additionally, Mr. Lett does not propose any modifications to Danciu or
Aldrey in order to accommodate the disclosed features of Mahajan and/or Calvert in
a way that resembles the 251 claims. It is my opinion that any such combination
would be purely hypothetical and constructed with the benefit of hindsight in order
to arrive at the claimed limitations. | disagree that a POSITA would have had any
motivation to attempt such a combination as doing so would have unnecessarily
complicated the respective systems of Danciu or Aldrey and would have yielded
unpredictable results outside of the scope of their stated objectives. For example,
Aldrey teaches methods for set-top box management, and Mahajan proposes
solutions for tunneling remote desktops while viewing media on a computer. EXx.

1115, 11 13, 42. It is unclear to me what benefit would be achieved by adding the
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configuration methods, such as the remote application, of Aldrey to Mahajan where

the user may already freely navigate the server’s user interface of Mahajan’s server
through its client machine. See, e.g., Ex. 1115, 11 31, 53, 74. Further, Aldrey already
contemplates multiple instances of its remote application running on different
machines, so a POSITA would not have seen reason to add any remote computing
technologies of Mahajan to Aldrey’s configuration methods. Finally, it would be
unpredictable and unnecessarily complicated to attempt to port Aldrey’s traditional
cable media into the remote viewing experience of Mahajan on a PC, which at the
time would have been the core media offering of Aldrey.

c. Claim 1 Would Not Have Been Obvious Over the Asserted
References

43. Claim 1 requires “converting, by the server system, the universal
playback control command into corresponding programming code to control playing
of the video content on the display device by the particular media player, wherein
converting the universal playback control command includes selecting from among
a plurality of specific commands, each of which represents a corresponding playback
control command for a respective media player.” Ex. 1101, 11:43-51 (hereinafter
referred to as the “converting” step). Mr. Lett relies entirely on Mahajan for the
limitations associated with the converting step . See Ex. 1102, 63—-67 (describing
Mahajan generally), 78-84, 91-93 (arguments regarding claim 1). But because

Mahajan does not disclose the converting step, and because it would not have been
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obvious to combine Mahajan with the other cited references, | disagree with Mr.

Lett’s opinions.
d. Mahajan fails to disclose the step of converting, by the server

system, the wuniversal playback control command into
corresponding programming code, as recited by claim 1.

44,  Claim 1 requires the universal playback control command be included
In one or more signals received in the server system, from the personal computing
device. Ex. 1101, 11:35-42. According to the *251 Patent, the personal computing
device must be “separate from the server system and separate from the display
device.” Id., 11:28-30. The programming code is then stored in a database for
transmission to or retrieval by the display device. Id., 11:52-60. This concept is

represented in the graphic below:

45.  Mr. Lett refers to Mahajan’s RTS Media Abstraction module of the
client as “convert[ing] commands received by the client (red) from the server

(blue).” Ex. 1102, 91 (citing Ex. 1114, [0037]-[0043], [0063], Figs. 3, 5; Ex. 1102,
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1 180). But Mahajan describes a two-part client-server architecture where the

conversion to a specific command is done not by the server but by the client. In
Mahajan’s architecture, the server (202) and the client (204) each have an RTS

(Remote Terminal Session) media abstraction module (210, 214). Ex.1114, [0037].

Ex. 1114, Fig. 2 (annotated)
Mahajan describes a user at the client controlling the media component (222) from
the server by entering “user-commands” (230) at the client, which are then relayed
to the server via the network (206). Id., [0035]. These commands are processed by
the server into “platform-specific media commands of the server 202,” which are
then intercepted and received by “the server’s RTS abstraction module 210.” 1d.,
[0036]. The server’s RTS abstraction module converts the platform-specific media

commands into generic commands to be sent to the client’s RTS abstraction module
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(214). 1d. Then, “the client’s RTS abstraction module 214 can translate the generic

media commands, . . . into media commands that are specific to the client’s media
platform 212.” Id. In this way, the two abstraction modules work together to create
a “collaboration media abstraction layer 130” that “can abstract or genericize media
playback commands specific to media platform 122.” 1d., [0022]; see id., Fig. 1.
46.  Asshown in the annotated figure below, Mahajan teaches that the user-
commands (306A-I, red) for the server’s media platform are genericized by the
server’s RTS media abstraction module (210, ) using RTS mapping table 302.
The corresponding generic commands (308A-I, 310A-I, ) are sent to the
client’s RTS media abstraction module (214, blue), which then converts the generic
commands into platform-specific media commands (312A-I, ) for the client’s

media platform:
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Ex. 1114, Fig. 3 (annotations added)
As such, Mahajan discloses that the RTS media abstraction module at the client
performs the conversion from a generic command (mapped by the Petition to the
universal playback control command) to a platform-specific command (mapped to
the corresponding programming code). Accordingly, the alleged conversion is not
performed by the server in the Mahajan system. Again, this is important as it fails to
disclose a necessary feature claimed by the ’251 patent; namely, that the server
system is capable of supporting a plurality of media players on a display device. This
enables a server system to support a variety of display devices without the need to

modify those display devices, which is a key benefit derived from the invention.
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47.  Further, Mahajan fails to disclose any conversion that includes

selecting from a plurality of specific commands, each of which represents a
corresponding playback control command for a respective media player. Mahajan
further fails to teach or suggest that the generic commands are ever received by a
server system as claim 1 requires; Mahajan merely discloses that the generic
commands alleged to be universal playback control commands are sent by the server
to the client. Accordingly, | disagree with Mr. Lett’s opinions that the Mahajan
reference discloses these limitations of claim 1.

1. Mahajan does not teach converting, by the server system, the
universal playback control command

48.  As | note above, Mahajan’s RTS abstraction modules work together to
translate commands specific to a first media platform into commands specific to a
second specific platform, using generic commands as a shared language. Ex. 1114,
[0013]-[0014]. The server’s RTS abstraction module only converts specific
commands into generic commands, which Mr. Lett analogizes to the “universal
commands” required by claim 1. Id.; Ex. 1102, 1 177; see also [0063]. But the only
conversion of the generic commands is performed by the client’s RTS abstraction
module, not by the server. Id.

49. Mr. Lett additionally states that “it would have been obvious to a
POSITA that the RTS Media Abstraction Module could be located on Mahajan’s

client, server, or on an intermediary device.” Ex. 1102, 92 (citing Ex. 1114, [0022],
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[0023]). But Mahajan’s disclosure necessarily requires a two-part server-

clientarchitecture. The server part receives a command, which it then translates to a
platform-specific command, then to a generic command. Ex. 1114, [0037]-[0038].
The server part transmits the generic command to the second part, which is located
on a client. Id., [0038]. The client part performs the translation from a generic
command to a platform-specific command that is specific to the client’s media
platform. Id. It is unclear exactly what structure Mr. Lett is proposing by stating that
the RTS Media Abstraction Module could be on any component, but Mahajan’s
teachings are clear that both parts are needed to translate between different media
platforms. See id., [0042]. Here, claim 1 requires a conversion executed by a server
system—not a two-step translation performed by a server and a client as Mahajan
teaches.

50. Mr. Lett opines that “a POSITA would have understood that the RTS
Media Abstraction Module is a software intermediary that converts commands from
one interface (e.g., a genericized interface) into another (e.g., the interface of the first
type of media playback application).” Ex. 1102, 92. But Mr. Lett omits the fact that
the generic commands exist solely to translate between two sets of platform-specific
commands. See Ex. 1114, [0037]-[0042]. There is no “genericized interface,” for
example, where a user might generate a generic command in a generic format.

Rather, the generic commands in Mahajan only exist in transmission between two
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RTS Media Abstraction Modules. Mahajan therefore fails to even disclose a

universal playback control command being received by an alleged server system
from a personal computing device. The claimed converting step requires a universal
command as the input; without it, there can be no “converting” that meets the
limitations of claims 1 and 11. For these reasons, | disagree with Mr. Lett’s opinion
that Mahajan discloses or renders obvious converting, by the server system, the
universal playback control command.

51.  Mr. Lett relies on Mahajan’s disclosure that the “APl has commands
including, for example, to ‘pause’ or ‘restart’ content on a remote media application
command (e.g., a Media Foundation platform command
‘IMFClockStateSink::OnClockPaused’) corresponding to a particular media player
associated with a given device (e.g., the corresponding DShow platform command
‘IMFMediaSession::Pause’).” Ex. 1102, 91 (citing Ex. 1114, [0037]-[0043], Fig. 3).
He quotes Mahajan as disclosing that these “commands ‘may be specific to events
associated with the playback of media files’ such as ‘when a media file is accessed
for playback by one or more users at the client.”” Ex. 1102, 1 183 (quoting Ex.1114,
[0037]). But this cited disclosure is irrelevant to the limitation requiring that
“converting the universal control command includes selecting from among a
plurality of specific commands.” Ex.1001, 11:46-49. The “commands” described in

the cited paragraph of Mahajan are “the commands received by the server’s RTS
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media abstraction module 210.” Ex.1114, [0037]. Mahajan states in the preceding

sentence that the commands received by the server’s RTS media abstraction module
are “media commands that are specific to the server’s media platform.” Id.
(emphasis added). These commands are not universal playback control commands
that are converted, as required by the claim.
/1. Mahajan does not teach wherein converting the universal
playback control command includes selecting from among a
plurality of specific commands, each of which represents a
corresponding playback control command for a respective
media player
52.  No server in Mahajan’s system would have or use the plurality of
specific commands of the claims for converting the universal playback control
command, as the claims require. In particular, the converting of the claims produces
corresponding programming code to control playing of the video content on the
display device by the particular media player. And the converting must also include
selecting from among a plurality of specific commands, each of which represents a
corresponding playback control command for a respective media player.
53.  Mahajan’s use of the RTS abstraction modules indicates that neither the
server nor the client needs to have information about the media platform(s) of the
other. See Ex. 1114, [0042]. Instead, the generic commands in Mahajan’s system act

as a shared language, so to speak, in which the server and client each “know” what

commands are being used based on the mappings maintained in their respective RTS
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mapping tables (302, 304). See id., [0038]. Accordingly, the server’s table translates

to the generic commands, and the client’s table translates from the generic
commands. Id., [0038], [0042]. Mahajan’s simplistic approach means that “the
server RTS mapping table 302 may not need to take into account all the possible
media platforms that can be employed on the client 204,” and “[t]he same can be
said of the client’s media table 212.” Id., [0042]. Accordingly, Mahajan does not
disclose that its server would have or use a plurality of specific commands, each of
which represents a corresponding playback control command for a respective media

player that a display device might use in presenting video content.

54.  Further, Mr. Lett fails to explain how Mahajan discloses how its
messages supposedly select from among a plurality of specific commands are
required by the claim language. A message is not a conversion, and Mr. Lett’s
opinions do not show how the “[m]essages containing [] commands” relate to the
alleged converting process. See Ex. 1102, { 183.

55. | therefore disagree with Mr. Lett that Mahajan discloses the limitation
of the “wherein” clause from the converting step.

lii. The combination of Mahajan with Danciu and/or Calvert
does not render obvious the claimed converting step and
programming code.

56. Because Mahajan does not disclose key limitations associated with the

converting step, none of Mr. Lett’s opined upon combinations teach or suggest each
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and every limitation set forth in claim 1. Mr. Lett does not appear to opine any other

references in the combinations teach this step.

e. Claim 11 Would Not Have Been Obvious Over the Asserted
References

57. 1t is my opinion the asserted references do not disclose or render
obvious independent claim 11 of the 251 Patent.

58. Claim 11 requires, among other things, “one or more non-transitory
computer-readable media storing instructions that when executed by the server
system, cause the server system to perform operations including converting the
universal playback control command into corresponding programming code to
control playing of the video content of the particular media player.” ’251 Pat. 12:50-
56. Accordingly, claim 11 is similar to claim 1 in that both require the server system
perform the operation of converting the universal playback control command into
corresponding programming code to control playing of the video content of the
particular media player.

59. Claim 11 also recites “wherein converting the universal playback
control command includes selecting from among a plurality of specific commands,
each of which represents a corresponding playback control command for a
respective media player.” Claim 1 recites the same limitation.

60. Danciu-Mahajan, with or without Calvert, and Aldrey-Mahajan do not

teach these limitations, as | discuss above in § VIII.d. It is my understand Mr. Lett
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does not offer any opinions regarding claim 11 beyond those offered in support of

his analysis of claim 1.

f. Claim 22 Would Not Have Been Obvious Over the Asserted
References

61. It is my opinion the asserted references do not disclose or render
obvious independent claim 22 of the 251 Patent.

I. The asserted references do not teach “retrieving” messages
by a display device

62. It is my opinion that the Petition—including Mr. Lett’s Declaration
cited by the Petitioner—does not show the Danciu, Mahajan, or Calvert references
teach “retrieving, by the display device, from the server system,” the “first” and
“second information” of independent claim 22. Among other requirements, the
retrieved “information” must identify first and second media players and indicate
corresponding programming code to control playback in accordance with first and
second playback control commands. Ex. 1101, 14:5-11, 14:21-29. In each case, the
server must have previously received (from the personal computing device) signals
identifying the particular media player and including the respective playback control
command.

63. For both limitations [22C] and [22G], Mr. Lett cross-references his
opinions regarding limitations of claim 1 without discussing how the claim 1

limitations relate to those steps of claim 22. Ex. 1102 { 251, 260, 358, 366.
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Problematically, Mr. Lett cross-references his claim 1 analysis of messages from the

personal computing device to the server system for claim 22’s required messages
from the server system to the display device. See id. (cross-referencing 88 11.1.5-
11.1.6 and 12.1.5-12.1.6, which discuss claim 1 requirements of receiving messages
in the server system). While limitations 22C and 22G require messages to have been
previously received by the server system, these limitations further require the display
device to retrieve certain information from the server system; Mr. Lett does not
address this requirement anywhere in his brief discussions of these limitations.

64. In particular, Mr. Lett does not address claim 22’s requirement of
“retrieving,” which is distinct from claim 1’s “storing ... for transmission to or
retrieval by the display device” of claim 1. Ex. 1102 {1 251, 260, 358, 366; Ex. 1101,
11:52-60 (emphasis added). A POSITA would have understood “retrieving,” given
its ordinary and customary meaning in the art, to require an active step on the part
of the display device to initiate the transfer of information through the transmission
of a request for that information.

65. As | note above, Mr. Lett does not cross-reference his analysis of claim
1H’s “storing ... for transmission to or retrieval by the display device,” but even if
he had referenced it, this analysis did not explain how the asserted references teach
‘retrieving by’ rather than ‘transmitting to.” Ex. 1102, {1 251, 260, 358, 366

(retrieving steps); Ex. 1102, { 185 (claim 1 storing for transmission to or retrieval
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by step). Lett does not assert that any of Danciu, Mahajan, Aldrey, or Calvert

disclose or render obvious the “retrieving” limitation, and | see no support for such
a proposition.

66.  Similarly, the Petitioner’s discussion of claim 1 describes the server
sending the information. See, e.g., Pet., 26 (“Server then transmits the control
information to the intended controlled device 18.”) (quoting Ex. 1112, 16:56-61),
72 (“Aldrey teaches . . . the storage of information that can be transmitted to a
STB.”). This fails for the same reasons | note above with respect to Mr. Lett’s
analysis. Accordingly, Petitioner has not shown that the cited references disclose or
suggest the “retrieving” limitation.

1. Danciu Does Not Teach Media Player Identification

67.  Itis my opinion that Danciu does not teach media player identification
as required by claim 22 of the ’251 Patent. Claim 22 requires “retrieving, by the
display device from the server system, first information ... that identifies a first media
player for playing the first video file ... wherein the server system previously
received, from the personal computing device, one or more signals ... identifying the
first media player.” Ex. 1101, 14:5-15. Claim 22 further requires “subsequently
retrieving, by the display device from the server system, second information” that

must similarly identify a “second media player different from the first media player,”
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again with signals “identifying the second media player” being previously received

by the server system. Id., 14:21-33.

68. | disagree with Mr. Lett’s assertion that this limitation is met simply
because “multiple commands are sent for the same video file.” Ex. 1102, { 251. The
retrieving step only recites one playback control command and its corresponding
programming code for the first video file. In that context, the scenario involving
“multiple commands ... for the same video file” is irrelevant to the claims. Mr. Lett
offers no explanation to support a different conclusion. Instead, he appears to
misread the claim as requiring that the server system receive multiple sets of
playback control commands from the personal computing device. Cf. Ex. 1101,
14:11-15, 14:21-33. This ignores both distinct requirements regarding media player
identification: 1) that the display device retrieve such information from the server
system, and 2) that the server system have previously received signals identifying a
media player from the personal computing device.

69. Indeed, Mr. Lett appears to only address the sending and receiving of
commands and not media player identifications at all. Danciu does not teach media
player identification, much less a media player identification from a server to a
display device “wherein the server system previously received, from the personal
computing device, one or more signals ... identifying the first media player.” EX.

1101, 14:5-15. In other words, Claim 22 not only requires a media player
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identification, but the identification must be included in signals from a personal

computing device to a server system, and then in information retrieved from a server
system by a display device. It is my opinion that Danciu does not teach these
requirements even once, and claim 22 requires two separate media player
identifications for two different media players.

70.  Petitioner’s citations to Danciu do not support a conclusion that Danciu
teaches the required media player identifications. Pet., 27-28. In particular,
Petitioner points to both Danciu’s “session identifier” and “control information.” Id.
Neither of these identify a media player.

71.  Danciu’s session identifier does not identify a media player. It
identifies the remote controls and controlled devices relevant to a viewing session.
Ex. 1112, 4:8-11, 14:10-36. Identifying devices is not identifying media players,
which are software, as shown by the fact that they are “obtain[ed] ... over the
Internet” and “load[ed] ... in the display device,” as recited in claim 22.

72.  Danciu’s “control information” does not identify a media player either.
Petitioner’s citations to Danciu show where Danciu discusses the forwarding of
“control information” from the remote control to the controlled device by way of the
server system, but Danciu is silent on what form such “control information” should

take. See, e.g., Ex. 1112, 2:6-35; 17:1-43. There is no disclosure or suggestion in
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Danciu that “control information” identifies a media player for playing a first or

second video file, as claim 22 recites.

73. Danciu’s “application instructions” do not teach media player
identification either. Ex. 1112, 13:4-15. These “application instructions” are not
described in any other portion of Danciu, and only described in the context of
interacting with the user interface of the controlled device. Ex. 1112, 13:4-15.
Accordingly, a POSITA would not have understood these commands to be
identifying a media player, either explicitly or implicitly.

74. Danciu only contemplates a user utilizing user interface 120 (e.g.,
traditional keypad, keyboard, mouse, etc.) to interact with controlled device 118 in
order to navigate to a web page or to execute applications 130. Ex. 1112, 11:22-35;
11:65-67, 12:17-19. In particular, Danciu contemplates a user interacting with user
interface 120 to execute a “video application or web browser for displaying video
content from the World Wide Web (e.g., YouTube content, Hulu content, Netflix
content, etc.).” Ex. 1112, 13:7-15. From this point, Danciu specifies that a user may
use the video application of applications 130 or the web browser to facilitate paring
of controlled device 118 to the remote control, for instance by notifying a server that
it is available to join a session. Ex. 1112, 13:16-23. This implies that the “video
application” or “web browser” must be loaded (by a user via traditional user interface

controls) before the controlled device 118 joins a session maintained by the server.
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Danciu does not describe anything related to the identification of any application or

web browser within the session information which would be necessary for the
pairing process to initiate the video application or web browser on the controlled
device. In a hypothetical example, if a user directs the controlled device web browser
to YouTube and initiates pairing with the server, the remote control commands will
only be able to identify and control content within the YouTube player. If the user
instead wishes to control Hulu content, the user would need to direct the controlled
device web browser to Hulu and initiate pairing again in order to ensure that the
remote control commands are able to identify and control content within the Hulu
player. Danciu does not teach or suggest that the remote control device is able to
identify application or web pages to be executed on the controlled device and further
provides no mechanism for switching between application or web pages beyond the
user interface 120.

75.  Moreover, as | noted above in 63, Mr. Lett appears to confuse the
“wherein” clause of limitation 22C with the later “subsequently retrieving” clause
of limitations 22G-J. The “wherein” clause of limitation 22C requires the
information retrieved by the display device to come after it is received in the server
system, and the “subsequently retrieving” clauses of 22G-J require the set of
information to be subsequently retrieved by the display device again. In other words,

22C imposes requirements for the path the information must travel, and 22G-J
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requires those sets of information to be retrieved at least a second time. Therefore,

Mr. Lett’s reasoning does not follow when he asserts that “A POSITA would have
understood that Danciu’s system was intended to send multiple commands, and
when multiple commands are sent a prior command would meet these limitations
for the same reasons as discussed herein regarding a later command.” Ex 1102, |
251. The fact that multiple commands are sent says nothing about the path they
travel.

76. It is my opinion that Danciu does not teach “subsequently retrieving,
by the display device from the server system, second information ... that identifies a
second media player different from the first media player for playing the second
video file. Mr. Lett simply cites back to his analysis for limitations 22C-F for this
limitation. The Danciu reference does not teach media player identification for the
reasons described above.

77.  Further, limitations 22G-J emphasize Danciu’s failures to teach media
player identification. While Danciu may describe a system that can be re-organized
to control a different media player, it does not teach that the remote control may send
a message to switch those media players on the fly. Instead, a user must interact with

the controlled device’s on-screen user interface 118 to navigate to a different media

player.

Declaration of Dr. Wicker in Support of Patent Owner’s Response 39



U.S. Patent No. 8,356,251
Case No. IPR2024-00322

Iii. Mahajan Does Not Teach Retrieving First Information
Identifying a First Media Player

78.  Itis my opinion that Mahajan does not teach “retrieving, by a display
device from a server system, first information ... that identifies a first media player.”
"251 Pat. 14:5-25. First, | note that neither Petitioner nor Mr. Lett assert Mahajan
teaches an explicit media player identification in its messages, and | agree it does
not teach this. Mr. Lett does, however, opine that Mahajan teaches this limitation
because its commands are “particular to the media content playing on the media
player of Mahajan’s server.” Ex. 1102, { 161.

79.  As | explained above, Mahajan teaches a client and server system
wherein the client sends messages with commands that the server translates to
commands specific to the media platform of the server, which the server then
genericizes and sends to the client, then the client in turn associates those with
commands specific to the client media platform. Mr. Lett’s opinions misunderstand
Mahajan’s teaching of sending genericized commands—the commands that are
specific to the media player of Mahajan’s server are generated by the server itself
and not retrieved in the messages it receives. See, e.g., supra 11 31, 32. The same is
true of the client. 1d. As Mahajan’s server, and its client, both get only generic
commands, those commands do not identify a media player. Mahajan thus teaches a
system in which there is no explicit identification of a media player, only the

commands and media are identified.
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iv. Calvert Does Not Teach Retrieving First Information
Identifying a First Media Player

80. It is my opinion that Calvert does not disclose or render obvious
“retrieving, by a display device from a server system, first information ... that
identifies a first media player.” Ex. 1101, 14:5-25.

81.  Calvert teaches a computer that can load different media players on
itself. There is no network messaging from a personal computing device to a server
identifying a media player to be loaded on a display device. Claim 22 requires a
display device retrieve first information that identifies a media player “wherein the
server system previously received, from the personal computing device, on ore more
signals ... identifying the first media player.” Ex. 1101, 14:11-15. Thus no message
in Calvert could teach such a path of information flow.

82.  Petitioner fails to show how or why the proposed combination with
Danciu and Mahajan would result in the claimed invention, for at least the reason
that Calvert does not contemplate remote control and approaches multiple media
players through a cumbersome Document-Object Model approach that would not
have been obvious to distribute effectively across multiple architectural components,
as | note above is § VIIL.b.

v. Aldrey Does Not Teach Obtaining or Loading Media Players
83. Claim 22 of the 251 Patent requires, “obtaining, by the display device,

over the Internet the first media player for playing the first video file;” and “loading
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the first media player in the display device.” *251 Patent 14:16-18. Aldrey does not

disclose or render obvious these limitations.

84.  Mr. Lett identifies the “remote application” of Aldrey as the first media
player. Ex. 1102, 1 360. This is at odds with how a POSITA would have understood
Aldrey’s “remote application,” and is more incompatible with Aldrey’s teachings.

85.  Aldrey describes the “remote application” as a collection of interfaces
for configuring STBs, including the remote application on the STB itself, variously
known within the figures as either “113c” or “209c.” Ex. 1115, Figs. 1, 2. The remote
application is a go-between configuration software that enables a user to configure
user settings, authenticate their account, and navigate content options. Ex. 1115 {f
43-45, 58, 65, 72, Fig 6. It is deployable on any of (1) the network (2) the other
computing device or (3) the STB itself. Ex. 1115 § 31. In addition, the remote
application is deployable across multiple of each of these components at once. EX.
1115 § 31, 62, 73. For example, a remote application on one STB may be used to
configure another STB. Ex. 1115 § 72, 80, 86. The remote application is described
as being a user interface on the set top box, represented by Figure 6 (as noted by Ex.

1115 § 74):

Declaration of Dr. Wicker in Support of Patent Owner’s Response 42



U.S. Patent No. 8,356,251
Case No. IPR2024-00322

86. Aldrey’s remote application is a remote configuration tool for
managing multiple set top boxes, and not a media player. Aldrey describes the
remote application transmitting commands to one or more STBs to configure the
STBs (including configuring media content) but does not teach the remote
application controlling content. Ex. 1115, 1 43-44, 72, 74, 79-80, 86.

87. This is true whether | apply the claim construction for “media player”
the Eastern District of Texas in Touchstream v. Charter, or whether I apply the plain
and ordinary meaning of the term. Ex. 2024, 2:23-cv-00059-JRG (E.D. Tex. 2023),

Dkt. 74, at 9. The remote application is configuration interface, not a media player.
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88.  Further, and as relevant to the asserted Aldrey Ground, Mahajan does

not teach the “obtaining,” or “loading” of media players as required by claim 22 of
the ’251 Patent. Mr. Lett’s citations to the Mahajan reference on this point are
unavailing, as they describe a client using a media player and a server using another
media player, without discussing where those media players come from, much less
basing the obtaining and loading of those media players based on messages from a
server system. Ex. 1102 § 360 (citing Ex. 1114 §{ 19-20). It is my understanding the
client and server of Mahajan use their respective media players, and do not facilitate
input from other devices on how those media players are obtained, loaded, or used.

89. Mr. Lett alternatively asserts that because Aldrey teaches “retrieving
media content from online” it teaches these limitations. Ex. 1102 § 360. I disagree.
Simply being capable of receiving content delivered through the internet is not the
same as the additional steps of programmatically obtaining a media player over the
internet and loading it based on retrieved information. Further, Mr. Lett’s reference
to the ‘loaded’ software of Aldrey is not on point—Aldrey only mentions in passing
that software is loaded, without describing when or how. Ex. 1102 360 (citing Ex.
1115 1 54). Aldrey’s passing mention of loaded software does not discuss what
software is even loaded, let alone the programmable obtaining and loading of

software based on information retrieved from a server system. Ex. 1115 { 54.
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90. A POSITA would have understood this ‘loaded’ software to be pre-

loaded. Ex. 1115, 1 54. Further, Aldrey only mentions this software in context of
control by the traditional remote control device 217 or end terminal 207
communicating directly with the set-top box. Ex. 1115 § 54, Fig. 2. At a minimum,
this would not be software obtained and loaded based on identifications in messages
from the server system of the claims. Mr. Lett also alternately claims, without
citation to any reference, that “web pages comprised various embedded applications
for viewing video.” To the contrary, web media player technology was much more
cumbersome at the time: HTMLS5 players were still nascent, and flash players
predominated. For example, YouTube did not switch away from the flash player as
its default until 2015, and did not withdraw it until 2017. See, e.g., YouTube now
defaults to HTMLS5 <video>, Engineering and Developers Blog, Jan. 27, 2015,
retrieved from http://web.archive.org/web/20150128030708/https://youtube-
eng.blogspot.com/2015/01/youtube-now-defaults-to-html5_27.html; Flash and the
HTML5 <video> tag, YouTube API Blog, June 29, 2010, retrieved from
http://web.archive.org/web/20100701085305/http://apiblog.youtube.com/2010/06/f
lash-and-html5-tag.html. And a flash player does not fit the claims of the *251 patent,
as it is not programmatically obtained and loaded by the display device based on it

being identified in messages from the server system. Instead, a flash player plugin
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was pre-installed on a machine and worked in conjunction with web browser

technologies.
IX.  CONCLUSION

91. None of Mahajan, Danciu, Aldrey, or Calvert, nor any combination
thereof, render obvious the *251 Patent.

| declare under penalty of perjury that the foregoing is true and correct.

Executed on November 1, 2024.
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