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Pursuant to 37 C.F.R § 42.74 and the authorization provided by the Board 

email of March 27, 2025, Petitioner Comcast Cable Communications, LLC 

(“Comcast”) and Patent Owner Touchstream Technologies, Inc. (“Patent Owner”) 

jointly request termination of Petitioner Comcast from this proceeding, IPR2024-

00322, directed to U.S. Patent No. 8,356,251 (the “’251 Patent”). 

I. CERTIFICATION 

Comcast and Patent Owner submit a true copy of any agreement or 

understanding (Exhibit 1199) between Comcast and Patent Owner made in 

connection with, or in contemplation of, the termination of Comcast from this 

proceeding under 37 CFR § 42.74(b) with this joint motion.  There are no other 

agreements, oral or written, between the parties made in connection with, or in 

contemplation of, the termination of Comcast from this proceeding. 

II. STATUS OF RELATED PROCEEDINGS 

Comcast and Patent Owner have resolved their disputes regarding the ’251 

Patent, including both in this proceeding and Patent Owner’s assertion of the ’251 

Patent in the related district court litigation, 2:23-cv-00062-JRG-RSP (E.D. Tex.). 

The litigation between the Parties regarding the ’251 Patent has been dismissed with 

prejudice pursuant to settlement and no further litigation between the Parties is 

contemplated. 

  Apart from the present matter, there are no other pending proceedings in the 
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U.S. Patent and Trademark Office regarding the ’251 Patent.  Previous IPR2022-

00795 regarding the ’251 Patent is on appeal at the Federal Circuit in Google LLC 

v. Touchstream Technologies, Inc., 24-1207; -1208; -1210 (Fed. Cir.). 

The following district court litigations involving the ’251 Patent are pending: 

• Touchstream Technologies, Inc. v. Altice USA, Inc. et al., 2:24-cv-

03186-GRB-SIL (EDNY) 

• Touchstream Technologies, Inc. v. Charter Communications, Inc. et al., 

2:23-cv-00059-JRG (EDTX)  

• Touchstream Technologies, Inc. v. Google LLC, 6:21-cv-00569-ADA 

(WDTX) 

III. RELIEF REQUESTED 

As authorized by the Board, the parties are jointly and contemporaneously 

filing: (i) this joint motion to terminate Comcast; (ii) a true copy of any agreement 

or understanding (Exhibit 1199) between Comcast and Patent Owner made in 

connection with, or in contemplation of, the requested termination of Comcast; and 

(iii) a joint request to treat the term sheet as business confidential information and 

keep the term sheet (Exhibit 1199) separate from the file of the involved patent, 

pursuant to 37 C.F.R. § 42.74(c). 

Comcast and Patent Owner jointly request that the Board terminate this 

proceeding as to Comcast. Termination is appropriate at this stage and in view of a 
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settlement between Comcast and Patent Owner. An inter partes review shall be 

terminated with respect to any petitioner upon the joint request of the petitioner and 

the patent owner, unless the Office has decided the merits of the proceedings before 

the request for termination is filed. 35 U.S.C. § 317(a). Good cause exists to 

terminate this proceeding as to Comcast because (1) Comcast and Patent Owner have 

resolved their disputes regarding the ’251 Patent; and (2) oral argument has not yet 

occurred and the Office has not issued a Final Written Decision. 

 

Dated:  March 27, 2025 Respectfully submitted 

 /Frederic M. Meeker/ 

Frederic M. Meeker 
Reg. No. 35,282 
Banner & Witcoff, Ltd. 
Attorney for Petitioner Comcast 
Cable Communications, LLC 

 

Dated:  March 27, 2025 Respectfully submitted 

 /Kyle E. Friesen/ 

Kyle E. Friesen 
Reg. No. 65,371 
Shook, Hardy & Bacon L.L.P. 
Attorney for Patent Owner 



 

 

CERTIFICATE OF SERVICE  
 

Pursuant to 37 C.F.R. § 42.6(e), I hereby certify that I caused a true and correct 

copy of this JOINT MOTION TO TERMINATE PETITIONER COMCAST 

CABLE COMMUNICATIONS, LLC in connection with IPR2024-00322 to be 

served via e-mail on March 27, 2025, in its entirety on the following counsel of 

record for Patent Owner: 

KFRIESEN@SHB.COM 
JMUDD@SHB.COM 
RDYKAL@SHB.COM 
RRECKERS@SHB.COM 
SHBTSCOMCASTIPR@SHB.COM 
 

 

Dated: March 27, 2025 By: /Carlos Goldie/ 

Carlos Goldie 
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