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The Board authorized this Petitioner’s Reply to address Patent Owner’s 

(“PO”) arguments concerning discretionary denial of institution in these 

proceedings.1  Ex. 3001. PO argues for discretionary denial, suggesting that the 

Fintiv factors (see Apple Inc. v. Fintiv Inc., IPR2020-00019, Paper 11, 5-16 (PTAB 

Mar. 20, 2020)) weigh in favor of denial. IPR2024-00323, POPR, 27-39. At least for 

the following reasons and specifically in response to PO’s arguments, discretionary 

denial is not warranted. 

I. FACTOR 1: STAY 

PO asserts that “[t]he parallel proceeding is unlikely to be stayed pending IPR 

as that Court rarely grants such stays.” Id. at 28 (citing Ex. 2002 including statistics 

relating to Motions to Stay Pending PTAB). PO’s assertion appears to be based on 

statistics that at least fail to account for the timing of such motions before that Court. 

See Ex. 2002 (where for 33 of the 58 denials for motions to “Stay Pending PTAB”, 

prematurity as being filed prior to IPR institution was dispositive). See, e.g., Ex. 

2002, 59, 67; Polaris PowerLED Techs., LLC v. Samsung Elecs. America, Inc., 2:22-

                                                           
1 A similar Reply is being filed in IPR2024-00321 through -00322 and -00324 

through -00326 with appropriate revisions to exhibit numbers. The replies in -00322, 

-00324, and -00326 also address PO’s Becton, Dickinson arguments in those 

proceedings. 
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cv-00469-JRG, Dkt. 54 (E.D. Tex. Aug. 17, 2023); Oyster Optics, LLC v. Coriant 

America Inc., 2:16-cv-01302-JRG, Dkt. 199 (E.D. Tex. Dec. 21, 2017). Indeed, it is 

“the universal practice” of that Court to deny motions for a stay when the PTAB has 

not yet acted on a petition for IPR. Trover Grp, Inc. v. Dedicated Micros USA, No. 

2:13-cv-1047-WCB, 2015 WL 1069179, at *6 (E.D. Tex. Mar. 11, 2015). See also 

Advanced Coding Techs LLC v. LG Electronics, Inc, 2:22-cv-00501-JRG, Dkt. 102 

(E.D. Tex. Apr. 11, 2024) (“Indeed, this Court has a consistent practice of denying 

motions to stay when the PTAB has yet to institute post-grant proceedings.”). 

Petitioner also should not be faulted for not filing a futile pre-institution motion and 

reasserts its intention to request a stay if this IPR is instituted.  

II. FACTOR 4: OVERLAP OF ISSUES 

Factor 4 strongly favors institution. PO argues for discretionary denial based 

on its misleading statement that “the same set of claims is challenged in the Petition 

and also at issue in the district court.” IPR2024-00323, POPR, 34. Yet, only a subset 

of the challenged claims are at issue in the pending litigation.  The Petition 

challenges all claims of the ’751 Patent. IPR2024-00323, Petition, 8. Whereas, 

claims 12, 13, 14, and 16 alone are at issue in the co-pending litigation. See Ex. 2007, 

15–16. Further, at least some of the non-overlapping claims differ significantly (see, 

e.g., dependent claims 2-5, 8-11, 15, and 18-20), and Petitioner would be harmed if 

institution of the non-overlapping claims is denied.  For example, if Petitioner 
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developed a new product (or changed its existing product) and PO then accused that 

product of infringement under one or more of these claims, Petitioner would have 

no ability to challenge them through IPR because of the statutory bar of 35 U.S.C. § 

315(b).  

PO further intimates that factor 4 favors discretionary denial because 

“Petitioner and its co-defendants continue to pursue Redford, the primary reference 

of this Petition.” IPR2024-00323, POPR, 34. Petitioner continues to pursue Redford 

in the parallel proceeding because if Petitioner removed Redford from its district 

court invalidity contentions and IPR were not instituted, Petitioner would have lost 

the ability to assert Redford in either forum.  

PO argues for discretionary denial because Petitioner’s “co-defendant” in the 

parallel proceeding, Charter Communications (“Charter”), is pursuing invalidity 

defenses relying on Redford, and has not agreed to be bound by a stipulation. 

IPR2024-00323, POPR, 35-36. But Charter is not a co-defendant of Petitioner, as 

they were sued in separate cases based on their different products. That those cases 

were sua sponte consolidated for pretrial by order of the Court does not create a 

relationship between them that supports discretionary denial.  Cf. Ford Motor Co. v. 

Neo Wireless LLC, IPR2023-00763, Paper 28 at 11 (PTAB Mar. 22, 2024) (Director 

review finding that court-ordered pretrial coordination between parties having 

different products did not support discretionary denial under General Plastics 
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analysis). See also Trial Practice Guide at 17 (participation in a joint defense group 

does not make parties into RPIs or privies).   

Here, Charter and Petitioner are parts of a joint defense group in a court-

ordered consolidated action. Charter is not an RPI or privy for purposes of the 

Petition (nor has PO alleged as such). Petitioner did not file the Petition at the behest 

of or on behalf of Charter. Petitioner cannot be held responsible for the acts of 

Charter.  And Petitioner’s choice to file an IPR does not become an “end-run around 

its own stipulation” simply because Charter has made different litigation choices.2  

IPR2024-00323, POPR, 36. 

    Finally, PO argues that “Petitioner and Charter’s cases remain consolidated 

for all pretrial purposes and issues of invalidity will likely be dealt with at the same 

time.” IPR2024-00323, POPR, 36. But, as PO states, consolidation is for pretrial 

purposes. Ex. 2013. PO’s statement that invalidity is likely a pretrial issue finds no 

support particularly with regard to invalidity based on prior art, which is typically a 

question of fact for trial.  

At least for the above reasons, there is substantial difference between the 

issues raised in the Petition and in the parallel proceeding and factor 4 strongly 

favors institution. 

                                                           
2 And if instituted, Charter may choose to join this IPR under 35 U.S.C. § 315(c).   
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III. CONCLUSION  

The compelling merits of Petitioner’s unpatentability contentions demonstrate 

that the PTAB should not discretionarily deny institution under Fintiv.  See Guidance 

Memorandum, 4–5 (“[W]here the PTAB determines that the information presented 

at the institution state presents a compelling unpatentability challenge, the 

determination alone demonstrates that the PTAB should not discretionarily deny 

institution under Fintiv.”); see also, e.g., Illumina Inc. v. Trs. of Columbia Univ., 

IPR2020-00988, Paper 20 (PTAB Dec. 8, 2020) (declining to deny under Fintiv in 

light of strong evidence on the merits even though four factors weighed in favor of 

denial and remaining factor was neutral); Samsung Elecs. Co. v. Scramoge Tech., 

Ltd., IPR2022-00241, Paper 10 at 14 (PTAB Jun. 13, 2022) (Fintiv analysis 

concludes that “very strong” evidence on the merits outweigh concurrent litigation 

involving earlier scheduled trial date and significant overlap in proceedings).  

Discretionary denial is not appropriate and trial should be instituted in this 

IPR proceeding. 

Dated:   May 24, 2024 By:  /Frederic M. Meeker/ 
   Frederic M. Meeker 
            Registration No. 35,282 
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