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Pursuant to authorization from the Board, Patent Owner submits this 

Preliminary Sur-Reply. EX3001.1 

 PETITIONER’S FAILURE TO DISCLOSE ITS MEANS-PLUS-
FUNCTION CONSTRUCTION WARRANTS DENIAL 

Petitioner does not deny that it chose not to seek a means-plus-function 

construction for the term “communication manager” in this proceeding—which 

appears in all challenged claims—despite planning to propose that construction in 

the district court litigation the day after filing its Petition. As established in Patent 

Owner’s Preliminary Response (“POPR”), this failure warrants discretionary denial. 

POPR, 22-26 (citing Facebook, Inc. v. Sound View Innovations, LLC, IPR2017-

00998, Paper 13 (PTAB Sept. 5, 2017) and Orthopediatrics Corp., v. K2M, Inc., 

IPR2018-01546, Paper 10 (PTAB Feb. 14, 2019)). The case for discretionary denial 

is now even stronger because Petitioner recently prevailed on its means-plus-

function construction in district court. Reply, 4. 

Faced with clear facts warranting denial, Petitioner now claims that it “did 

identify proposed constructions if the Board were to find the communication 

manager term is a means-plus-function term” (Reply, 5). This is not true. All 

Petitioner did was include a single footnote mentioning that certain parties in the 

 
1 Despite representing to the Board that it needed a Preliminary Reply to “address 

certain misrepresentations” in the POPR, Petitioner identifies none. EX3001, 3-4. 
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related district court litigations “argued this is a means-plus-function term” and 

identifying the structure associated with the means-plus-function construction in the 

Texas Instruments case. Petition, 33 n.3. While the footnote also states that “these 

structures are disclosed and/or rendered obvious,” it cites no evidence. Petition, 33 

n.3. This is the epitome of conclusory, unsupported attorney argument. That 

Petitioner did not perform the requisite structural comparison between the 

“communication manager” and alleged prior art is certain because, as Petitioner 

admits, “Dr. Mowry does not explicitly reference the means-plus-function 

constructions” in his declaration. Reply, 6. It is farcical to say that Petitioner satisfied 

the requirement of 37 C.F.R. § 42.104(b)(3) by merely mentioning the possibility of 

a means-plus-function construction in a footnote, performing no explicit structural 

comparison, and citing no expert testimony. See POPR, 25-26. 

Petitioner’s attempt to distinguish Facebook and Orthopediatrics fails. Reply, 

5 n.4. Like the petitioners in those cases, Petitioner “did not provide any required 

construction under § 112(6).” Id.  

The cases cited by Petitioner are inapposite. In Peloton Interactive, Inc. v. 

NEC Corp., the petitioner expressly analyzed one of the claim terms at issue as a 

means-plus-function term. IPR2023-01239, Paper 16 at 18 (PTAB Mar. 4, 2024); 

see also id., Paper 2 at 40 (PTAB July 27, 2023) (arguing that “[i]f [1d] is deemed 

means-plus-function, [1d] is still taught by Chou” and providing analysis). Similarly, 



U.S. Patent No. 7,373,449 Patent Owner’s Preliminary Sur-Reply 
IPR2024-00338 

3 
 

in Mylan Pharmas. Inc. v. Sanofi-Aventis Deutschland GMBH, the petitioner 

expressly “applie[d] means-plus-function constructions in demonstrating how the 

prior art satisfies the claims as an alternative analysis.” IPR2018-01680, Paper 22 at 

21 (PTAB April 3, 2019). Petitioner did not do that here.  

Petitioner knew that “communication manager” had already been construed 

as a means-plus-function term and that it intended to seek the same construction in 

district court. Petitioner chose not to do the same in this proceeding even though a 

claim “either contains means-plus function terms or it doesn’t.” Facebook, Paper 13 

at 16. A single footnote vaguely mentioning the possibility of a means-plus-function 

construction without any expert testimony or other evidence is insufficient and does 

not satisfy the Board’s requirements for addressing means-plus-function terms. 

 PETITIONER DID NOT FOLLOW THE BOARD’S RULES 

Petitioner’s citation to the entirety of the IEEE and UT Declarations without 

more for its threadbare public accessibility arguments violated the Board’s rules. 

POPR, 39-41. While Petitioner denies violating the rule prohibiting incorporation 

by reference (Reply, 3-4), it does not address the rules that require the petition 

“include . . . a detailed explanation of the significance of the evidence including 

material facts” and that the Board “may exclude or give no weight to the evidence 

where a party has failed to state its relevance or to identify specific portions of the 
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evidence that support the challenge.” 37 C.F.R. § 42.22(a)(2); 37 C.F.R. § 

42.204(b)(5).  

The cases cited by Petitioner highlight how it failed to meet its burden: in both 

cases, the petitioner cited to specific portions of declarations to support its public 

accessibility arguments. Tetra Tech Canada Inc. v. Georgetown Rail Equipment Co., 

IPR2019-00619, Paper 12 at 19 (PTAB Aug. 26, 2019) (noting that “the Petition 

cites paragraphs 21, 29–30, and 32–33 of the Carney Declaration” in support of 

public accessibility argument); Expedia, Inc. v. Int’l Business Machines Corp., 

IPR2018-01136, Paper 7 at 26 (PTAB Dec. 3, 2018) (noting that petitioner cited “¶¶ 

41-62 of the Mullins Declaration” and those paragraphs relate to “precisely what the 

Petition contends”). In this case, Petitioner cited the entire declarations with no pin 

cites, forcing the Board and Patent Owner to review them in their entirety to try to 

divine if they support Petitioner’s contentions. Moreover, unlike Expedia, the 

Petition and UT Declaration point to different dates for Goossens2003. POPR, 41 

(citing Petition, 8; EX1027, ¶5).  

Petitioner’s Reply argues for the first time that IEEE and Springer are 

“established publisher[s].” Reply, 2-3. This is pure attorney argument; Petitioner 

cites no testimony or other evidence supporting this contention. Moreover, while a 

petitioner can in some circumstances expand on public accessibility issues in its 

reply, the Board “does not allow a petitioner to completely reopen the record, by, for 
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example, changing theories after filing a petition.” Hulu, LLC v. Sound View 

Innovations, LLC, IPR2018-01039, Paper 29 at 15 (PTAB Dec. 20, 2019). The 

Board should therefore disregard Petitioner’s new “established publisher” theory. 

Petitioner’s new attempt to rely on Patent Owner’s responses to requests for 

admission from the Qualcomm district court case is improper for two reasons. First, 

it is black letter law that responses to requests for admission “cannot be used against 

the party in any other proceeding.” FED. R. CIV. P. 36(b). Second, Petitioner could 

have submitted this exhibit with its petition but chose not to. Indeed, Petitioner 

submitted Exhibit 10312 as Exhibit 1033 in IPR2024-00355 where it is a co-

petitioner with Qualcomm. The Board should disregard this new exhibit because its 

“rules prohibit a petitioner from submitting new evidence or new argument in reply 

that the petitioner could have presented earlier.” Kingston Tech. Co., Inc. v. SPEX 

Techs., Inc., 798 F. App’x 629, 635 (Fed. Cir. 2020) (citing 37 C.F.R. § 42.23(b)). 

The Preliminary Reply underscores the Petition’s failure to comply with the 

Board’s rules. 

 DRAKE DOES NOT DISCLOSE DISTINCT RESOURCE AND 
COMMUNICATION MANAGERS 

Petitioner does not dispute that the claims require resource and 

communication managers that are separate and distinct from one another. Reply, 6-

 
2 The Reply erroneously cites Exhibit 1037. 
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7; POPR, 13-16. Instead, it argues that Drake’s QoS allocator 20 (the alleged 

resource manager) and Drake’s QoS requestor manager 12 (the alleged 

communication manager) are distinct. Reply, 7. However, Petitioner ignores that it 

also identified Drake’s QoS requestor manager 23 within the QoS allocator 20 as 

part of the “communication manager.” Petition, 34. As evidenced by Petitioner’s 

own annotations, the alleged resource and communication managers in Drake are 

not distinct. 

  

Petition, 34 Petition, 24 

If the entire QoS allocator 20 (the alleged resource manager) and the QoS 

requestor manager 23 (the alleged communication manager) is part of the QoS 

allocator 20, then the alleged resource and communication managers are not separate 

and distinct as required by the claims. 
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 CONCLUSION 

For at least these reasons and the reasons set forth in Patent Owner’s 

Preliminary Response, the Petition should be denied.  

 

Respectfully submitted, 

Dated: May 7, 2024   By:  /Jennifer Hayes/ 
Jennifer Hayes 
Reg. No. 50,845 
Nixon Peabody LLP 
300 South Grand Avenue, 
Suite 4100, 
Los Angeles, CA 90071-3151 
Tel. 213-629-6179 
Fax 866-781-9391 
 
Lead Counsel for Patent Owner 
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