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Pursuant to the Board’s Order on December 12, 2024, Petitioner Qualcomm 

files this reply to address (1) whether the Board should waive the “ten business 

days” requirement of 37 C.F.R. § 42.64(b)(2) and permit the Attorney Declaration 

of Ryan D. Rypka and supporting exhibits to be considered as timely served 

supplemental evidence; or (2) permit the submission of the Rypka Declaration and 

supporting exhibits under 37 C.F.R. § 42.123(b). See Paper 37 at 19.  

I. Supplemental Evidence Under 37 C.F.R. § 42.64(b)(2) 

The Board should waive the “ten business days” requirement of 37 C.F.R. § 

42.64(b)(2) with respect to Rypka Declaration and supporting exhibits (less the 

district court transcript) because there is good cause for Qualcomm not timely 

serving the supplemental evidence: Qualcomm was not a party to this proceeding 

at that time. The Board is empowered to “waive or suspend” this deadline under 37 

C.F.R. § 42.5(b). Further, a “late action” is to be “excused on a showing of good 

cause or upon a Board decision that consideration on the merits would be in the 

interests of justice.” 37 C.F.R. § 42.5(c)(3). The Board has waived the “ten 

business days” requirement in the past when there is a plausible explanation for the 

delay and the delay “would not clearly prejudice, or present hardship for, a party.” 

E.g., R.J. Reynolds Vapor Company v. Fontem Holdings 1 B.V., IPR2016-01272, 

Paper No. 27 at 5 (PTAB March 22, 2017).  
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Here, good cause exists for Qualcomm late submission of supplemental 

evidence under § 42.64(b)(2) because Qualcomm could not have served the 

supplemental evidence within “ten business days” of Patent Owner filing its 

objections as required by 37 C.F.R. § 42.123(b). As the Board has recognized, the 

circumstances of this case are unique. See Paper 37 at 10, 18, 19. Qualcomm was 

not the original petitioner in this IPR, and it was not joined until well after the “ten 

business days” requirement of § 42.64(b)(2) had passed. Samsung, the original 

petitioner, failed to file any supplemental evidence under § 42.64(b)(2) as it had 

settled and moved to terminate the proceeding before its §42.64(b)(2) deadline. See 

Papers 13 and 14. Qualcomm did not learn about Samsung’s failure until October 

16, 2024 when it asked Patent Owner for the supplemental evidence that Samsung 

had served, and was told by Patent Owner that Samsung had served no 

supplemental evidence. Qualcomm then promptly served supplemental evidence 

on October 28, 2024, including the Rypka Declaration and supporting exhibits. 

Waiving the “ten business days” requirement would also be in the interest of 

justice. Patent Owner has objected to several exhibits as lacking authentication, 

including Goossens2003, the primary reference of Ground 2. Paper 12. The 

supplemental evidence Qualcomm proposes to serve responds to Patent Owner’s 

evidentiary objections.  

Waiving the “ten business days” requirement would also not clearly 
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prejudice Patent Owner or present hardship for Patent Owner. Qualcomm served 

the supplemental evidence on Patent Owner on October 28, 2024 (so Patent Owner 

has had it since that date), and the deadline for filing any motion to exclude is 

still—today—more than two months away. 

II. Supplemental Information Under 37 C.F.R. § 42.123(b) 

Should the Board deny Qualcomm’s request to waive the “ten business 

days” requirement, the Board should permit the submission of the Rypka 

Declaration and supporting exhibits under 37 C.F.R. § 42.123(b).  

As the Board already found with respect to the Hall-Ellis Declaration, 

Qualcomm could not have reasonably provided this supplemental information 

earlier because it was not joined to this proceeding until Oct. 1, 2024. Paper 37 at 

14. The submission of this evidence would also be in the interests of justice, for the 

same reasons discussed above.  

 
 
Dated: December 19, 2024 

Respectfully submitted, 
 
By: /Peter M. Kohlhepp/    
 
J. Derek Vandenburgh (Reg. No. 32,179) 
Peter M. Kohlhepp (pro hac vice) 
Aaron W. Pederson (Reg. No. 58,607) 
Nathan D. Louwagie (Reg. No. 70,057) 
Ryan D. Rypka (Reg. No. 79,451) 
CARLSON, CASPERS, VANDENBURGH  
     & LINDQUIST, P.A. 
225 South Sixth Street, Suite 4200 
Minneapolis, MN 55402 
Telephone: (612) 436-9600 
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Facsimile: (612) 436-9605 
dvandenburgh&carlsoncaspers.com 
pkohlhepp@carlsoncaspers.com 
apederson@carlsoncaspers.com 
nlouwagie@carlsoncaspers.com 
rrypka@carlsoncaspers.com 
 
Counsel for Petitioner Qualcomm 
Incorporated  
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CERTIFICATION OF SERVICE 
 

Pursuant to 37 C.F.R. § 42.6(e) and the agreement of the parties, the 

undersigned certifies that on December 19, 2024, a true and correct copy of the 

foregoing Petitioner Qualcomm Incorporated’s Reply in Support of Its Motion to 

Submit Supplemental Information was served via electronic mail upon the 

following: 

Jennifer Hayes 
Registration No. 50,845 
Phone: 213-629-6179 
Facsimile: 213-629-6001 
jenhayes@nixonpeabody.com 
Nixon Peabody LLP 
300 South Grand Avenue, Suite 4100 
Los Angeles, CA 90071-3151 
 
Daniel Stringfield 
Registration No. 68,677 
Phone: 312-977-4130 
Facsimile: 833-923-0056 
dstringfield@nixonpeabody.com 
Nixon Peabody LLP 
70 West Madison, Suite 5200 
Chicago, IL 60602-4224 
 
 

Angelo J. Christopher 
Registration No. 81,594 
Phone: 312-977-4391 
Facsimile: 312-977-4405 
achristopher@nixonpeabody.com 
Nixon Peabody LLP 
70 West Madison, Suite 5200  
Chicago, IL 60602-4224 
 
Hang Zheng 
Registration No. 73,464 
Phone: 202-585-8307 
Facsimile: 833-739-7878 
hzheng@nixonpeabody.com 
Nixon Peabody LLP 
799 9th Street NW, Suite 500 
Washington, DC 20001-5327 
 
 

 
/Peter M. Kohlhepp/   

 Peter M. Kohlhepp 
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