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U.S. Patent No. 7,373,449 Patent Owner’s Response
IPR2024-00338

Pursuant to 37 C.F.R. § 42.75, Patent Owner Network System Technologies,
LLC (“PO”) respectfully requests Director Review of the Board’s Final Written
Decision (Paper 69, “FWD”) on U.S. Patent No. 7,373,449 (EX1001, ‘449 patent™).

I. INTRODUCTION

Director Review is required here to address important issues of law or policy,
namely whether al/ petitions—whether accompanied by a request for joinder under
§ 315(c) or not—are subject to the one-year time bar of § 315(b). The plain language
of the statute answers this question in the affirmative, barring any and all petitions
“filed more than 1 year after the date on which the petitioner ... is served with a
complaint alleging infringement of the patent.” 35 U.S.C. § 315(b).

However, the FWD, and the underlying orders it relies upon, found otherwise,
misreading § 315(b)’s provision about “request[s] for joinder” as applying to
untimely petitions accompanied by a joinder request. Not so. The statute makes
clear that joinder under § 315(c) requires a “properly file[d],” 1.e., timely, petition.

Here, Petitioner Qualcomm Inc. (“Qualcomm™) could have timely filed a
petition challenging the 449 patent before its December 23, 2023 statutory deadline
under § 315(b). Indeed, another party facing allegations of infringement by PO,

Samsung Electronics Co., Ltd. (“Samsung”), did so on December 18, 2023. Paper 2!

! Paper and Exhibit citations refer to IPR2024-00338 unless otherwise indicated.
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(“Samsung Petition”). Qualcomm was plainly aware of Samsung’s IPR activity,
including the Samsung Petition, because Qualcomm joined Samsung as co-
petitioner of two other IPR petitions filed two days later. And yet, for this IPR,
Qualcomm affirmatively declined to either join the Samsung Petition as a co-
petitioner or file its own petition before its December 23, 2023 statutory deadline.
The effort for Qualcomm to meet the statutory deadline would have been
miniscule; indeed, its (belated) petition was nothing more than an admitted
“copycat” of the Samsung Petition. [PR2024-01081, Paper 10 at 5; IPR2024-01081,
Paper 1 (“Qualcomm’s [Petition or Pet.]”) at 1. Qualcomm’s fatal mistake is that it
withheld its copycat petition until nearly six months after its statutory deadline.
According to the plain language of § 315(b), Qualcomm’s Petition was time-barred.
However, the Board’s misapplication of § 315(b), for which PO respectfully
requests Director Review, led to institution of Qualcomm’s Petition well beyond the
statutory time bar, prejudicing PO and undermining the intent behind the time bar,
which includes limiting duplicative litigation and giving courts and patentees repose.
Compounding the error of institution, once (improperly) joined to this IPR,
Qualcomm was permitted to belatedly present a new obviousness theory in its Reply
to explain how the asserted prior art references were purportedly combined.
Therefore, the FWD, and the underlying orders it relies upon, erred in

permitting institution and joinder and allowance of an improper new Reply theory.
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II. FACTUAL AND PROCEDURAL BACKGROUND
A. Qualcomm’s Time-Barred Petition

Samsung and Qualcomm were served with complaints alleging infringement
of the 449 patent on December 22 and 23, 2022, respectively. Network Sys. Tech.,
LLC v. Samsung Elecs. Co., Ltd. et al., 2:22-cv-00481-JRG, Dkts. 1, 3 (E.D. Tex.);
Network Sys. Tech., LLC v. Qualcomm Inc. et al., 1:22-cv-01331-DAE, Dkts. 1, 10
(W.D. Tex.) (“Qualcomm Case’). The Samsung Petition initiating this IPR was filed
on December 18, 2023. Qualcomm did not join Samsung as co-petitioner at that
time despite joining Samsung as co-petitioner in other IPRs filed two days later.
Qualcomm Inc. et al. v. Network Sys. Techs., LLC, Nos. IPR2024-00343, -00355.

Samsung and PO settled their disputes and moved to terminate this IPR (Paper
14). On June 21, 2024—after learning of the settlement and nearly 1.5 years after
being served in the Qualcomm Case—Qualcomm filed its own petition and moved
to join this IPR. Qualcomm’s Pet.; [IPR2024-01081, Paper 3 (“Joinder Motion™).

PO opposed both institution of Qualcomm’s Petition and granting of
Qualcomm’s Joinder Motion, arguing, inter alia, that Qualcomm’s Petition was
time-barred and not properly filed under 35 U.S.C. § 315(b)-(c). IPR2024-01081,
Paper 9 (“POPR”) at 3; [PR2024-01081, Paper 7 (“PO Resp. to Joinder Mot.”) at 1-
3,5, 14-15. The Board rejected PO’s arguments. Paper 16 (“Qualcomm [Decision

or Dec.]”) at 15-17. PO’s Response reasserted that Qualcomm’s Petition and Joinder
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Motion should have been denied. Paper 35 (“POR”) at 68. Qualcomm’s Reply
merely pointed to the Board’s Qualcomm Decision. Paper 43 (“Reply”) at 28.

The FWD decided that “[f]or the reasons explained in” the Qualcomm
Decision, “§ 315(b)’s one-year time bar does not preclude [Qualcomm] from
participating in this proceeding.” FWD 157-58 (citing Qualcomm Dec. 16-17).

B. Qualcomm’s New Reply Theory of Obviousness

The challenged claims recite a “communication manager” (“[CM]”) and its
relationship with other claimed components. See *449 patent at claims 2, 6, 10. For
this element, Qualcomm’s Petition relies on a secondary reference, Drake, and its
QoS requestor manager 12 (“QoS-12”), arguing that it would have been obvious to
implement QoS-12 in either primary reference, Goossens2002 or Goossens2003
(herein, collectively or individually as “Goossens™). Qualcomm’s Pet. 17, 35-38,
40-42, 52, 63, 65-66. Qualcomm’s Petition failed to explain how Drake’s QoS-12
would be implemented with respect to Goossens’ existing, relied-upon components
and functions—particularly where QoS-12 would be implemented in Goossens
relative to Goossens’ IP, network interface (“NI”), or NoC. See id.; Paper 53
(“MTS”) at 3; Paper 55 (“POSR”) at 5, 13; EX2089 at 5, 13. Qualcomm’s Reply
argued for the first time that Drake’s QoS-12 would have been implemented in
Goossens’ NI, and the FWD repeatedly relied on this new Reply theory. See Reply

9-15; MTS 3-5; POSR 5-6; FWD 84-89, 92-93.
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The Board—in an order denying PO’s motion to strike and again in the
FWD—held that Qualcomm’s new Reply theory was not required in Qualcomm’s
Petition. FWD 82-83; Paper 64 (“MTS Order”) at 24-25; see also Paper 68 at 19.

III. LEGAL STANDARD

Director Review under 37 C.F.R. § 42.75 may be warranted when a final
written decision includes: “(a) an abuse of discretion, (b) important issues of law or
policy, ... or (d) erroneous conclusions of law.” Director Review Process, § 2.B.

IV. ARGUMENT

A. The Board Erred in Instituting Qualcomm’s Time-Barred
Petition and Joining Qualcomm to This IPR

The Director should review and reverse the FWD’s erroneous conclusion of
law that Qualcomm’s Petition was not time-barred.

1. Qualcomm’s Petition Was Time-Barred and Should Have
Been Denied Institution

Qualcomm’s Petition was time-barred under § 315(b) and should not have
been instituted. POR 68; PO Resp. to Joinder Mot. 5, 14-15; POPR 3. Section
315(b) bars a petition “filed more than 1 year after the date on which the petitioner
... 1s served with a complaint alleging infringement of the patent,” and Qualcomm’s
Petition was undisputedly filed after this one-year time bar. See Section II.A supra.

Although the second sentence of § 315(b) provides that this one-year time bar
“shall not apply to a request for joinder under [§ 315(c)]” (emphasis added), that

second sentence does not apply to petitions. Requests for joinder are separate and

5
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distinct from petitions. Indeed, the statute’s plain language distinguishes between a
“petition” and “request for joinder.” § 315(b); § 315(c). What’s more, the Board’s
own rules recognize the distinction between a “request for joinder,” which “must be
filed[] as a motion,” and a “petition.” 37 C.F.R. § 42.122(b). Indeed, Qualcomm’s
Petition and its Joinder Motion are separate papers, and the Board separately granted
each. Qualcomm Dec. 1 (Title), 2, 14-28, 38-49, 50; see Facebook, Inc. v. Windy
City Innovations, LLC, 973 F.3d 1321, 1332 (Fed. Cir. 2020) (“[T]he joinder
decision is a separate and subsequent decision to the intuition decision.”).

The first and second sentences in § 315(b) have separate and distinct
applications according to their plain statutory text: the first sentence applies to a
“petition” and the second to a “request for joinder.” Thus, while the second sentence
in § 315(b) clarifies that “request[s] for joinder” are not subject to the first sentence’s
time limitation for “petition[s],” it critically says nothing about exempting petitions
accompanied by joinder requests. This purposeful omission of language underscores
the distinction between petitions and requests for joinder, as discussed above, and
the distinct time limits for each. Russello v. United States, 464 U.S. 16, 23 (1983)
(“[W]here Congress includes particular language in one section of a statute but omits
it in another ... , it is generally presumed that Congress acts intentionally and
purposely in the disparate inclusion or exclusion.” (internal quotation omitted)).

If the second sentence of § 315(b) also applied to a “petition,” then the statute



IPR2024-00338 Request for Director Review
U.S. Patent No. 7,373,449

could have and would have said so, as § 311(c) does. Compare § 315(b) (separately
addressing “petition” and “request for joinder,” and applying the provision in
§ 315(b)’s second sentence to only the latter) with § 311(c) (referencing “petition”
expressly when exempting petitions from the timing provision of either subpart (1)
or (2)); Russello, 464 U.S. at 23 (holding that disparate inclusion or exclusion of
particular statutory language in one place but not another is presumed intentional).
The FWD, which relied entirely on the Board’s analysis in the Qualcomm
Decision, erred in determining that Qualcomm’s Petition was not time-barred. FWD
157-58 (relying on “the reasons explained” in Qualcomm Dec. 16-17); POR 68. The
Board’s analysis underpinning the FWD only examined the language of § 315(b) in
a single sentence, stating that “the Federal Circuit has explained that § 315(b)
‘includes a specific exception to the time bar’ because ‘[b]y its own terms, “[t]he
time limitation . . . shall not apply to a request for joinder under subsection (c).”””
Qualcomm Dec. 16-17 (quoting Facebook, 973 F.3d at 1333). But Facebook merely
confirms that § 315(b)’s second sentence applies to a “request for joinder”; it says
nothing about applying that provision to the requesting party’s petition. Facebook,
973 F.3d at 1333. The Board’s reliance on Facebook is error because, as the Director
has confirmed, “the Federal Circuit,” including in Facebook, “has not yet squarely

determined the proper application of Section 315(b) and (¢) to these circumstances.”

IPR2024-01081, EX2068, 13-15 (native pages).
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Rather than examine and acknowledge the plain statutory language of
§ 315(b), the Board instead erroneously interpreted the statute through the lens of
the Board’s rules, specifically 37 C.F.R. §§ 42.101(b) and 42.122(b). FWD 158
(relying on the “reasons” in Qualcomm Dec. 16-17). This was a mistake because
where, as here, there is a material difference between those rules and the statute, the
statute governs. See U.S. ex rel. Steinmetz v. Allen, 192 U.S. 543, 565 (1904) (“If
there is inconsistency between the [Patent Office] rules and statute, the latter must
prevail.”).> That is, § 42.101(b) imposes a one-year time bar for petitions like
§ 315(b)’s first sentence, and § 42.122(b) addresses the one-year time bar similar to
§ 315(b)’s second sentence, but with one critical inconsistency: § 42.122(b) states
that the time bar for petitions shall not apply “when the petition is accompanied by
a request for joinder,” whereas § 315(b)’s second sentence states that the time bar
for petitions shall not apply “to a request for joinder” (emphases added).

Section 42.122(b) therefore applies to certain petitions (i.e., petitions accompanied

2 See also Loper Bright Enters. v. Raimondo, 603 U.S. 369, 412-13 (2024) (holding
that agency interpretation is given no deference); Supernus Pharms., Inc. v. lancu,
913 F.3d 1351, 1361 (Fed. Cir. 2019) (giving no deference, even under Chevron, to
USPTO regulation inconsistent with statute); Wyeth v. Kappos, 591 F.3d 1364,

1369-72 (Fed. Cir. 2010) (rejecting USPTO’s interpretation at odds with statute).
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by a request for joinder) whereas § 315(b)’s second sentence does not. Thus, the
Board’s rules improperly extend the deadline for such petitions beyond the deadline
set in the statute. The Board’s analysis fails to recognize this critical distinction and
incorrectly states that the Board’s rules are “[c]onsistent with” § 315(b). Qualcomm
Dec. 17; FWD, 158. They are not. Therefore, the Board erred by determining PO’s
statutory time-bar argument based on Board rules that are inconsistent with (and
therefore overridden by) the language of § 315(b).

The Board’s error is further shown by its rejection of PO’s explanation that
§ 315(b)’s second sentence allows a party whose one-year deadline has passed to
nonetheless request to join another IPR that is instituted after that one-year deadline,
as long as the party’s own petition was filed before that deadline. PO Resp. to
Joinder Mot. 15; see POR 68. The Board held that this explanation “does not accord
with the Board’s rules regarding filing the two papers together,” referring to
§ 42.122(b)’s provision about a “petition ... accompanied by a request for joinder.”
Qualcomm Dec. 17; see FWD 158. This holding suggests that the two papers may
only ever be filed at the same time, which is not true, and again relies on a Board
rule inconsistent with § 315(b), which contains no such provision about filing those
two papers together. Here, Qualcomm could have timely filed its copycat Petition
before its statutory deadline and then filed a joinder request after that deadline as

allowed by § 315(b)’s second sentence.
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Under a proper statutory interpretation of § 315(b), Qualcomm’s Petition was
time-barred, and institution of such was improper.

2. Qualcomm Should Not Have Been Joined to This IPR Due
to Qualcomm’s Time-Barred Petition

Because Qualcomm’s Petition was time-barred, the Board legally erred by
joining Qualcomm as a petitioner in this IPR. Under § 315(c), the Director may join
a party to an instituted IPR only if that party “properly files a petition under section
311” (emphasis added). A time-barred petition is not “properly file[d]”” and thus
provides no basis for its filer to be joined to another IPR. See § 311(c) (providing
that petitions must be filed “[s]ubject to the provisions of this chapter,” which
includes § 315(b)’s one-year time bar); Pace v. DiGuglielmo, 544 U.S. 408, 417
(2005) (“properly filed” includes “time limits™); Artuz v. Bennett, 531 U.S. 4, 8
(2000) (same); Allen v. Siebert, 552 U.S. 3, 6-7 (2007) (per curiam) (similar); 154
Cong. Rec. S9988 (daily ed. Sept. 27, 2008) (“properly filed” means “time deadlines
for filing petitions must be complied with in all cases™); 157 Cong. Rec. S1375 (daily
ed. Mar. 8, 2011) (confirming this “meaning of ‘properly filed’ ... in [§]315(c)”);
Matal, 4 Guide to the Legislative History of the AIA: Part Il of 11, 21 Fed. Cir. B.J.
539, 613-14 (2012) (indicating “properly filed” means timely).

The FWD fails to address PO’s argument that § 315(c) does not permit joinder
based on a time-barred petition and that Qualcomm’s Joinder Motion should
therefore have been denied. See POR 68 (citing PO Resp. to Joinder Mot. 14-15);
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FWD 157-58 (citing Qualcomm Dec. 16-17). Indeed, the FWD relies on the Board’s
institution analysis (i.e., Qualcomm Dec. 14-28), not joinder analysis (i.e., id., 38-
49). FWD 158 (citing Qualcomm Dec. 16-17). It does not analyze § 315(c) or even
reference its requirement of a “properly file[d]” petition. /d. And while PO’s time-
bar arguments are mentioned in other portions of the Qualcomm Decision not relied
on by the FWD, those portions likewise do not analyze whether joinder is permitted
under § 315(c) based on a time-barred petition. See Qualcomm Dec. 42-43.

3. Institution and Joinder Based on a Time-Barred Petition
Presents Important Issues of Law and Policy

The issues herein involve important issues of law and policy regarding the
one-year time bar, joinder based on an otherwise time-barred petition, and related
statutory interpretation of § 315(b)-(c). The FWD relies on the Board’s rules rather
than the subject statutes, and the Board’s rules materially differ from those statutes
regarding the issues here. Section 315(b)’s second sentence does not apply to
petitions according to the plain language of that statute, which is what governs.

Additionally, Director Vidal confirmed, “the Federal Circuit has not yet
squarely determined the proper application of Section 315(b) and (c¢) to these
circumstances.” IPR2024-01081, EX2068, 13 (native page). The same issue is
presented in a pending Federal Circuit appeal in which Acting Director Brent filed
a brief as intervenor that disagrees with PO’s position herein by arguing that
§ 315(b)’s second sentence “reasonably refers back to the first sentence’s time

11
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limitation on petitions.” VLSI Tech. LLC v. Patent Quality Assurance LLC, Appeal
Nos. 23-2298, 23-2354, Dkt. 93 at 41-43. PO respectfully submits that this argument
is inconsistent with the statutory language, as explained in Section IV.A.1 above,
and requests that the Director confirm PO’s reading of § 315(b) is the correct one.

B. The Board Erred in Allowing Qualcomm’s New Reply Theory of
Obviousness

Additionally or alternatively to the time-bar issue addressed above, the
Director should review and reverse the FWD’s erroneous conclusion of law that
Qualcomm’s theory for implementation of Drake’s QoS-12 in Goossens was not
required in Qualcomm’s Petition for prima facie obviousness.

1. The Board Erroneously Held that Combination
Implementation Details Were Not Required in the Petition

For prima facie obviousness, a petitioner must explain specifically how
asserted references would be combined and work together. See, e.g., ActiveVideo
Networks, Inc. v. Verizon Commc ’ns, Inc., 694 F.3d 1312, 1327-28 (Fed. Cir. 2012)
(party failed to explain specifically how the references would be combined and
operate together); PersonalWeb Techs., LLC v. Apple, Inc., 848 F.3d 987, 993-94
(Fed. Cir. 2017) (Board failed to explain “how the combination of the two references
was supposed to work™ (emphasis in original)). To make its prima facie case here,
Qualcomm was required to explain how Drake’s QoS-12, mapped to the claimed

“ICM],” would be combined with Goossens, including where, within Goossens,
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Qo0S-12 would be implemented. See Section II.B supra. Indeed, multiple sections
of the FWD address this issue. FWD 82-89, 93-94. Qualcomm was required to
present this prima facie case in its petition and not for the first time in its Reply.
PTAB Consolidated Trial Practice Guide (Nov. 2019) at 73-74.

As the FWD acknowledged, Qualcomm eventually argued that Drake’s QoS-
12 would be implemented in Goossens’ NI (herein, “NI Implementation Theory™),
but did so for the first time in its Reply. FWD 82-83 (recognizing the NI
Implementation Theory was only argued “in the Reply,” “[a]fter [PO] argued ... that
the Petition lacked implementation details for the proposed combination), 84-88
(no citations to the Petition for “Implementing Drake’s [QoS-12]"), 89, 93-94
(similar); see MTS 3-5; POSR 5-6. The FWD, and the MTS Order on which it relies,
allowed this belated NI Implementation Theory by holding that it was not necessary
for prima facie obviousness. MTS Order 24-25 (“those implementation details were
not necessary for prima facie obviousness” (internal quotation omitted)); FWD 82-
83 (same, relying on “reasons stated” in MTS Order).

This was incorrect. As explained above, such implementation details are
required for prima facie obviousness, and the Board’s holding and acceptance of the
Reply’s new NI Implementation Theory was thus improper. See ActiveVideo and
PersonalWeb, supra; Medtronic, Inc. v. Teleflex Innovations S.a.r.l., 70 F.4th 1331,

1346-47 (Fed. Cir. 2023) (disregarding “modifications not presented in [the]
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petition”); Intuitive Surgical, Inc. v. Ethicon LLC, No. 2020-1480, 2022 WL 421189,
at *4 (Fed. Cir. Feb. 11, 2022) (disregarding argument for “relocat[ing] Giordano’s
[component] into Wallace’s tool [] portion™ first raised after Ethicon “pointed out
the [petition’s] deficiencies”); Henny Penny Corp. v. Frymaster LLC,938 F.3d 1324,
1331 (Fed. Cir. 2019) (disregarding theory combining Iwaguchi and Kauffman’s
sensors, as petition only argued “integrating Iwaguchi’s sensor” into “Kauffman’s
[overall] system”); South-Tek Sys., LLC v. Eng’red Corrosion Sols., LLC, 748 F.
App’x 1003, 1006-07 (Fed. Cir. 2018) (disregarding “substitut[ion]” argument, as
petition only argued ‘“add[ition]”); see also Ariosa Diag. v. Verinata Health, Inc.,
805 F.3d 1359, 1367 (Fed. Cir. 2015) (rejecting reply’s reliance on “previously
unidentified portions of a ... reference to make a meaningfully distinct contention”).

The only purported reasoning in the FWD and MTS Order for the Board’s
erroneous holding is that “[t]he challenged claims do not specify a location for” the
claimed “[CM]” to which QoS-12 is mapped. FWD 82-83; MTS Order 24-25. This
reasoning is contrary to the cases cited above in this Section IV.B.1, which analyze
the prima facie obviousness requirement of explaining how references would be
combined, including relative location of relied-upon components (e.g., Intuitive),
irrespective of any location recited in the claim or not. Indeed, tellingly, neither the
FWD nor MTS Order cite any authority for the Board’s erroneous holding or its

reasoning. FWD 82-83; MTS Order 24-25.
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The Board erred because, as explained above, the NI Implementation Theory
was required in Qualcomm’s Petition for its prima facie obviousness case.

2. Presentation of a Prima Facie Obviousness Theory in Reply
Presents Important Issues of Law and Policy

If the Board is correct that petitions may omit implementation details for
combining references, then petitioners are empowered and incentivized to delay and
first present such obviousness theories in their reply, such as in response to
arguments about the petition’s insufficiency. And patent owners, whose sur-reply
may not be accompanied by an expert declaration, are thereby precluded from
addressing those obviousness theories with expert evidence. 37 C.F.R. § 42.23(b).

For example, here, because Qualcomm’s NI Implementation Theory was not
disclosed in Qualcomm’s Petition or during Qualcomm’s expert’s first deposition,
PO had no notice of this theory until Qualcomm’s Reply and thus no opportunity to
respond with expert evidence. This prejudiced PO, as the FWD’s analyses regarding
the NI Implementation Theory can, and do, only cite Qualcomm’s expert on the
issue. See FWD 82-89. To allow petitioners to submit vague petitions and not
explain specifically how references would be combined until the reply creates an
unfair advantage for petitioners and should be prohibited.

V. CONCLUSION

For at least the foregoing reasons, the Director should grant review and

reverse the FWD’s determinations on the time-bar issue and new Reply theory issue.
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Respectfully submitted,

Dated: July 14, 2025 By: /s/ Jennifer Hayes
Jennifer Hayes
Reg. No. 50,845
NIXON PEABODY LLP
300 South Grand Avenue
Suite 4100
Los Angeles, CA 90071-3151
Tel. 213-629-6179
Fax 213-629-6001

Counsel for Patent Owner
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