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Petitioner submits this Reply to Patent Owner’s Preliminary Response 

pursuant to the Board’s April 23, 2024 email granting Petitioner leave to file a reply. 

I. Rădulescu (Ex-1005) Is Prior Art. 

Patent Owner argues that Petitioner failed to show Rădulescu (Ex-1005) was 

publicly available.  POPR at 29–34.  That is incorrect.  Petitioner submitted evidence 

sufficient to establish that Rădulescu was publicly available in February and March 

2004, both of which are more than one year before May 13, 2005, “the date of the 

application for patent in the United States,” and before the ’800 Patent’s alleged 

priority date (May 18, 2004).  See Pet. at 3-4; 35 U.S.C. §102(b)1; Ex-1001 at 1; 

Hulu, LLC v. Sound View Innovations, LLC, IPR2018-01039, Paper 29 at 3 

(P.T.A.B. Dec. 20, 2019); see also 35 U.S.C. §119(a) (“[N]o patent shall be granted 

on any application for patent for an invention which had been patented or described 

in a printed publication in any country more than one year before the date of the 

actual filing of the application in this country . . . .”). 

First, Petitioner showed Rădulescu was publicly available “no later than 

February 20, 2004.”  Pet. at 3 (emphasis added); see also id. at 4.  Petitioner 

submitted an IEEE declaration that states copies of Rădulescu, which was published 

in Proceedings Design, Automation and Test in Europe Conference and Exhibition, 

 
1  Cites to 35 U.S.C. §§102 and 119 are to the pre-AIA versions. 
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“were made available no later than the last day of the conference,” which was 

February 20, 2004.  Ex-1017 at 2 (¶11); see also id. at 11.  Indeed, Patent Owner 

concedes Petitioner submitted this IEEE declaration, POPR at 29 (citing Ex-1017); 

and admitted in district court litigation involving the ’800 patent that Rădulescu 

“was publicly available before the end of February 2004.”  Ex-1037 at 3; see also 

id. at 7. 

Second, IEEE confirmed that Rădulescu was published online and thus 

publicly available on March 8, 2004.  Ex-1017 at 2 (¶10), 11.  “When there is an 

established publisher there is a presumption of public accessibility as of the 

publication date.”  VidStream LLC v. Twitter, Inc., 981 F.3d 1060, 1065 (Fed. Cir. 

2020).  Rădulescu was published by an established publisher—IEEE.  See Ex-1005; 

Ex-1017.  Further, contrary to Patent Owner’s incorrect assertion, POPR at 33, the 

IEEE declaration Petitioner submitted states “[t]he article and abstract from IEEE 

Xplore shows the date of publication,” Ex-1017 at 2 (¶10), which for Rădulescu is 

March 8, 2004, id. at 11.  Consistent with the Board’s precedent, those facts 

presumptively establish Rădulescu’s public accessibility as of that date.  See 

VidStream, 981 F.3d at 1065; see also Intel Corp. v. FG SRC LLC, IPR2020-01449, 

Paper 13 at 43-44 (P.T.A.B. Mar. 3, 2021) (date on IEEE website supported public 

accessibility for prior-art status); Cerebras Sys. Inc. v. Rex Computing, Inc., 

IPR2022-00741, Paper 37 at 6–7 (P.T.A.B. Oct. 11, 2023) (date of availability on 
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IEEE Xplore supported prior-art status); Guest Tek Interactive Entm’t Ltd. v. 

Nomadix, Inc., IPR2019-00253, Paper 6 at 25–31 (P.T.A.B. May 28, 2019) (similar). 

Given this uncontroverted evidence, none of Patent Owner’s arguments 

challenging the public availability of Rădulescu are relevant.  Rădulescu is prior art 

at least under 35 U.S.C. § 102(b) based on its public availability by no later than 

March 8, 2004, which is more than one year before May 13, 2005, the U.S. filing 

date of the ’800 patent.  Pet. at 2; Ex-1001 at 1. 

Finally, Patent Owner’s argument that the Petition improperly incorporates by 

reference testimony in the IEEE declaration has no merit.  POPR at 29–30.  This 

same argument has been repeatedly rejected by the Board where, as here, “relatively 

short testimony” is “clearly referenced in the Petition” for the “discrete point” of 

“indicia of public accessibility” of a prior art reference.  See, e.g., Tetra Tech Canada 

Inc., v. Georgetown Rail Equip. Co., No. IPR2019-00619, Paper 12 at 19 (P.T.A.B. 

Aug. 26, 2019) (rejecting “improper incorporation by reference” argument relating 

to a declarant’s testimony regarding the public accessibility of certain prior art); 

Expedia, Inc. v. Int’l Bus. Machines Corp., No. IPR2018-01136, 2018 WL 6318138, 

at *9 (P.T.A.B. Dec. 3, 2018) (similar). 

II. The District Court’s Indefiniteness Ruling Should Not Bar Institution. 

Patent Owner’s argument that the Board should exercise its discretion to deny 

institution under 35 U.S.C. § 314(a) because a district court held claim 12 of the 
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’800 patent is indefinite has no merit and should be rejected.  POPR at 10–13. 

First, the district court’s determination in Case No. 2:22-CV-00482-RWS 

(“TI Case”) and in Case No. 2:22-CV-00481-JRG (“Samsung Case”) that claim 12 

of the ’800 patent is indefinite is not grounds for denying institution of IPR at least 

because Patent Owner here admits it “disputed that the claims are indefinite.”  POPR 

at 11; compare POPR at 11 (stating the “challenged claims currently stand invalid 

as indefinite”), with Ex-1038 at 1 (Patent Owner refusing to drop the ’800 patent in 

the Samsung Case because, in its view, the order in the TI Case “did not find that 

the ’800 patent is invalid” and Patent Owner “disagrees” with the indefiniteness 

ruling); see also Ex-2034 at 30–34 (arguing claim 12 of the ’800 patent is not 

indefinite).  That makes the Petition here unlike those in cases cited by Patent Owner.  

See Samsung Elecs. Co., Ltd. v. Acorn Semi, LLC, IPR2020-01182, Paper 17 at 7 

(P.T.A.B. Feb. 10, 2021) (noting neither party argued “that the District Court’s 

determination of indefiniteness was incorrect”); H-E-B, LP v. Digital Retail Apps, 

Inc., IPR2020-00348, Paper 16 at 10 (P.T.AB. July 6, 2020) (Patent Owner did not 

dispute indefiniteness construction). 

Second, the Board can resolve the grounds presented in the Petition regardless 

of whether the challenged claims are indefinite.  An indefiniteness determination 

does not bar a patentability determination in an inter partes review unless “‘the 

indefiniteness renders it logically impossible for the Board to reach’ a determination 
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of the patentability of a claim on the presented prior-art grounds.”  Sony Elecs. Inc. 

v. Jawbone Innovations, LLC, IPR2023-01352, Paper 9 at 47–48 (P.T.A.B. Mar. 7, 

2024) (quoting Intel Corp. v. Qualcomm Inc., 21 F.4th 801, 813 (Fed. Cir. 2021)).  

Here, the indefiniteness of the “optimal” (and “determination unit”) claim terms is 

based on the uncertainty of their full scope and boundaries.  As explained in the 

Petition, whatever the scope of the indefinite “optimal” terms, these limitations are 

clearly disclosed in the prior art identified in the Petition.  Pet. at 24-25 n.3, 29 n.4.  

As a result, Patent Owner’s argument that deciding the issues in the Petition would 

“necessarily” create an “inconsisten[cy] with the [indefiniteness] determination by 

the District Court” is incorrect.  POPR at 12.  Institution thus remains appropriate. 

III. Petitioner Satisfied Its Claim Construction Obligations in the Petition. 

Patent Owner’s argument that Petitioner failed to satisfy the Board’s claim 

construction rules is meritless.  POPR at 25–28.  “The Board is required to construe 

‘only those terms . . . that are in controversy, and only to the extent necessary to 

resolve the controversy.’”  Realtime Data, LLC v. Iancu, 912 F.3d 1368, 1375 (Fed. 

Cir. 2019).  Here, there is no controversy requiring resolution.  Petitioner identified 

the parties’ competing positions in the district court case and explained that no 

construction was needed to resolve the grounds in the Petition.  Patent Owner 

apparently agrees, as it has not argued for any particular constructions either. 

Although Petitioner has maintained in the district court case that the “optimal” 
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terms are indefinite (as the Petition indicates), Pet. at 24-25 n.3, 29 n.4, that does not 

mean the Board’s determination of the patentability issues raised in the Petition is 

“logically impossible.”  Sony, IPR2023-01352, Paper 9 at 47; see § II, supra.  

Indeed, in Sony, the Board instituted IPR notwithstanding an argument that a 

challenged claim may be indefinite.  See id. at 47-48, 50. 

The same is true of the claimed “determination unit.”  Patent Owner’s 

argument that institution should be denied because Petitioner did not seek a means-

plus-function construction for “determination unit” as Petitioner did in the district 

court case has been rejected by the Board in other recent proceedings.  For example, 

in Howard Industries, Inc. v. Capsa Solutions LLC, the Board concluded institution 

was appropriate where the petitioner argued a claim term was invalid under any 

reasonable construction, despite having contended in district court litigation that the 

term was a means-plus-function term without corresponding structure.  IPR2023-

01274, Paper 9 at 11-12 (P.T.A.B. Feb. 26, 2024); see also Peloton Interactive, Inc. 

v. NEC Corp., IPR2023-01239, Paper 16 at 15-19 (P.T.A.B. Mar. 4, 2024) (finding 

regulatory requirements were satisfied even though petitioner did not seek means-

plus-function constructions in petition as it did in district court case).  The same 

result should apply here.  See Pet. at 22-23 n.2. 

Finally, Patent Owner’s arguments based on the “first wrapper” and “second 

wrapper” terms lack merit.  POPR at 3, 26.  The parties ultimately agreed in the 
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district court litigation that these terms mean first and second memory, respectively, 

see Ex-2035 at 2 n.2; Ex-2034 at 34, which is consistent with the arguments in the 

Petition.  See Pet. at 29.  Indeed, no party argues for a different construction here. 

*  *  * 

For the reasons stated above and in its Petition, Petitioner respectfully requests 

that the Board institute this Petition. 

 

DATED: April 30, 2024 Respectfully submitted, 

 /s/ F. Christopher Mizzo  
F. Christopher Mizzo, P.C. (No. 73,156) 
KIRKLAND & ELLIS LLP 
1301 Pennsylvania Ave., N.W. 
Washington, D.C. 20004 
Telephone: (202) 389-5000 
Facsimile: (202) 389-5200 
chris.mizzo@kirkland.com 
 
Gregory S. Arovas, P.C. (No. 38,818) 
Alan M. Rabinowitz (No. 66,217) 
KIRKLAND & ELLIS LLP 
601 Lexington Avenue 
New York, NY 10022 
Telephone: (212) 446-4800 
Facsimile: (212) 446-4900 
greg.arovas@kirkland.com 
alan.rabinowitz@kirkland.com 

  
 Counsel for Petitioner Samsung 

Electronics Co., Ltd. 
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