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Pursuant to authorization from the Board, Patent Owner submits this
Preliminary Sur-Reply. EX3001.!

I. THE BOARD SHOULD DENY INSTITUTION IN VIEW OF THE
INDEFINITENESS FINDINGS BY TWO DISTRICT COURTS

Petitioner argues that the Board should expend its limited time and resources
instituting an IPR, even though two district court judges have now held that the
“optimal” terms appearing in the only remaining challenged claim are indefinite,
because Patent Owner has not admitted that they are indefinite. Reply, 3. That Patent
Owner disagrees with the district court findings is neither surprising nor dispositive.
Indeed, it is difficult to imagine any case in which a patentee would agree with an
indefiniteness finding. While Petitioner correctly notes that neither party argued that
the “determination of indefiniteness was incorrect” in Samsung Elecs. Co., Ltd. v.
Acorn Semi, LLC, the Board denied institution even though the “the District Court’s
finding 1s subject to appeal.” [IPR2020-01182, Paper 17 at 7 (PTAB Feb. 10, 2021).
None of the cases cited by Petitioner suggests that Patent Owner must stipulate to
indefiniteness for discretionary denial to be appropriate.

Petitioner also stresses that the district court indefiniteness findings are not

necessarily an absolute bar to institution. Reply, 4-5. But Patent Owner never argued

! Despite representing to the Board that it needed a Preliminary Reply to “address

certain misrepresentations” in the POPR, Petitioner identifies none. EX3001, 3-4.
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that they were: Patent Owner argued that the Board should exercise its discretion to
deny institution in view of indefiniteness findings in the district court. POPR, 10-13.
Petitioner does not address Patent Owner’s argument that it would be a waste of the
Board’s limited resources to institute an IPR for a patent with terms which have been
found indefinite by two district court judges. Id., 12-13. This is especially true
because Patent Owner has disclaimed challenged claims that were not subject to
those indefiniteness findings, a fact that Petitioner conveniently ignores. EX2055.

Petitioner’s reliance on email correspondence from the district court litigation
to suggest that Patent Owner is taking inconsistent positions is misleading. Patent
Owner’s counsel was responding to an email from Petitioner’s counsel inaccurately
calling the ‘800 patent “an invalid patent.” EX1038, 2. Importantly, this email
exchange occurred before Patent Owner’s statutory disclaimer of claims 1, 2, 4-5, 8-
11, 13, and 18-21. Patent Owner merely indicated that it disagreed with the
indefiniteness finding in the Texas Instruments case and that it reserved the right to
appeal. Id., 1. This does not make discretionary denial any less appropriate.

It is Petitioner that is taking inconsistent positions. Petitioner argued in the
district court case that “[n]either the claim nor the specification provides any
guidance as to how a POSITA can determine whether an amount of data to be
buffered is ‘optimal.”” EX2035, 23. It also argued that “whether an amount of data

is ‘optimal’ is purely subjective and subject to personal judgments and experiences.”
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Id., 22. Yet in this proceeding, Petitioner claims that “the indefiniteness of the
‘optimal’ . . . claim terms is based on the uncertainly of their full scope and
boundaries.” Reply, 5. Petitioner is arguing on one hand in district court that the
“optimal” terms are purely subjective, while on the other hand arguing in this
proceeding that no claim constructions are necessary and that “whatever the scope
of the indefinite ‘optimal’ terms, these limitations are clearly disclosed in the prior
art.” Reply, 5.

For the reasons set forth in Patent Owner’s Preliminary Response, the Board
should exercise its discretion to deny institution. POPR, 10-13.

II. PETITIONER’S FAILURE TO OFFER CLAIM CONSTRUCTIONS
WARRANTS DENIAL

At least in view of the indefiniteness findings by two district court judges,
Petitioner’s failure to propose any claim constructions warrants denial of the
Petition. POPR, 25-28. Petitioner argues that it did not need to propose constructions
for the “optimal” terms because it is not “logically impossible” for the Board to
address “the patentability issues raised in the Petition.” Reply, 5-6. However, as

(13

discussed above, Petitioner argued in district court that “optimal” is purely
subjective and depends on personal judgments. Supra, § 1. In this proceeding,

Petitioner’s expert states that he did not “analyze[] whether these terms are definite”

and offered his opinions “[r]egardless of the precise scope of these terms.” EX1002,
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9 94 n.4. Petitioner’s failure to propose an objective claim construction in the
Petition warrants denial. 37 C.F.R. § 42.104(b)(4).

With respect to the term “determination unit,” Petitioner argues that it was not
obligated to propose its district court means-plus-function construction. Reply, 6.
However, the Board must assess whether this term is subject to means-plus-function
treatment because a claim “either contains means-plus function terms or it doesn’t.”
Facebook, Inc. v. Sound View Innovations, LLC, IPR2017-00998, Paper 13 at 16
(PTAB Sept. 5, 2017); see also Orthopediatrics Corp., v. K2M, Inc., IPR2018-
01546, Paper 10 at 11 (PTAB Feb. 14, 2019) (finding that because “Petitioner
advocated for a different claim construction in the related district court litigation . .
. construction of the claim term in dispute [is] necessary”). Where, as here, the
Petitioner fails to address the means-plus-function issue, “the majority approach is
to deny institution or find that the petitioner failed to carry its burden.” Becton,
Dickinson and Co. v. Baxter Int’l, Inc., IPR2018-01741, Paper 8 at 13 (PTAB Mar.
18, 2019); see also Kingston Tech. Co. v. SPEX Techs., Inc., IPR2017-00824, Paper
8 at 18-19 (PTAB Aug. 17, 2017) (denying institution because petitioner failed to
perform structural comparison); 37 C.F.R. § 42.104(b)(3).

The cases cited by Petitioner are inapposite. In Howard Industries, Inc. v.
Capsa Solutions LLC, the petitioner “adopt[ed] Patent Owner’s construction” for the

means-plus-function term and used it in its analysis. [PR2023-01274, Paper 9 and
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11-12 (PTAB Feb. 26, 2024). In Peloton Interactive, Inc. v. NEC Corp., the
petitioner expressly analyzed one of the claim terms at issue as a means-plus-
function term. IPR2023-01239, Paper 16 at 18 (PTAB Mar. 4, 2024); see also id.,
Paper 2 at 40 (PTAB July 27, 2023) (arguing that “[1]f [1d] 1s deemed means-plus-
function, [1d] is still taught by Chou” and providing analysis). Similarly, in Mylan
Pharmas. Inc. v. Sanofi-Aventis Deutschland GMBH, the petitioner expressly
“applie[d] means-plus-function constructions in demonstrating how the prior art
satisfies the claims as an alternative analysis.” [PR2018-01680, Paper 22 at 21
(PTAB April 3, 2019). Petitioner did not do any of those things: it only mentioned
the possibility of a means-plus-function construction for the “determination unit” in
a single footnote and did not cite any evidence. Petition, 22 n.2.

III. PETITIONER DID NOT FOLLOW THE BOARD’S RULES

Petitioner’s citation to the entirety of the IEEE Declaration without more for
its threadbare public accessibility arguments violated the Board’s rules. POPR, 29-
34; Petition, 4 (citing EX1017). While Petitioner denies violating the rule prohibiting
incorporation by reference (Reply, 3), it does not address the rules that require the
petition “include . . . a detailed explanation of the significance of the evidence
including material facts” and that the Board “may exclude or give no weight to the

evidence where a party has failed to state its relevance or to identify specific portions
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of the evidence that support the challenge.” 37 C.F.R. § 42.22(a)(2); 37 C.F.R. §
42.204(b)(5).

The cases cited by Petitioner highlight how it failed to meet its burden: in both
cases, the petitioner cited to specific portions of declarations to support its public
accessibility arguments. Tetra Tech Canada Inc. v. Georgetown Rail Equipment Co.,
IPR2019-00619, Paper 12 at 19 (PTAB Aug. 26, 2019) (noting that “the Petition
cites paragraphs 21, 29-30, and 32-33 of the Carney Declaration” in support of
public accessibility argument); Expedia, Inc. v. Int’l Business Machines Corp.,
IPR2018-01136, Paper 7 at 26 (PTAB Dec. 3, 2018) (noting that petitioner cited “qq
41-62 of the Mullins Declaration” and those paragraphs relate to “precisely what the
Petition contends™). In this case, Petitioner cited the entire IEEE declaration with no
pin cites, forcing the Board and Patent Owner to review it in its entirety to try to
divine if or how it supports Petitioner’s contentions. See Petition, 4.

Petitioner’s Reply argues for the first time that IEEE is an “established
publisher.” Reply, 2. This amounts to attorney argument because Petitioner cites no
testimony or other evidence supporting this contention. Moreover, while petitioners
can in some circumstances expand on public accessibility issues in its reply, the
Board “does not allow a petitioner to completely reopen the record, by, for example,

changing theories after filing a petition.” Hulu, LLC v. Sound View Innovations,
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LLC, TPR2018-01039, Paper 29 at 15 (PTAB Dec. 20, 2019). The Board should
disregard Petitioner’s new “established publisher” theory.

Petitioner’s new attempt to rely on Patent Owner’s responses to requests for
admission from the Qualcomm district court case is improper for two reasons. First,
it is black letter law that responses to requests for admission “cannot be used against
the party in any other proceeding.” FED. R. Civ. P. 36(b). Second, Petitioner could
have submitted this exhibit with its petition but chose not to. Indeed, Petitioner
submitted Exhibit 1037 as Exhibit 1033 in [PR2024-00355 where it is a co-Petitioner
with Qualcomm. The Board should disregard this new exhibit because its “rules
prohibit a petitioner from submitting new evidence or new argument in reply that
the petitioner could have presented earlier.” Kingston Tech. Co., Inc. v. SPEX Techs.,
Inc., 798 F. App’x 629, 635 (Fed. Cir. 2020) (citing 37 C.F.R. § 42.23(b)).

The Preliminary Reply underscores the Petition’s failure to comply with the

Board’s rules.

IV. CONCLUSION

For at least these reasons and the reasons set forth in Patent Owner’s

Preliminary Response, the Petition should be denied.
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