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Pursuant to authorization from the Board, Network System Technologies, 

LLC (“Patent Owner”) submits this Preliminary Sur-Reply. EX3001. 

 CLAIM CONSTRUCTION 

Petitioners have not shown good cause for the Board to consider the claim 

construction arguments in their Preliminary Reply. Even if Petitioners’ Preliminary 

Reply arguments are considered, none of them demonstrate Patent Owner’s 

proposed constructions are incorrect. 

A. “interconnect means” (claims 1 and 6-7) 

Petitioners do not substantively dispute Patent Owner’s construction for 

“interconnect means,” which (1) was adopted by the district court in the related 

Texas Instruments case and (2) Samsung agreed with in its district court case. Reply, 

1; EX2033, 12; EX2035, 2 n.2. Instead, Petitioners merely argue that “the Petition 

alternatively applies PO’s construction.” Id. In the Preliminary Response, Patent 

Owner explained how the cited art does not meet the “interconnect means,” as 

properly construed. POPR, 58-64.  

Petitioners also argue that they should have “the opportunity to depose PO’s 

expert.” Id. If the Board institutes an IPR (which it should not) and Patent Owner 

relies on Dr. Chmelar’s declaration (EX2001) in its Response, then Petitioners will 

have an opportunity to do so. To the extent Petitioners are requesting a pre-institution 

deposition through their Preliminary Reply, they cite no authority supporting such 
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an extraordinary request and they have not sought any such deposition. See 

Consolidated Trial Practice Guide at 51. For the avoidance of doubt, Patent Owner 

opposes any request for a pre-institution deposition. 

B. “mapping means” (claims 1 and 7) 

As established in the Preliminary Response, the term “mapping means” is not 

subject to § 112, ¶ 6 because it connotes structure to a POSITA. POPR, 17-21. In 

reply, Petitioners argue that “‘[m]apping is a functional word.” Reply, 2. However, 

Petitioners cite no evidence for this assertion and fail to rebut Dr. Chmelar’s 

testimony regarding a POSITA’s understanding. EX2001, ¶¶ 94-99. Petitioners also 

claim that the authority cited in the Preliminary Response is “inapposite” but, 

tellingly, fail to explain why. Reply, 2. 

With respect to the corresponding structure for the “mapping means” if it is 

subject to § 112, ¶ 6, Petitioners mischaracterize the Preliminary Response by 

arguing that Patent Owner “concede[d] that the specification describes the ‘adapter 

unit A’ as the mapping means.” Reply, 2. The Preliminary Response explained the 

specification discloses “various structures that can perform the agreed upon function 

. . . including an ‘adapter unit A.’” POPR, 21. In other words, the adapter unit in the 

specification is an example of the “mapping means,” but it is not limited to “a 

sequentializing unit and a desequentializing unit,” as Petitioners suggest. Id. 
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C. “connection” (claims 1 and 3-7) 

Petitioners do not rebut Patent Owner’s proposed construction. Reply, 2-3. 

Instead, Petitioners merely argue that “[t]here is no need in this IPR to expressly 

construe ‘connection.’” Id.  In the Preliminary Response, Patent Owner explained 

how the cited art does not meet the claimed “connection,” as properly construed. 

POPR, 46-50. 

 THE BOARD SHOULD DENY INSTITUTION PURSUANT TO 35 
U.S.C. § 314(d) 

A. Rădulescu2004 is Cumulative of, or Substantially Similar to, Art 
that was Previously Considered 

Petitioners’ Preliminary Reply rehashes their previous argument that 

“Rădulescu2004 ‘contains additional disclosure’” relative to Dielissen and 

Rădulescu2000. Reply, 3 (citing Petition, 16-17). But Petitioners do not dispute that 

Figure 1 of Rădulescu2004 is nearly identical to Figure 7 of Dielissen, which was 

fully considered during prosecution. POPR, 42. 

Instead, Petitioners argue that Rădulescu2004 is not cumulative because 

Rădulescu2004’s Figure 3 is a “new illustration” not present in Dielissen or 

Rădulescu2000 and “the Petition points to” this figure. Reply, 4 (citing Petition, 22-

25, 30-32). This is misleading. The Petition only cites to Figure 3 of Rădulescu2004 

two times. In the first citation, Petitioners cite to Figures 3, 4, 5, and 6 of 

Rădulescu2004. Petition, 22. In the second citation, Petitioners cite Figures 1, 2, 3, 
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4, 5, 6, 7, 8, and 9 of Rădulescu2004. Petition, 31. As shown below, nearly all of the 

figures in Rădulescu2004 correspond to a nearly identical figure in Dielissen: 

Rădulescu2004 (EX1005) Dielissen (EX1011) 
1 7 
2 6 
5 8 
6 9 
7 10 
8 11 
9 12 

Contrary to Petitioners’ suggestion, the Petition does not specifically rely on any 

features in Figure 3 of Rădulescu2004 that are not in the other figures that are in 

Dielissen. Petition, 22-25, 30-32. Figures 3’s inclusion in Rădulescu2004 does not 

render it non-cumulative. 

Petitioners also rehash their previous argument that “Rădulescu2004 

describes the slave for which a transaction is destined being ‘selected based on the 

address’ and explains that ‘an address’ range is assigned to a slave.” Reply, 3; 

Petition, 16-17 (arguing that Rădulescu2004 explains “how using the connid signals, 

mapping to connections can be based on an address range”). However, Petitioners 

do not dispute that Dielissen discloses a “connid” and teaches [a] port can have 

multiple connection to allow differentiated traffic classes (e.g., best effort, or 

guaranteed throughput), in which case there are also connid signals to select on 

which connection a message is supplied or consumed. EX1011, 3. This aspect of 
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Rădulescu2004 is cumulative or substantially similar to Dielissen, which was fully 

considered by the Office during prosecution. 

B. The Examiner Did Not Materially Err 

Petitioners now argue for the first time that even if Rădulescu2004 is 

cumulative, “the Examiner materially erred” in allowing the claims. Reply, 4. 

However, Petitioners do not point to a specific error by the examiner; they merely 

allege that if Rădulescu2004 is cumulative of Dielissen and Rădulescu2000, then the 

examiner must have erred because Rădulescu2004 discloses all elements of the 

claims. Id. This is insufficient. See, e.g., Siemens Healthcare Diagnostics Inc. v. 

Radiometer Medical Aps, IPR2018-00311, Paper 6 at 18-19 (PTAB June 25, 2018) 

(denying institution because “Petitioner has not pointed us to any error in the 

Examiner’s analysis” or “any additional facts or evidence that would warrant our 

reconsideration”); Juniper Networks, Inc. v. Mobile Telecomm'ns Techs., LLC, 

IPR2017–00642, Paper 24 at 13 (PTAB July 27, 2017) (finding that “the Examiner 

was aware of the contents of [the asserted prior art] in material respects” and that the 

Board “was shown no reason sufficient to reevaluate [the asserted prior art] with 

respect to any of the challenged claims”). 

C. Petitioner’s Arguments Regarding the “Mapping” Step 

Petitioners do not dispute that all three of Rădulescu2004, Dielissen and 

Rădulescu2000 disclose a fixed hardware configuration that is required to be set up 
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prior to mapping communication service requests. POPR, 43-44; Reply, 6. Instead, 

Petitioners offer three reasons why this is allegedly “not a reason to defer to 

prosecution.” Reply, 6. 

1. Petitioners’ Characterization of the Prosecution History 
Misses the Mark 

Petitioners note that the examiner rejected the claims in a second office action 

again after Patent Owner had argued that Rădulescu2000 and Dielissen do not 

disclose the claimed “mapping means.” Reply, 6 (citing EX1002, 110, 119). 

However, the examiner eventually allowed the claims after Patent Owner presented 

additional arguments regarding Rădulescu2000 and Dielissen’s failure to disclose 

the “mapping means.” EX1002, 140-143. Because Rădulescu2004 is substantially 

the same as Rădulescu2000 and Dielissen, Rădulescu2004 does not disclose the 

“mapping means” for at least the same reasons. 

2. Petitioners’ Remaining Arguments are Improper 

Petitioners’ second and third arguments exceed the permissible scope of the 

Preliminary Reply because they relate to whether Petitioners have shown that 

Rădulescu2004 discloses the claimed “mapping” step, not discretionary denial under 

35 U.S.C. § 325(d). Reply, 7. The Board did not grant Petitioners authorization to 

address any issues other than claim construction and § 325(d). EX3001. 
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D. The Board Should Exercise its Discretion to Deny Institution 
Even Though Grounds 3 and 4 Rely on Weber 

Petitioners argue that Advanced Bionics is inapplicable because “Grounds 2-

4 were not previously before the Office.” Reply, 8. In particular, Petitioners argue 

that Grounds 3 and 4 rely on Weber, which was not previously considered. Id. 

However, as Petitioners admit, three of the four grounds in the Petition rely at least 

in part on Rădulescu2004, which is substantially the same as the art considered 

during prosecution. Id.; supra, § II.A.  

The Board ultimately has discretion to deny institution. Harmonic Inc. v. Avid 

Tech., Inc., 815 F.3d 1356, 1367 (Fed. Cir. 2016) (“the PTO is permitted, but never 

compelled, to institute an IPR proceeding”); see also 35 U.S.C. § 314(a). In this case, 

denying institution would serve the underlying purposes of § 325(d), which is to 

prevent patent owners from having to bear the burden and expense of defending 

against already-considered art and allows the Board to efficiently allocate its 

resources. The relevant factors weigh in favor of denying institution for the reasons 

set forth in the Preliminary Response. POPR, 39-45. 

 CONCLUSION 

For at least these reasons and the reasons set forth in Patent Owner’s 

Preliminary Response, the Petition should be denied. 
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Respectfully submitted, 

Dated: May 9, 2024   By:  /Jennifer Hayes/ 
Jennifer Hayes 
Reg. No. 50,845 
Nixon Peabody LLP 
300 South Grand Avenue, 
Suite 4100, 
Los Angeles, CA 90071-3151 
Tel. 213-629-6179 
Fax 866-781-9391 
 
Lead Counsel for Patent Owner 
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