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I. INTRODUCTION 

The Board should deny the Petition for Inter Partes Review of U.S. Patent 

No. 9,510,040 (“’040 Patent”) because Petitioners LG Electronics Inc., LG 

Electronics U.S.A., Inc. (“Petitioners”) fail to demonstrate a reasonable likelihood 

that any challenged claim is not patentable. 

As an initial matter, the Board should exercise its discretion to deny the 

Petition under § 314(a). Two district court litigations involving the ’040 Patent are 

in their late stages and will result in jury trials long before the Board issues any Final 

Written Decision. Moreover, the Fintiv factors weigh against institution, and the 

Petition falls far short of presenting a “compelling unpatentability challenge” that 

would warrant institution despite this inefficiency. 

Even if the merits are considered, the Petition still fails. At a minimum, 

Petitioner fails to show that its cited art has any teaching or suggestion of the recited 

limitation “wherein at least one of the sources is highlighted as being associated 

with the first content information.” The cited art, however, only discloses at most 

the potential to highlight panels without indicating association with a first content 

information as claimed in the ’040 Patent. As a result, Petitioner is unable to point 

to any disclosed grounds that render obvious the claims of the ’040 Patent, and the 

Board should deny institution. 
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II. THE BOARD SHOULD EXERCISE ITS DISCRETION TO DENY 
THIS PETITION UNDER § 314(a) 

The Board should exercise its discretion to deny institution under § 314(a) 

because institution would be an “inefficient use of Board resources.” NHK Spring 

Co. v. Intri-Plex Techs., Inc., IPR2018-00752, Paper 8 at 19-20 (PTAB Sept. 12, 

2018). As explained in further detail below, two district court litigations involving 

the ’040 Patent are at advanced stages and will conclude long before a PTAB 

proceeding would. 

In NHK Spring Co., the Board denied institution of an inter partes review 

under § 314(a) where a parallel district court proceeding was nearing its final stages, 

and a PTAB proceeding would not conclude until about six months after the district 

court trial was scheduled. NHK Spring Co., IPR2018-00752, Paper 8 at 19-21. In so 

reasoning, the Board set the precedent that parallel court proceedings must be 

considered when determining whether the institution of an inter partes review is 

consistent with the objective of the America Invents Act (“AIA”) to “provide an 

effective and efficient alternative to district court litigation.” Id. 

Building on NHK Spring Co., in Apple Inc. v. Fintiv, Inc., the Board identified 

specific factors relating to “whether efficiency, fairness, and the merits support the 

exercise of authority to deny institution in view of an earlier trial date in the parallel 
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proceeding.” IPR2020-00019, Paper 11 at 6 (PTAB Mar. 20, 2020) (precedential). 

The Fintiv factors include: 

1. whether the court granted a stay or evidence exists that one may be 

granted if a proceeding is instituted;  

2. proximity of the court’s trial date to the Board’s projected statutory 

deadline for a final written decision;  

3. investment in the parallel proceeding by the court and the parties;  

4. overlap between issues raised in the petition and in the parallel 

proceeding;  

5. whether the petitioner and the defendant in the parallel proceeding 

are the same party; and  

6. other circumstances that impact the Board’s exercise of discretion, 

including the merits.  

Id. 
The Director provided further guidance on the application of the Fintiv 

precedent in a June 21, 2022 Memorandum1 (“Guidance Memo”) and CommScope 

Technologies LLC v. Dali Wireless, Inc., IPR2022-01242, Paper 23 (PTAB Feb. 27, 

 
1 Memorandum, Interim Procedure for Discretionary Denials in AIA Post-Grant 

Proceedings with Parallel District Court Litigation (USPTO June 21, 2022) 

(“Guidance Memo”) available at https://www.uspto.gov/sites/default/files/ 

documents/interim_proc_discretionary_denials_aia_parallel_district_court_litigati

on_memo_20220621_.pdf 
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2023) (precedential). The Director set forth a “compelling merits test” under which 

the Board—if it has found that Fintiv factors 1-5 favor discretionary denial—must 

assess whether a petition presents a “compelling unpatentability challenge” before 

discretionarily denying institution. CommScope, IPR2022-01242, Paper 23 at 3-5. 

As the Director explained, “the compelling merits standard is a higher standard than 

the standard for institution set by statute.”2 Id. at 3. A reasonable likelihood that the 

petitioner would prevail with respect to at least one challenged claim does not suffice 

to demonstrate that a challenge is “compelling.” Rather, a “compelling” challenge is 

one “in which the evidence, if unrebutted in trial, would plainly lead to a conclusion 

that one or more claims are unpatentable by a preponderance of the evidence” such 

that “it is highly likely that the petitioner would prevail with respect to at least one 

challenged claim.” Id. at 3-4 (emphasis added). This is a “high standard” (see 

AviaGames, Inc. v. Skillz Platform, Inc., IPR2022-00530, Paper 14 at 3, 5 (PTAB 

Mar. 2, 2023)) and the Board must explain its reasoning in determining whether the 

merits are compelling. CommScope, IPR2022-01242, Paper 23 at 4-6. 

 
2 Institution of an IPR is authorized only when “the information presented in the 

petition ... and any response ... shows that there is a reasonable likelihood that the 

petitioner would prevail with respect to at least 1 of the claims challenged in the 

petition.” 35 U.S.C. § 314(a); CommScope, IPR2022-01242, Paper 23 at 3 n.3. 



IPR2024-00352 
U.S. Patent No. 9,247,040 

 

 5  
 

All of the Fintiv factors weigh in favor of discretionary denial, in light of the 

Guidance Memo. The validity of the ’040 Patent is being challenged in two pending 

litigations: 

• Multimedia Technologies Pte. Ltd. v. LG Electronics Inc. et al., No. 

2:22-cv-00494 (E.D. Tex.) (Filed Dec 23, 2022) (the “LG Litigation”) 

• Multimedia Technologies Pte. Ltd. v. Vizio, Inc., No. 2:23-cv-00124 

(E.D. Tex.) (Filed Mar. 24, 2023) (the “Vizio Litigation”)  

Both of these litigations have progressed significantly, and while either one 

would independently merit a discretionary denial, together the two parallel district 

court litigations tip the scales heavily in favor of it. 

A. Factor 1: Petitioner has Not Requested a Stay, and would have No 
Authority to Request a Stay in the Vizio Litigation 

“A district court stay of the litigation pending resolution of the PTAB trial 

allays concerns about inefficiency and duplication of efforts,” and thus “weigh[s] 

against exercising the authority to deny institution under NHK.” Fintiv, IPR2020-

00019, Paper 11 at 6. Petitioner has not filed any motion to stay the parallel district 

court proceeding in view of the Petition, has provided no indication that they intend 

to do so, and has presented no evidence suggesting a stay is likely if they did 

(particularly in light of the pending trial date). Judge Gilstrap of the United States 

District Court for the Eastern District of Texas—before whom the LG Litigation is 
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pending—has identified criteria he examines before granting a stay motion pending 

inter partes review, and a final written decision must not be “expected in the ordinary 

course before trial in [the] case would otherwise take place,” Village Green Techs., 

LLC v. Samsung Elecs., Co., No. 2:22-CV-00099-JRG, 2023 WL 416419 at * 3 

(E.D. Tex. Jan. 25, 2023). Judge Gilstrap further identified as relevant to this 

consideration whether, as here, petitioner was dilatory in seeking review and 

whether, as here, the review would not cover all contested patents in the litigation. 

Id. Here, the pending LG Litigation covers seven patents for which Petitioner has 

chosen not to seek review (and for which Petitioner has now exceeded the one-year 

deadline for challenging). Moreover, as will be discussed in greater length below, 

Petitioner’s final decision would not only come months after both trials have 

concluded, but this delay is the direct result of Petitioner’s delay in filing until almost 

a year after the LG Litigation began.   

Moreover even if Petitioner were to request (and be granted) a stay, this would 

have no impact on the parallel Vizio Litigation.  

This factor weighs strongly in favor of denying institution. 

B. Factor 2: The Board’s Final Written Decision Deadline Would 
Likely be After a Trial in the LG Litigation and/or Vizio 
Litigation 

“If the court’s trial date is earlier than the projected statutory deadline, the 

Board generally has weighed this fact in favor of exercising authority to deny 
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institution under NHK.” Fintiv, IPR2020-00019, Paper 11 at 9. In addition to 

whether a trial date has been set by the court, the Guidance Memo instructs the Board 

to look to “the most recent statistics on median time-to-trial for civil actions in the 

district court in which the parallel litigation resides” as well as statistical information 

for the specific judge involved in the litigation. Guidance Memo at 8-9. While such 

evidence is probative, the Board “generally take[s] courts’ trial schedules at face 

value absent sufficient evidence to the contrary.” Samsung Elecs. Co. v. Cardware 

Inc., IPR2023-00314, Paper 11 at 11 (PTAB July 18, 2023) (internal quotes 

omitted). Here, whatever metric is chosen, it is clear that both the LG Litigation and 

Vizio Litigation are expected to proceed to trial long before the Board will issue its 

ruling were it to initiate review. Petitioner does not dispute this fact. Pet. at 98-99.  

The LG Litigation has already been set for trial in November, 2024—with 

Jury Selection set to begin at 9:00 a.m. on November 18. Ex. 2001 at 1. Moreover, 

the most recent statistics for the Eastern District of Texas provide a median time-to-

trial of 20.7 months, which, given the LG matter’s filing date of December 23, 2022, 

would yield an expected trial even earlier—in mid-September 2024. Ex. 2002 at 2. 

Likewise, individual statistics over the past 12 months for Judge Gilstrap show a 

median time-to-verdict of 639 days, which would yield a trial date of September 

2024. Ex. 2003 at 1.  



IPR2024-00352 
U.S. Patent No. 9,247,040 

 

 8  
 

The Vizio Matter was commenced on March 24, 2023, and is also pending 

before Judge Gilstrap. It has been set for trial in early January of 2024, with Jury 

Selection set to begin on January 6th. Ex. 2004 at 1. Time to trial statistics (whether 

measured by the average time-to-trial statistics for the Eastern District of Texas, or 

those for Judge Gilstrap individually) yield an even earlier expected trial in 

December of 2024. (Ex. 2002, 2003.) 

As a result, whether the Board considers “the scheduled trial date or the trial 

date expected based on time-to-trial statistics,” it is clear that the trials for both 

parallel litigations will almost certainly “commence several months before the 

expected date of [the Board’s] final written decision.” Samsung Elecs. Co. v. Cal. 

Inst. of Tech., IPR2023-00130, Paper 10 at 16 (PTAB May 4, 2023); see also, 10X 

Genomics v. President and Fellows of Harvard Coll., IPR2023-01299, Paper 15 at 

17 (PTAB Mar. 7, 2024). 

This factor weighs strongly in favor of denying institution. 

C. Factor 3: There Has Been Substantial Investment by the Parties 
and District Court in the LG Litigation and the Vizio Litigation 

In considering whether or not to institute review, the Board weighs “the 

amount and type of work already completed in the parallel litigation[s] by the court 

and the parties at the time of the institution decision.” Fintiv, IPR2020-00019, Paper 

11 at 9. In determining how much weight to give these investments, the Board also 
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considers whether “the petitioner filed the petition expeditiously, such as promptly 

after becoming aware of the claims being asserted,” or whether they instead waited 

“until the district court trial has progressed significantly before filing a petition at 

the Office.” Id. at 11. Where a Petitioner has chosen to sit on their hands the Board 

has recognized that “notwithstanding that a defendant has one year to file a petition” 

initiating review risks “impos[ing] unfair costs to [the] patent owner.” Id. 

The substantial investment in time and resources by the parties and district 

court in both the LG Litigation and the Vizio Litigation, particularly when coupled 

with LG’s dilatory tactics in filing this Petition, strongly supports denial.3 See, e.g., 

Mylan Labs. Ltd. v. Janssen Pharm. NV, IPR2020-00440, Paper 17 at 17-19 (PTAB 

Sept. 16, 2020). 

 The parties in the LG Litigation have already exchanged extensive 

discovery—including document and source-code discovery. Indeed, contrary to 

Petitioner’s assertion that “the co-pending litigations are in relatively early stages,” 

Pet. at 98, the deadline for substantial completion of all document discovery was on 

March 26, 2024, (Ex. 2001 at 4), the parties have already submitted joint filings, and 

 
3 Vizio also filed a copycat petition for inter partes review of the ’040 Patent as time 

ran out on its March 27, 2024 statutory deadline. See Ex. 2007, IPR2024-00694 

(filed March 14, 2024). 
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Multimedia has filed its opening brief for the upcoming Markman hearing on May 

10, 2024, and the case will continue to progress before the Board is expected make 

an institution decision.4 Ex. 2001 at 4. See Samsung Elecs. Co. v. Mojo Mobility Inc., 

IPR2023-01098, Paper 11 at 9 (PTAB Feb. 9, 2024) (noting that significant 

investments in fact discovery weigh against institution). Moreover, the court has also 

already invested considerable resources into the Litigation, including a substantive 

Report and Recommendation by Magistrate Judge Payne, (Ex. 2005), that was 

adopted by Judge Gilstrap (Ex. 2009), denying LG’s motion to dismiss. See 

Genomics, IPR2023-01299, Paper 15 at 18 (finding that district court investment in 

resolving motions to dismiss the parallel litigation weighed against institution). 

Likewise, the parties in the Vizio Litigation have exchanged extensive discovery, 

including extensive document and source-code discovery, and are beginning 

Markman exchanges. 

These expenditures of resources are even more significant in light of LG’s 

decision, despite being served with notice of this complaint on December 23, 2022, 

 
4 On the March 25, 2024 call addressing Vizio’s improper pre-institution motion for 

joinder of IPR2024-00696 and the instant Petition, see VIZIO Inc. v. Multimedia 

Technologies Pte. Ltd, IPR2024-00696, Paper 3, the Board indicated an institution 

decision regarding this Petition was unlikely to be reached before June.   
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to wait until December 20, 2023—just before the expiration of the statutory 

deadline—before filing its petition.5 LG has provided no justification for this 

decision to wait out the entire statutory period before seeking review, while actively 

causing the litigants in the parallel litigations to accrue needless expenses in time 

and effort. The Board has repeatedly recognized that waiting until the cusp of the 

one-year deadline wastes the time and resources of parties and the courts, and held 

that such gamesmanship weighs strongly against institution. See, e.g., Genomics, 

IPR2023-01299, Paper 15 at 19; Ericsson Inc. and Nokia of Am. Corp. v. Collision 

Commc’ns, Inc., IPR2022-01233, Paper 12 at 15 (PTAB Jan 19, 2023). 

This factor weighs strongly against review. 

D. Factor 4: Petitioner’s Claims Directly Overlap with both Parallel 
Litigations, Despite Petitioner’s Efforts to Obscure this with an 
Ineffective Stipulation 

Where a “petition includes the same or substantially the same claims, grounds, 

arguments, and evidence as presented in the parallel proceeding” thus creating 

“concerns of inefficiency and the possibility of conflicting decisions” this provides 

a strong reason for not granting review. Fintiv, IPR2020-00019, Paper 11 at 11-12. 

 
5 As discussed above, Vizio also waited until nearly reaching its statutory deadline 

(March 27, 2024) to file a verbatim copy of the instant Petition. See IPR2024-00694 

(filed March 14, 2024). 
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Petitioners do not challenge that the ’040 patent is the subject of both parallel 

litigations, nor that their arguments in this Petition are substantially the same as those 

being litigated (as discussed at length above). Instead, Petitioners argue that the 

stipulation they have provided adequately addresses any concerns of reduplication. 

Pet. at 98. This claim however, misconstrues the authority on which it purports to 

rely.  

In Sotera Wireless, Inc. v. Masimo Corp., the Board recognized that a 

Petitioner can “mitigate[] any concerns of duplicative efforts between the district 

court and the Board, as well as concerns of potentially conflicting decisions” by 

filing a binding stipulation in the parallel district court proceeding that ensures that 

the two proceedings will not deal with the same grounds. IPR2020-01019, Paper 12 

at 18-19 (PTAB Dec. 1, 2020). In Sotera, the Petitioner filed a stipulation with the 

district court not to subsequently raise in litigation any ground “that was raised or 

could have been reasonably raised in an IPR.” Id. at 18. Finding that this stipulation 

was not “unclear” and was sufficiently potent to “ensure[] that an inter partes review 

is a ‘true alternative’ to the district court proceeding” the Sotera court declined to 

deny institution. Id. at 20-21. 

The Guidance Memo accepted the reasoning of Sotera, and indicated that, 

where a Petitioner has submitted a valid stipulation which “mitigates concerns of 

potentially conflicting decisions and duplicative efforts between the district court 
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and the PTAB,” by ensuring that “the grounds the PTAB resolves will differ from 

those present in the parallel district court litigation,” this suffices to minimize 

concerns of inefficiency (and will generally be grounds for not discretionarily 

denying review). Guidance Memo at 7; but see, NXP USA, Inc. v. IMPINJ, Inc., 

IPR2021-01556, Paper 13 at 4 (PTAB, Sept. 7, 2022) (noting that a purported Sotera 

stipulation which in actuality serves to “frustrate[] these goals” and to “open the door 

to gamesmanship” will not receive deference under the Guidance Memo). 

Claiming to rely on this authority, Petitioner asserts that, if the Board institutes 

review, they will not pursue “the specific grounds asserted here, or on any other 

ground that was raised or could have been reasonably raised in this IPR” as part of 

the LG Litigation. Pet. at 98. Petitioner has failed however to file a proper Sotera 

stipulation. While Petitioner’s stipulation uses similar wording to the one approved 

by the Director, it fundamentally departs from the Director’s guidance (and the 

Board’s holding in Sotera) in two key respects. 

First, unlike the stipulation which the Board and Director approved of in 

Sotera, Petitioner has not actually filed this stipulation in the District Court in the 

parallel proceedings. Sotera’s emphasis on such a filing is not a mere formality—by 

filing in District Court, the Petitioner in Sotera provided the court with an 

opportunity to review the stipulation, and ensure that those grounds which “could 

reasonably be raised” in an inter partes review were sufficiently clear and distinct 
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to be later judicially enforceable. This concern is particularly acute in cases where, 

as here, a petitioner indicates it will rely upon published descriptions of system art 

such as product manuals and user guides in challenging validity at the District Court, 

see Wasica Finance GmbH v. Schrader International, Inc., 432 F. Supp. 3d 448, 454 

n.6 (D. Del. 2020) (surveying entrenched disagreements at the district court level 

regarding the proper method for categorizing such manuals as system vs. paper art), 

or, as here, intends to rely on unspecified combinations of paper and system art in 

the underlying litigation, see Wirtgen America, Inc. v. Caterpillar, Inc., No. 1:17-

CV-00770-JDW-MPT, 2024 WL 51010 at *9 (D. Del. Jan. 4. 2024) (noting 

unresolved, and frequently litigated ambiguity regarding which combinations 

constitute a “ground that the petitioner raised or reasonably could have raised during 

the inter partes review.”). 

Here, Petitioner’s invalidity contentions for the ’040 Patent rely heavily on 

“thousands of [purportedly] invalidating combinations,” (Ex. 2006 at 39), of prior 

art, including paper art, systems art, and “Non-Patent Prior Art Publications” such 

as users guides and users manuals and other materials describing TV systems, which 

are duplicative of the system art. Id. at 15-17. Petitioner makes clear in its 

contentions that believes it can rely on “any of a number” of and any “invaliding 

combinations” of identified art (including system art and user guides), and notes that 

the sheer volume of purported invaliding combinations are so numerous—
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“thousands” by Petitioner’s own estimation—as to be “unduly burdensome” for 

Petitioner to identify in its contentions. Id. at 39-40. Were the Board to institute 

review without clarity as to which (if any) of these combinations and publications 

are covered by Petitioner’s stipulation, the all-but-certain result would be the 

duplicate litigation of nearly all of Petitioner’s claims at the District Court level via 

attempts to exclude certain art and combinations from the bounds of Petitioner’s 

stipulation.  

This is not a challenge to the proper role of Sotera stipulations in making 

institution decision. But here, Petitioner attempts to circumvent the process Sotera 

laid out for providing the requisite clarity to all parties and institutions involved. By 

declining to follow the procedure endorsed by Sotera and Director Vidal—i.e., 

requesting the District Court accept the stipulation in the first instance—and 

declining to identify the art it believes it can and cannot rely on in the District Court, 

Petitioner has feinted at an agreement not to raise certain anticipation and/or 

obviousness challenges in the parallel litigation, but left the contours of that 

stipulation so vague as to be meaningless.  

Where a Petitioner has offered a stipulation that does not meaningfully 

prevent them from later efforts to relitigate the subject matter of the inter partes 

review, the Board has been consistent in finding that such stipulation is at most 

“marginally” relevant in determining whether to grant review, Sand Revolution II, 
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LLC v. Continental Intermodal Group – Trucking LLC, IPR 2019-01393, Paper 24 

at 12 (PTAB June 16, 2020), and that it does not receive deference under the 

Guidance Memo. See BOE Tech. Grp. Co. v. Element Cap. Com. Co., IPR2023-

00808, Paper 9 at 25-26 (PTAB Nov. 15, 2023). Therefore, at worst, this factor is 

neutral.   

In addition to failing to bind Petitioner, Petitioner’s stipulation also elides the 

existence of the parallel Vizio Litigation, which would be unaffected by Petitioner’s 

stipulation. The Board has made clear in multiple decisions, including Mylan and 

Fintiv, that the existence of such parallel litigation covering issues “the same as, or 

substantially similar to” those presented for IPR is an independent basis for 

discretionary denial of review—even where concerns of reduplication within the 

parallel litigation to which the Petitioner is party are minimal. Fintiv, IPR2020-

00019, Paper 11 at 14; Mylan, IPR2020-00440, Paper 17 at 22-23. Such third-party 

based denials are obviously not reparable by means of a stipulation signed by the 

Petitioner alone, which does nothing to “mitigate[] concerns of potentially 

conflicting decisions and duplicative efforts between the district court” in the Vizio 

Litigation and the PTAB. Guidance Memo at 7. Rather, the third-party itself must 

consent to a Sotera stipulation to avoid a Mylan-based denial. 

Here, although Vizio has purported to enter a similar stipulation in their 

(identical to LG’s) petition for inter partes review, (Ex. 2007 at 93), it is not linked 
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to the institution of Petitioner’s requested review, and Vizio remains free to 

withdraw their petition. Moreover, it suffers from all of the same defects as LG’s 

stipulation, described above, including ambiguity as to the art Vizio believes it can 

raise in District Court. See Ex. 2008 at 14-15, 32 (identifying “thousands of 

[purportedly] invalidating combinations” of prior art that can be combined in “any 

combination,” which are so numerous that Vizio itself finds identifying them 

“unduly burdensome,” including paper art, systems art, and duplicative “Non-Patent 

Prior Art Publications” such as users guides and users manuals). 

Petitioner’s failure to provide a proper Sotera stipulation, the fact that 

Petitioner’s stipulation will have no effect on the parallel Vizio litigation, and the 

strong overlap between Petitioner’s grounds here and those asserted in the Vizio 

litigation collectively counsel in favor of denying Petitioner’s request. 

This factor weighs against review. 

E. Factor 5: Petitioner is the Defendant in the LG Litigation, and the 
Vizio Litigation Involves Substantially Similar Issues 

Petitioner is the defendant in the LG Litigation, which favors denial. Fintiv, 

IPR2020-00019, Paper 11 at 13-14. Petitioner is not a party to the Vizio Litigation. 

Nonetheless, “the issues [in the Petition] are the same as, or substantially similar to, 

those already or about to be litigated,” so this factor favors denial even with respect 

to the Vizio Litigation. Id.; Mylan, IPR2020-00440, Paper 17 at 22-23 (noting that 



IPR2024-00352 
U.S. Patent No. 9,247,040 

 

 18  
 

denial of review on the basis of an additional litigation to which petitioner is not a 

member does not constitute prejudice, since they will in any event have the 

opportunity “to fully litigate the invalidity of the [challenged] patent” in the litigation 

they are defending). 

F. Factor 6: Petitioner Has Not Established Grounds for Review 
under The Statutory Standard, Let Alone the Far Stricter 
“Compelling Merits” Standard 

The “factors considered in the exercise of discretion are part of a balanced 

assessment of all the relevant circumstances in the case, including the merits.” 

Fintiv, IPR2020-00019, Paper 11 at 14. The Director has provided further guidance 

on the proper role of consideration of the merits in weighing a discretionary denial, 

both in the Guidance Memo, as well as in her precedential decision in CommScope 

Technologies LLC v. Dali Wireless, Inc., IPR2022-01242, Paper 23 (PTAB Feb. 27, 

2023). The Director set forth a “compelling merits test” under which the Board—if 

it has found that Fintiv factors 1-5 favor discretionary denial—must assess whether 

a petition presents a “compelling unpatentability challenge” before discretionarily 

denying institution. CommScope, IPR2022-01242, Paper 23 at 3-5.  
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As the Director explained, “the compelling merits standard is a higher 

standard than the standard for institution set by statute.” Id. at 3.6 A reasonable 

likelihood that the petitioner would prevail with respect to at least one challenged 

claim does not suffice to demonstrate that a challenge is “compelling.” Rather, a 

“compelling” challenge is one “in which the evidence, if unrebutted in trial, would 

plainly lead to a conclusion that one or more claims are unpatentable by a 

preponderance of the evidence” such that “it is highly likely that the petitioner would 

prevail with respect to at least one challenged claim.” Id. at 3-4 (emphasis added). 

This is a “high standard” (see AviaGames, Inc. v. Skillz Platform, Inc., IPR2022-

00530, Paper 14 at 3, 5 (PTAB Mar. 2, 2023)) and the Board must explain its 

reasoning in determining whether the merits are compelling. CommScope, IPR2022-

01242, Paper 23 at 4-6.  

Here, the Fintiv factors weigh strongly in favor of discretionary denial. 

Moreover, as discussed in the merits section below, Petitioner’s challenge does not 

 
6 Institution of an IPR is authorized only when “the information presented in the 

petition ... and any response ... shows that there is a reasonable likelihood that the 

petitioner would prevail with respect to at least 1 of the claims challenged in the 

petition.” 35 U.S.C. § 314(a); CommScope, IPR2022-01242, Paper 23 at 3 n.3. 
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meet even the statutory standard, let alone the higher “compelling merits” standard. 

Accordingly, there is no basis for ignoring the other factors and granting review. 

This factor weighs strongly in favor of denying review. 

Because institution of any ground raised in the Petition would be an inefficient 

use of the Board’s resources—as evidenced by all six Fintiv factors—and the 

Petition does not satisfy the “compelling merits test,” the Board should exercise its 

discretion under § 314(a) to deny institution. 

III. OVERVIEW OF THE ’040 PATENT  

The inventions of the ’040 Patent and its family members broadly relate to 

intelligent televisions, also known as ITV’s, smart TVs and/or internet TVs. As 

discussed in the specification of the ’040 Patent, ITVs represent the convergence of 

various computing and telecommunications functions and hardware into a single 

package, enabling TVs that can also connect to the internet, function as a smart hub 

for connected homes, interface with social media, and perform myriad other 

functions. More specifically, they claim systems and methods for ITVs that, for 

example, employ novel user interfaces to harmonize and enable the various 

functions, sources and inputs necessary to perform all of the converged technologies. 

The claims of the ’040 Patent cover specific improvements in the field of televisions 

and television user interfaces that go beyond what was well-understood, routine, and 

conventional to solve then-existing problems in the field, particularly with respect 
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to “Smart TVs”. Generally, a Smart TV is “a device that integrates access to the 

Internet and Web 2.0 features into television sets” and “represent[ed] the trend of 

technological convergence between computers and television sets.” See, e.g., Ex. 

1001 at 2:15-19. Smart TVs allow for access to “online interactive media, Internet 

TV, on-demand streaming media” and do not generally “focus on traditional 

broadcast media” although they typically provide access to same. Id. at 2:20-21. 

Prior art Smart TV systems failed to, inter alia, “provide seamless and intuitive user 

interfaces for navigating and/or executing the various features of the Smart TV.” Id. 

at 2:22-24. Accordingly, there remained “a need for an Intelligent TV with intuitive 

user interfaces and with seamless user interaction capability.” Id. at 2:30-31. 

To address this, the ’040 Patent—and its family members—describes and 

claims inventions that provide these “intuitive” and “seamless” interfaces. Broadly 

speaking, the ’040 Patent discloses a global panel that enable users to navigate Smart 

TV offerings in novel ways. ’040 Patent at 29:32-37:59. Additional related patents 

describe and claim (1) search functionality that provides the functionality to 

effectively search local and non-local content in the Smart TV environment; (2) 

remote controls that enable a user to navigate the Smart TV; and (3) tracking and 

presenting content in the Smart TV environment in ways that enable users to 

effectively identify and access the desired content.  
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In particular, the ’040 patent is directed to a “methods and systems of 

displaying content on a television,” including presenting a “global panel” with 

particular “content information for display” in same. ’040 Patent at Abstract. 

Exemplary global panels are depicted in Figures 15A and 15B: 
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With reference to Figure 15B, the television is “currently displaying a Live 

TV view (specifically 801 CNXN)” and the “Live TV” icon is highlighted in the 

global panel as being associated with that source. ’040 Patent at 30:41-44, 30:65-67. 

“As illustrated in FIG. 15C, and in accordance with embodiments of the present 

disclosure, as the indicator 1512 is moved to a different source, the content or a 

preview of the content may be displayed in active content area 1408. For example, 

FIG. 15C illustrates an image or video associated with Skyfalls being displayed in 

content area 1408. ’040 Patent at 32:9-14. 

Claim 1 (and analogous Claims 11 and 21) of the ’040 Patent recite: 

1. A method of displaying content on a television, 

comprising: 

receiving, by a processor, an indication associated with a 

selection by a user; 

determining, by the processor, based on the received 

indication, a global panel to display via the television; 

retrieving, by the processor, from memory, a first content 

information for display in the global panel; and 

displaying, via the television, the retrieved content 

information in the global panel, wherein the global panel 

includes a list of sources of content for the intelligent 

television, wherein at least one of the sources is 

highlighted as being associated with the first content 

information, and wherein the sources include a live 
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television source, a video on demand source, a media 

center source, an applications source, and an electrical 

input associated with the television.. 

’040 Patent at Claim 1 (emphasis added). Notably, the independent claims recite a 

highlighted source that is associated with the first content information. 

The claimed invention and teachings of the ’040 Patent convey numerous 

advantages over prior art systems. In particular, the ’040 Patent discloses: 

[A] panel system that aides in the navigation of an 

intelligent television. For example, a multi-panel system is 

provided that satisfies the following: allows a user to 

watch a primary program while surfing the internet, 

checking social media, and checking a system error, etc. 

Moreover, information may be displayed in one content 

area that specifically depends on or contextually 

dependent on the primary program or active content area. 

The panel system allows for a same pattern of 

navigation—all resulting in a unified experience for a user.  

’040 Patent at 3:2-11. 

This provides the user with “easy navigation in on-demand programming and 

allow[s] for consumers' increased demand for multi-sourced content. Thus, the user 

interface is flexible, reliable, and consistent across different applications.” Id. at 

3:17-20. Moreover, “[t]he global panel in on demand includes various views . . . 
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[and] [t]he global panel provides customized information.” Id. at 3:21-32. “Key 

benefits of the global panel includes: quick access to core functionality, unobtrusive 

design allowing the active video to always be in view, consistent user experience, 

and focused contextual content.” Id. at 3:34-37. 

IV. SUMMARY OF THE REFERENCES ASSERTED IN THE PETITION 

A. Kim 

Kim describes a “multifunctional display device” consisting of a number of 

“card object” panels displayed in different portions of the display, along with “a 

method of controlling” the same. Ex. 1005 at Abstract. Kim describes this display 

as a “home screen” for smart television content. Id. at [0094], [0192]. Consistent 

with this function, Kim notes that it “may be set as an initial screen that may be 

displayed when the image display apparatus is powered on or wakes up from a 

standby mode” or “may be a default screen which may be displayed when a local 

key on the display apparatus or a home key on the remote controller is selected.” Id. 

at [0192]. 

Consistent with its role as a centralized home screen, Kim’s display incorporates 

a wide variety of program-specific menus. Id. at [0195]-[0197], [0220]-[0221]. 

These include: (1) a “BROADCAST” card displaying a “broadcast image 1315 

received through the tuner 110” alongside program information describing the 

contents of that image, (2) a “NETCAST” card listing all available content providers 
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on the television, (3) an “APP STORE” card providing “a plurality of icons 

representing applications available” to the user “for download or purchase,” (4) a 

“CHANNEL BROWSER” card listing “a plurality of broadcast channels” that have 

been favorited by the user or are otherwise of particular import, (5) a “TV GUIDE” 

card providing a “program list” of future programming, (6) a 

“RESERVATION/REC” card providing “a reserved (e.g., a scheduled recording) or 

recorded program list,” (7) a “MY MEDIA” card listing “multimedia files available 

on the [smart tv] or a device connected” to it, (8) an “EXTERNAL DEVICE” card 

providing “a list of connected external devices” and (9) a “PHONE” card providing 

call-related information and permitting users to make phone calls from the smart tv. 

Id. at [0197]-[0212]. Kim instructs that the home screen may additionally include a 

wide variety of “application menu items” assembled in an “application compact-

view menu”—including a search function, direct access to an AppStore, and options 

to access the internet and an email server (with the possibility of additional, optional 

application menu items). Id. at [0215]-[0217].  

Given the quantity of file-level data included in the display, Kim’s home screen 

necessarily depends on an efficient method of scrolling through off-screen and on-

screen cards, id. at [0223]-[0229] and scrolling through information within the cards 

themselves, id. at [0230]-[0231]. Moreover, while Kim provides for certain limited 

differentiation between cards (such as when a user is receiving an active phone call, 
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id. at [0211], or when a particular aspect of the on-screen display is inactive, id. at 

[0228]), consistent with the home screen’s role as a general source for accessing 

information, the in-cycle cards themselves are not described as being distinguished 

from each other. See id. at Fig. 19: 

 

 Kim does not teach an association of a highlighted “card object” with a source 

of content displayed on the television, as contemplated by the ’040 Patent. 

B. Choi 

Choi describes “a method of providing an external device list and an image 

display device” for a smart tv. Ex. 1007 at Abstract. Such external devices may come 

in a wide variety of forms, and be either connected or disconnected from the 

television. Id. at [248]-[250].  
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The television described in Choi shares the “card object” system employed in 

Kim, id. at Fig. 9; see generally, id. at [0208]-[0247]. Despite this fact, Choi instructs 

that this external device list is contained in a full-screen application, rather than in a 

card object. Id. at Figs. 10-11. Indeed, where Choi does discuss an external-objects 

card object in the home screen envisioned by his patent, this card object is said to 

only cover “a list of external devices connected to the image display device.” Id. at 

[0218]. 

C. Lee-1 

Lee-1 describes an “apparatus for processing images” which includes “a 

thumbnail generator” that is able to “generate” either “a still picture thumbnail or a 

moving picture thumbnail” as well as an accompanying encoder. Ex. 1006 at 

Abstract. Lee-1 provides further description regarding the generation, manipulation, 

utilization, and deletion of these thumbnails. Id. at 12:36-18:3. 

D. Lee-2 

Lee-2 describes an “image display apparatus for receiving and processing a 

broadcast signal” that includes “a favorite channel object representing favorite 

channels.” Ex. 1010 at Abstract. Lee-2 modifies the card object framework described 

in Kim by adding a specialized “FAVORITE CH.” card which enables users to view 

and access pre-selected favorite channels. Id. at 29:27-29:39. In addition, Lee-2 

instructs that favorite-channel information may be added as a sub-component of the 
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BROADCAST card (which airs television content while the user is viewing the 

home screen). Id. at 30:44-31:52; 31:57-33:6.  

V. LEVEL OF ORDINARY SKILL IN THE ART 

Patent Owner adopts Petitioner’s definition of a person of ordinary skill in the 

art (“POSITA”) for the purposes of this Preliminary Response. See Pet. at 8-9. Patent 

Owner reserves the right to present arguments on the definition should the Petition 

be instituted. 

VI. CLAIM CONSTRUCTION 

Patent Owner does not dispute Petitioner’s statement on claim construction 

for the purposes of this Preliminary Response. See Pet. at 9. Patent Owner reserves 

the right to present arguments on appropriate claim construction should the Petition 

be instituted. 

VII. PETITIONER FAILS TO SHOW A REASONABLE LIKELIHOOD 
OF PREVAILING ON ANY CHALLENGED CLAIM 

To the extent the Board considers the merits of the Petition, the Petition does 

not demonstrate that the combination of Kim in view of Lee-1 and Choi or the 

combination of Kim in view of Lee-1, Choi, and Lee-2 render obvious any of the 

challenged claims. 
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A. Ground 1: Kim in view of Lee-1 and Choi Does Not Render 
Obvious Claims 1-5, 11-15, and 21 of the ’040 Patent 

Petitioner’s primary art, Kim, does not disclose or render obvious a key 

limitation of the ’040 Patent’s independent Claims 1, 11, and 21—“wherein at least 

one of the sources is highlighted as being associated with the first content 

information.” Petitioner does not identify any disclosure in Lee-1 or Choi that 

purportedly describes or renders obvious this limitation, and those references, in fact, 

do not do so. Accordingly, the combination of Kim in view of Lee-1 and Choi does 

not render obvious Claims 1-5, 11-15, and 21 of the ’040 Patent. 

1. Kim in view of Lee-1 and Choi Does Not Disclose a “First 
Content Information” That is Associated with a 
“Highlighted Source” 

Petitioner elides over key language in independent Claims 1, 11, and 21—

“wherein at least one of the sources is highlighted as being associated with the first 

content information”—and in so doing manufactures an unavailing invalidity 

argument. The disclosures of Kim—both the reference as a whole and the portions 

identified by Petitioner—relate to “card objects” on a screen that may—according 

to Petitioner—be “highlighted.” Pet. at 46; see also Ex. 1005 at [0211]. However, 

the disclosure of Kim fails to identify or suggest any instance of highlighting 

wherein the highlighting indicates association with the “first content information” 

displayed on the screen. Instead, any highlighting contemplated by Kim—to the 
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extent it exists—is simple highlighting of disparate “card objects,” i.e., the 

highlighting does not correspond to other portions of the display that is presenting 

current content. For example, Figure 21 depicts a card object that, according to 

Petitioner, a POSA might have understood to be able to be highlighted (but is, in 

fact, not): 

 

Ex. 1005 at Fig. 21 (partial). Importantly, Kim does not provide any indication that 

the (hypothetically) highlighted card object is associated with content presented on 

the screen as contemplated by the ’040 Patent; that is, there is no indication in Kim 

that the presented content (e.g., 1310) is associated with any highlighted card 
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object—and no other reference identified by Petitioner makes such a disclosure 

either.7  

 
7 Petitioner improperly relies on Lee-2, a reference not included in Ground 1, for the 

proposition that a “POSITA would have understood that Kim’s card object may be 

highlighted with a box surrounding the card object, as was known in the art.” Pet. at 

46-48 (citing and describing Figures in Lee-2 (Ex. 1010)). The Board should decline 

to consider Petitioner’s argument regarding a reference not included in the ground 

and deny institution. See Boehringer Ingelheim Int’l GMBH v. Biogen Inc., 

IPR2015-00418 Paper 14 at 16-17 (PTAB July 13, 2015) (finding that a petition 

failed to comply with § 42.104(b)(2) where it identified certain art in its grounds, 

but relied on additional references to show obviousness). But even if the Board 

considers the disclosure of Lee-2, the Petition still fails for the same reasons. At 

most, and as set forth in the Petition itself, Lee-2 teaches no more than the Petition 

asserts Kim itself does—adding only an actually highlighted card object, in contrast 

to Kim’s hypothetical one. See Pet. at 47-48 (citing Ex. 1010 at Fig. 33B). But 

Lee-2’s disclosure still omits a relationship between the highlighted card object and 

content information displayed on the television as contemplated by the ’040 Patent. 

See Ex. 1010 at Fig. 33B; Pet. at 47-48. As in Kim, there is no indication in Lee-2 
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While this disclosure may at most describe highlighting a “card object” or 

panel in the abstract, it does not account for the full limitation of claims 1, 11 and 21 

of the ’040 Patent, which recites: “wherein at least one of the sources is highlighted 

as being associated with the first content information.” In particular, Kim’s 

highlighting simply emphasizes a “card object,” but does not indicate the card object 

is associated with the first content information presented on the screen—and it 

cannot, because there is no indication in Kim8 that the presented content changes 

along with the highlighted source. Thus, at most, Kim teaches a series of highlighted 

card objects or panels, unassociated with a content information then-presented on 

the television, as claimed by the ’040 Patent. 

In contrast, the ’040 Patent describes that the content information is associated 

with the highlighted source (and changes as the highlighted source changes): 

As illustrated in FIG. 15C, and in accordance with 

embodiments of the present disclosure, as the indicator 

1512 is moved to a different source [i.e, as from the source 

in Fig. 15B to the source in Fig. 15C], the content or a 

preview of the content may be displayed in active content 

 
that the content presented on the television is associated with a highlighted source 

(or would change as the highlighted card object changes). 

8 Or Lee-2, if it is considered. 
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area 1408. For example, FIG. 15C illustrates an image or 

video associated with Skyfalls being displayed in content 

area 1408. ’040 Patent at 32:9-14. 

This association of first content—1408—and its then-highlighted source—1504B 

and 1504C—is illustrated in Figures 15B and 15C respectively: 
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The disclosure of Kim or any other reference cited by Petitioner does not teach this 

association of a highlighted source with a first content information, and accordingly 

does not render obvious Claims 1-5, 11-15, and 21 of the ’040 Patent. 

2. Combining Kim with Lee-1 or Choi Does Not Render 
Obvious the Claims 1-5, 11-15, and 21 of the ’040 Patent 

Petitioner does not assert that Lee-1 or Choi disclose the limitation “wherein 

at least one of the sources is highlighted as being associated with the first content 

information,” and those references in fact do not. See Pet. at 46-49 (relying solely 

on Kim (and improperly on Lee-2) in support of its position regarding this 

limitation). Accordingly, even if a POSA were motivated to combine Kim with Lee-

1 and Choi with a reasonable expectation of success, any such combination would 

not render obvious Claims 1-5, 11-15, and 21 of the ’040 Patent. 
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In view of this, Kim in view of Lee-1 and Choi does not render obvious the 

claims of the ’040 Patent, and the Board should deny institution. 

B. Ground 2: Kim in view of Lee-1, Choi, and Lee-2 Does Not 
Render Obvious Claims 2-3, 6, 12-13, 16, and 22 of the ’040 Patent 

Petitioner’s Ground 2 fails for at least the same reasons as Ground 1. Ground 

2 purports to demonstrate the obviousness of certain limitations found in dependent 

claims 2-3, 6, 12-13, 16, and 22 of the ’040 Patent, and does not address the 

undisclosed limitations in the independent claims. In Ground 2, Petitioner does not 

assert that Lee-2 discloses—and Lee-2 in fact does not disclose—the missing 

limitations identified above in response to Ground 1. Pet. at 76-92. Accordingly, 

Kim in view of Lee-1, Choi, and Lee-2 does not render obvious Claims 2-3, 6, 12-

13, 16, and 22 of the ’040 Patent at least for the same reasons Kim in view of Lee-1 

and Choi alone does not render obvious those claims. 

VIII. CONCLUSION  

Petitioner fails to show that institution is warranted. As explained above, 

institution would require an inefficient use of the Board’s resources, and the Petition 

falls far short of presenting a “compelling unpatentability challenge” that would 

warrant proceeding. 

Even if the Board reaches the merits under the lower “reasonable likelihood” 

standard, denial is still warranted. Petitioner fails to demonstrate that the asserted 
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prior art teaches every limitation of the challenged claims. For the foregoing reasons, 

Patent Owner respectfully requests that the Board deny institution. 
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