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Pursuant to 37 C.F.R. § 42.71(d) and the Revised Interim Director Review 

Process first introduced on July 24, 2023, Petitioners (collectively, “Micron”) 

respectfully request Director Review of the Board’s Institution Decision—Paper 8 

(“ID”)—denying institution of inter partes review (“IPR”). 

I. INTRODUCTION 

The Board’s discretionary denial of Micron’s IPR raises a critical question of 

law and policy: should the General Plastic discretionary denial factors apply to me-

too petitions that are seeking to join IPR challenges filed by unrelated parties?  They 

should not.  Micron’s me-too petition does not raise the General Plastic patent-

owner harassment concern of “strategically stag[ing] … prior art and arguments in 

multiple petitions, using [the PTAB] decisions as a roadmap, until a ground is found 

that results in the grant of review.”  Gen. Plastic Indus. Co. v. Canon Kabushiki 

Kaisha, IPR2016-01357, Paper 19 at 17 (PTAB Sept. 6, 2017) (precedential as to 

section II.B.4.i) (“General Plastic”).  To the contrary, Micron’s petition was limited 

to mirroring a petition prepared by an unrelated party (Samsung), and Micron agreed 

to act solely in an understudy role—there is no road-mapping strategy concern here.   

Alternatively, Director Review is appropriate in view of the Board’s errors in 

evaluating the General Plastic factors.  For example, the Board erred in determining 

General Plastic Factor 1, by finding that Micron was “the same petitioner” that 

previously filed an IPR challenge.  The proper analysis under General Plastic, 
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however, was to examine whether there is a second petition that potentially raises 

unfair road-mapping concerns and then determine whether that petitioner (here 

Samsung) had filed a prior petition.  Under the proper analysis, the Board should 

have instituted based on this factor alone.  See Videndum Prod. Sols., Inc. v. Rotolight 

Ltd., IPR2023-01218, Paper 12 at 5-6 (PTAB Apr. 19, 2024) (Director Review) 

(“Videndum”) (“[W]here, as here, the first and second petitioners are neither the 

same party, nor possess a significant relationship under Valve, 1 General Plastic 

factor one necessarily outweighs the other General Plastic factors.”).  Similarly, the 

Board’s Factor 3 determination, applying Samsung’s potential “road mapping” to 

Micron, ignored that there is no “road-mapping-by-another” factor or concern 

presented in General Plastic.  The Board’s Factor 4 determination also erred by 

examining Micron’s potential awareness of prior art during an irrelevant time when 

Micron was time-barred from filing an IPR that potentially could have identified that 

prior art.  The Board also erred in failing to weigh the Board’s finding that the 

challenged claims are likely unpatentable in favor of institution.  Micron’s joinder 

petition should have instituted under a proper analysis of the General Plastic factors.     

Micron, therefore, respectfully requests Director Review.  

 
1 Referring to Valve Corp. v. Elec. Scripting Prods., Inc., IPR2019-00062, Paper 11 
at 2, 9 (PTAB Apr. 2, 2019) (precedential) (“Valve”).  Notably, there is no argument 
in the above-captioned proceeding that Micron and Samsung, who are not co-
defendants in the same litigation, have a Valve-type “significant relationship.”   
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II. BACKGROUND 

U.S. Patent No. 10,268,608 (the “’608 patent”) has been the subject of two 

rounds of IPR challenges.  For the first round, Micron filed an IPR challenge on 

December 23, 2021, asserting § 102 anticipation.  IPR2022-00237 (“Micron 

IPR I”), Paper 2. On July 19, 2022, the Board denied institution of Micron IPR I on 

the basis that the prior art did not disclose a “data path” claim limitation.  Id., Paper 

15, 17-21.  For the second round, Samsung filed an IPR challenge on April 27, 2023, 

asserting § 103 obviousness that included a new reference Butt in combination to 

address the data path claim limitation.  IPR2023-00847 (“Samsung IPR”), Paper 1, 

113-14, 33-40.  On December 12, 2023, the Board granted institution.  Id., Paper 13. 

On January 10, 2024, Micron sought to join the Samsung IPR as an understudy and 

filed a petition that was substantially the same as Samsung’s petition.  IPR2024-

00370 (“Micron IPR II”), Papers 1, 3. On July 23, 2024, the Board discretionarily 

denied instituting Micron IPR II under the General Plastic factors.  Id., Paper 8. 

III. LEGAL STANDARD 

The Revised Interim Director Review Process authorizes a party to request 

Director Review of the Board’s decision whether to institute trial, limited to 

decisions presenting (a) an abuse of discretion or (b) important issues of law or 

policy.  See Revised Interim Director Review Process, 2.A-B.  
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IV. ARGUMENT 

Micron respectfully requests Director Review for two independent reasons: 

(1) the Board’s decision involves an important issue of law and policy warranting 

Director Review, and (2) the Board abused its discretion by misapplying the General 

Plastic factors and discretionarily denying Micron’s IPR petition. 

A. The Board’s Decision Involves an Important Issue of Law and 
Policy: The General Plastic Factors Should Not Apply to Me-Too 
Petitions. 

The Board’s discretionary denial of Micron’s joinder IPR raises a critical 

policy issue warranting Director Review: should the General Plastic discretionary 

denial factors apply to joinder petitions that, as here, seek to join substantially 

identical instituted petitions filed by an unrelated party?  Director Review is 

warranted to affirmatively state that, in these circumstances, the driving policy 

objective of the American Invents Act (“AIA”) weighs against discretionary denial.  

The competing “road-mapping” concern at issue in General Plastic is simply not at 

issue.  A Director resolution of this issue is important and can affect the public’s 

ability to challenge low-quality patents and confidence in the validity of patents. 

1. Instituting IPRs like Micron’s furthers the policy underlying 
the AIA of improving patent quality.  

The AIA’s legislative history shows that one of the driving policies behind the 

AIA was to improve patent quality and weed out bad patents.  When the AIA was 

signed into law, it had been nearly 60 years since Congress enacted comprehensive 
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patent law reform.  H.R. Rep. No. 112-98, pt. 1, 38 (Jun. 1, 2011).  During this time, 

there was a growing trend in both Supreme Court and Federal Circuit decisions that 

“moved in the direction of improving patent quality and making the determination 

of patent validity more efficient.” Id., 39. Congress saw these decisions as 

“reflect[ing] a growing sense that questionable patents are too easily obtained and 

are too difficult to challenge.”  Id.  Thus, Congress sought legislation (the AIA) to 

“improve patent quality and restore confidence in the presumption of validity that 

comes with issued patents in court.”  Id., 48. 

Senator Patrick Leahy—a lead sponsor of the AIA whom the bill is named 

after (the “Leahy-Smith” AIA)—explicitly articulated this driving policy.  

Sen. Leahy explained that “[h]igh quality patents are the key to our economic 

growth.  They benefit both patent owners and users, who can be more confident in 

the validity of issued patents.”  157 Cong. Rec. S936, S949 (Feb. 28, 2011).  He 

explained that “[i]f we are to maintain our position at the forefront of the world’s 

economy, if we are to continue to lead the globe in innovation and production, if we 

are to continue to enjoy the fruits of the most creative citizens, then we must have a 

patent system that produces high quality patents.”  157 Cong. Rec. S1348, S1350 

(Mar. 8, 2011).  He explained that “[i]mproving patent quality will benefit businesses 

across the economic spectrum” and that “[h]igher quality patents will bring greater 

certainty in the patent system” in turn “mak[ing] it easier to get investment in 
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American businesses, create jobs, and grow our economy.”  157 Cong. Rec. S5353, 

S5354 (Sept. 7, 2011). 

On the flip side, Sen. Leahy explained that “there is a concern about the 

quality of patents that have issued.  Just as high quality patents are the key to 

innovation, low quality patents are a drag on the economy because they provide 

monopoly rents over products or processes that were not inventive.”  157 Cong. Rec. 

S1348, S1349 (Mar. 8, 2011).  He explained that “[f]or years, low-quality patents 

have been a drain on our patent system, and in turn our economy, by undermining 

the value of what it means to hold a patent” and that “[t]oo many dubious patents . . 

. unjustly cast doubt on truly high quality patents.”  157 Cong. Rec. S5353, S5354 

(Sept. 7, 2011); 157 Cong. Rec. S936, S949 (Feb. 28, 2011).  Other congressional 

members voiced similar concerns.  See, e.g., 157 Cong. Rec. S1034, S1036-37 (Mar. 

1, 2011) (remarks from Sen. Klobuchar) (“[L]ow-quality patents clog the system and 

hinder true innovation . . . .  Eliminating these potentially trivial patents will help the 

entire patent system by improving certainty for both users and inventors.”); 157 

Cong. Rec. H4378, H4382 (Jun. 22, 2011) (remarks from Rep. Polis) (“High-quality 

patents, as mentioned in the United States Constitution, are crucial to our economy 

getting back on track and moving forward . . . .  [I]f we fail to improve the quality 

of our patent application system, including rapid and high-quality review, we risk 

losing our leadership in innovation.”). 
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2. General Plastic only addressed a concern—not present 
here—of patent owner harassment when a single petitioner 
files staggered IPR petitions and unfairly uses responsive 
arguments or a decision as a roadmap for the later petitions.  

Despite the AIA’s strong push for higher quality patents, the Board in General 

Plastic noted a competing policy—preventing a petitioner from abusing the IPR 

system to harass a patent owner.  Gen. Plastic, 16-17.  In General Plastic, the 

petitioner filed a first set of IPR petitions and then waited nine months before 

following “follow-on petitions.” Id., 2-3.  The Board noted that IPR proceedings 

create the potential for abuse if used “as tools for harassment or a means to prevent 

market entry through repeated litigation and administrative attacks on the validity of 

a patent.”  Id., 16-17 (internal quotation removed).  Specifically, the Board noted 

that it was concerned with a petitioner “strategically stag[ing its] prior art and 

arguments in multiple petitions, using [the Board’s] decisions as a roadmap, until a 

ground is found that results in the grant of review.”  Id., 17. 

To address this concern, the Board identified a number of nonexclusive factors 

for the Board to consider when determining whether to exercise discretion.  Id., 15-

16.  The Board stated that its “intent in formulating the factors was to take undue 

inequities and prejudices to Patent Owner into account.”  Id., 17.  The Board, 

however, clarified that it was “mindful of the goals of the AIA—namely, to improve 

patent quality and make the patent system more efficient by the use of post-grant 

review procedures.”  Id., 16.  The Board further noted that “[t]here is no per se rule 
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precluding the filing of follow-on petitions after the Board’s denial of one or more 

first-filed petitions on the same patent[,]” and that these factors merely “serve to act 

as a baseline of factors to be considered in our future evaluation of follow-on 

petitions.”  Id., 15, 18.  The Board “recognize[d] that there may be circumstances 

where multiple petitions by the same petitioner against the same claims of a patent 

should be permitted, and that such a determination is dependent on the facts at issue 

in the case.”  Id., 18. 

3. The General Plastic factors have no applicability to me-too 
petitions. 

The Board’s ID should be reversed because the General Plastic factors are not 

applicable to me-too petitions seeking to join challenges brought by unrelated 

parties.  General Plastic provides no basis for extending its factors to joinder 

petitions, and indeed the decision did not discuss joinder petitions at all.  Nor did the 

decision discuss any policy considerations stemming from joinder petition practice.  

To the contrary, it is widely recognized that General Plastic merely “addressed the 

situation where an earlier petition is filed by ‘the same petitioner.’”  See, e.g., 

Videndum, 6 (quoting Gen. Plastic, 16). 

The General Plastic factors are also not applicable to joinder petitions because 

these types of petitions do not present the same “road-mapping” concerns at issue in 

General Plastic.  A joinder petitioner cannot strategically stagger arguments to use 

prior responses and decisions as a roadmap—the Board’s rules and general practice 
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generally restrict joinder petitioners to filing substantially identical IPR petitions.  

BlackBerry Corp. v. Uniloc 2017 LLC, IPR2019-01283, Paper 10 at 6 (PTAB Nov. 5, 

2019) (citing Kyocera Corp. v. Softview LLC, IPR2013-00004, Paper 15 at 4 (PTAB 

Apr. 24, 2013)); see also Expedia, Inc. v. Express Mobile, Inc., IPR2022-00785, 

Paper 16 at 9 (“[road-mapping] concerns simply don’t apply in the case of a ‘me too’ 

Petition . . . because Petitioner is not trying to leverage an earlier Petitioner for an 

unfair advantage.  In fact, as noted above, copying a previously-instituted petition is 

an accepted approach in joinder cases like this one.”).  Joinder petitions provide none 

of the “undue inequities and prejudices to Patent Owner” that General Plastic 

considered in “formulating [its] factors.”  Gen. Plastic, 17; see also, e.g., CODE200, 

UAB v. Bright Data Ltd., IPR2022-00861, Paper 18 at 5 (Aug. 23, 2022) 

(“CODE200”) (precedential) (holding that General Plastic Factors 1–3 should be 

considered together as to whether there is any evidence of road-mapping concerns). 

The Uniloc decision cited by the Board does not require finding that the 

General Plastic factors apply to me-too petitions.  Apple Inc. v. Uniloc 2017 LLC, 

IPR2020-00854, Paper 9 (“Uniloc”) (PTAB Oct. 28, 2020) (precedential).  The 

Uniloc panel discretionarily denied an Apple joinder petition that was seeking to join 

a Microsoft IPR, reasoning that if “Microsoft settle[s,]” Apple could continue the 

IPR and thus, “[t]his is the kind of serial attack that General Plastic was intended to 

address.”  Id., 4.  But this line of reasoning was later rejected by the PTAB.  See 
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Google LLC v. Express Mobile Inc., IPR2022-00791, Paper 15 at 9, 6-13 (Oct. 7, 

2022) (rejecting Uniloc argument and finding that a “‘me-too’ Petition is not a new 

‘serial attack,’ but rather an attempt to join a proceeding that has already been 

instituted”).  Further, the Uniloc petitioner failed, unlike here, to argue that the me-

too petitioner is not the “same petitioner” under General Plastic Factor 1 because 

there is no road-mapping concern for me-too petitions.  Nor did Uniloc find any 

actual road-mapping concern for the me-too petition, and instead only considered 

the fiction of whether “Apple would have been in a position to gain a benefit” based 

on the timing—(Uniloc, 10) (emphasis added)—without acknowledging that me-too 

petitions present substantially identical petitions and therefore cannot actually 

realize any potential timing benefit.  

The Director’s recent Videndum decision is illustrative as to why the General 

Plastic factors should not apply to me-too petitions filed by an unrelated party.  

Videndum reversed a discretionary denial of, like here, an unrelated party’s me-too 

petition.  Videndum, 2-3.  Videndum examined “USPTO policy and precedent” and 

determined that “General Plastic factor one necessarily outweighs the other General 

Plastic factors” when “the first and second petitioners are neither the same party, nor 

possess a significant relationship under Valve.”  Id., 5-6.  In other words, Videndum 

explained that applying the General Plastic factors when the parties are unrelated 

“improperly expand[s] the discretionary principles set forth in General Plastic and 
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Valve.”  Id., 6.  Indeed, Videndum’s determination accords with the many prior panel 

opinions finding that joinder petitions “effectively neutraliz[e]” the General Plastic 

analysis.  See Apple Inc. v. Uniloc 2017 LLC, IPR2018-00580, Paper 13 at 10 (PTAB 

Aug. 21, 2018); Celltrion, Inc. v. Genentech, Inc., IPR2018-01019, Paper 11 at 10 

(PTAB Oct. 30, 2018).2   

Nor should General Plastic be expanded to cover me-too petitions in light of 

the AIA policy to improve patent quality and public confidence in patents.  Me-too 

petitions directly further this policy by allowing a me-too petitioner to continue an 

IPR until a decision on the merits is reached even if the primary petitioner makes a 

business decision to settle.  Indeed, improving public confidence is a particularly 

important concern here where the Patent Office has already found that one or more 

of the challenged claims are likely unpatentable.  Samsung IPR, Paper 13, 2.   

Micron did not strategically stage prior art or arguments in multiple petitions, 

nor did it harass Netlist with multiple attacks on the ’608 patent’s validity or in any 

 
2 See also Videndum, 6 (citing Ford Motor Co. v. Neo Wireless LLC, IPR2023-00763, 
Paper 28 at 11 (Vidal March 22, 2024)) (explaining that a General Plastic-based 
discretionary denial was not justified when a “significant relationship” vis-à-vis the 
challenged patent was not present); Cellco P’ship v. Gen. Access Sols., Ltd., 
IPR2023-00978, Paper 20 at 19 (PTAB Dec. 14, 2023) (finding that where a legally 
significant relationship between the two petitioners has not been established, 
General Plastic Factors 2–5 “bear little relevance” absent extenuating 
circumstances) (quoting Alcatel-Lucent USA Inc. v. Oyster Optics, LLC, IPR2017-
02146, Paper 12 at 12 (PTAB Feb. 28, 2018)). 
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other way abuse the IPR process.  The Director should find that the General Plastic 

factors have no applicability under these facts and reverse the no-institution decision.    

B. As an Alternative Basis for Reversal, the Board Erred by 
Misapplying the General Plastic Factors.  

Even if the Director finds that the General Plastic factors apply to me-too 

petitions, the ID should be reversed because it erred in the General Plastic analysis.   

First, the Board abused its discretion by erring in finding that Factor 1 

(“whether the same petitioner previously filed a petition directed to the same claims 

of the same patent”) favors discretionary denial by improperly comparing Micron 

IPR I with Micron IPR II.  General Plastic involved a scenario wherein the same 

petitioner filed the first and second IPR petitions raising unfair road-mapping 

concerns; its Factor 1 therefore necessarily examines whether the party who filed an 

IPR petition that could potentially raise road-mapping concerns (here Samsung) 

previously filed an IPR petition.  See supra Section IV.A.2 (explaining the road-

mapping policy concerns in General Plastic).  In other words, it is irrelevant that 

Micron is the petitioner in Micron IPR II.  Micron had no capability to use any patent 

owner arguments or Board decision as a roadmap in preparation of the Micron IPR 

II petition and instead was limited to filing a petition that is substantially identical to 

the Samsung IPR petition.        

Alternatively, to the extent the Director finds that the proper comparison for 

determining the “same petitioner” is between Micron IPR I and Micron IPR II, the 
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Director should still reverse with the instruction that significantly less weight should 

be afforded General Plastic Factor 1 when a me-too petitioner seeks to join an 

unrelated party’s IPR.  The absence of road-mapping concerns here warrants a 

reversal and consideration of this clarification.  There is no valid basis for weighing 

General Plastic Factor 1 the same for (1) petitioners that strategically file multiple 

staggered petitions using intervening responses as a roadmap and (2) me-too 

petitioners that are limited to filing substantially identical challenges.     

Second, the Board abused its discretion by erring in finding that Factor 3 

(“whether at the time of filing of the second petition the petitioner already received 

the patent owner’s preliminary response to the first petition or received the Board’s 

decision on whether to institute review in the first petition”) favors discretionary 

denial on the basis that Micron purportedly was “seeking to capitalize on the benefits 

of [Samsung IPR] road mapping.”  Paper 8, 15-16.  Road-mapping of another is not 

a factor at issue in General Plastic, nor a concern discussed at all therein.  Paper 8, 

14-16; see supra Section IV.A.2.  Instead, General Plastic is concerned with the 

same petitioner “strategically stag[ing] their prior art and arguments in multiple 

petitions, using [the Board’s] decisions as a roadmap, until a ground is found that 

results in the grant of review” to harass a patent owner.  Gen. Plastic, 17.  It is of no 

moment whether Samsung potentially engaged in road-mapping. The Board 

instituted the Samsung IPR without fault, and Micron should now be afforded the 
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right of any member of the public—to challenge these low-value invalid patent 

claims through a timely IPR joinder challenge.  

Third, the Board abused its discretion by erring in finding that Factor 4 (“the 

length of time that elapsed between the time the petitioner learned of the prior art 

asserted in the second petition and the filing of the second petition”) favors 

discretionary denial on the basis that Micron identified Butt in a litigation involving 

a different patent on November 21, 2022—when Micron was already statutorily 

time-barred nearly seven months before that date.  As stated in the petition, Micron 

did not have knowledge of Butt at the time of filing its first petition, and Micron was 

barred from filing a second petition on the ’608 patent after April 28, 2022, under 35 

U.S.C. § 315(b). Paper 1, 112-13.  Micron could not bring an IPR challenge with 

Butt in November 2022, and its knowledge of Butt was therefore irrelevant. 

Fourth, the Board abused its discretion by erring in not weighing the fact that 

the Patent Office had already determined that one or more of the challenged claims 

are likely unpatentable in favor of institution.  See Samsung IPR, Paper 13, 1.  

General Plastic recognized “that additional factors may arise in other cases for 

consideration, where appropriate.”  Gen. Plastic, 18.  Whether an IPR has already 

instituted in the joinable petition is clearly such a factor in light of the AIA’s strong 

policy of improving patent quality and public confidence in the validity of patents.  

Should Samsung settle, the public’s confidence in patent quality can be maintained 
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by allowing Micron to potentially continue the proceeding until resolution of the 

validity of these claims is established on the merits.  This public interest in weeding 

out the low-quality, non-inventive patent claims at issue far outweighs the marginal 

prejudice to Netlist of being required to finish the IPR proceeding already instituted 

should Samsung make the private-business decision to settle.  Further, the Federal 

Circuit and Director have made it clear that “the Board’s mission ‘to improve patent 

quality and restore confidence in the presumption of validity that comes with issued 

patents’ outweighs the impact on Board resources needed to evaluate the merits of a 

petition.”  CODE200, 6 (quoting Cuozzo Speed Techs., LLC v. Lee, 579 U.S. 261, 

272 (2016)).  

V. CONCLUSION 

For the foregoing reasons, Micron respectfully requests that the Court grant 

Director Review and reverse the Board’s ID.  Holding otherwise expands General 

Plastic well beyond the concerns addressed therein and undercuts the Congressional 

grant to the Patent Office of “significant power to revisit and revise earlier patent 

grants” as a mechanism “to improve patent quality and restore confidence in the 

presumption of validity that comes with issued patents.”  Cuozzo, 579 U.S. at 272 

(quoting H.R. Rep. No. 112-98, pt. 1, 45, 48). 
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RPark@winston.com 
WINSTON & STRAWN LLP 
255 Shoreline Drive, Suite 520 
Redwood City, CA 94065 
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