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PROCEEDI NGS VI A TELEPHONE; TUESDAY, MAY 21, 2024
- -000- -

JUDGE REPKO  This is conference call for
| PR2024- 327, 372, 374. Judge Repko fromthe Patent
Trial Appeal Board, and |I'mjoined by Judges
Gerstenblith and Engel s.

Let's begin with the appearances.

Wio do we have on the call for Petitioner?

UNI DENTI FI ED SPEAKER: Hi, Your Honor -- go
ahead. |'msorry.

MR. STEPHENS: Yes. This is -- this is
Ni chol aus St ephens on the phone for -- fromFish &
Ri chardson on behal f of Petitioner Sanmsung. |'mjoined
by ny col | eagues Jereny Mnal do, Wn Yoon, and
Ri shi Gupt a.

THE COURT: |Is M. Qupta authorized here? |Is
he --

MR. STEPHENS: Yes, he is.

THE COURT: You're breaking up.

You said that M. CGupta is one of the
attorneys for Petitioner; is that correct?

MR, STEPHENS: Rishi Gupta is an attorney for
Sansung.

THE COURT: Okay. And then, M. Stephens,

you'll be running the call -- or we'll be directing all
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guestions to you, then?

MR. STEPHENS: Thank you. | wll be
addressing the issues related to I PRs 2024-00327 and
00372. And then ny coll eague, Jereny Mnal do, woul d be
addressing the third case.

THE COURT: Ckay. Thank you for that.

Do you have a court reporter on the |ine?

MR. STEPHENS: We do.

THE COURT: Thank you.

MR. GUPTA: This is Rishi Gupta. | was gonna
ask -- | was gonna ask -- the court reporter had asked
for the spelling of the judges' nanmes, and | was goi ng
to try to get that for her

But I don't have it in nmy file, so | was going
to see if we could put that on the record, at |east for
the court reporter.

THE COURT: Sure.

MR, GUPTA: Thank you.

JUDGE REPKO  Yes.

Judge Gerstenblith's nanme is
GE-RS-T-E-N-B-L-1-T-H, Judge Engels is EENGE-L-S;
and then |'m Judge Repko, R-E-P-K-O

Al right. And just a -- how soon can you
file the transcript after the call?

COURT REPORTER: Your Honor, this is
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Tamara Houston -- oh, go ahead, Counsel.
MR. STEPHENS:. Thank you. |'msure you could
fill in alot better than I. | was going to -- we

woul d, of course, file it as soon as the final
transcript is avail able.

COURT REPORTER: Your Honor, this is --

MR, STEPHENS: Ms. Houston, | believe, naybe,
we ordered for a one-day turnaround on the final
transcript.

THE COURT: Ckay. Thank you.

Who do we have on the call for Patent Oaner?

MR. LAMBRI ANAKCOS: Good afternoon, Your Honor.

This is Peter Lanbrianakos on behalf of the
pat ent owner.

THE COURT: Ckay. Thank you. All right.

Well, the purpose of this call is to discuss
Petitioner's request to submt a reply to Patent Omer's
prelimnary response in the three |IPRs.

Fromthe email, it |ooks |ike Patent Owmer's
request in each case seens to be different, and each
case seens to have its own set of issues. So |I'd like
to take each case one at a tinme and give each party a
chance to respond to the other party's case before we
nove on to the next one. W'I|I| pause the cal

nmonmentarily to discuss your argunents with the other
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j udges on the panel.
In your email, you noted the nunber of pages,
three, proposed to reply, and we would also like to

know, you know, what you think the date should be, as

well, if we would decide to grant the request.
So we'll proceed in nunerical order, and we'll
start with the 327 case. So I'll ask that --

Petitioner's Counsel, please explain why there is good
cause to file a reply here, keeping in mnd we don't
need to get into the nerits of the parties' argunents,
and our focus should be on that good-cause standing.

Wth that, Petitioner's Counsel, M. Stephens,
pr oceed.

MR. STEPHENS: Thank you, Your Honor.

In the prelimnary response, Patent Oaner
argues that the Petition should be deni ed because the
prior art allegedly fails to disclose reconstructing
vi deo i mage codi ng data fromthe basic video i mage
coding data in the supplenentary video i mage codi ng
data, and this was a limtation that's recited in both
Clains 1 and 2 challenged in the Petition.

The prelimnary response criticizes the
Petition for not addressing a construction of the
reconstructing limtation that the parties agreed to in

co-pending litigation in the Eastern District of Texas.
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Qur request is five pages to reply to Patent
Omer's argunents in this regard, and in the reply, we
woul d plan to address how the analysis in the Petition
and the cited prior art satisfies the parties’
agr eed- upon construction fromthe litigation and,
rel atedly, reasons that Patent Owners' application of
that construction in relation to basic and suppl enentary
vi deo i nage codi ng data are inconsistent with certain
teachings in the '303 patent itself.

We respectfully submt that good cause exists
for a reply here because the construction referenced in
the POPR only arose after the Petition was filed. [|'m
not personally a nenber of Sansung's litigation team
but we have consulted with the litigation teamto better
understand the history of this construction that was
agreed to in the ED Texas proceeding.

And, from ny understanding, | do believe that
the tineline of events related to claimconstruction in
the litigation showed that Samsung coul d not have
reasonabl y addressed that construction at the tinme the
Petition was filed. But with -- | guess | could briefly
wal k through the tineline of events in the litigation.

On January 5th, earlier this year, Sansung
filed its Petition for inter partes review of the '303

patent in this proceeding. Shortly thereafter, on
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January 9th, the parties exchanged terns for
construction. And notably, Sansung, |ike Patent Owner,
i ndicated that there were no terns that required
construction for the 3- -- '303 patent.

About a nonth later, on February 6th, the
parties exchanged prelimnary constructions, at which
time Sanmsung i ndicated, along wth the patent owner,
that plain nmeaning should apply to the reconstructing
[imtation.

It wasn't until March 5th, which is when the
parties filed a joint claimconstruction statenment with
the Court, which is a statenent that Patent Owner has
cited -- | believe it's Exhibit 273 in the | PR where we
see the agreed-to construction of the reconstructing
[imtation, which, again, is referenced in the
prelimnary response.

But | can't speak to specifics as to why the
parties agreed to this construction. | would note that
t here was anot her defendant involved in the litigation
who had proposed constructions for the '303 patent. But
we believe the circunstances here are simlar to those
in | PR 2024- 00062 invol ving another patent in the sane
[itigation between the parties where the Board, | ast
nont h, authorized pre-institution briefing to address

anot her construction that arose in the litigation after
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the Petition was filed, and we respectfully would
request simlar relief here.

|"msure if the Board authorized, Petitioner
woul d not oppose a sur-reply correspondingly to the
reply fromthe patent owner.

THE COURT: Just to kind of clarify, so the
Petition offered no constructions, only plain and
ordi nary neani ng.

So are you going to discuss the plain and
ordinary neaning in your reply? |Is that your proposal ?

MR. STEPHENS:. Qur proposal would be to
address how the prior art satisfies the construction the
parties agreed to in the litigation.

THE COURT: Ckay. The construction, as the
parties agreed to -- is that consistent with the
construction with which you said in the Petition, or is
this sort of a new theory?

MR, STEPHENS: W woul d not be advanci ng any
new theories. |It's the -- the prelimnary response
i ndi cated that reconstructing requires a rearranging,
for exanple, and we would |like to show that that's
consistent with the argunments in the mappings, the
t heories that were advanced in the Petition.

THE COURT: Okay. So let ne give Patent Owner

an opportunity to respond if you don't have anythi ng

10
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further on that.

Are you -- is there sonething you wanted to
add to that, Petitioner? M. Stephens?

MR. STEPHENS: Nothing further fromus. O
course, we're happy to take any questions from Your
Honor s.

THE COURT: So the construction -- | guess, if
panel nenbers want to kind of clarify, are these
constructions the plain and ordi nary neaning that you're
proposing to put in your reply?

MR, STEPHENS: | believe we are -- we are
addressing the construction that was referenced in the
prelimnary response. | believe that construction is
consistent with the plain and ordinary neaning. | don't
know that it was characterized that way in the
litigation. It may or nmay not have been. | just -- |I'm
not aware.

But, regardless, the theories that we woul d be
advancing are the sane as those in the Petition, and
we're not attenpting to, you know, advance sonething
materially different fromwhat was in the Petition.

THE COURT: Ckay. Thank you.

So with that, Counsel for Patent Omer, 1'd
like to hear your response to that.

MR. LAMBRI ANAKCS: Thank you, Your Honor.

11
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Qur view here is that what Sanmsung seens to do
Is to present a new argunent based on the agreed
construction as to how the prior art neets the -- the
reconstructing limtation.

The reconstructing imtation that -- that was
addressed by the agreed construction is one which has a
construction based on the disclosure in the
specification. |In other words, the construction is not
a plain and ordi nary neani ng construction, but it is one
which relies, under Phillips, on the multiple areas of
di scl osure that the reconstruction, which is clained, is
one whi ch involves rearrangi ng the video i mage codi ng
data rather than changing or adding the data, which is
what the prior art discloses.

And so the only way for Sansung to address the
construction, which was agreed by the parties in
litigation, is to present a new argunent as to how the
references show not just a reconstruction as they
interpreted it in the Petition, but what shows a
rearrangenment as disclosed in the portions of the
specifications that were ultimately relied upon in the
agreed constructions.

So we don't -- we don't view this as an
attenpt by Sanmsung sinply to address plain and ordinary

meaning to maintain the sane position that it took in

12
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its Petition, but to pivot on its argunent with respect
tothis limtation to take into account the agreed
constructi on.

Now, they argue that they didn't propose this
termfor construction on January 5th, which was four
days before they filed -- I'"'msorry -- on January 9th,
whi ch was four days after they filed the Petition, but
t heir co-defendant with whom fromall we can tell
t hey' ve been cooperating with throughout the case unti
LG settled, you know, did propose it. And, you know,
based on the fact that, you know, that other defense
counsel proposed that term and based on what they
shoul d have understood fromthe intrinsic record as
potentially being [imted in sone way by the
specification, it was incunbent upon themto take that
into account in fornmulating the argunents in their
Petition and to present an argunent either in |ieu of or
as a backup argunent to what they proposed in the
Petition.

| nstead, they just went with the plain and
ordinary neaning, and they went with a -- with an
understanding of the claimtermthat is inconsistent
with the intrinsic record.

And, so, you know, our viewis that this is an

attenpt to pivot, to change argunents, to -- to respond

13
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to a plain construction position, which they should have
anticipated in exercise of nornmal diligence in review ng
the intrinsic record. And that's why we oppose.

THE COURT: GCkay. | don't have any further
guestions. |I'mjust going to check with ny coll eagues
to make sure that they don't.

|'"mgoing to give Petitioner an opportunity to
respond to that.

MR. STEPHENS: Thank you, Your Honor. Just a
few quick --

THE COURT: Just a second. [|I'mgoing to give
you a chance to respond to that, but 1'd like to confer
with ny coll eagues for a nonent just to nake sure they
don't have any further questions.

Thank you.

MR. STEPHENS: Thank you.

(Pause on the record.)

THE COURT: No further questions for Patent

Omer at this tinme.

Petitioner, I'Il give you a chance to respond
her e.

Go ahead.

MR, STEPHENS: Thank you. 1'd just like to

quickly revisit the tineline fromthe litigation.

There was, | think, a suggestion from Patent

14
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Omer's Counsel that there nmay have been -- that we
shoul d have been aware -- Sansung shoul d have been aware
of a construction that another defendant in the
[itigation mght raise.

Again, we filed the Petition on January 5th.
Four days later, on January 9th, we identified no terns
for construction. And then a nonth |ater, on
February 6th, Sanmsung continued to advance, expressly,
plain nmeaning in the litigation.

So, you know, at the tinme the Petition was
filed and thereafter, we continue to believe that plain
meani ng was the proper understanding of this termin the
l[itigation and in the I PR

And, secondly, | would say there's no attenpt
to pivot here. W do want to address this construction
that was referenced. It's the basis of Patent Omer's
argunents in the prelimnary response since we could not
have foreseen it or addressed it in the Petition at the
time it was filed. You know, part of the reason that we
do want to address the construction is because of sone,
you know, m sstatenents or m scharacterizations, in our
view, of the '303 patent that inforns Patent Oaner's
application of that construction. And so we'd like to
poi nt those out to the Board so that we can show how t he

prior art satisfied under either plain neaning or the

15
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construction that was referenced in the POPR

THE COURT: Well, just -- specifically, are
you proposing that the Board adopt the constructions
that you're prepared to discuss in your reply?

MR, STEPHENS: We don't think it's necessary.
Again, we cited in the Petition, the Wl Il mn case, which
stands for the -- as |I'msure Your Honors kno-w, the
proposition that trends only needs to be construed to
the extent there's a controversy, but we don't believe
that construction is necessary. |It's the Patent Owner
who raised it in the prelimnary response, and we'd just
i ke an opportunity to address that.

THE COURT: You adopted that construction in
district court; the one you' re prepared to discuss in
your reply?

MR. STEPHENS: The parties agreed to that
construction in the district court, that's correct.

THE COURT: GCkay. And It's your position that
here we don't need to construe that term because it's
not going to be at-issue with respect to the art?

MR, STEPHENS: That's correct, Your Honor.

THE COURT: Okay. |I'mgoing to confer with ny
col |l eagues quickly to see if they have any further
guestions for you before | nove on to Patent Omner.

(Pause on the record.)

16
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THE COURT: Can you just elaborate a little
bit nore on why you believe that it's not an issue here?
That -- you know, the construction. Because if |
under st ood you correctly, you said that, you know, we
don't need to construe it. You want to discuss it in
your reply, but we don't need to construe it because
it's not an issue.

But can you kind of elaborate on that a little
bit nore for nme, specifically, why you don't think it's
an issue?

MR. STEPHENS:. Well, yes, Your Honor.

The -- in the POPR, the Board -- the Patent
Omer references the construction that the parties
agreed to in the litigation, and on that basis, they
argued -- they attenpt to distinguish the prior art.

I n applying that construction, they make
certain assertions about what it neans, for exanple, to
rearrange basic and suppl enentary video i nage cutting
data, "rearranging" being the termin the construction,
and they nmake certain assertions about what constitutes
basi ¢ and suppl enentary video i mage coding data that's
referenced to the to the '303 specification.

We believe there are enbodi nents that are
described in the '303 patent that are inconsistent with

t he patent owner's application of that construction, and

17



http://www.sullivancourtreporters.com/

© 0 N o O b~ W N P

N N N N NN P P P PR PR R R
o A W N P O © © N O O M W N P O

THE SULLIVAN GROUP OF COURT REPORTERS

so we would |ike to ensure that the construction is, you
know -- to the extent it's applied, properly applied.

In that respect, we would show how the prior art, the
sane enbodi ment, the same mappings that we had in the
Petition would neet that construction both under plain
nmeani ng and, | guess, you know, nore inportantly, under
the construction that was agreed to in the litigation
under a proper understandi ng of reconstructing and
rearrangi ng.

THE COURT: | want to drill down a little bit
nore. You're asking for briefing on this, and it does
sound like it is at-issue. It's -- you know, you're
asking for briefing that was discussed in the Patent
Owner response. It kind of suggests that you are -- you
do believe that it is at-issue, right? | think | just
-- 1 heard you say that we don't need to construe it at
all.

So | guess | just want to know what ki nd of
struggles there --

MR, STEPHENS:. I'Il clarify. It is at-issue
i nsof ar as whether the plain -- plain neaning is adopted
or the argunent in the prelimnary or the construction
of the prelimnary response i s adopted.

Then Patent Omer's argunents, we believe, are

i nconsistent with the specification of the '303 patent.

18
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So |l think it -- what | intended to say was it not being
at issue was that prior art satisfies either plain
nmeani ng under standi ng or the constructi on advanced in
the prelimnary response, and yet we would like to
address what we see as m scharacterizations of the '303
patent and the construction in the reply to the POPR

You know, | can give specific exanples if that
woul d be hel pful.

THE COURT: NMmhmm | guess you're -- you
agree with the district court construction, or are you
saying that it's incorrect?

And if you don't agree with it, then why?

MR. STEPHENS: W do not agree with Patent
Owner's characterization or application of that
construction. And so | think that's where the dispute
iS.

We, of course, agree to that construction --

THE COURT: | just want to ask -- so the -- |
didn't ask whether you agreed with the Patent Omer's
characterization; | wanted to know if you agree with the
district court -- the construction of the district court
and whether this construction should apply here
speci fically.

MR, STEPHENS: W do. Yes, Your Honor. W

woul d have no problemw th the Board applying that

19
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construction here. W would just, you know, like it to
be applied how we -- how we believe it's proper. W
don't disagree with that.

THE COURT: You do not disagree with it.

Ckay.

Just a nonent.

(Pause on the record.)

THE COURT: Ckay. Patent Omer, I'mgoing to
gi ve you a chance to respond to that before we kind of
wrap things up, so go ahead.

MR. LAMBRI ANAKCS: Well, | note our -- our --
| note the fact that, you know -- that Samsung agrees
with the construction that Sansung agreed to in the
district court is a positive thing. But | note that
that construction was foreseeable at the tine that this
was filed, based on the intrinsic record, and that the
only purpose for a reply, at this point, since the
Petition does not discuss rearrangenent -- it only
di scusses a reconstruction by conbi nation of data --
that, in order for Sanmsung to address this agreed
construction, it will have to present new argunents. It
won't be able to rely on the argunents that were in the
Petition since they don't discuss rearrangenent.

And so, you know, we don't believe that

there's good cause to basically have a do-over of a

20
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portion of the Petition based on a foreseeabl e
constructi on.

THE COURT: Thank you.

Well, how -- how was the construction
foreseeable, in your view?

MR. LAMBRI ANAKCS: It's foreseeabl e because,
you know, in conducting claimconstruction, and
particularly in preparing an | PR petition, since it's
t he burden of the Petitioner to state how this claim
shoul d be construed, one would assune that that woul d
i ncl ude scouring the intrinsic record, determ ning what
the support is for the claimlimtation. And if the
support indicates that the term"reconstructing” was
meant by the inventor to be a rearrangenent or
rearrangi ng, then, you know -- with the know edge that a
petition is supposed to be -- contain all of the
argunents associated with the validity challenge and
i nclude all claimconstruction argunents, that Sansung
woul d have said, "Well, you know, |ooks like this

may “may be narrower than a broad clai mof neaning
situation, and so let's propose that, in the
alternative, if rearranging is required, here's how the
prior art references disclosed rearranging.”

You' re tal king about attorneys who are in the

sanme law firmas the attorneys who are representing

21
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Sanmsung in the litigation. Presumably, those | awers
were | ooking over this -- you know, the record for sone
time before proposing plain and ordinary neaning in the
district court. You know, many tines, that's proposed
early on with the know edge that, ultimtely, that
position is going to be different, and, you know. ..

So there should -- there should have been
sufficient know edge on behal f of Sanmsung across its
teans that the -- that the patent -- the '303 patent
very likely would require a
narrower -t han-pl ai n-and-ordinary interpretation or
construction of the reconstructing term

So we think it's foreseeabl e when, you know - -
when you have a claimconstruction or a claimtermthat
has significant specification evidence that bears on how
it ought to be understood by a person of ordinary skill.

THE COURT: Thank you.

" mgoing to confer with ny col |l eagues. Just
a nonent.

(Pause on the record.)

THE COURT: Ckay. So the panel has no further
guestions at this tinme about the 327 case. So we'll
take the matter under advisenent and issue an order in
due course.

And so let's nove on to the 372 case.

22



http://www.sullivancourtreporters.com/

© 0 N o O b~ W N P

N N N N NN P P P PR PR R R
o A W N P O © © N O O M W N P O

THE SULLIVAN GROUP OF COURT REPORTERS

M. Stephens, if you can explain why there's
good cause to file a reply in the 372 case.

MR. STEPHENS:. Thank you, Your Honor.

W are requesting leave to file a two-page
reply to the prelimnary response in this proceeding to
respond to certain statenents that patent owner made in
its prelimnary response regarding the prior art inits
argunents for ClaimElenments 2.4, 2.5.22, and 2. 6.

We bel i eve good cause exists because Patent
Owner's statenment are inconsistent with portions of the
references that were cited in the Petition but,
nonet hel ess, not addressed in the POPR, and it was
unf or eseeabl e that Patent Omer woul d overl ook these
t eachi ngs or advanced positions contrary to those
t eachi ngs wi thout addressing themin their argunents.

Qur goal with this request is sinply to
clarify the record and bring pertinent facts fromthe
Petition in the prior art to the Board's attention,
whi ch we hope woul d be hel pful in Your Honors'
del i berations on institution. W believe the record
woul d benefit fromlimted briefing on these issues.

And, again, we're not opposed to a sur-reply
of the sane |ength from Patent Owner.

THE COURT: So is there any new devel opnents

in this case that happened after the Petition that
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necessitates a reply? Sonething that went on in
District Court or a new case issued or sonething?

MR, STEPHENS: | don't think the issues here
turn on any constructions or devel opnents in the
l[itigation. | think the -- what we believe was
unf oreseeabl e was that the argunents in the prelimnary
response didn't address sone pertinent teachings in the
prior art, and we'd like to identify those for
Your Honors.

THE COURT: Ckay. |Is -- you basically
di sagree with their argunents, essentially; is that a
fair characterization?

MR, STEPHENS: It's not so much that we
woul d -- we do disagree with the argunents, but | think
the nature of it is not a disagreenent over the
characterization of the teachings, but rather that the
argunents advanced in the prelimnary response were
i nconplete. And so while we wouldn't disagree with the
portions cited in the prelimnary response, we think
there are other relevant factors to consider.

THE COURT: Ckay. |I'mgoing to pause to
di scuss with nmy col | eagues just nonentarily, see if they
have any further questions, and |I'll give Patent Oaners
a chance to respond to that.

Thanks.
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(Pause on the record.)

THE COURT: W have no further questions,
M. Stephens, at this tine.

Patent Owner, | just want to give you a chance
to respond with regard. ..

MR. LAMBRI ANAKCS: Thank you, Your Honor.

We view this request as -- as a desire to put
in a garden-variety reply | ooking to shore up argunents
and -- to address the weaknesses in the argunents that
we pointed out in our POPR  You know, we contend that
they msapplied the references. W pointed that out.

And, you know, they basically are telling us
that they didn't foresee what we would say, which, to
us, neans sinply that they didn't foresee that there
were certain weaknesses in their own argunents. That is
not the kind of unforeseeability that gives rise to good
cause.

So, you know, our belief is that if -- if a
reply is appropriate in this case, then it's appropriate
invirtually every case where, you know, the POPR points
to weaknesses in the application of references to the --
to the claim

So we don't believe that good cause is
approached here by this request, and we think it should

be deni ed.
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THE COURT: Thank you.

G ve Petitioner a chance to respond to that.

M. Stephens?

MR. STEPHENS: Thank you, Your Honors.

W -- our viewis that the POPR did not point
to weaknesses in the Petition. The POPR, i nstead,
advanced argunents that were inconsistent with certain
teachings in the references, and we believe that was
unf oreseeable. And, for that reason, we think a short
reply is warranted here.

THE COURT: Ckay. I'mjust -- in terns of
timng, too, | didn't hear your timng for the first one
in the 327 case and for this one.

For each of those, | nmean, what's a -- how
qui ckly should we be turning these around in terns of
once the orders issue or we rule on this? How nmany days
do you need to prepare the reply?

MR, STEPHENS: Petitioner would be prepared to
file replies wwthin a week of the Board's authorization.

THE COURT: Ckay. Thank you. | don't have
any further questions fromthe panel on that.

Patent Owner, is a week good for you, as well?
For the -- give a week for each party for each -- the
327 and the 372.

Do you have anything further to add?
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MR. LAMBRI ANAKCS: Nothing further to add. |
t hi nk one week for each would be sufficient for Patent
Omner .

THE COURT: Ckay. Just give nme a nonent.

(Pause on the record.)

THE COURT: Al right. Let's nove on to the
| ast I PR here, this 374 case.

M . Mal donado, you can speak for Petitioner
and explain why you believe a -- good cause for a reply
in this case.

MR. MONALDO  Thank you, Your Honor

And 1'Il also start by clarifying that we're
seeki ng a seven-page brief that we could file within one
week, and that brief would address three issues under
our proposal.

The first issue relates to the construction of
the term"border notion vector data.”" Simlar to the
reconstructing limtation in the '303 patent, the
construction of this termarose in the litigation after
the Petition was filed. W'd like briefing to explain
why the analysis in the Petition and the cited prior art
satisfies the construction of this termthat was
advanced in the prelimnary response.

THE COURT: Before you go on, is this -- 1'd

just like to make sure we hit the sane issues you did in

27



http://www.sullivancourtreporters.com/

© 0 N o O b~ W N P

N N N N NN P P P PR PR R R
o A W N P O © © N O O M W N P O

THE SULLIVAN GROUP OF COURT REPORTERS

the other one, including that are kind of relevant to
the panel. W'd like to know if you agree with that
constructi on and whet her we shoul d apply here.

So go ahead. Proceed.

MR. MONALDO  Thank you, Your Honor

| think our position is exactly the sane as
what M. Stephens nentioned. W don't believe a connect
construction is actually necessary because we don't
think that the prior art's disclosure turns on
construction. W think it's sufficiently narrowed to
address both the plain and ordinary nmeaning of the term
as well as the construction that was agreed to in the
litigation, and we specifically just want a brief to
expl ai n why.

We do agree with the construction. [t was
advanced in the litigation, but we also think the prior
art renders that construction obvi ous, and, therefore,
Your Honors woul d not necessarily need to resolve the
construction to resol ve the dispute.

In terns of --

THE COURT: Thank you.

MR. MONALDO  So, essentially, | think -- you
know, | don't want to repeat the positions that
M. Stephens raised. | think the good cause here is,

you know, |argely the sane as the good cause in the '303
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construction.

| would add one point as to foreseeability.
"Il note that in Patent Owmer's initial proposal in the
litigation, both for the reconstructing limtation in
the '303 patent and then this limtation in the '025
patent, the Patent Omner proposed plain and ordinary
nmeani ng. So, at that tinme, the construction was not
foreseeabl e or necessary to Patent Oaner, and the
construction only devel oped after a conpl ex negotiation
anongst three parties of the litigation that didn't
resolve until nonths after the Petition was fil ed.

So just to reiterate, we don't think the
construction was foreseeable, and, as a consequence, we
think there's good cause to address it in a reply.

Unl ess Your Honor has any nore questions on
that issue, | could turn to the second issue in our --
our request.

THE COURT: Are the district court
constructions as basically to the plain and ordinary
nmeaning? Is that -- in this -- for the border notion
vect or data?

MR. MONALDO No. There was an agreed-to
construction in the district court for that term |
don't have it at ny fingertips, but it is not the plain

and ordi nary nmeani ng, Your Honor.
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THE COURT: Ckay. Thank you.

MR MONALDO Al right. Geat.

So our second request relates to the
construction of the term"satisfies Poisson's Equation."”
That's not in the clains of the '025 patent. 1In the
prelimnary response, Patent Oamer construes this term
to nean "w thout mathematically solving Poisson's
Equation with a huge anmount of cal cul ation.™

We view this construction as being
i nconsistent with constructions advanced in the
l[itigation and al so inconsistent wwth the '025 patent,
whi ch di scl oses an enbodi nent that cal cul ates a sol ution
to Poisson's Equation. W'd like briefing to address
this construction and point the Board to the rel evant
di sclosure in the '025 patent that confirns that Patent
Owner's construction is incorrect. W don't believe
this construction was foreseeable. It wasn't raised at
all in the litigation.

And the reason we don't think it was
foreseeable is because there's exanples in the patent
that specifically contradict it, and, therefore, we did
not perceive this as being sonething that was
foreseeabl e and, as such, good cause woul d be avail abl e
to address this construction in a reply.

| f Your Honors have any questions on that
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i ssue, |I'mhappy to take them but otherw se would turn
to the third aspect of our request.

THE COURT: Al right. 1 don't have any
further questions.

MR. MONALDO So our third request relates to
Pat ent Owner's 325(d) argunent.

In the prelimnary response, you'll see that
Pat ent Owner argues that the Saito reference that's used
in the Petition is substantially simlar to the Yamatani
reference cited in an | DF during prosecution. W'd |ike
briefing to address these argunents and to explai n why
t he prosecution history does not indicate that the
exam ner considered the disclosure in the Yamatani
reference in the sanme way the Saito reference is being
used in the Petition.

Specifically, the Saito reference is being
used in conbination wwth Walla and Shirani, two
references that were not considered at all during
prosecution. Also, if you take a |ook at the
prosecution history, the '025 patent was allowed with an
exam ner's anendnent in the first action allowance, and
t he amended cl ai m | anguage did not reference Poisson's
Equation. Al though, the exam ner listed the Poisson's
Equation limtation and the reasons for all owance, the

exam ner listed alnost the entire claim and there is no
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indication in the record that the exam ner actually
consi dered di sclosure from Yamatani relative to
Poi sson's Equation and found Yamatani's disclosure
defi ci ent.

It's these types of points we'd like to
address in the requested briefing, and we believe good

cause exists to address them because we coul d not

anticipate or foresee the discretionary denial argunents

rai sed by Patent Owner.

THE COURT: Essentially, though, do your
argunents depend on new case that canme after the
Petition, or are you basically going to argue it still

under the sanme framework you did when you filed the

Petition?

MR. MONALDO |'m not aware of any new case
that cane after the Petition, Your Honor. It would be
the sane franmework -- or sane |legal framework. The

argunents that Patent Omer advanced and how they're

conparing the Yamatani reference to the Saito reference,

these are two different papers. W don't believe that

was foreseeable, and that we should have an opportunity

to address that argunent given it inplicates
di scretionary consi derati ons.
THE COURT: Which you did address

di scretionary denial in the Petition, though, right?
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think there was, |like, two or three pages on that.

MR MONALDGO We did, Your Honor. Yes.

THE COURT: Ckay. I'mgoing to just confer
with ny colleagues briefly before | give Patent Oamer a
chance to respond.

(Pause on the record.)

THE COURT: There's no further questions from
t he panel on that.

Pat ent Owmner, would you like to respond to
Petitioner?

MR. LAMBRI ANAKCS: Yes, Your Honor, | woul d.
Thank you.

Wth respect to the first issue, which is the
border notion vector data construction, the tineline
here is -- is really inportant.

So this Petition was filed on the 8th of
January, and on the 9th of January, Sansung proposed
t hat "border notion vector data" should be construed,
did not propose that plain and ordi nary neani ng shoul d
apply.

So at the tinme that this Petition was
subm tted, Sansung knew that plain and ordi nary neani ng
was not appropriate for this claimterm and yet that is
the petition [sic] that they took in the Petition --

that is the position they took in the Petition.
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They proposed the construction ultinmately.
There was an agreenent. The agreenent was actually to
the construction that Patent Owmer and Plaintiff
proposed in the litigation.

And so the idea that -- that the agreed
construction was not foreseeable on January 8th when
Sansung knew that it was not going to propose plain and
ordinary neaning in the litigation on January 9th does
not hold water, in our view

The Poi sson's Equation issue -- both parties
proposed that the "satisfies Poisson's Equation” term

shoul d be construed. Again, Sanmsung proposed that claim

termthe day after it -- the day after this Petition was
submtted. There -- that claimtermrenained in
dispute. It was argued in court |ast week in the

district court on that issue. And so whatever --
what ever the result of that argunent is, it won't be
plain and ordinary neaning. |t won't be consistent
wth -- consistent with the plain and ordi nary neani ng.
In fact, at some point, Sansung argued that the term was
indefinite in the district court.

So, certainly, the constructions that we set
out or constructions |ike them should have been
anticipated. It should have been considered. Sansung

shoul d at | east have set out its own positions on what
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t hese terns nean since they knew plain and ordinary
nmeani ng shoul d not apply, but yet they submtted a
Petition presumably thinking that if anything were to
change, they could sinply conme back to the Board and ask
for areply. But that's not unforeseeable. 1In fact, it
seens nore |like strategy than unforeseeability.

So for those two matters, Your Honor, we don't
bel i eve there's good cause for additional argunent.

Wth respect to the discretionary deni al
i ssue, you know, our position is that the reference that
is relied on, the Saito reference, is one which sinply
cites to the sane Saito reference, which is in the
speci fication which was consi dered al ready by the patent
office. It cites to a portion of the Saito reference,
which is in the -- in the specification for, you know --
it cites for a portion which is expressly relied on in
t he specification.

And so this is an attenpt, you know, to -- to,
you know, address an issue which shoul d have been
addressed up front. They knew that they were relying on
Saito. They knew that Saito, that they were relying on,
referenced that -- that which was in the specification.
And so any argunents that they had for why 325(d)
shoul dn't apply shoul d have been addressed in the

Petition. There's -- nothing has arisen since that tine
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whi ch gives rise to good cause for another paper.

So for those reasons, Your Honor, we oppose a
reply with respect to Petition '374.

THE COURT: Thank you. 1'mgoing to consult
with ny other panel nenbers to see if they have any
guestions, and I'lIl nove on to see if Petitioner has a
response.

(Pause on the record.)

THE COURT: W have no further questions for
Pat ent Owner.

Petitioner, would you like to respond to that

in particular? | think the panel is interested in the
timng of it all, as Patent Omer's Counsel points out,
and just kind of see in terns of -- you know, the

Petition says "plain and ordi nary neani ng" and the
district court construction is not plain and ordinary
meani ng, can you kind of address that, as well?
MR. MONALDO  Yeah. Thank you, Your Honor.
"Il start by just saying, in terns of the
timng, we did list this termas one that could be
construed to preserve our rights in the litigation.

That did occur shortly after the Petition was fil ed.

But I'Il also note that the parties, over
about a nonth -- about a nonth after the Petition was
filed, exchanged constructions. | don't think anybody
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proposed the construction that was ultimately agreed to
at that tine. And, in fact, Patent Omer proposed plain
and ordinary neaning itself at that instant in tine.

That response, the way | understand it -- | wasn't

i nvol ved in negotiations, but | understand it was a
response in negotiation of what these terns shoul d nean:
A proposal by Sanmsung, a proposal by GE, a nodified
proposal by Patent Omer, and, ultimtely, this
construction was resolved and agreed to by the parties
in a manner that was not plain and ordi nary neani ng.

We don't think that was foreseeable at al
because it was, you know, not foreseeable until -- it
wasn't foreseeable in February a nonth after the
Petition was filed. Gven all of the disputes anpbngst
the parties, it wasn't resolved until later on into
March after there had been, | think, several rounds of
di scussi on and negoti ati on.

So we don't think that was foreseeable, and we
don't think the timng is sonething that we could have
been able to address in our Petition given -- given the
bar date and the need to get the Petition on file.

As to the construction that satisfies
Poi sson's Equation, 1'll sinply reiterate that Patent
Ower nentions that there are nultiple constructions,

but none of those construction litigation was the one
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t hat was advanced in the prelimnary response, so we'd
like briefing to explain howthat's inconsistent and how
it's inconsistent wwth the exanples in the

speci fication.

As Counsel nentioned, there was a claim
construction hearing | ast week, and the prelimnary
construction of the term "Poisson's Equation"” was sinply
that for -- for Poisson's Equation be true, which is
essentially the plain and ordinary neaning of the term
And we think that is the correct construction, and we'd
like to advance why in our briefing.

And then --

THE COURT: On that point -- just before you
nove on with the equations -- | nean, let's say we
coul d, you know, figure out whether that's inconsistent
and figure out whether it's a mscharacterization
our sel ves.

| s there any specific reason that we shoul d
grant briefing on the -- other reason that makes you
think that it satisfies -- we should construe satisfies
Poi sson's Equation? | nean, if it's just
i nconsi stencies and mi scharacterizations, that could be
sonet hing that the Board could resolve itself and
doesn't need briefing on.

MR. MONALDO | think we'd like briefing
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because Patent Omner has had the opportunity to provide
briefing and identify portions of the '025 patent that
it believes supports the construction advanced in its
prelimnary response.

We didn't have an opportunity to reply to
that, and so we believe there's other portions of
di scl osure that are inconsistent and would -- would
appreciate the Board -- the opportunity to point those
portions of specification out to Your Honors to neke
your life easier in identifying why the construction is
I nappropri ate.

THE COURT: Ckay.

And on the border notion vector data, | nean,
are you going to say in the briefing sonething to the
effect of what is the plain and ordinary neaning and if
there is a plain and ordi nary neaning, in your view?

MR. MONALDO  Yes, Your Honor. Qur planis to
stick with what's in the Petition. W're not going to
turn to different enbodi nents, not to nake new argunents
or anything like that. Just offer explanation about
what was set forth in the Petition and why that
satisfies both the plain and ordi nary nmeani ng and the
construction that was agreed to in the litigation.

THE COURT: Ckay. Thank you. | don't have

further questions on that.
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Go on to the |ast issue.

MR. MONALDO The last issue I'lIl say while we
did address 325(d) in our Petition, we addressed in a
way that sinply noted that none of the references that
were included in our Petition were actually cited or
consi dered during prosecution. The Saito reference was
not one of the references that was considered during
prosecution. It wasn't listed on the face of the
patent. Patent Omer has, in its prelimnary response,
tried to equate that reference to the Yanatan
reference, and so we specifically --

THE COURT: You don't need to get into the
nerits of that. Yeah. | nean, regardless of what the
nerits of the argunents are, these are argunents that
you advanced in the Petition, correct? Like, you' ve
ki nd of expl ai ned what was going on with respect to
325(d). You went through the two-factor analysis.

| nean, is there anything further that you're
going to add to that, wthout getting into the nerits of
t hose argunents, in this briefing?

MR. MONALDO  Yes, Your Honor. And it's the
specific pointing to this Yamatani reference in its
consi deration and the prosecution.

We did not perceive the argunent that that

reference is substantially simlar to the one that we
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use in the Petition, and, as a consequence, we are goi ng
to tal k about that reference in particular in a way that
we didn't do in the Petition.

THE COURT: GCkay. |'mgoing to pause here to
see if ny coll eagues have any further questions, and
"1l see if Patent Ower wants to respond to that.

(Pause on the record.)

THE COURT: Ckay. Thank you. The panel has
no further questions for Petitioner's Counsel at this
time.

We're going give Patent Ower a chance to
respond to what they just heard, and then we're going to
wrap up.

So Patent Owner, feel free. |If you have
anyt hing further, go ahead.

MR. LAMBRI ANAKCS: Thank you, Your Honor.

| just want to point out here that the focus
on whether it was foreseeable that these two terns,
"border notion vector data" and "satisfying Poisson's
Equation,” woul d be construed, according to the plain
and ordi nary neaning or not, focuses on the Petitioner.

The Petitioner has stated its position as of
the 8th of January in this -- in this tribunal that
those terns should be entitled to the plain and ordinary

nmeani ng, and that's how validity should be assessed in
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this case.

But, clearly, that position was one which they
were not wedded to because in the district court at
virtually the sane tinme, they said the opposite. They
said that those terns should be construed.

And so, you know, obviously the policy is
agai nst having differing constructions for the sane
terms for the sanme patents in different proceedings; a
broader one for invalidity purposes, and a narrower one
for infringenent purposes.

Sanmsung knew the risk of taking two different
positions. They didn't -- they didn't hedge that
position at all. They didn't allow for any additional
argunent or provide additional argunment, should their
l[itigation position ultimately be adopted by the Court
or agreed to by the parties in the litigation.

They made that choice. That was a cal cul ation
that was nade at the tinme. No question. And now we're
here being told that sonehow -- based on the Plaintiff's
position of plain and ordinary neaning, or -- or in the
case of Poisson's Equation, that it m ght be construed
differently -- sonehow bears on the question of whether
Sansung shoul d have -- should have foreseen that a
different, narrower construction would have been --

woul d have been adopt ed.
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You know, even if they didn't know exactly
what the district court was going to do, certainly they
were going to be a major driver in whatever that
construction was going to be, and they coul d have
addressed it, even if it weren't exactly the
construction that were adopted, sonething that is
simlar and that takes into account the same intrinsic
record that's considered in the district court.

And so our position is that, you know, this --
rat her than being unforeseeable, this is exactly what
one woul d have foreseen in Sansung's position, given the
timng of the events around the tinme of the filing of
this Petition.

W don't think that that is good cause. W
don't think that good cause neans very much if it neans
that, you know, you get a back-up position |ater on
shoul d things not work out in the way that you had
hoped.

So, in our view, good cause is not net with
respect to the first two itens.

| don't have any further argunent with respect
to the 325(d) issue.

THE COURT: Thank you. |1'mgoing to confer
with ny colleagues, and then I'Il get back to you to see

i f we have any further questions.
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(Pause on the record.)

THE COURT: Al right. So wth respect to
both '372 and '374, we're going to take the natter under
advi sement and i ssue an order in due course. So unless
there are any questions fromthe parties, we're going to
wap up this call

| have just one | ast question about the '374
case for Petitioner's Counsel, M. WMl donado.

How many weeks or how many -- is a week fine
for this, as well, in terns of the response period after
we issue the order? |If we do grant a reply, is a week
sufficient?

MR. MANALDO  Yes, Your Honor. A week should
be sufficient.

THE COURT: Patent Omner, is that acceptable,
too? Do you object to that if we were to grant briefing
on it?

MR. LAMBRI ANAKCS: We woul d agree to a week
sur-reply.

THE COURT: Thank you.

Wth that, this call is concluded. Thank you.

(Wher eupon the proceedi ngs concl uded at

12:02 p.m)

--000- -
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IN THE UNI TED STATES PATENT AND TRADEMARK OFFI CE
PATENT TRI AL AND APPEAL BQOARD

I N RE PATENT OF:
U. S. PATENT NO. 9, 986, 303
PROCEEDI NG NO. | PR-2024-00327

U.S. PATENT NO. 10, 218, 995
PROCEEDI NG NO. | PR-2024-00372

U. S. PATENT NO. 8, 090, 025

PROCEEDI NG NO. | PR-2024-00374
SAVMBUNG ELECTRONI CS CO.,
LTD. , HON. REPKO
HON. ENGELS

HON. GERSTENBLI TH

PETI TI ONER,
V.

ADVANCED CODI NG
TECHNOLOG ES, LLC

Pat ent Omner.

N N N N N N N e N N N N N N N N N N N

I, Tamara Houston, CSR No. 7244, RPR, CCRR 140, do
hereby certify that | did correctly report the proceedi ngs
cont ai ned herein and that the foregoing pages 1 through 45
i nclusive, conprise a full, true, and correct transcript of
the proceedi ngs taken in the matter of the above entitled
cause on Tuesday, May 21, 2024.

S
Gaman e & - Aoudtse

TAVARA HOUSTON, CSR NO. 7244
CCRR, RPR
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