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I. INTRODUCTION

Patent Owner is forgoing a Formal Response, unconditionally filing this
Motion to Amend (“MTA”) to substitute the claims as set forth in the claim listing
found in Appendix A, and asking the Board to decide the patentability of the claims
as so substituted. See Notice Regarding a New Pilot Program Concerning Motion
to Amend Practice and Procedures in Trial Proceedings Under the America Invents
Act before the PTAB, 84 Fed. Reg. 9497, 9505 (Mar. 15, 2019) (explaining that in
a non-contingent motion to amend, “the Board provides a final decision on the
patentability of substitute claims in place of determining the patentability of
corresponding original claims.”).

II. MTA PILOT PROGRAM ELECTION/REQUEST

Patent Owner elects preliminary guidance from the Board for this MTA.

III. PROPOSAL MEETS REQUIREMENTS FOR AMENDMENT

A. Patent Owner Proposes a Reasonable Number of Substitute Claims

Patent Owner’s proposed modifications consist of only one substitute claim,
proposed substitutes 710, for each of the challenged claims, original claims 1-4.
There is a rebuttable presumption that this is a reasonable number. See
37 C.F.R. § 42.121(a)(3).

B. Proposed Substitutes Do Not Enlarge the Scope of the Claims
1. The Substitutes Contain No Broadening Deletions

Patent Owner made no substantive deletions to the original limitations. See

11—
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App’x A.

2. The Substitutes Only Have Further Limiting Amendments

The substitute independent claims now require the first type system
information block (“1TYPSIB” [or “essential SIB”’]) comprise not just a “value tag”
but further requires the value tag be “associated with a group of plural second type
system information blocks fewer than the total number of second type information
blocks, wherein each of the second type information blocks in the group has different
sibIDs and the group has a group identifier.” See Limitations 7b, 9a. That is, all the
’958 Patent substitute claims now require the recited value tag in the essential SIB
cover a sub-group of multiple non-essential SIBs with different sibIDs, the collection
identified with a group index. See, e.g., Ex. 1001 Fig. 15 (showing “groupidx=1~
and “groupidx=2" among other groups as noted by the ellipsis, each group having
multiple SIBs) and Figs. 16 & 35 (showing the essential system information
containing a value tag m for groupidx a). The Patent-at-Issue illustrates this group

value tag below.

Essential System Information
message

. | essentialSysteminformation | __. | nonessentialSIBinfo

. | valueTag| essentialSIB | ...

’ I' g 1 5 " | sibid | sibid | sibid | valueTag | sibid| sibid| valueTag |, . .
.

groupidx=1 groupiox=2 I

_2_
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Id. Fig. 15 (highlighting added).

Additionally, all claims now also require “the value tag being updated upon a
change of a corresponding second type SIB belonging to the group.”
See Limitations 7b, 9a. That is, the value tag now must not only reflect a change of
a corresponding 2TYPSIB, but the corresponding 2TYPSIB must further be in the
specific group identified with the group index. See, e.g., Ex. 1001 Fig. 35 (showing
essential system information with updated value tag m+1 when SIB #n in groupidx a
changes).

Moreover, all claims now require that “upon a change of a second type SIB
belonging to the group whose associated information [in the 1TYPSIB] indicated
before the change that the group containing the second type SIB was provided on-
demand, including in the first type SIB the information associated with the group
containing the second type SIB indicating that the group containing the second type
SIB is provided by broadcast.” See Limtiations 7c, 9b. As such, the claims now
require that, upon a change of a 2TYPSIB in the group, the 1TYPSIB signals not
only that the changed 2TYPSIB previously available on-demand will now be
broadcast, but all the 2TYPSIBs in the group that the 1 TYPSIB previously indicated
were “on-demand” are automatically switched to “broadcast” upon a change of any
2TYPSIB in the group. See, e.g., Ex. 1001, 17:63—67 (explaining that “the Non-

essential System Information message which is automatically broadcasted after the
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SIB content update includes the contents of multiple SIBs grouped with the same
value tag”); see also id. 16:57-60 (noting the “[t]he broadcast-after-update
technology . . . may be utilized in conjunction/combination with any other of the
example embodiments and modes described herein.”).

Lastly, all substitute independent claims have the limitation “whether or not
the group containing the second type SIB has changed is determined based on a
value tag, associated with the group containing the second type SIB, stored in the
wireless terminal, and the value tag included in the first type SIB corresponding to
the group containing the second type SIB.” See Limitations 7g, 9¢. In other words,
the node determines a changed 2TYPSIB in the group by comparing the value tag
for the group from the wireless terminal with the value tag for the group kept at the
node. See Ex. 1001, 14:24-36 (“[T]he example embodiment and mode . . . involves,
e.g., generating the value tag to be associated with a group of plural second type
system information blocks... [and] comprises making a comparison of the
terminal-reported value tag with the value tag.”). So, previously the determination
identified the 2TYPSIB change by comparing the value tags at the node and the
terminal, but now the claims require the comparison of value tags also determine a
change of any non-essential SIBs in the group containing the 2TYPSIB.

Patent Owner also now further narrows the substitute dependent claims to

require a transmitter configured to transmit, or transmitting, “the group identifier
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and the group containing the second type SIB by broadcast after the change.”
See Claims 8, 10. That is, the substitute dependent claims require not just the
transmission of the changed 2TYPSIB, but the specific group of multiple non-
essential SIBs containing the 2TYPSIB along with transmission of the group
identifier for this group. See Ex. 1001, 14:19-23 (“[T]he radio access node 22 sends
Non—essential System Information Response message 16-4 including the contents
of all the non-essential SIBs of the group defined by groupid = a.”). Of course, as
independent claims define “the group,” the transmission will also include the non-
changed SIBs in this group.

Therefore, all amendments of the substitute claims are further limiting, and

Patent Owner does not seek to enlarge the scope of the claims.

C. There Is Written Description Support for Each Substitute Claim

None of the proposed substitute claims introduces new subject matter, because
each of the proposed substitute claims is supported by the specification for the
originally filed 16/597,325 Application (“’325 App.”) that issued as the 958 Patent
[Ex. 1007 pp. 1619-63],> the 958 Patent’s Parent Application, Application
No. 15/659,060 (“’060 App.”) [Ex.2007], and the Provisional Application

No. 62/368,126 (“’126 App.”) [Ex. 2008], to which the 060 App. claims priority.

2 For Exhibit 1007, Patent Owner refers to the last four digits of the Bates number.

_5_
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Exemplary support for the amended claims from the original applications for all

substitute claim limitations, not limited to the amended claim limitations, is provided

in the table below.?

Proposed Substitute Claim 7 (for Claim 1)

Tpre

[0002], [0007], Figs. 14,
16

[0002], [0007], Figs. 14,
16

[0002], [0007], Figs. 14,
16

Ta

[0122], [0170-74],
Figs. 14, 36

[0122], [0170-74],
Figs. 14, 36

[0124], [0252-56],
Figs. 14, 36

7b

[0025-27], [0041—43],
[0065], [0093-96],
[0121], [0127], [0133—
34], [0142], [0147],
Figs. 14-17, 35,
Claims 4 & 9

[0025-27], [0041-43],
[0065], [0093-96],
[0121], [0127], [0133—
34],[0142], [0147],
Figs. 14-17, 35,
Claims 4 & 9

[0020-21], [0041],
[0105-08], [0121-23],
[0145], [0173-76],
[00201], [0213—14].
[0228], [0231-32],
[0237], [0240-41],
[0244-46], [0248],
Figs. 14-17, 35,
Claims 14, 35, 63

Tc

[0108], [0113], [0121],
Figs. 26-28, 35

[0108], [0113], [0121],
Figs. 26-28, 35

[0188], [0193], [0201],
Figs. 26-28, 35

7d

[0007], [0175], Figs. 14,
16, 35

[0007], [0175], Figs. 14,
16, 35

[0007], [0257], Figs. 14,
16, 35

Te

[0095], Figs. 14, 16, 35

[0095], Figs. 14, 16, 35

[0175], Figs. 14, 16, 35

7t

[0112]

0112]

[0192]

[
[0096], Fig. 14, 17

7g [[0096], Fig. 14, 17 [0021], [0042], [0063],
[0176], Fig. 14, 17,
Claim 15
Proposed Substitute Dependent Claim 8 (for Claim 2)

[0095], [0153], Figs. 16,
35, Claims 4, 9

[0024—27], [0048],
[0175], Figs. 16, 35,

Claims 21, 84

Proposed Substitute Claim 9 (for Claim 3)

3

consistency.

Patent Owner maintains Petitioner’s claim parsing and reference numbering for
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Opre See Limitation 7pre

9a See Limitation 7b
9b See Limitation 7¢
9c See Limitation 7e
9d See Limitation 7f
9e See Limitation 7g
Proposed Substitute Dependent Claim 10 (for Claim 4)
10 | See limitation 8

D. Proposed Amendments Respond to a Ground of Unpatentability
Involved in the Trial

Patent Owner’s proposed amendments in the substitute claims are responsive
to the grounds of unpatentability, because (1) the substantive amendments address
claims for which the Panel instituted trial, see Paper 12, and (2) the limitations are
added specifically to more clearly render the patented invention non-obvious from
the prior art, including the art cited in the Petition and Institution Decision. As to
the second point, while Patent Owner need not establish non-obviousness of the
substitute claims and it is Petitioner’s burden to establish obviousness of the new
claims, 37 C.F.R. § 42.121(d)(2); see also In re Aqua Prods., Inc., 872 F.3d 1290,
1296 (Fed. Cir. 2017), Petitioner nonetheless describes the advantage of the new
claims generally, and compares the claims vis-a-vis Lee and Brismar specifically, in
Section V below.

IV. CLAIM CONSTRUCTION

Neither party nor the Board has identified any claim constructions required

for the unamended claims. Paper2 (“Pet.”) at 7-8; Paper 10 (“POPR”) at 10;

i
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Paper 12 (“Inst. Dec.”) at 7-8. Considering the new language of the substitute
claims, Patent Owner continues to believe that the Board need not expressly construe
any term for the purposes of deciding whether to grant the motion to amend and
should give all terms their plain and ordinary meaning to one of ordinary skill in the
art at the effective priority date.

V. SUBSTITUTE CLAIMS ARE PATENTABLE

Atahigh level, the newly claimed automatic broadcast-after-update of a group
with a group value tag encompassing different siblds has the advantage that the node
may group sibIDs and consider them as one for the automatic broadcast-after-update
feature. Ex. 2006 qq12-16. That is, multiple non-essential SIBs with different
siblds may be checked for changed information by comparing one value tag. Id.
And the base station will broadcast multiple non-essential SIBS with different siblds
upon a change of any one sibld in the group. [Id. This allows for a compromise
between having, on one extreme, one value tag per sibld, and, on the other, one value
tag for all 2TYPSIBs. Id. §917-18. The former may require multiple comparisons
when the node needs to discern there are changes to multiple SIBs. Id. The latter
may result in sending unneeded information outside the defined group of siblds. /d.,
see also, Ex. 1001 1:54-58. In short, the new claims allow an access node to balance
its needs by referring to a group of SIBs having different siblds with a single group

index and signaling that this group has been changed from on demand to broadcast
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upon a change to a SIB in this group. Ex. 2006 q18.

1. Lee

Lee explains that information regarding different aspects of the system is put
in separate blocks and identified by SIB number, having the format SIB-x.
Ex. 1004 [0007]. For instance, when explaining that “[t]here are different types of
SIBs,” id. [0070], Lee gives examples such as “SIB3 includes cell reselection
information” and “SIB16 include GPS time and coordinated universal time (UTC)-
related information.” Id. [0073-74].

And when describing the functionality concerning the claimed invention, Lee
contemplates value tags that cover a single type of sibld or all siblds.
Ex. 1004 [0168] (“[T]he network may indicate to the UE that on-demand system
information is to be changed by broadcast signaling during a specified period . . .
This indication may include a value tag for a particular type of system information
or a common value tag for all system information.”) (emphasis added). Similarly,
Lee teaches that “the network may indicate to the UE whether a// system information
is broadcast or only changed on-demand system information is broadcast,” id., but
not that the network will broadcast a group of SIBs associated with a single value
tag and identified by a group index, regardless of whether the individual SIBs in the

group are changed or unchanged.
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2. Brismar

Brismar does meet basic limitations of the claims even before amendments,
and these limitations remain. First, what Petitioners point to as a first type SIB, static
SIBs, do not have a “value tag being updated upon a change of a corresponding

29

second type SIB...”” that Petitioners identify as the dynamic SIBs. See
Limitations 7b, 9a. This is so because in Brismar only static SIBs use value tags,
while dynamic SIBs use a timer mechanism. Ex. 1005 [0012] (“Different update
mechanisms apply for the SIBs depending on whether they contain static or dynamic
information.”); id. [0013] (“For SIBs containing dynamic information, an expiration
timer 1s used as an update mechanism.”); id. [0087] (“For dynamic SIBs, expiration
timers may be used.”); id. [0074—79] (“SB-BC1 may include any one or more of . . .
a value tag if the SIB includes static information; an expiration timer if the SIB
includes dynamic information.”) (emphasis added); id. [0106] (“The content of
SIB-D can be associated with one or several expiration timers controlling how often
the UE must re-read the information.”). Therefore, the static SIB value tags are not
related to the dynamic SIBs and do not update when dynamic SIBs change.
Second, the dynamic SIBs are always “on demand” and do not “indicate|]
before the change [of a second type SIB] that the group containing second type SIB

was provided on-demand.” Cf. Limitations 7c, 9b. What Petitioners point to as

meeting this limitation, the SI distribution in progress flag, Pet. 41-32, only applies

—10 -
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to static SIBs as indicated below.

STATIC I

ON BCH2 - -

SI DISTRIN

PROGRESS FLAG | I |
“NOT IN PROGRESS" “IN PROGRESS" “NOT IN PROGRESS

S|

DISTRIBUTION

[]
REQUEST / L\

REQUEST TRIGGERING UNNECESSARY REQUESTS
START OF SIDISTRIBUTION  BEFORE FLAG UPDATED

Ex. 1005 Fig. 12 (highlighting added).

Third, Brismar does not teach that the “SI distribution in progress flag” that
Petitioners allege is information indicating whether a dynamic SIB is provided by
broadcast or on-demand is part of a Petitioner-identified “first type system
information block (SIB),” a static SIB, as required by the claims. See limitation 7b
(“[/A] first type system information block (SIB) comprising information . ..”), 7g
(“[Tlhe value tag included in the first type SIB.”) (emphasis added), 9b
(“[IIncluding in the first type SIB the information . ..”), and 9¢ (“[T]he value tag
included in the first type SIB.”) (emphasis added). To the contrary, Brismar
suggests “send[ing] the SI distribution in progress flag over the Uu
interface . . . [using] the currently unused bits on an already existing channel such
as the Paging Indicator Channel (PICH) or Acquisition Indicator Channel (AICH)”

or “us[ing] DTX-parts of the P-CCPCH to carry the flag.” Ex. 1005 [0175, 0177]

—11 -
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(emphasis added).

Petitioners concede that Brismar does not disclose the SI distribution in
progress flag in the Petitioner-identified first type SIB (static SIBs) and rely solely
upon their expert’s testimony that a POSITA “would have considered it obvious to
include the information provided by the distribution in progress flag in the [first
identified static] SIB transmitted,” merely because Brismar suggests sending the flag
via the P-CCPCH channel where SIBs are transmitted. Pet. 42 (citing
Ex. 1002 9159). But Brismar explicitly recognizes that SIBs are sent on a first
physical channel, P-CCPCH, Ex. 1005 [0023-24] & [0192], yet Brismar suggested
avoiding using bits already allocated to SIBs to maintain backwards compatibility
with legacy information, id. [0177] (“Yet another embodiment would be to use the
DTX parts of the P-CCPCH to carry the flag. A P-CCPCH slot is 2560 chips long,
but out of these, the first 256 chips are currently not transmitted, and can house 2
bits of information. The SI distribution in progress flag can be mapped to these
bits in one or several slots (see FIG. 15).”) (emphasis added); id. [0065] (touting its
inventions “extend the system information capacity, while maintaining backwards
compatibility for the existing UEs”) (emphasis added); id. [0064] (“But note that
the broadcast channel is read and needs to be understood by all UEs currently
deployed in the networks. All SIBs needed for these legacy UEs need to be

transmitted using the existing Rel-99 framework for system information

—12 —



IPR2024-00402 Patent No. 10,841,958

distribution.”).

Given that Brismar does not disclose a value tag covering a Petitioners’
identified second type SIB or an indication in a first type SIB how the pointed-to
second type SIB is provided to the mobile device, Brismar doubly does not disclose
a particular value tag for a second type SIB that is “associated with a group of plural
second type system information blocks fewer than the total number of second type
information blocks, wherein each of the second type information blocks in the group
has different sibIDs and the group has a group identifier.”

Indeed, Brismar discusses the legacy system whereby “[w]hen a SIB is
modified, the UE must first read the MIB, followed by the Scheduling Block, to find
out which SIB value tag has been changed.” Id. [0020]. Brismar has four proposed
embodiments; however, none use group value tags for the second type SIBs
Petitioner’s identify. For the first embodiment, Brismar teaches that “legacy update
mechanisms may be reused” and “[f]or dynamic SIBS, expiration timers may be
used,” id. [0087], and “[s]imilar to the first embodiment, legacy update mechanisms
may be reused for the second embodiment,” id. [0092]. In the third embodiment,
Brismar suggests for static SIBs that there be one value tag to cover all of them, and
one for each individually, and that the global “value tag may be sent to the UE
whenever the content of a BC2 SIB is modified,” after which “the UE may check

the SB-BC2 and compare the new value tags for the BC2 SIBs with the stored ones”

—13 -
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to determine which need to be reacquired. Id. [0097]. In the fourth and final
embodiment, Brismar teaches that “legacy update mechanisms can be reused to
some extent. However, a new SIB-S value tag may be included in the Paging Type 1
and System Information Change Indication messages. This value tag may be sent to
the UE whenever the content of a SIB-S is modified.” /d. [0109]. That is, like
embodiments 1 and 2, there is a global value tag, but, like embodiment 3, there are
also individual SIB-S value tags.

Therefore, Brismar does not ameliorate Lee’s missing value tag “associated
with a group of plural second type system information blocks fewer than the total
number of second type information blocks, wherein each of the second type
information blocks in the group has different sibIDs and the group has a group
identifier.”

3. Dependent Substitute Claims 8 and 10

As dependent claims of the substitute independent claims have all
limitations of the independent claims from which they depend, and the
independent claims are not anticipated and non-obvious, the dependent claims
are likewise not anticipated and non-obvious. Corning Glass Works v. Sumitomo
Elec. USA, Inc., 868 F.2d 1251, 1256 n.4 (Fed. Cir. 1989) (“Because we
conclude that claim 1 is not anticipated, claim 2, which is dependent on claim 1,

need not be separately discussed.”); In re Fine, 837 F.2d 1071, 1076 (Fed. Cir.

— 14—
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1988) (“Dependent claims are nonobvious under section 103 if the independent
claims from which they depend are nonobvious.”).

In addition, substitute dependent claims further require “transmit[ting] the
group identifier and the group containing the second type SIB by broadcast after
the change.” See Claims 8 and 10. Neither Lee nor Brismar disclose a group
identifier to transmit, nor sending the group named by the group identifier.

VI. INFORMATION OF WHICH THE PATENT OWNER IS AWARE
THAT IS MATERIAL TO THE PATENTABILITY OF SUBSTITUTE
CLAIMS, IF SUCH INFORMATION IS NOT ALREADY OF RECORD
IN THE CASE

Out of an abundance of caution considering Lectrosonics, Inc. v. Zaxcom, Inc.,
IPR2018-01129-15, § 8 (PTAB Feb. 25, 2019) (precedential), Patent Owner is
concurrently producing Invalidity Charts, and the underlying charted references if
not already of record, from a previously related matter, see Paper 18 § II, that
Petitioner contended were material to the patentability of the original claims.

VII. CONCLUSION

For the reasons set forth above, Patent Owner respectfully requests that the

Board grant this MTA and allow the substitute claims.

—15 -
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APPENDIX A—PROPOSED SUBSTITUTE CLAIM LISTING*

Ref | Limitation

Tpre | 7. (proposed substitute for claim 1) An access node of a radio access
network that communicates over a radio interface with a wireless terminal,
the access node comprising:

7a processor circuitry configured:

7b to generate a first type system information block (SIB) comprising
information and a value tag associated with a group of plural second
type system information blocks fewer than the total number of
second type information blocks, wherein each of the second type
information blocks in the group has different sibIDs and the group
has a group identifier, the information indicating whether one or
more associated second type system information blocks are provided
by broadcast or on-demand, the value tag being updated upon a
change of a corresponding second type SIB belonging to the group,
the first type SIB being required for the wireless terminal to perform
an initial access to the radio access network;

Tc upon a change of a second type SIB belonging to the group whose
associated information indicated before the change that the group
containing the second type SIB was provided on-demand, to include
in the first type SIB the information associated with the group
containing the second type SIB indicating that the group containing
the second type SIB is provided by broadcast;

7d transmitter circuitry configured to:

Te transmit the first type SIB;

7f transmit a message that triggers the wireless terminal to receive the
first type SIB, wherein;

7g whether or not the group containing the second type SIB has changed

is determined based on a value tag, associated with the group
containing the second type SIB, stored in the wireless terminal, and the
value tag included in the first type SIB corresponding to the group
containing the second type SIB.

4 Patent Owner follows Petitioner’s limitation reference numbering for

consistency. Patent Owner shows deletions from the original claims with red

brackets surrounding red text and additions with blue underlined text.
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Ref

Limitation

8

8. (proposed substitute for claim 2) The access node of claim [[1]]7,
wherein the transmitter circuitry is further configured to transmit the group
identifier and the group containing the second type SIB by broadcast after
the change.

Opre

9. (proposed substitute for claim 3) A method for an access node of a radio
access network that communicates over a radio interface with a wireless
terminal, the method comprising:

9a

generating a first type system information block (SIB) comprising
information and a value tag associated with a group of plural second
type system information blocks fewer than the total number of second
type information blocks, wherein each of the second type information
blocks in the group has different sibIDs and the group has a group
identifier, the information indicating whether one or more associated
second type system information blocks are provided by broadcast or
on-demand, the value tag being updated upon a change of a
corresponding second type SIB belonging to the group, the first type
SIB being required for the wireless terminal to perform an initial access
to the radio access network;

9b

upon a change of a second type SIB belonging to the group whose
associated information indicated before the change that the group
containing the second type SIB was provided on-demand, including in
the first type SIB the information associated with the group containing
the second type SIB indicating that the group containing the second
type SIB is provided by broadcast;

9¢

transmitting the first type SIB;

9d

transmitting a message that triggers the wireless terminal to receive the
first type SIB, wherein;

9¢

whether or not the group containing the second type SIB has
changed is determined based on a value tag, associated with the
group containing the second type SIB, stored in the wireless
terminal, and the value tag included in the first type SIB
corresponding to the group containing the second type SIB.

10

10. (proposed substitute for claim 4) The method of claim [[3]]9, further
comprising transmitting the group identifier and the group containing the
second type SIB by broadcast after the change.
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