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IPR2024-00402 – Current Status

Demonstrative Exhibit - Not Evidence

Issues to Decide:
• Whether Revised Substitute Claims are Broadening
• Whether Revised Substitute Claims comply with § 112
• Whether Revised Substitute Claims are novel / non-obvious 

over Lee or Lee and Agiwal
Issues Already Decided:
• Validity of Original Claims

• Surrendered by Patent Owner for Non-Contingent Motion 
to Amend
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IPR2024-00402 – Procedural History - Petition

Demonstrative Exhibit - Not Evidence
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Petition (Paper 2) Challenges Claims 1-4 Based on Lee (Ground 1) and Brismar (Ground 2)

Ex. 1004 Ex. 1005
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IPR2024-00402 – Procedural History - POPR

Demonstrative Exhibit - Not Evidence
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Patent Owner Preliminary 
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• Ground 1 (Lee) only 

disputed as to Limitation 
1c/3b’s “Requirement that 
Information in a First Type 
SIB Regarding the Delivery 
Method for a Second Type 
SIB Switches from On 
Demand to By Broadcast”

Paper 10
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IPR2024-00402 – Procedural History - Institution

Demonstrative Exhibit - Not Evidence
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Paper 12, p. 19

Institution:
• Lee (Ground 1) found to teach 

only disputed limitation on 
then-current record
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IPR2024-00402 – Procedural History – Claim Surrender and Non-Contingent MTA

Demonstrative Exhibit - Not Evidence
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• Groups of 2nd type SIBs added
• Value tag now associated with a group of 2nd

type SIBs, not a single SIB

• Determination is now “whether or not the 
group containing the 2nd type SIB” has 
changed, not “whether or not the 2nd type SIB”

Paper 20
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IPR2024-00402 – Procedural History – Opposition to Non-Contingent MTA

Demonstrative Exhibit - Not Evidence
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Paper 22

Summary ArgumentBurdenChallenge (Basis)
Change of determination step from 
determining 2nd Type SIB change to group 
change is broadening

Patent Owner / 
Movant

Improper 
Broadening 
(§ 316(d)(3))

2nd type SIBs not defined and requirement 
that group of 2nd type SIBs have less than all 
2nd type SIBs renders claim indefinite

Petitioner / 
Non-Movant

Indefiniteness 
(§ 112)

Lee teaches all elements of the claimPetitioner / 
Non-Movant

Anticipation (§ 102)

Lee or Lee combined with Agiwal render the 
claims obvious

Petitioner / 
Non-Movant

Obviousness (§
103)
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IPR2024-00402 – Procedural History – Preliminary Guidance

Demonstrative Exhibit - Not Evidence
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Paper 23

Board’s Preliminary GuidanceSummary ArgumentBurdenChallenge 
(Basis)

Agreed with Petitioner
Change of determination step from 
determining 2nd Type SIB change to 
group change is broadening

Patent 
Owner / 
Movant

Improper 
Broadening 
(§ 316(d)(3))

Agreed with Petitioner

2nd type SIBs not defined and 
requirement that group of 2nd type 
SIBs have less than all 2nd type SIBs 
renders claim indefinite

Petitioner / 
Non-
Movant

Indefiniteness 
(§ 112)

Not Addressed
Lee teaches all elements of the claimPetitioner / 

Non-
Movant

Anticipation (§
102)

Agreed with Petitioner
Lee or Lee combined with Agiwal 
render the claims obvious

Petitioner / 
Non-
Movant

Obviousness (§
103)

Ja
n.

 2
3,

 2
02

5

Petitioners' Exhibit 1012, p.8 
AT&T, et al. v. Daingean 

IPR2024-00402



PD3.9

IPR2024-00402 – Procedural History – Revised Non-Contingent MTA

Demonstrative Exhibit - Not Evidence
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• Post-change transmission by 
broadcast now uses “compressed 
format” with only changed 
parameters

• Determination now “whether or not 
the second type SIB belonging to the 
group has changed”

Unchanged from MTA
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IPR2024-00402 – Procedural History – Revised Non-Contingent MTA

Demonstrative Exhibit - Not Evidence
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Arguments Raised:
Claim Construction
• 2nd type SIBs should be 

construed to be all SIBs that are 
not 1st type SIBs

Alleged Distinction over Lee / Lee 
+ Agiwal
• Lee or Lee + Agiwal do not 

teach “the sending of only 
changed parameters of a 
group—i.e., a group in 
compressed format—as 
defined in the revised claims” 
as required by 7h/8f

• No other limitations 
distinguished

Paper 24, pp. 11-14, 16-17
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IPR2024-00402 – Procedural History – Revised Non-Contingent MTA Resp.

Demonstrative Exhibit - Not Evidence

Ja
n.

 8
, 2

02
4

Ap
r. 

22
, 2

02
4

Ju
ly

 1
6,

 2
02

4

Oc
t. 

8,
 2

02
4

De
c.

 3
1,

 2
02

4

Paper 26

Ja
n.

 2
3,

 2
02

5

Fe
b.

 1
1,

 2
02

5

M
ar

. 2
5,

 2
02

5

Summary ArgumentBurdenChallenge (Basis)

• Change of value tag from association with SIB to association 
with SIB group is broadening

• Partial broadcast of SIBs by “compressed format” is 
broadening

Patent 
Owner / 
Movant

Improper Broadening 
(§ 316(d)(3))

• 2nd type SIBs not defined and requirement that group of 2nd

type SIBs have less than all 2nd type SIBs is indefinite
• New partial broadcast renders claims indefinite

Petitioner / 
Non-Movant

Indefiniteness 
(§ 112)

• Newly claimed compressed format broadcast based on 
comparison of value tags not described or enabled

Petitioner / 
Non-Movant

Written Description / 
Enablement (§ 112)

Lee teaches all elements of the claimPetitioner / 
Non-Movant

Anticipation (§ 102)

Lee or Lee combined with Agiwal render the claims obviousPetitioner / 
Non-Movant

Obviousness (§ 103)
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The Revised Substitute Claims Improperly Broaden

Petitioners' Exhibit 1012, p.12 
AT&T, et al. v. Daingean 
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Any Broadening is Strictly Prohibited

Demonstrative Exhibit - Not Evidence

Paper 26 at 1

The requirements for a motion to amend are set out in, among other places, 35 U.S.C. 
§ 316(d) and 37 C.F.R. § 42.121. As relevant to this appeal, 35 U.S.C. § 316(d)(3) 
provides that when a patent owner seeks to amend its claims during an inter partes 
review, the amended claims "may not enlarge the scope of the claims of the patent."
Similarly, 37 C.F.R. § 42.121(a)(2)(ii) explains that "[a] motion to amend may be 
denied where . . . [t]he amendment seeks to enlarge the scope of the claims." In the 
similar contexts of claim reissuance and reexamination, which likewise disallow a 
patent owner from enlarging the scope of its claims, we have explained that a claim 
"is broader in scope than the original claim[] if it contains within its scope any 
conceivable apparatus or process which would not have infringed the original 
patent." Hockerson-Halberstadt, Inc. v. Converse Inc., 183 F.3d 1369, 1374 (Fed. Cir. 
1999); see also id. at 1373-74 ("In determining whether a patentee broadened a 
reexamined claim under 35 U.S.C. § 305, this court uses the same test as for reissue 
claims . . . .").

Sisvel Int’l S.A. v. Sierra Wireless, Inc., 81 F.4th 1231, 1237 (Fed. Cir. 2023) 
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AT&T, et al. v. Daingean 

IPR2024-00402



PD3.14

1. The Revised Substitute Claims improperly broaden by changing the claimed 
association of the value tag from between the value tag and a SIB to between 
the value tag and a group of SIBs

2. The Revised Substitute Claims improperly broaden by introducing partial 
broadcast of changed SIB

Improper Broadening

Petitioners' Exhibit 1012, p.14 
AT&T, et al. v. Daingean 
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’958 Patent – Original Claims

Demonstrative Exhibit - Not Evidence

Ex. 1001 at 27:28-58.

[1pre]. An access node of a radio access network that communicates over a radio interface with a 
wireless terminal, the access node comprising:

[1a] processor circuitry configured:
[1b] to generate a first type system information block (SIB) comprising information and a value 
tag, the information indicating whether one or more associated second type system information 
blocks are provided by broadcast or on-demand, the value tag being updated upon a change of 
a corresponding second type SIB, the first type SIB being required for the wireless terminal to 
perform an initial access to the radio access network;
[1c] upon a change of a second type SIB whose associated information indicated before the 
change that the second type SIB was provided on-demand, to include in the first type SIB the 
information associated with the second type SIB indicating that the second type SIB is provided 
by broadcast;

[1d] transmitter circuitry configured to:
[1e] transmit the first type SIB;
[1f] transmit a message that triggers the wireless terminal to receive the first type SIB, wherein;

[1g] whether or not the second type SIB has changed is determined based on a value tag, 
associated with the second type SIB, stored in the wireless terminal, and the value tag included in 
the first type SIB corresponding to the second type SIB.

[2] The access node of claim 1, wherein the transmitter circuitry is further configured to transmit the 
second type SIB by broadcast after the change.

Petitioners' Exhibit 1012, p.15 
AT&T, et al. v. Daingean 
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’958 Patent – Original Claims

Demonstrative Exhibit - Not Evidence

Paper 26 at 2; Paper 32 at 2-3

[…]
[1b] to generate a first type system information block (SIB) 
comprising information and a value tag, the information 
indicating whether one or more associated second type 
system information blocks are provided by broadcast or 
on-demand, the value tag being updated upon a change of 
a corresponding second type SIB, the first type SIB being 
required for the wireless terminal to perform an initial 
access to the radio access network;
[1c] upon a change of a second type SIB whose 
associated information indicated before the change that 
the second type SIB was provided on-demand, to include 
in the first type SIB the information associated with the 
second type SIB indicating that the second type SIB is 
provided by broadcast;

[…]
[1g] whether or not the second type SIB has changed is 
determined based on a value tag, associated with the second 
type SIB, stored in the wireless terminal, and the value tag 
included in the first type SIB corresponding to the second 
type SIB.

SIB
Tag

SIB Change If and 
only if

Value Tag 
Change

Petitioners' Exhibit 1012, p.16 
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’958 Patent – Substitute Claims – Board Guidance

Demonstrative Exhibit - Not Evidence

Paper 23 at 5

Petitioners' Exhibit 1012, p.17 
AT&T, et al. v. Daingean 
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’958 Patent – Revised Substitute Claim 7 
(Delta from Original Substitute Claim 7 and 8 in Red/Green)

Demonstrative Exhibit - Not Evidence

Papers 20, 24

[7pre]. An access node of a radio access network that communicates over a radio interface with a wireless terminal, the access node 
comprising:

[7a] processor circuitry configured:
[7b] to generate a first type system information block (SIB) comprising information and a value tag associated with a group of 
plural second type system information blocks fewer than the total number of second type information blocks, wherein each of the 
second type information blocks in the group has different sibIDs and the group has a group identifier, the information indicating 
whether one or more associated second type system information blocks are provided by broadcast or on-demand, the value tag 
being updated upon a change of a corresponding second type SIB belonging to the group, the first type SIB being required for the 
wireless terminal to perform an initial access to the radio access network;
[7c] upon a change of a second type SIB belonging to the group whose associated information indicated before the change that 
the group containing the second type SIB was provided on-demand, to include in the first type SIB the information associated 
with the group containing the second type SIB indicating that the group containing the second type SIB is provided by broadcast;

[7d] transmitter circuitry configured to:
[7e] transmit the first type SIB;
[7f] transmit a message that triggers the wireless terminal to receive the first type SIB, wherein;

[7g] whether or not [[the group containing]] the second type SIB belonging to the group has changed is determined based on a value 
tag, associated with the group containing the second type SIB, stored in the wireless terminal, and the value tag included in the first 
type SIB corresponding to the group containing the second type SIB; and[[.]]
[7h] [[the access node of claim 7, wherein the transmitter circuitry is further configured to]] transmit by broadcast after the change 
the group identifier and the group containing the second type SIB [[by broadcast after the change]] in compressed format including 
only changed ones of plural parameters of the group containing the second type SIB based on a comparison of the value tag, 
associated with the group containing the second type SIB, stored in the wireless terminal, and the value tag included in the first type 
SIB corresponding to the group containing the second type SIB.

Petitioners' Exhibit 1012, p.18 
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’958 Patent – Revised Substitute Claim 7 
(Delta from Original Substitute Claim 7 and 8 in Red/Green)

Demonstrative Exhibit - Not Evidence

Paper 26 at 2-4; Paper 32 at 2-3

[…]
[7b] to generate a first type system information block (SIB) comprising 
information and a value tag associated with a group of plural second type 
system information blocks fewer than the total number of second type 
information blocks, wherein each of the second type information blocks in 
the group has different sibIDs and the group has a group identifier, the 
information indicating whether one or more associated second type system 
information blocks are provided by broadcast or on-demand, the value tag 
being updated upon a change of a corresponding second type SIB 
belonging to the group, the first type SIB being required for the wireless 
terminal to perform an initial access to the radio access network;
[7c] upon a change of a second type SIB belonging to the group whose 
associated information indicated before the change that the group 
containing the second type SIB was provided on-demand, to include in the 
first type SIB the information associated with the group containing the 
second type SIB indicating that the group containing the second type SIB is 
provided by broadcast;

[…]
[7g] whether or not [[the group containing]] the second type SIB belonging to 
the group has changed is determined based on a value tag, associated with 
the group containing the second type SIB, stored in the wireless terminal, and 
the value tag included in the first type SIB corresponding to the group 
containing the second type SIB; and[[.]]
[…]

SIB1 SIB2

Group

Tag

SIB2 SIB3

Group

Tag

Petitioners' Exhibit 1012, p.19 
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’958 Patent – Substitute Claims – Board Guidance

Demonstrative Exhibit - Not Evidence

Paper 23 at 6

Petitioners' Exhibit 1012, p.20 
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1. The Revised Substitute Claims improperly broaden by changing the claimed 
association of the value tag from between the value tag and a SIB to between 
the value tag and a group of SIBs

2. The Revised Substitute Claims improperly broaden by introducing partial 
broadcast of changed SIB

Improper Broadening

Petitioners' Exhibit 1012, p.21 
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’958 Patent – Original Claims

Demonstrative Exhibit - Not Evidence

Paper 26 at 4-5; Paper 32 at 3-5

[…]
[1b] to generate a first type system information 
block (SIB) comprising information and a value 
tag, the information indicating whether one or 
more associated second type system 
information blocks are provided by broadcast or 
on-demand, the value tag being updated upon 
a change of a corresponding second type SIB, 
the first type SIB being required for the wireless 
terminal to perform an initial access to the radio 
access network;
[1c] upon a change of a second type SIB
whose associated information indicated before 
the change that the second type SIB was 
provided on-demand, to include in the first type 
SIB the information associated with the second 
type SIB indicating that the second type SIB is 
provided by broadcast;

[…]

Broadcast

On Demand

Change

Broadcast

On Demand

SIB (On-Demand, Pre-Change)
Param 1 …….......................… A
Param 2 ……………………….…… B
Param 3 ……………………………. Z

SIB (Post-change broadcast)
Param 1 ……...… X (changed)
Param 2 ………… Y (changed)
Param 3 …………………………. Z

Change
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’958 Patent – Revised Substitute Claim 7 
(Delta from Original Substitute Claim 7 and 8 in Red/Green)

Demonstrative Exhibit - Not Evidence

[…]
[7b] to generate a first type system information block (SIB) comprising 
information and a value tag associated with a group of plural second type 
system information blocks fewer than the total number of second type 
information blocks, wherein each of the second type information blocks in the 
group has different sibIDs and the group has a group identifier, the 
information indicating whether one or more associated second type system 
information blocks are provided by broadcast or on-demand, the value tag 
being updated upon a change of a corresponding second type SIB belonging 
to the group, the first type SIB being required for the wireless terminal to 
perform an initial access to the radio access network;
[7c] upon a change of a second type SIB belonging to the group whose 
associated information indicated before the change that the group containing 
the second type SIB was provided on-demand, to include in the first type SIB 
the information associated with the group containing the second type SIB 
indicating that the group containing the second type SIB is provided by 
broadcast;

[…]
[7h] [[the access node of claim 7, wherein the transmitter circuitry is further 
configured to]] transmit by broadcast after the change the group identifier and 
the group containing the second type SIB [[by broadcast after the change]] in 
compressed format including only changed ones of plural parameters of the 
group containing the second type SIB based on a comparison of the value tag, 
associated with the group containing the second type SIB, stored in the wireless 
terminal, and the value tag included in the first type SIB corresponding to the 
group containing the second type SIB. Paper 26 at 4-5; Paper 32 at 3-5

SIB (Pre-Change)
Param 1 …….................… A
Param 2 ………………….…… B
Param 3 ………………………. Z

SIB SIB

Group

SIB SIB

Group

SIB (Post-Change)
Param 1 …….. X (Changed)
Param 2 ……… Y (Changed)
Param 3 ………………………. Z

SIB (“Broadcast”)
Param 1 …….. X (Changed)
Param 2 ……… Y (Changed)
Param 3 ………………………. Z

SIB (“Broadcast”)
Param 1 …….. X (Changed)
Param 2 ……… Y (Changed)

?
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The Revised Substitute Claims Are Indefinite

Petitioners' Exhibit 1012, p.24 
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1. The Revised Substitute Claims’ recitation of “a group of plural second type 
system information blocks fewer than the total number of second type 
information blocks” allows the claim scope to be arbitrarily manipulated 
through the undefined second type SIB term.

2. The Revised Substitute Claims’ partial broadcast scheme makes distinction 
between “on demand” and “broadcast” of a SIB vague and ambiguous.

Indefiniteness
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’958 Patent – Revised Substitute Claim 7 
(Delta from Original Substitute Claim 7 and 8 in Red/Green)

Demonstrative Exhibit - Not Evidence

Paper 26 at 6-10; Paper 32 at 5-7

[…]
[7b] to generate a first type system information 
block (SIB) comprising information and a value 
tag associated with a group of plural second 
type system information blocks fewer than the 
total number of second type information 
blocks, wherein each of the second type 
information blocks in the group has different 
sibIDs and the group has a group identifier, 
the information indicating whether one or more 
associated second type system information 
blocks are provided by broadcast or on-
demand, the value tag being updated upon a 
change of a corresponding second type SIB 
belonging to the group, the first type SIB being 
required for the wireless terminal to perform 
an initial access to the radio access network;

[…]

SIB1 SIB2 SIB3 SIB4 SIB5 SIB6

Group 1 Group 2

SIB1 SIB2 SIB3 SIB4 SIB5 SIB6

Group 1 Group 2

Claim Practiced

Claim Avoided
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’958 Patent – Substitute Claims – Board Guidance

Demonstrative Exhibit - Not Evidence

Paper 23 at 9-10
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Testimony of Karthikeyan Sundaresan, Ph.D. (Patent Owner’s Expert)

Demonstrative Exhibit - Not Evidence

Ex. 1011 at 49:2-6.
Paper 26 at 9-10
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Unrebutted Testimony of Dr. Stark

Demonstrative Exhibit - Not Evidence

Ex. 1010 at Para. 32
Paper 26 at 7-8
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Unrebutted Testimony of Dr. Stark

Demonstrative Exhibit - Not Evidence

Ex. 1010 at Para. 33
Paper 26 at 7-8
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’958 Patent (Ex. 1001)

Demonstrative Exhibit - Not Evidence

Ex. 1001 at 8:17-33
Paper 26 at 8-9

Petitioners' Exhibit 1012, p.31 
AT&T, et al. v. Daingean 

IPR2024-00402



PD3.32

’958 Patent (Ex. 1001)

Demonstrative Exhibit - Not Evidence

Ex. 1001 at 26:65-27:12
Paper 26 at 8-9
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’958 Patent – Revised Substitute Claim 7 
(Delta from Original Substitute Claim 7 and 8 in Red/Green)

Demonstrative Exhibit - Not Evidence

Paper 26 at 10

[…]
[7b] to generate a first type system information block (SIB) comprising 
information and a value tag associated with a group of plural second type 
system information blocks fewer than the total number of second type 
information blocks, wherein each of the second type information blocks in the 
group has different sibIDs and the group has a group identifier, the information 
indicating whether one or more associated second type system information 
blocks are provided by broadcast or on-demand, the value tag being updated 
upon a change of a corresponding second type SIB belonging to the group, 
the first type SIB being required for the wireless terminal to perform an initial 
access to the radio access network;
[…]

[7h] [[the access node of claim 7, wherein the transmitter circuitry is further 
configured to]] transmit by broadcast after the change the group identifier and the 
group containing the second type SIB [[by broadcast after the change]] in 
compressed format including only changed ones of plural parameters of the 
group containing the second type SIB based on a comparison of the value tag, 
associated with the group containing the second type SIB, stored in the wireless 
terminal, and the value tag included in the first type SIB corresponding to the 
group containing the second type SIB.
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1. The Revised Substitute Claims’ recitation of “a group of plural second type 
system information blocks fewer than the total number of second type 
information blocks” allows the claim scope to be arbitrarily manipulated 
through the undefined second type SIB term.

2. The Revised Substitute Claims’ partial broadcast scheme makes distinction 
between “on demand” and “broadcast” of a SIB vague and ambiguous.

Indefiniteness
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’958 Patent – Revised Substitute Claim 7 
(Delta from Original Substitute Claim 7 and 8 in Red/Green)

Demonstrative Exhibit - Not Evidence

[…]
[7b] to generate a first type system information block (SIB) comprising 
information and a value tag associated with a group of plural second type 
system information blocks fewer than the total number of second type 
information blocks, wherein each of the second type information blocks in the 
group has different sibIDs and the group has a group identifier, the 
information indicating whether one or more associated second type system 
information blocks are provided by broadcast or on-demand, the value tag 
being updated upon a change of a corresponding second type SIB belonging 
to the group, the first type SIB being required for the wireless terminal to 
perform an initial access to the radio access network;
[7c] upon a change of a second type SIB belonging to the group whose 
associated information indicated before the change that the group containing 
the second type SIB was provided on-demand, to include in the first type SIB 
the information associated with the group containing the second type SIB 
indicating that the group containing the second type SIB is provided by 
broadcast;

[…]
[7h] [[the access node of claim 7, wherein the transmitter circuitry is further 
configured to]] transmit by broadcast after the change the group identifier and 
the group containing the second type SIB [[by broadcast after the change]] in 
compressed format including only changed ones of plural parameters of the 
group containing the second type SIB based on a comparison of the value tag, 
associated with the group containing the second type SIB, stored in the wireless 
terminal, and the value tag included in the first type SIB corresponding to the 
group containing the second type SIB. Paper 26 at 10-11; Paper 32 at 7-8
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The Revised Substitute Claims Lack Sufficient Written 
Description and Enabling Disclosure
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[…]
[7c] upon a change of a second type SIB
belonging to the group whose associated 
information indicated before the change that 
the group containing the second type SIB 
was provided on-demand, to include in the 
first type SIB the information associated with 
the group containing the second type SIB 
indicating that the group containing the 
second type SIB is provided by broadcast;

[…]
[7h] [[the access node of claim 7, wherein the 
transmitter circuitry is further configured to]]
transmit by broadcast after the change the 
group identifier and the group containing the 
second type SIB [[by broadcast after the 
change]] in compressed format including only 
changed ones of plural parameters of the 
group containing the second type SIB based 
on a comparison of the value tag, associated 
with the group containing the second type SIB, 
stored in the wireless terminal, and the value 
tag included in the first type SIB corresponding 
to the group containing the second type SIB.

Paper 26 at 11

Broadcast Embodiment:
• No communication of 

value tag from terminal 
to access node

• No explanation of how 
group value tags 
(differing by 1) allow 
change in SIBs or 
change of parameters in 
SIBs to be determined

• No explanation of how 
value tag comprisons 
are used to derive 
compressed format
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[…]
[7c] upon a change of a second type SIB
belonging to the group whose associated 
information indicated before the change that 
the group containing the second type SIB 
was provided on-demand, to include in the 
first type SIB the information associated with 
the group containing the second type SIB 
indicating that the group containing the 
second type SIB is provided by broadcast;

[…]
[7h] [[the access node of claim 7, wherein the 
transmitter circuitry is further configured to]]
transmit by broadcast after the change the 
group identifier and the group containing the 
second type SIB [[by broadcast after the 
change]] in compressed format including only 
changed ones of plural parameters of the 
group containing the second type SIB based 
on a comparison of the value tag, associated 
with the group containing the second type SIB, 
stored in the wireless terminal, and the value 
tag included in the first type SIB corresponding 
to the group containing the second type SIB.

Paper 32 at 11

On Demand Embodiment:
• Claimed broadcast does 

not occur
• No explanation of how 

group value tags 
(differing by 1) allow 
change in SIBs or 
change of parameters in 
SIBs to be determined

• No explanation of how 
value tag comprisons 
are used to derive 
compressed format

On Demand

Petitioners' Exhibit 1012, p.38 
AT&T, et al. v. Daingean 

IPR2024-00402



PD3.39

The Revised Substitute Claims Are Anticipated by Lee or 
Obvious over Lee and Agiwal
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Papers 10, 20, 24

Corresponding 
Revised Substitute 
Claim Limitation

Corresponding 
Substitute Claim 

Limitation

Original Limitation

7Pre/8Pre7Pre/9Pre1Pre/3Pre
7a7a1a

7b/8a7b/9a1b/3a
7c/8b7c/9b1c/3b*

7d7d1d
7e/8c7e/9c1e/3c
7f/8d7f/9d1f/3d
7g/8e7g/9e1g/3e
7h/8f*8/102/4

Green = Amended
* = distinction argued over Lee
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Uncontested Issues – Lee / Lee and Agiwal

Demonstrative Exhibit - Not Evidence

Paper 24

• Prior Art status of Lee and Agiwal
• Motivation to combine Lee and Agiwal
• Most claim limitations 

• Only 7h/8f addressed in Revised Motion to Amend
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Unrebutted Expert Testimony – Lee and Lee + Agiwal

Demonstrative Exhibit - Not Evidence

Papers 2, 22, 26 (Passim)

Stark I (Ex. 1002)
Stark II (Ex. 1010)

Corresponding Revised 
Substitute Claim Limitation

Corresponding Substitute 
Claim Limitation

Ex. 1002 ¶¶ 89-93, 1377Pre/8Pre7Pre/9Pre
Ex. 1002 ¶¶ 94-977a7a

Ex. 1002 ¶¶ 98-106, 138
Ex. 1010 ¶¶ 42-48, 58

7b/8a7b/9a

Ex. 1002 ¶¶ 107-112, 139
Ex. 1010 ¶¶ 49-50, 58

7c/8b7c/9b

Ex. 1002 ¶¶ 113-1157d7d
Ex. 1002 ¶¶ 116-119, 1407e/8c7e/9c
Ex. 1002 ¶¶ 120-126, 1417f/8d7f/9d
Ex. 1002 ¶¶ 127-131, 142

Ex. 1010 ¶¶ 51-52, 58
7g/8e7g/9e

Ex. 1002 ¶¶ 132-134, 143
Ex. 1010 ¶¶ 53-57, 59

7h/8f8/10
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Paper 24

[7b] to generate a first type system information block (SIB) comprising information and a value 
tag associated with a group of plural second type system information blocks fewer than the 
total number of second type information blocks, wherein each of the second type information 
blocks in the group has different sibIDs and the group has a group identifier, the information 
indicating whether one or more associated second type system information blocks are 
provided by broadcast or on-demand, the value tag being updated upon a change of a 
corresponding second type SIB belonging to the group, the first type SIB being required for 
the wireless terminal to perform an initial access to the radio access network;

Petitioners' Exhibit 1012, p.43 
AT&T, et al. v. Daingean 

IPR2024-00402



PD3.44
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Demonstrative Exhibit - Not Evidence

Papers 24

[8a] generating a first type system information block (SIB) comprising information and a 
value tag associated with a group of plural second type system information blocks fewer 
than the total number of second type information blocks, wherein each of the second type 
information blocks in the group has different sibIDs and the group has a group identifier, the 
information indicating whether one or more associated second type system information 
blocks are provided by broadcast or on-demand, the value tag being updated upon a change 
of a corresponding second type SIB belonging to the group, the first type SIB being required 
for the wireless terminal to perform an initial access to the radio access network;
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Lee Teaches 1st Type SIB with Info to Obtain other SIBs

Demonstrative Exhibit - Not Evidence

Ex. 1004 at [0071]-[0072]
Paper paper 2 at 20; 20 at 6
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Lee Teaches 1st Type SIB with Info to Obtain other SIBs

Demonstrative Exhibit - Not Evidence

Ex. 1004 at Fig. 13
Paper paper 2 at 20; 22 at 6

1st Type SIB

2nd Type SIB(s)
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Lee Teaches Second-Type, Non-Broadcast SIBs

Demonstrative Exhibit - Not Evidence

Ex. 1004 at [0118], [0175]-[0178]
Paper 20 at 7
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Lee Teaches Value Tags for Different Types of On-Demand System Info

Demonstrative Exhibit - Not Evidence

Ex. 1004 at [0118], [0168]
Paper 22 at 7
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Lee Teaches Associating SIBs with a Service and requesing SIB(s) by Service

Demonstrative Exhibit - Not Evidence

Ex. 1004 at [0118], [0175]-[0178]
Paper 22 at 7
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Agiwal Teaches Grouping of SIBs

Demonstrative Exhibit - Not Evidence

Ex. 1008 at Fig. 3
Paper 22 at 13

Petitioners' Exhibit 1012, p.50 
AT&T, et al. v. Daingean 

IPR2024-00402



PD3.51

Agiwal Teaches Grouping of SIBs

Demonstrative Exhibit - Not Evidence

Ex. 1008 at [0066]-[0068]
Paper 22 at 13
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Agiwal Teaches Broadcast of Value Tags for Groups of SIBs

Demonstrative Exhibit - Not Evidence

Ex. 1008 at [00256]
Paper 22 at 13
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Agiwal Teaches Broadcast of Info for Secondary SIBs with Essential System Info

Demonstrative Exhibit - Not Evidence

Ex. 1008 at [0080]-[0081]
Paper 22 at 13
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Demonstrative Exhibit - Not Evidence

Paper 24

[7c] upon a change of a second type SIB belonging to the group whose associated information 
indicated before the change that the group containing the second type SIB was provided on-
demand, to include in the first type SIB the information associated with the group containing
the second type SIB indicating that the group containing the second type SIB is provided by 
broadcast;
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Demonstrative Exhibit - Not Evidence

Paper 24

[8b] upon a change of a second type SIB belonging to the group whose associated information indicated 
before the change that the group containing the second type SIB was provided on-demand, to include in 
the first type SIB the information associated with the group containing the second type SIB indicating 
that the group containing the second type SIB is provided by broadcast;
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Lee Teaches Broadcast of On-Demand System Info after Change

Demonstrative Exhibit - Not Evidence

Ex. 1004 at [0118], [0167], [0168]
Paper 22 at 7-8
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Agiwal Teaches Change from On-Demand to Broadcast System Information

Demonstrative Exhibit - Not Evidence

Ex. 1008 at [0079], [0262]-[0263]
Paper 22 at 14-15
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(Delta from Original Substitute Claim 7 and 8 in Red/Green)

Demonstrative Exhibit - Not Evidence

Papers 20, 24

[7g] whether or not [[the group containing]] the second type SIB belonging to the group has changed is 
determined based on a value tag, associated with the group containing the second type SIB, stored in 
the wireless terminal, and the value tag included in the first type SIB corresponding to the group 
containing the second type SIB; and[[.]]

Petitioners' Exhibit 1012, p.58 
AT&T, et al. v. Daingean 

IPR2024-00402



PD3.59

’958 Patent – Revised Substitute Claim 8
(Delta from Original Substitute Claim 9 and 10 in Red/Green)

Demonstrative Exhibit - Not Evidence

Papers 20, 24

[8e] whether or not [[the group containing]] the second type SIB belonging to the group has changed is 
determined based on a value tag, associated with the group containing the second type SIB, stored in 
the wireless terminal, and the value tag included in the first type SIB corresponding to the group 
containing the second type SIB; and[[.]]
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Lee Teaches Use of Value Tag to Determine What 2nd Type SIB Groups Changed

Demonstrative Exhibit - Not Evidence

Ex. 1004 at [0168], [0169] 
Paper 22 at 9
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Lee Teaches Use of Value Tag to Determine What 2nd Type SIB Groups Changed

Demonstrative Exhibit - Not Evidence

Ex. 1004 at [0177], [0178] 
Paper 22 at 9

Petitioners' Exhibit 1012, p.61 
AT&T, et al. v. Daingean 

IPR2024-00402



PD3.62

Agiwal Teaches Broadcast of Value Tags for Groups of SIBs to Indicate Change in SIBs in 
Group

Demonstrative Exhibit - Not Evidence

Ex. 1008 at [0256], [0262]-[0263]
Paper 22 at 14-15
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(Delta from Original Substitute Claim 7 and 8 in Red/Green)

Demonstrative Exhibit - Not Evidence

Papers 20, 24

[7h] [[the access node of claim 7, wherein the transmitter circuitry is further configured to]] transmit by 
broadcast after the change the group identifier and the group containing the second type SIB [[by 
broadcast after the change]] in compressed format including only changed ones of plural parameters of 
the group containing the second type SIB based on a comparison of the value tag, associated with the 
group containing the second type SIB, stored in the wireless terminal, and the value tag included in the 
first type SIB corresponding to the group containing the second type SIB.
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Demonstrative Exhibit - Not Evidence

Papers 20, 24

[8f] [[The method of claim 9, further comprising]] transmitting by broadcast after the change the group 
identifier and the group containing the second type SIB [[by broadcast after the change]] in compressed 
format including only changed ones of plural parameters of the group containing the second type SIB 
based on a comparison of the value tag, associated with the group containing the second type SIB, 
stored in the wireless terminal, and the value tag included in the first type SIB corresponding to the 
group containing the second type SIB.
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Lee Teaches Broadcasting Only Changed On-Demand System Info of Particular Type

Demonstrative Exhibit - Not Evidence

Ex. 1004 at [0167], [0175]-[0178]
Paper 22 at 10, Paper 26 at 16-17
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Agiwal Teaches Transmission of SIB Groups with SIB Group Ids

Demonstrative Exhibit - Not Evidence

Ex. 1008 at [0067], [0256]
Paper 22 at 15
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Original Challenged Claims
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Demonstrative Exhibit - Not Evidence

Ex. 1001 at 27:28-58.

[1pre]. An access node of a radio access network that communicates over a radio interface with a 
wireless terminal, the access node comprising:

[1a] processor circuitry configured:
[1b] to generate a first type system information block (SIB) comprising information and a value 
tag, the information indicating whether one or more associated second type system information 
blocks are provided by broadcast or on-demand, the value tag being updated upon a change of 
a corresponding second type SIB, the first type SIB being required for the wireless terminal to 
perform an initial access to the radio access network;
[1c] upon a change of a second type SIB whose associated information indicated before the 
change that the second type SIB was provided on-demand, to include in the first type SIB the 
information associated with the second type SIB indicating that the second type SIB is provided 
by broadcast;

[1d] transmitter circuitry configured to:
[1e] transmit the first type SIB;
[1f] transmit a message that triggers the wireless terminal to receive the first type SIB, wherein;

[1g] whether or not the second type SIB has changed is determined based on a value tag, 
associated with the second type SIB, stored in the wireless terminal, and the value tag included in 
the first type SIB corresponding to the second type SIB.

[2] The access node of claim 1, wherein the transmitter circuitry is further configured to transmit the 
second type SIB by broadcast after the change.
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’958 Patent – Original Claims 3 and 4

Demonstrative Exhibit - Not Evidence

Ex. 1001 at 27:59-28:18

[3pre]. A method for an access node of a radio access network that communicates over a radio 
interface with a wireless terminal, the method comprising:

[3a] generating a first type system information block (SIB) comprising information and a value tag, 
the information indicating whether one or more associated second type system information blocks 
are provided by broadcast or on-demand, the value tag being updated upon a change of a 
corresponding second type SIB, the first type SIB being required for the wireless terminal to 
perform an initial access to the radio access network;
[3b] upon a change of a second type SIB whose associated information indicated before the 
change that the second type SIB was provided on-demand, including in the first type SIB the 
information associated with the second type SIB indicating that the second type SIB is provided by 
broadcast;
[3c] transmitting the first type SIB;
[3d] transmitting a message that triggers the wireless terminal to receive the first type SIB, 
wherein;

[3e] whether or not the second type SIB has changed is determined based on a value tag, 
associated with the second type SIB, stored in the wireless terminal, and the value tag included 
in the first type SIB corresponding to the second type SIB.

4. The method of claim 3, further comprising transmitting the second type SIB by broadcast after the 
change.
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Ex. 1001 at 27:59-28:18

Corresponding Claim 3/4 
Limitation

Claim 1/2 Limitation

3pre1Pre
1a

3a1b
3b1c

1d
3c1e
3d1f
3e1g
42
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Substitute Claims
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Demonstrative Exhibit - Not Evidence

Paper 20

[7pre]. An access node of a radio access network that communicates over a radio interface with a wireless terminal, the 
access node comprising:

[7a] processor circuitry configured:
[7b] to generate a first type system information block (SIB) comprising information and a value tag associated with a 
group of plural second type system information blocks fewer than the total number of second type information blocks, 
wherein each of the second type information blocks in the group has different sibIDs and the group has a group 
identifier, the information indicating whether one or more associated second type system information blocks are 
provided by broadcast or on-demand, the value tag being updated upon a change of a corresponding second type SIB 
belonging to the group, the first type SIB being required for the wireless terminal to perform an initial access to the radio 
access network;
[7c] upon a change of a second type SIB belonging to the group whose associated information indicated before the 
change that the group containing the second type SIB was provided on-demand, to include in the first type SIB the 
information associated with the group containing the second type SIB indicating that the group containing the second 
type SIB is provided by broadcast;

[7d] transmitter circuitry configured to:
[7e] transmit the first type SIB;
[7f] transmit a message that triggers the wireless terminal to receive the first type SIB, wherein;

[7g] whether or not the group containing the second type SIB has changed is determined based on a value tag, associated 
with the group containing the second type SIB, stored in the wireless terminal, and the value tag included in the first type 
SIB corresponding to the group containing the second type SIB.

[8] The access node of claim 7, wherein the transmitter circuitry is further configured to transmit the group identifier and the 
group containing the second type SIB by broadcast after the change.
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’958 Patent – Original Substitute Claims 9 and 10

Demonstrative Exhibit - Not Evidence

Paper 20

[9pre]. A method for an access node of a radio access network that communicates over a radio interface with a 
wireless terminal, the method comprising:

[9a] generating a first type system information block (SIB) comprising information and a value tag associated with a 
group of plural second type system information blocks fewer than the total number of second type information 
blocks, wherein each of the second type information blocks in the group has different sibIDs and the group has a 
group identifier, the information indicating whether one or more associated second type system information blocks 
are provided by broadcast or on-demand, the value tag being updated upon a change of a corresponding second 
type SIB belonging to the group, the first type SIB being required for the wireless terminal to perform an initial 
access to the radio access network;
[9b] upon a change of a second type SIB belonging to the group whose associated information indicated before the 
change that the group containing the second type SIB was provided on-demand, to include in the first type SIB the 
information associated with the group containing the second type SIB indicating that the group containing the 
second type SIB is provided by broadcast;
[9c] transmitting the first type SIB;
[9d] transmitting a message that triggers the wireless terminal to receive the first type SIB, wherein;

[9e] whether or not the group containing the second type SIB has changed is determined based on a value tag, 
associated with the group containing the second type SIB, stored in the wireless terminal, and the value tag 
included in the first type SIB corresponding to the group containing the second type SIB.

10. The method of claim 9, further comprising transmitting the group identifier and the group containing the second 
type SIB by broadcast after the change.
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Paper 20

Corresponding Claim 9/10 
Limitation

Claim 7/8 Limitation

9pre7Pre
7a

9a7b
9b7c

7d
9c7e
9d7f
9e7g
108
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Revised Substitute Claims
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Demonstrative Exhibit - Not Evidence

Papers 20, 24

[7pre]. An access node of a radio access network that communicates over a radio interface with a wireless terminal, the access node 
comprising:

[7a] processor circuitry configured:
[7b] to generate a first type system information block (SIB) comprising information and a value tag associated with a group of 
plural second type system information blocks fewer than the total number of second type information blocks, wherein each of the 
second type information blocks in the group has different sibIDs and the group has a group identifier, the information indicating 
whether one or more associated second type system information blocks are provided by broadcast or on-demand, the value tag 
being updated upon a change of a corresponding second type SIB belonging to the group, the first type SIB being required for the 
wireless terminal to perform an initial access to the radio access network;
[7c] upon a change of a second type SIB belonging to the group whose associated information indicated before the change that 
the group containing the second type SIB was provided on-demand, to include in the first type SIB the information associated 
with the group containing the second type SIB indicating that the group containing the second type SIB is provided by broadcast;

[7d] transmitter circuitry configured to:
[7e] transmit the first type SIB;
[7f] transmit a message that triggers the wireless terminal to receive the first type SIB, wherein;

[7g] whether or not [[the group containing]] the second type SIB belonging to the group has changed is determined based on a value 
tag, associated with the group containing the second type SIB, stored in the wireless terminal, and the value tag included in the first 
type SIB corresponding to the group containing the second type SIB; and[[.]]
[7h] [[the access node of claim 7, wherein the transmitter circuitry is further configured to]] transmit by broadcast after the change 
the group identifier and the group containing the second type SIB [[by broadcast after the change]] in compressed format including 
only changed ones of plural parameters of the group containing the second type SIB based on a comparison of the value tag, 
associated with the group containing the second type SIB, stored in the wireless terminal, and the value tag included in the first type 
SIB corresponding to the group containing the second type SIB.
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[8pre]. A method for an access node of a radio access network that communicates over a radio interface with a wireless 
terminal, the method comprising:

[8a] generating a first type system information block (SIB) comprising information and a value tag associated with a group 
of plural second type system information blocks fewer than the total number of second type information blocks, wherein 
each of the second type information blocks in the group has different sibIDs and the group has a group identifier, the 
information indicating whether one or more associated second type system information blocks are provided by broadcast or 
on-demand, the value tag being updated upon a change of a corresponding second type SIB belonging to the group, the 
first type SIB being required for the wireless terminal to perform an initial access to the radio access network;
[8b] upon a change of a second type SIB belonging to the group whose associated information indicated before the change 
that the group containing the second type SIB was provided on-demand, to include in the first type SIB the information 
associated with the group containing the second type SIB indicating that the group containing the second type SIB is 
provided by broadcast;
[8c] transmitting the first type SIB;
[8d] transmitting a message that triggers the wireless terminal to receive the first type SIB, wherein;

[8e] whether or not [[the group containing]] the second type SIB belonging to the group has changed is determined 
based on a value tag, associated with the group containing the second type SIB, stored in the wireless terminal, and the 
value tag included in the first type SIB corresponding to the group containing the second type SIB; and[[.]]
[8f] [[The method of claim 9, further comprising]] transmitting by broadcast after the change the group identifier and the 
group containing the second type SIB [[by broadcast after the change]] in compressed format including only changed 
ones of plural parameters of the group containing the second type SIB based on a comparison of the value tag, 
associated with the group containing the second type SIB, stored in the wireless terminal, and the value tag included in 
the first type SIB corresponding to the group containing the second type SIB.
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Corresponding Claim 8 
Limitation

Claim 7 Limitation
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