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€ Limitation [20b1]
The Shimura-Tsup combination discloses [20b1] and renders it obvious. See
VIB.1, VHLB3b;, VLD 3 b, EX-1011, 931 1.
d. Limitation [20b2]
Kawat discloses [20b2]. See VI.AG6; VHID 3. d; EX-1011, 9312,

e, Limitation [20b3]

Shimura discloses a top surface (ved) and a lateral surface (biug), as
illustrated in Figure | below. EX-1004, 911. Shimura also discloses a bottom
surface {not visible in Figure 1 below) in contact with a surface (¢.g., a desk) when

the portable computer 1s 1n a laptop mode. See VLD 3¢, EX-1004, 911,
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f Limitation [20b4]

The Shimura-Tsuji-Tonouchi combmation discloses {20b4] and renders it
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obvious. See VI.B.2Z; VIILB 3 ¢, EX-1011, 4315,
g, Limitation [20hS]

Ryuuzaki discloses [20b5]. See VILD 3. g; EX-1011, §316.

h. Limitation [20b6]

Tsujt discloses [20b6]. See VIILD 3 h; EX-1011, 94317.

i, Limitation [20b7]
Ryuuzaks discloses [20b7]. VI.AS EX-1011, 99318-319.
Ryuuzaki discloses a speaker unit installed on a portable computer. EX-
1008, 1:5-8. Incorporating such a well-known common component {(¢.g., the
speaker) in a base {101) of a portable computer would have been an obvious design
choice for a POSITA. VI.D.1; EX-1011, 9319,
i Limitation [20b&]
Ryuuzakt discloses [20b8]. VI.AS, EX-1011, 94320-321.
Ryuuzaki discloses a volume control "provided on the lateral side edges of

the first casing 2 [ved in FIG. 1 below].” EX-1008, 4:52-54,

-88-
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Incorperating such a well-known component i a portable computer, especially
when there 1s express disclosure from Ryuuzaki as to where the volume control is
located, would have been obvicus to a POSITA. VLD 1, EX-1011, 4321.

k. Limitation [20cl]
Shimura discloses [20¢1]. See VIA L VIHIB3d, VHID3 b, VIIED 3¢

EX-1011, 99322-323
Shimura discloses a dual-axis hinge assembly. EX-1004, 4913-15;

-80.
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Annotated Figure 2 below (ved dashed lines).
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L Limitation [20c2]

Shimura discloses [20¢2]. See VIA L VIILB3.d, VIILD3 b, VIIID 3¢,
EX-1011, 9324.

m. Limitation [20d]

The Shimura-Tsup combination discloses [20d] and renders 1t obvious. See
VIB.1 VIHIB3h VHILB.7, EX-1011, 99325-326.

The output of the gravity sensor {e.g., toward or away from the hinge
assembly) in the Shimura-Tsuji-Tonouchi-Ryuuzaki Computer 1s "indicative of an
orientation [e.g., face up or down] of at least part of the portable computer [the
cover part 102]1." Table 1. Moreover, a gravity sensor is a type of accelerometer.

See VIILB.7; EX-1011, 9326, EX-1018, 1, 4.
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. Limitation [20el]
The Shimura-Tsup combination discloses [20¢1] and renders it obvious.
The Shimura-Tsup Computer discloses the function and corresponding structure of
the means-plus-function limitation "display manager” recited w [20e1], or its
equivalents. See VIB.1, VIILB3 £, VLD % .a; EX-1011, 9327,
a. Limitation [20e2]
The Shimura-Tsujt combination discloses [20¢2] and renders it obvious.
The Shimura-Tsup Computer discloses the function and corresponding structure of
the means-plus-function limitation "display manager” recited in {20¢2}], or its
equivalents. See VIB. 1, VIIED 3.a; EX-1011, 8328,
a. Limitation [20e3]
The Shimura-Tsuji combination discloses [20e3] and renders it obvious.
The Shimura-Tsup Computer discloses the function and corresponding structure of
the means-plus-function limitation "display manager” recited in [20e3], or its
equivalents. See VIB.1; VHIL.D 3 b, EX-1011, 4329,

b, Limitation [20ed]

The Shimura-Tsuji-Tonouchi combmation discloses [20e4] and renders 1t
obvious, The Shimura-Tsuji-Tonouchi Computer discloses the function and
corresponding structure of the means-plus-function himitation "display manager”

recited 1 [20ed], or its equivalents. See VIB.2; VIIIB 3. g, VI D 9.a; EX-1011,

-O71-

HP Inc. - Exhibit 1005 - Page 3112



Petition for fnier Partes Review
1J.S. Patent No. 10,289 154

€ Limitation [201]
Shimura and Tsujt each disclose [20f]. See VIAL VIAZ, VHIB.7; EX-
1011, %331,

Accordingly, the Shimura-Tsup-Tonouchi-Ryuuzaki-Kawal combination

renders obvious Claim 20, VID2; 14, 99309-332.

¥.  Ground 4: Shimura in view of Tsuji, Tonouchi, Ryuuzaki, Kawai,
and Pogue rendered Claims 17-19 obvious.

i Combination of Shimura, Tsuil, Tonouchi, Rvuuzaki,
kawai, and Pogue (hereafter "Shimura-Tsuii-Tonosuchi-
Rvuuzaki-Kawai-Pogue combination')

For all the reasons set forth i V1D .2 above, a POSITA would have been
mofivated to combine Kawai with Shimura, Tsuji, Tonouchi, and Ryuuzaka. EX-
1011, 99279-280.

A POSITA would have also been motivated to combine Pogue with
Shimura, Tsup, Tonouchy, Ryuauzaki, and Kawai for several reasons. 7d., 44334~
338,

Commercially available computers at the Critical Date would have met at
least the hardware requirements to run Windows XP. VLA 4; EX-1007, 558; EX-
1015 EX-1016; EX-1017; EX-1030; EX-1031; EX-1032; EX-1033; EX-1034;
EX-1046; EX-1050. While Shimura, Tsuj, Tonouchi, Ryuuzaki, and Kawai
disclose hardware components and related circuntry, they do not expressly disclose
an operating system; Pogue expressly discloses Windows XP, one example of a

07,

HP Inc. - Exhibit 1005 - Page 3113



Petition for fnier Partes Review
1J.S. Patent No. 10,289 154

well-known operating system at the Critical Date. EX-1007, 1.

In Windows XP, a user can access the desktop via a desktop button (e g,
pressing the Windows logo key+D on the keyboard, or clicking the Show Desktop
button on the desktop). /d., 95. A user can access the Start menu via a Start menu
button {e.g., pressing the Windows logo key or Cirl+Es¢ on the keyboard, or
chicking the Start menu button on the desktop). /d., 25. Tsuj provides express
disclosure that "[ajny given function can programmably be assigned to each of the
R and L button switches 118 and 119" VI.A4; EX-1003, 938, Assuch,a
POSITA would have been motivated to program at least one of the R and L buttons
to the desktop and/or Start menu buttons so that a user would be able to gasily
access the desktop and/or Start menu, respectively, i all display modes by
pressing one of the programmed R and L buttons. EX-1011, 4336.

There would have been motivation to combine, and a reasonable expectation
of success in combining, Pogue with Shimuara, Tsujt, Tonouchi, Ryuuzaki, and
Kawai because prior art elements are merely combined according to known
methods to vield predictable results. See KSR, 550 U.S. at 415-21. Pogue taught
the well-known Windows XP operating system. VIA 4, id Application of this
teaching to Shamura, Tsujt, Tonouchy, Ryuuzaks, and Kawai would have yielded a
predictable portable computer with af least one of the R and L buttons of Tsup

programmed to access the desktop and/or the Start menu of Pogue. EX-1011,
-93..
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€337,

For the foregoing reasons, the POSITA would have been motivated to
combine the teachings of Shiwura, Tsuji, Tonouchi, Ryuuzaky, and Kawai with the
teachings of Pogue to arnive at the Shimura-Tsup-Tonouchi-Ryuuzaki-Kawai-
Pogue Computer using the Windows XP operating system that utilizes at least one
of the R and L buttons programmed to access the desktop and/or the Start menu of
Pogue. Id., 99334-338.

2. Claim 17

The Shimura-Tsuji-Tonouchi-Pogue combination discloses the additional
himitation of this claim and renders 1t obvious, and the Shimura-Tsup-Tonouchi-
Ryuuzaki-Kawai-Pogue combination renders the claim obvious. See VEC 1,
VIEL VIH.C2; EX-1011, 99339-343.

First, the Shiwura-Tsup-Tonouchi-Pogue Computer discloses the means-
plus-function limitation "display manager” recited m Claim 17. The Shimura-
Tsupi-Tonouchi-Pogue Computer discloses the function of the "display manager.”
See V.E; VI.A 4, VIIL.CZ; EX-1006, Figures 2-2, 2-3.

Second, the combination of Tsugi's BIOS, the modified display control
circuit 107, and the modified electronic circuit in the Shumura-Tsuj Computer
discloses the computer operating system and/or dedicated fogic circustry of the '154

Patent, which detects a current display mode {(e.g., laptop mode), orients the

04
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displayed content accordingly (e.g., normal view), detects execution of a
navigation element (e.g., programmed R or L button), and transitions the display to
the home screen {e.g., desktop or Start menu of Pogue) in the correct display
orientation {¢.g., normal view) based on the detected display mode {(e.g., laptop
mode) and detected execution of the navigation element (¢.g., programmed R or L

buftton), or its equivalents, V. A; EX-1011, 9343,

3, Claim 18

The Shimura-Tsup-Tonouchi-Pogue combination discloses the additional
Iimitation of this claim and renders it obvious, and the Shimura-Tsuji-Tonouchi-
Ryuuzaki-Kawai-Pogue combination renders the claim obvious. See VEC 1,

VIE L VIDB3h VIHBS, VHLB O VIILB6b, VILC2 VILEZ; EX-1011,

First, the Shiwura-Tsup-Tonouchi-Pogue Computer discloses the means-
plus-function limitation "display manager” recited m Claim 18. The Shimura-
Tsupi-Tonouchi-Pogue Computer discloses the function of the "display manager.”
See V.E, VHILE 2, EX-1011, 9345,

Alternatively, the Shimura-Tsap-Tonouchi-Pogue Computer discloses the
function of the "display manager" because, as discussed above, when the Shimura-
Tsup-Tonoucht Computer 18 1n the casel mode, the displayed content 1s enlarged

because the user 1s limited to using a stylus and/or finger (i.e., a less sensitive input

-05.
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method than a touch-pad accessible m the laptop mode) to interact with the
displayed content. See VIB.1b; VIBZ; VIILE 2; EX-1006, FIG. 5; EX-1011,
347, Pogue also discloses enlarging content: a user can "control both the size of
Ithe] desktop 1cons and the font used for their names (as shown n Figure 8-11)."
EX-1007, 264,

With the Shimura-Tsuji-Tonouchi-Pogue Computer in an easel mode, a
POSITA would have known to enlarge the displayed content presented in the
desktop and/or Start menu so that a user can more easily interact with such
displayed content when the user 1s linited to using a stylus and/or finger. Thus,
the output of the programmed R or L button in the easel mode of the Shimura-
Tsupi-Tonouchi-Ryuuzaki-Kawai-Pogue Computer displays enlarged displayed
content. The enlarged version of the desktop and/or Start menu 1s the claimed
"second home screen.” Thus 1s different from the first home screen, which includes
a normal-sized version of the desktop and/or Start menu., EX-1011, 9348,

Second, the Shimura-Tsup Computer also discloses the corresponding
structure for the "display manager,” or its equivalents. See V.A; VIILE.2; EX-
1011, 4349,

4. Claim 19
Ryuuzakit discloses the additional limitation of this claim, and the Shomura-

Tsuji-Tonouchi-Ryuuzaki-Kawai-Pogue combination renders the claim obvious.

-05-
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See VI.A.5; VLE.1; VIILD 9.4, VIILD.9j; EX-1011, 9350,

-07.
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i. INTRODUCTION

The 21 challenged claims are directed to a portable computer with multiple
display modes and related features, all of which were well-known before the
priority date. This portable computer s configurable between various display
modes, including laptop and easel modes, by rotating a display component. But
these modes, and portable computers configurable to transition between them,
were all well-known before the priority date. Related claimed features include a
plurality of selectable VO profiles, a graphical user interface comprising a plurality
of views, transitioning between the plurality of views in response to selection of an
10 profile or activation of a view selector component, and transitioning a display
to a view of digital media content in response o executing an association between
a visual representation and the digital media content. But hkewise, these and other
clammed features were all well-known before the priority date.

As explained below, eight prior art references—Shimura, Tsuji, Aldrich,
Biggs, Chao, Kurtz, Chot, and Manolis—in various combinations render obvious
all 21 challenged claims. This Petition reguests that the Board find unpatentable
and cancel all challenged claims.

. MANDATORY NOTICES UNDER 37 CF.R 8428
A.  Real Parties-In-Interest (§42.8 (b}{1}}
Petitioner Lenovo (United States) Inc. 18 a real party-in-interest. Petitioner 15

an mndirect wholly-owned subsidiary of Lenovo Group Limited. Because Lenovo
-1-
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(Beijing) Limited has been named as a defendant in the "related matter” identified
pursuant to 37 CFR. §42.8(b)2) (e, LiTL LLC v, Lenovo (United States) Inc.
and Lenove {Beijing) Limited, Case No. 1:20-cv-00689 (D. Del )}, Lenovo
(Beijng) Limited 1s also a real party-in-interest.

B. Related Matters (§42.8 (b)}2))

The patent at 1ssue, U.S. Patent No. 8,612,888 ("*888 Patent”), 1s the subject
of the following district court proceeding: LiT7. LLC v. Lenovo (United States) Inc.
and Lenovo {Bejjing) Limited, Case No. 1:20-¢cv-00689 (ID. Del.).

{.  Lead and Backup Counsel {(§42.8 (b)(3})

Petitioner appoints Martin Bader (Reg. No. 54,736) of Sheppard, Mulhin,
Richter & Hampton LLP as Lead Counsel, and appoints Nam Kim {Reg. No.
64,160}, and Mike Kun (Reg. No. 72,867}, of the same firm as Back-Up Counsel.
An appropriate Power of Attorney 1s filed concurrently herewith.

B, Service Information (§42.8 (b)}(4})

Service of any documents to Counsel can be made via hand delivery to
Sheppard Mullin Richter & Hampton LLP, 12275 El Camino Real, Suite 100, San
Diego, California 92130, Petitioner consents to service by email at LegalTm-
LNV-LTL@sheppardmullim.com.

[II. FEE FOR IPR (37 C.F.R. §42.15(a) and §42.103)
Petitioner has paid the required fees. The Office is authorized to charge any

fee deficiency, or credit any overpayment, to Deposit Account No. 50-4561,

9]
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IV, REQUIREMENTS FOR /PR UNDER37C.F.R. §42.104

A, Grounds for Standing {(§42.104{a})}

Petitioner certifies that the '888 Patent 1s available for IPR and that the
Petitioner s not barred or estopped from requesting IPR challenging the claims of
the '888 Patent.

B.  Identification of Challenged Claims (§42.104(b)(1))

This Petition challenges the validity of claims 1-9, 15-22, and 24-27 of the
'888 Patent ("Challenged Claims™).

€.  Grounds of Challenge (§42.104(b)(2))

The Grounds of unpatentability presented in this Petition are as follows.

§103 | Obvious over Shimura m view of Tsuy, 1-4, 6-8, 15-16, 24~

in further view of Aldnich 27

2 §103 | Obvious over Shimura 11 view of Tsup 5
and Aldrich, m further view of Biggs

3 §103 | Obvious over Shimura 11 view of Tsup 9, 18-19
and Aldrich, i further view of Chao

4 §103 | Obvious over Shimura 11 view of Tsup 22
and Aldrich, i further view of Kurtz

5 §103 | Obvious over Shimura 11 view of Tsup 20
and Aldrich, i further view of Cho

6 §103 | Obvious over Shimura m view of Tsuj, 17,21
Aldrnich, and Choi, in further view of
Manolis

The '888 Patent 1ssued from U.S. Application No. 12/611,282, filed

November 3, 2009, and claims priority to U.S. Provisional Application No.

]

=3=
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61/041 365, filed April 1, 2008, Without conceding vahid prionity entitlement, for
purposes of this Petition only, it 1s assumed that April 1, 2008 marks the earliest

effective priority date (the "Critical Date™") of the '888 Patent.

V. PROPOSED GROUNDS SHOULD NOT BE DENIED INSTITUTION
ON ANY DISCRETIONARY BASIS

The grounds 1n the mstant Petition rely upon prior art and argument that
have never before been presented to the USPTO. While Shimura was listed as one
reference in over 100 other references submitted in an Information Disclosure
Statement, it was never discussed during prosecution of the '888 patent or the
prosecution of any parent application. Thus, the specific arguments and supporting
evidence presented 1n this petition—inchuding the detaded supporting declaration
of Petitioner's expert witness Jean Ward—were never presented to, nor addressed
by, the examner of the parent applications or the examiner of the '888 Patent. See
Microsofi Corp. v. Paralie! Networks Licensing, 11O, Case No. [PR2015-00483 at
15 (PTAB July 15, 2015) (Paper 12) (instituting review where there was no
evidence the asserted prior art, listed on a "lengthy Information Disclosure
Statement nitialed by the Exammer,” was ever considered by the Examiner);, (isco
Systems, inc. v. Crossroads Sys., Inc., Case No. IPR2014-01544 at 13-14 (PTAB
Apr. 3, 2015) (Paper 9) (instituting review where "the Examiner did not address
substantively the teachings” of asserted prior art references that had been disclosed
during prosecution); Taro Pharm. U.S.A., Inc., v. Apotex Tech., Inc., Case No.

4
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IPR2017-01446 at 18 (PTAB Nov. 28, 2017) (Paper 7) (institating review where
the prior art reference had been considered by the examiner, but new declaration
evidence had not been previously presented to the Patent Office), Synaptic Medical
inc. v, Karl Storz-Endoscopyv-America, Inc., Case No. [PR2018-00462 at 10
(PTAB huly 16, 2018) (Paper 6) (instituting review where "the references here
were not applied to reject the claims of the {challenged] Patent and there is no
evidence that the Examiner considered the particular disclosures cited 1 the
Petition or addressed arguments similar to those Petitioner now presents’™);
Comcast Cable Communs., 110 v. Prompitu Sys. Corp., Case No. [IPR2018-00342
at 17 (PTAB July 19, 2018) (Paper 13) (instituting review where the prior art “was
only cited 1 an IDS and not applied by the examiner in the reissue application
process in any rejection of claims™y, Pure Storage, Inc. v. Realtime Data L1,
Case No. IPR2018-00549 at 11 (PTAB July 23, 2018) (Paper 7) (instituting review
where "there 15 no evidence of record that {the prior art references] were
substantively considered by the Examiner”).
Petitioner respecttully submits that the Board should not exercise its

discretion to deny mstitution under 35 U.S.C. § 325(d) for at least these reasons.
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VI, RELEVANTINFORMATION CONCERNING THE '888 PATENT

A, Overview of the '888 Patent

The '888 Patent 1s directed to a "streamlined computer device ... mcluding]
a plurality {of] selectable /O profiles.” EX-1001, Abstract. The streamlined
computer device 18 configurable mto the plurality of display modes, ¢.g., FIGs. 1
{laptop mode) and 22 (easel mode), based on a hinge assembly rotatably coupling
the display component 102 to the base 104 of the computer 100, /4, 15:12-21,

36:41-50.
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FIG, 22

Fach display mode may be assoctated with a corresponding /O profile (e.g., an
casel mode 15 associated with a first /O profile and a laptop mode 15 associated
with a second /O profile). /d., 38:44-56. "The first I/0 profile in casel mode may
consist of a scroll wheel and a selector button.” fd., 37:19-21. The second /O
profile i the laptop mode may include a keyboard. /d., 38:51-52. In different VO
profiles, the displaved content can be rotated by 180° so that the displayed content
1s properly onented for an intended user. /d., 37:29-41, 39:18-41. The 180°
rotation of the displaved content may be manual or automated. /d, 39:26-41,
With respect to the displayed content, the '888 Patent discloses "a graphical
user interface that organizes interface elements into views of computer content for

presentation to a user.” fd., 2:48-50, F1G. 5.

7

[
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Digital Media \ { Time view § fAlbum view]
E N Afbues ~ M photos }mg 5
e g3 1
840 caption )
Title
Capme-- 638 345 548
N { o ! i : {
i 0000000000000000
S .
540 QApHn ‘345
Sé{‘}
FIG. &

"Various views of digital media content permits users to easily and
efficiently access various digital media content. Different views are used to
provide an mterface that is responsive to configurations of the device and
responstve to activity being performed by the user.” /d., 2:50-54. The computer
content includes photos. /d., 20:31-35. Some of the photos may be stored
remotely. /d "For example, digital content items added to the user's account with
any online hosting service {e.g., FLICKR, SHUTTERFLY , etc.) the user has
registered with the portable computer 100 may be automatically added 1o the user's
digital media library.” /d., 20:44-49. These remotely stored photos may be "a
visual representation of digital content stored i the cloud, rather than a locally

stored digital content item.” 7d., 26:25-26.

-8-
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In FIG. 5 above, "in the album view, the albums 510 are displayed as a list
in the body portion 550, with a scroll bar 515 that allows the user to scroll down to
see additional albums that do not fit within the page view." Id, 21:38-42. "Each
photograph in the album may be displayed as a thumbnail 545" /d, 21:59-60.
"User selectable 'buttons’ 560, 565 ... allow the user to select between the time
view and the album view.” Id, 21:60-62.

Challenged Claim 1 (reproduced below) 1s representative.
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B.  Prosecution History of the '888 Patent

The '888 Patent was allowed after a preliminary amendment, terminal
disclaimer, and an examiner's amendment. EX-1002, passim. The Exammer's

amendments, dated April 29, 2013, are shown below:

“fi-
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EX-1002, 81-82. Other amendments were made to the other independent claims

that led to allowance, and the amendments to those mdependent claims are

generally related to the following claim limitations:

(H

(

)

transitioning the display to a view based on a selection of an /O

profile, and

rotating a display component into

(a)

(b)

a laptop mode with

(1)  afirst physical orientation,

{11y  aftirst physical configuration, and
(i1} afirst default view, and

another display mode with

(1)  asecond physical orientation,

{11y  aseccond physical configuration, and

(111} a second default view.

Id. 83-85. The Notice of Allowance also notes that these claim himitations

distinguished the independent claims from the closest prior art Riley. 74, 86.

However, as demonstrated below, all of these limitations (along with the rest

of the limitations in the Challenged Claims) were squarely within the prior art,

including the prior art relied upon n this Petition.
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{.  Level of Ordinary Skill in the Art

A person of ordinary skill in the art ("POSITA™) would have had at least a
Bachelor's degree in Electrical Engineering, Computer Engineering, or Computer
Science, plus two to three vears of work experience tn designming hardware and/or
software aspects of the User Interface (Ul for computing devices, including the
user inferface emploved and displayed by the operating system and its organization
of content and functionality, and Web applications programming and technologies.
EX-1012, 926, Alternatively, the POSITA would have recetved a graduate degree
such as a Master's or PhD degree with at least one yvear of work experience related
to hardware and/or software design aspects of the Ul for computing devices,
including the user interface employed and displayed by the operating system and
its organization of content and functionality, and Web applications programming
and technologies. /d

B, Claim Listing

EX-1014 15 a claim listing that enumerates each claim clement.

VII. CLAIM CONSTRUCTION—37 C.F.R. §42.104 (b)}(3)

The claim construction standard defined in Phillips v. AWH Corp., 415 F.3d
1303 (Fed. Cir. 2005) applies to this proceeding. 83 Fed. Reg. No. 197, 51340
{(Oct. 11, 2018);, 37 CF.R.42.100. Words 1n a claim are given their plain meaning,
which 1s the meaning understood by a POSITA after reading the entire patent.

Phillips, 415 F 3d at 1312-1313.
-14-
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Petitioner proposes that only the terms below in the Challenged Claims
require express construction for purposes of the current validity challenges.
Petitioner reserves the right to respond to any constructions that LiTL may offer or
that the Board may adopt. Petitioner 1s not waiving any arguments concerning

mdefiniteness or claim scope that may be raised in other proceedings.

A,  Tview selector component”

Claim limitations construed below directly or indirectly include “a view
selector component” configured to perform recited functions.

For purposes of this Petition only, a "view selector component” is assumed
to be a means-plus-function limitation under 35 U.S.C. §112,96. See Williamson
v. Citrix Online LIC, 792 F.3d 1339, 1348-50 (Fed. Cir. 2015), MPEP. §

2181 1. A (1dentifying "component for” as a non-structural generic placeholder that
mvoked 35 US.C. 11296).

1. Hiel and 12641

The function of the “view selector component” recited 1 [Ic] and [26d] 15
"permitfting] a user to select one of the plurahity of views."

The '888 Patent describes that "[tihe visual display on the display screen 110
may also be manually adjusted by a user using, for example, the keyboard 106,
touch pad 108 or mouse (not shown), scroll wheel 122 or navigation buttons (not

shown)." EX-1001, 39:23-26. The '888 Patent describes mverting the displayed
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content s0 a person sitting across from the user can view the displayed content.
Id.,39:26-41.

Thus, based on this disclosure, the corresponding structure for the view
selector component recited m {1c¢] and [264d] to mclude at least a keyboard,
touchpad, mouse, scroll wheel, or navigation buttons configured to allow a user to
manually select an orientation of the displayed content, and its equivalents. EX-
1012, 99124-126.

2. 27d

The function of the “view selector component” recited in [27d] is
"transition{ing] between the plurality of views in response to activation.”

The '888 Patent describes orienting the displayed content. EX-1001, 37:29-
54, 39:18-41. E.g., "[tlhe visual display on the display screen 110 may also be
manually adjusted by a user using, for example, the keyboard 106, touch pad 108
or mouse {not shown}, scroll wheel 122 or navigation buttons (not shown)." id,
39:23-26. "For example, 1f a user (located at posttion A) wishes to display
information for a person located opposite the user {(at position B), the visual
display may be rotated (automatically or manually) 180 degrees such that the
information appears "right-way up” to the person at location B, even through [sic]

the display screen 110 s upside-down for that person.” /4., 39:26-32. "In one

-} H-
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example, a user can 'toggle’ the visual display among various ortentations.” fd
39:35-37.

Thus, based on this disclosure, the corresponding structure the means-plus-
function limitation of {27d] to include at least hardware (e.g., central processing
unit and memory) and related software configured to control the orientation of the
displayed content based on the user’s manual selection, and 1ts equivalents. EX-
1012, 9127-129.

B. "aggregation component”

For purposes of this Petition only, an "aggregation component” 15 assumed
to be a means-plus-function limitation under 35 U.S.C. § 112, 96. See Williamson,
792 F.3d at 1348-50; MP.EP. § 2181 1A

The function of the “aggregation component” recited 1n {15a] 1s
"permit{ting] the user to select a plurality of digital media content.”

The '888 Patent describes a view that includes a toolbar 1040 (ved) including
one or more controls, such as an "add to pick hist” control (bine). EX-1001, 26:39-

42, FIG. 10 (annotated).

-17-
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[ Edit [ | | Delste
S\"\\\\\\\\\\\;?\;\\\\\\\\;\\\\\\\\\\\é\\\\\\\\\\\\\\\\\\\\}\\\\\\\\\\\\\\\\\\\\:\\\\\ ; S
1365 1065 70 1088 1040 1075

"The pick list s an organization tool that allows the user to gather together a group
of digital content items for a particular action.” /d., 28:26-28. A user can "collect
content items to be shared with another user” using the pick list control. /d., 28:28-
29, Among other options, the pick list controls include clearing and closing the
pick list. /d., 28:59. The '888 Patent indicates that the pick list can be displayed in
various places on the screen, including vertically along one side of the screen. /d,
28:41-44. "[Thhe pick list 1310 comprises one or more thumbnails 1320
corresponding to the content items added to the pick list, as shown m FIGS. 13A
and 13B." /d, 28:45-48. "Navigation controls 1330 allow the user to scroll

through the pick hst 13107 /4, 28:51-52.
-18-
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Thus, based on this disclosure, the corresponding structure for the
aggregation component recited in [15a] to include at least an organization tool on a
GUI (e.g., the "pick list” control) that gathers together a group of digital content
items for a particular action, and its equivalents. EX-1012, 99130-133.

. Vexecution component”

For purposes of this Petition only, an "execution component” 1s assumed to
be a means-plus-function limitation under 35 U.S.C. §112,96. See Williamson,
792 F3d at 1348-50; MPEP. § 2181 LA,

1. 27b

The function of the “execution component” recited in [27b] 18
"transifion]ing] the graphical user interface between the plurality of views in
response to selection of an VO profile.”

The '888 Patent describes that "the streamlined computer system/device
includes a plurality of /O devices that a user needs to operate and transitions
between modes {e.g. easel) triggers [sic] the presentation of different /O profiles
to the computer user. One should appreciate that the various VO profiles can be
selected through physical configuration of the device.” EX-1001, 38:5-11. "In one
embodiment, an easel mode presents the user with the first /O profile and by
rotating the computer device about a longitudinal axis; the user may select a

second VO profile, including a keyboard (e.g. laptop mode). The transition from

=18
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one /0 profile to another may also cause the computer device to alter its display.
In one example, the user mterface provided to the user 1s responsive to selection of
device mode and/or selection of VO profile.” /d., 38:49-56. "In some examples,
changes 1 device mode and changes 1/O profile [sic] will occur together” 1d,
39:4-5.

Thus, based on this disclosure, the corresponding structure for of the
execution component recited in [27b] to mclude at least hardware (e.g., central
processing umit) and related software configured to antomatically orient the
displayed content 1o response to a physical configuration of the computer device.
EX-1012, 99135-137.

2. 127

A first function of the execution component recited 1n [271] 1s "execut{ing]
the association with the at least one of the plurality of visual representations with
digital media content in response to selection.”

A second function of the execution component recited m [27f] 15
"transition|ing] the display to a view of the digital media content in response to the
act of executing the association.”

The '888 Patent describes "user-selectable 'buttons’ 564, 565 [ved] which
atllow the user to select between the time view and the album view, for example, by

clicking (e.g., using a mouse, the touchpad, the scroll wheel, or a navigation

220-
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button} on the button corresponding to the desired view." EX-1001, 21:60-65;

FIG. § (annotated).

556
Digital Media '
[NAibLm ~Mg mm} 525 7
Title — 530
540 caption 3518
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cap*xon """ 535 5».\
o NO000N0000000000
N QQQ ....................................................................
a no0000o

i

FIG. 5

"[Tlhe album view allows the user to access and view albums of their own
photographs.” /d., 21:66-67.

Thus, based on this disclosure, the corresponding structure for the first and
second functions of the execution component recited m {271] to include at least
hardware {e.g., central processing unit) and related software configured to
mplement GUI elements that allow a user to transition between different views of

the digital media content, and its equivalents. EX-1012, 4§138-141.
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Viii. PRECISE REASONS FOR RELIEF REQUESTED

A, Summary of the Prior Art Applied in This Petition

i. Overview of Shimura

Shimura published as Japanese Patent No. 1994-242853 on September 2,
1994, from an application filed on February 15, 1993, Shimura therefore qualifies
as prior art under at least pre-AlA 35 U.5.C. §§ 102(a) and (b). The Shimura
reference was published n Japanese (EX-1003) and a certified English translation
is provided herein as EX-1004 (reference hereinafter will be made to the certitied
English transiation for simphicity).

Shimura 1s directed to a portable "computer which can adopt a mode suitable
for a user environment.” EX-1004, Abstract. The portable computer mcludes:

¢ amain part 101 (dark green i annotated Figure | of Shimura below) with a

keyboard 104 (Huht proon);

¢ acover part 102 (dark Wlue) with a display means 105 (Hght biua),

e acoupling part 103 (veq) fastening the main part 101 to the cover part 102;

e a display reverse switch 106 (io00) to set the display to a normal view or
an nverted view (the displayved content 1s turned upside down) via display

control circutt 107 (purple) and electronic circuit (not shown); and

@

display elements 120, 121 (dark ved),

Id., Abstract, §910-12, 17.
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{Figura2}
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The coupling part 103 includes a main support part 112 of the main part {01 and a
cover support part 113 of the cover part 102, /d., 13

In a first display mode, corresponding to the laptop mode of the '888 Patent,
the keyboard 104 faces upward and the display means 105 faces the user. /d,
811, 14 (“The user can operate the computer while facing keyboard 104 and

display means 105 i a natural mode.™), Figure 1; EX-1012, 9147,
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Shimura also discloses a "second switching means” that can be set to
mvalidate input from the keyboard. EX-1004, 98. The mput invalidation
functionality can be used in a display mode where data may be mistakenly inputted
from the keyboard on the back of the display means 105, /d, 18, Shimura also
discloses that the input invalidation functionality operates automatically based on

an angle of the cover part 102 compared to a main part 101, /4, 918~ 19.

2. Overview of Tsui

Tsujt published on March 24, 2005 and claims prionty to a Japanese
application filed on September 19, 2003, Tsup therefore gualifies as prior art
under at least pre-AlIA 35 U.5.C. §§ 102(a), (b}, and (¢}

Tauyt discloses a portable computer 1 inchuding a computer mam body 1
with a CPU (central processing untt). EX-1005, 930; FIGs. 1 & 5. The portable
computer 1 can be configured into a PC style (FIG. 1) and a PDA style (FIG. 5).

Id., 934,
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A display driver 303 in the portable computer | "performs an operation for
rotating a screen image displayed on the LCD 13 and a scaling operation for
varying the aspect ratio in response to an mstruction from the BIOS 301" Id., §70.
The BIOS 301 relies on a gravity sensor 203 and/or a rotation angle sensor 202 to
orient the display unit 12 (1.¢, rotate the screen image). /d., 9948, 50-51, 74, 77,

S

FIG. 10,

=28
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3. Overview of Aldrich

Aldrich published on November 23, 2006 and claims prionity to a
provisional application filed on May 20, 2005, Tsuj therefore gualifies as prior art
under at least pre-ATA 35 U.S.C. §§ 102(a). (b), and ().

Aldrich 1s directed to sharing files using a file selection interface system.
EX-1006, Abstract. The files include photo or video files. Id "The file selection
interface may be integrated with the operating system and/or the Internet browser."

Id., 921, The file selection interface system ncludes GUI 500, /d, FIG. 5B.
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FIG. 5B 524

GUT 500 meludes My Computer tab (5051), Online Photos tab (505;), Image

Search tab {(50353) (FIG. 5G), queue 510, and display panel 520. /d., $48.
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GUI 500 "is operable to attach and/or embed files mto webmat correspondence.”
Id., 947, This provides "a single interface which enables users to select image files
from both local, as well as remote source such as an online storage account or the
like.," /d., 948, When a tab 505 is selected, display panel 520 1s populated with
files associated with My Computer (Iocal computer), Onhine Photos (remote
storage account), or Image Search (online third-party 1image sources). In the My
Computer tab (5051) and Online Photos tab (505,), a user 1s presented with tree-
structured folders where a user can "drill down through the free-structured
arrangement to select image files." /d.

In order to access the photos from the Online Photos tab (505,), a user may

log in with a username and/or password, though "cookies or another authentication
bl

-31-
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mechanism may be used to avtomatically log the user imto thetr account.” /d, 956.
The photos may be organized nto albums, "which function essentially the same as

a tree-structared foldering system.” Id., 957, FIG. 5E.
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FIG. 5E

By chicking on any of the albums in display panel 520, the user would be able to

access the individual tmage files contamed theremn. /d., 957, FIG. 5F.
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FIG. 5F

The files populating display panel 520 may be selected item by item to be
added to queue 510 using ‘add’ button 507 or all files 1 the current folder may be
added to queue 510 by sclecting the 'add all’ button 524, /d., 9949, 51.
Alternatively, items may be selected and dragged mto queue 510. Jd ltemsin
quene 510 are ttems that will be embedded and/or attached into the webmail. /d
The embedded file may be in the form of an ActiveX control reference to a remote
ematl account. fd, §50. The "ActiveX [control] reference 1s visually represented
in an email as a thumbnailed image which corresponds to a full image file stored

on a remote server.” Id., 946,
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Biggs published on September 2, 2004 from an application filed on February

27,2603, Biggs therefore qualifies as prior art under af least pre-AIA 35 US.C. §§

102(a), (b}, and (¢).

Biggs 1s directed to a system and method for sharing one or more digital

mmage files. EX-1007, Abstract. Biggs discloses sharing such files using network

I, including sender's computer 3, Pmail servers 3, 6, and Pmail data stores 7, §.

Id., 930, FIG. 1.
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Pmail data store 7 1s connected to an "account related to the sender's name
and email address.” /d., §42. The user can generate a new Pmail (e.g., an email
message with thumbnails attached sent from Pmail server 5, 6 to recipient 9, 10,
11y Jd, 9930, 34. The user can send the Pmail, the client software prepares the
Pmail, and Pmail server 5 receives the Pmail text, images, and thumbnails, as well
as other related information. /4., 941. Pmail server 5 builds the corresponding
email, and, among other things, "adds click-links 405 to each thumbnail pointing
back to its related screen size image 204 in the Pmail data store 7.7 /d., 943,

5. Overview of Chao

Chao 1ssued as a U.S. patent on June 28, 2011 from an application filed on
December 17, 2002, Chao theretore qualifies as prior art under at least pre-AJA 35
US.C §102(e).

Chao 1s directed to a digital image management system for searching for
specific images. EX-1008, Abstract. E.g., Chao disclose an archiving system. [d,

12:56-58; FIG. 8.
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FIG. 8

Display area 810 of the archiving system 1s set aside for presenting archived

collections, and the images are chustered into albums. /d., 13:5

-7, FIG. 8 {above).

Along the top of this archiving system, there are, among other elements, timehne

button 804 (FIG. 8 above) to display archived tmages according to a timeline view

(FIG. 20 below). Id, 12:63-65, 15:7-11.
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In this view, "[a] user may employ an interactive device, such as a mouse, to move

along the timeline, thereby searching through time for images of interest. Moving

the slide 2002 may shift timeline 200{0}.) Scrubber 2004 indicates the number of

image albums associated with various time periods within the displayed range

{March 1997 to February 2002 m this example).” /4, 15:11-17.

! The timeline is identified as “2002” in this quotation, but is referred to as “2000”

in Chao, column 15:11. The “2002” 15 understood as a typographical error here

and should have been “2000.”
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&. Overview of Kurte

Kurtz published on September 30, 2004 from an application filed on March
24,2603, Kurtz therefore qualifies as prior art under at least pre-AIA 35 U.S.C. §§
102(a), (b}, and (¢).

Kurtz is directed to a system and method for user modification of metadata.
EX-1009, Abstract. Kurtz discusses various 1ssues with conventional technology,
such as an image browser where a user can view photos, and photo details like
"dimensions, the date and tume 1t was taken, and the name of the camera that took
" 14,97, In thus context, Kurtz states that there is a need for an improved user
experience that enables users to locate an 1tem based on 1ts metadata, and enter and
edit metadata within a shell browser. 7d., 98.

7. Overview of Chot

Chot 1ssued as a U.S. patent on August 17, 2010 from an application filed on
May 18, 2007. Cho therefore qualifies as prior art under at least pre-AlA 35
U.S.C.§§ 102(a) and (¢).

Chon 1s directed to sharing photos via a hosting site with various levels of
sharing to access and/or modify the photos. EX-1010, Abstract. E.g., a user may
create an album, and give various levels of sharing to other users.

id. 5:48-61. Choi disclosed presenting a status 1con to indicate changes to an

atbum/photo to multiple users m a GUIL fd, 9:17-25.

-38-
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8. Overview of Manolis

Manolis 1ssued as a U.S. Patent on July 10, 2007 from an application filed
on November 22, 2000, Manolis theretore qualifies as prior art under at least pre-
AIA 35 US.C 8§ 102(a) and (e).

Manolis is directed to sharing photos with another user using an online print
service. EX-1011, Title, Abstract. E.g., auser can access a Share Photos page
2400, and identify recipients for the Share Photos envelope 2401, "[{T]he Share
Photos envelope 2401 hold{s] images that are to be made accessible online to the
specified share recipient.” /d., 9:48-50. The user is able to enter a subject line and
message to be included 1 an email that has the selected photos. {4, 9:52-54.
When the email with the shared photos 1s sent, "information (URL, Sign In name,
password, etc.) for accessimg the shared images” 1s sent along with the email. Id,
9:55-57.

9. Family Diagram

EX-1015 15 a diagram depicting different modified Portable Computers of
Shimura used n the Grounds below.

B. Ground 1: Shimura in view of Tsuji and Aldrich renders Claims
1-4, 6-8, 15-16, and 24-27 obvious.

1. Combination of Shimura and Tsuit (hereafter "Shimura-
Tsuii combination’}

A POSITA would have been motivated to combine Shimura with Tsuji, as

they are:
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e contemporancous references directed toward complementary solutions to

highly analogous problems mn the same field of endeavor;

e directed toward a portable computer that can be used in various display

modes and displayed content orientations (EX-1004, §910-17, Figures 1,
5. EX-1005, 9934, 51, FiGs. 1, 5-8); and
e directed to display modes with corresponding inputs and outputs{EX-
1004, 998, 18, 19, EX-1005, 9932, 45).
EX-1012,9174.

While Shimara discloses a portable computer capable of onienting the
displayed content using a display reverse switch, it does not disclose automatically
orienting the displayed content, EX-1004, 9512, 17. Tsujt, however, discloses
rotation angle and gravity sensors used to automatically control the orientation
based on the cutputs of the sensors. EX-1003, 436.

A POSITA would have been motivated to further incorporate the rotation
angle and gravity sensors of Tsup (FIG. 10 below) into the Shimura Computer to
unprove operability and/or usability, by providing the option of automatically
controlling the orientation of the displayed content based on ong or more sensors.

EX-1005, 36, EX-1012, 9176,

4
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Specifically, Tsupt discloses the rotation angle sensor 202 sensing whether a

EX-1012,9177.

rotation angle 1s greater than a specific rotation angle, and the gravity sensor 203
“sensing which orientation the display unit main body 1s located n relative to the
orientation of the force of gravity.” EX-10035, 9958-59. Based on this disclosure, a
POSITA would have been motivated to implement the combination of the rotation
angle sensor 202 and the gravity sensor 203 in the Shimura Computer to enable it

to distinguish between vartous display modes (e.g., the laptop and easel modes).

Also based on the above disclosure of Tsujt, a POSITA would have been

mofivated to implement the rotation angle sensor of Tsujt in the hinge of the

“4i-
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Shimura Computer, and the gravity sensor of Tsujt in the cover part 102 of the

Shimura Computer. EX-1004, Figure | (annotated, modified); EX-1012, 9178,

AN
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The output of the rotation angle sensor indicates the amount of rotation of the
display component (102) relative to the base (1013, /d The output of the gravity
sensor indicates the X-component and the Y-component of gravity in the plane of
the display component (102). /4. The output of the gravity sensor would indicate
the Y~-component of gravity in the plane of the display component (102) pointing
towards the himge (103). /4.

In easel mode, the output of the gravity sensor would indicate the Y-
component of gravity in the plane of the display component (102) pointing away

from the hinge (103}, EX-1004, Figure 5 (annotated, modified}; id., 9179,

47
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Exemplary logic for determining the display mode based on outputs of the

rotation angle and gravity sensors 1s summarized in Table 1 below (id., §180):

Rotation Angle Sensor | Gravity Direction W
Rotating Angle {Y-Component) Display Mode
Between (° and 180° Not used Laptop mode
tone Away from the hinge Easel mode
>180 -
assembly
Table 1

The modified display control circuit 107 and modified electronic circuit of

Shimura recetving the outputs of the rotation angle sensor 202 and gravity sensor

203 of Tsuj onent the displayved content between at least a normal view and an

mverted view., EX-1012, 9181, E. g, the displaved content would be oriented in a

normal view 1n the laptop mode and an inverted view m the easel mode. /d Ina

laptop mode, where the rotation angle sensor 1s less than 180°, the displayed

content 1s m a normal view. /d. In an easel mode, where the rotation angle sensor

15 greater than 180°, and the output of the gravity sensor indicates the Y-

-4

3=
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component of gravity in the plane of the cover part 102 points away from the hinge
assembly, the displayed content 1s in an inverted view. Id Otherwise, the
displayed content would appear upside-down fo the user. /d. Automatically
controliimg the orientation of displayed content in different display modes of a
portable computing device based on a rotation angle sensor and/or a gravity sensor
was known at the Critical Date. /d Moreover, it was well-known to configure a
streamiined computing device mto multiple display modes with corresponding
selectable /O profiles. /d ; EX-1004, passim;, EX-1016, passim; EX-1005, passim,
EX-1018, passim, EX-1020, passim. The resulting systerm will be hereafter
referred to as the “Shimura-Tsup Computer.” Id., §181.
There would bave been motivation to combine, and a reasonable expectation
of success in combining, Tsuj with Shimura because the combination is merely a
combiation of well-known prior art elements according to known methods to
yield predictable results. See KSR /nt'l Co. v. Teleflex inc., 350 U.S. 398, 415-21
(2007); EX-1012, 9182, Tsup taught the known prior art concept of automatically
controlling the ortentation of the displayed content in different display modes
based on the rotation angle and gravity sensors. EX-1012, 182, Application of
these teachings to Shimura would have yielded a predictable portable computer

capable of automatically orienting the displayed content. /4

b
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Thus, the POSITA would have been motivated to arrnive at the Shimura-Tsuj
Computer by adding or otherwise integrating into the Shimura Computer Tsujpt's
sensor(s) to tmprove operability and/or usability by automatically controlling the

orientation of the displayed content in different display modes. /d., §%174-183.

2. Combination of Shimura, Tsuii, and Aldrich (hereafter
"Shimura-§suii-Aldrich combination’™)

A POSITA would have been motivated to combine Tsap with Shimura
(VHI.B.1) and Aldrich with the foregoing for several reasons. While Shimura and
Tsug disclose hardware components and related circuttry, they do not expressly
disclose software providing computer functionality; Aldrich discloses a file
selection nterface, a software component providing computer functionality that
can "be integrated with the operating system and/or the Internet browser.” EX-
1006, 9921, 44-48; EX-1012, 9185, Aldrich discloses that the file selection
interface can be implemented m a variety of computing devices, including a laptop
(1.e., portable computer). EX-1006, 927.

In addition, Aldrich discloses a GUI 500 of the file selection interface. /d.,
58, GUI 500 mcludes tabs 505,-3053, queue 510, and display panel 520, 74,

948-50, FIGs. 5A, 5B below.
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FIG. 5B 524

A POSITA would have been motivated to implement the file selection wterface

and the related GUI of Aldrich (hereafter “the Aldrich software”) via the Shimura-

Tsuy Computer to perform the task of sharing photos with other users asing email,

EX-1012, 9186, A GUlincluding a plurality of views of digital media content was

A6
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well-known at the Critical Date. /d; EX-1006, passim, EX-1008, passim; EX-
1021, passim;, EX-1022, passiun, EX-1023, passim.

A POSITA would have understood that in the different display modes of the
Shimura-Tsujt Computer (e.g., the laptop and easel modes), the orientation of the
displayed content of Aldrich, such as GUI 500, would be controlled based on the
logic described in Table 1 above. /d, 4187, VIIL.B.1. The resulting computing
system, including the Shimura-Tsup Computer having the Aldrich software
integrated in the operating system and/or the Internet browser, will be hereafter
referred to as the “Shimura-Tsupi-Aldrich Computing System.” /d., §187.

There would have been motivation to combine, and a reasonable expectation
of success m combining, Aldrich with Shamura and Tsujt because prior art
elements are merely combined according to known methods to yield predictable
results, See KSR, 550 U.S. ar 415-21; EX-1012, 9188, Aldrnch taught one
example of computer software (1.¢., photo sharing software}, which is well-
understood to be mtegrated in an operating system and/or an Internet browser, and
application of this teaching to Shimura and Tsuji would have yielded a predictable
computing system capable of running software to select and manage image files

and share those timage files with other computer users, EX-1012, 9188,

47
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Thus, the POSITA would have been motivated to combing the above

teachimgs to arrive at the Shimura-Tsuji-Aldrich Computing System. /d., 99184~

189.
3.

Limitation {Ipre]
Shimura 1in combination with Aldrich discloses {Ipre] and renders 1t

obvious. See VIILB.2; EX-1012, §9190-195.
Aldrich discloses a method for selecting, viewing, and managing ("accessing

and managing”) image files ("digital media libraries”). EX-~1006, Abstract, 9920,

37,39, 3

:\i

Shimura discloses a "streamlined computing device” (e.g., a portable

computer) that includes a keyboard. EX-1004, 9911, 18-19, Figure 1 (annotated).
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I a first display mode, corresponding to a first claimed /O profile, the display is
directed toward the user, the keyboard is face up, and the user can provide input
via the keyboard. EX-1004, 911, Figure | {(above, annotated), EX-1012, 4192,

Shimura teaches that i a second display mode, corresponding to a second
clammed I/O profile, the keyboard can be disabled, and a mouse or a pen can be

used as an tnput device. EX-1004, 9811, 16-20, Figure 5 {(annotated).
Figures}
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In the second display mode, the main body part 1s approximately 340° from the

cover body part and the kevboard is on the opposite side of the user. EX-1004,
917, The two aforementioned /O profiles are selectable mn the sense that the user
can configure the Shimura Computer in either the laptop mode or the easel mode.

EX-1012, 9195,

b. Limitation |{a]

48
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Shimura m combination with Aldrich discloses [1a} and renders it obvious.

See VITLB.2; EX-1012, 99196-198.

Aldrich discloses GUI 500, which includes display panel §

20 populated with

the 1mage files (e.g., photos) in the "Santa Barbara” folder. EX-1006, 9 51, FIG.

5B.
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Fnintext,
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\
824

The Shimura-Tsuji Computer can orient the displayed content in etther a

normal view 1n the laptop mode or an inverted view in the easel mode based on the

outputs of the rotation angle and gravity sensors. See VLB 1; EX-1012, 9198, In

the Shimura-Tsupi-Aldrich Computing System, the GUI 500, which can include

unage files such as those m the "Santa Barbara” folder, would be displayed m

=5{-
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either a normal view 1n the laptop mode or an inverted view in the easel mode,
thereby disclosing "the graphical user interface comprising at least a plurality of
views of digital media content.” EX-1012, 4198,
<. Limitation {1b]

The Shimura-Tsuji-Aldrich combination discloses {1b] and renders it
obvious. See VIILB.2; EX-1012, §5199-200.

The Shimura-Tsuji-Aldrich Computing System orients the displayed
content, such as the GUI 500 of Aldrich, based on the outputs of the rotation angle
and gravity sensors. See VIH.B.3b; EX-1012, §200. Moreover, Shimura discloses
disabling the keyboard automatically using a switchmg means based on a rotation
angle. HX-1004, €98, 18-19. In Shimura's laptop mode, corresponding to the first
claimed I/O profile, the user can provide input via the keyboard. See VIIB 3. a;
EX-1004, 911, EX-1012, €200, In Shimura's casel mode, corresponding to the
second claimed VO profile, the keyboard can be disabled, and a mouse or a pen can
be used as an mput device. See VIILB 3 a; EX-1004, 9911, 16-20. When a user
configures the Shimura-Tsuj-Aldrich Computing System between the laptop and
easel modes, the displayed content (GUT 500) of Aldrich would "transition
between the plurality of views {normal and inverted views] in response to selection
of an VO profile.” EX-1012, %200,

d. Limitation |ic]
51
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The Shimura-Tsuji-Aldrich combination discloses {Ic] and renders it
obvious. See VIILB.2; EX-1012, §5201-204.

First, Shimura in combination with Aldrich discloses the means-plas-
function limitation "view selector component” recited in [1¢]. Shimura in
combination with Aldrich discloses the function of the "view selector component.”
See VILA; EX-1012, 9202, Aldnich discloses digital media content (1.e., image
files such as photos). EX-1006,% 51, Shimura discloses a display reverse switch
106 that a user can set to orient the displayed content (i.e. the digital media content
of Aldrich) to a normal view or an mverted view, thereby "permitfiing] a user to
select one of the plurality of views.” EX-1004, 912; EX-1012, 9202,

Second, the Shimura-Tsuji-Aldrich Computing System also discloses the
corresponding structure for the "view selector component.” See VILA; EX-1012,
9203, Shimura's display reverse switch 106 that can be manually set by the user 1s
an example of the navigation button of the '888 Patent, or its equivalent. EX-1012,
4203,

Shimura's display reverse switch 106 "providfes] for transition between the
plurality of views 1 response to activation of a view selector component” by
allowing a user to set the display reverse switch 106 between a normal view or an
mverted view of the displayed content (1.¢., the image files of Aldrnich). EX-1004,

912, EX-1012, §204
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e, Limitation [1d]
The Shimura-Tsuji-Aldrich combiation discloses {1d] and renders it

Limitation [1el]

obvious. See VIILB.Z; VIII B.3.¢; EX-1012, 9205
f. ,
Shimura discloses [1el]. See VHLA L, EX-1012, 99206-207

The Shimura Computer discloses coupling part 103 of Shimura inside a

box that "permit{s] the user to rotate a display component of the computing device

o s
[cover part 102 of Shimura] about a longitudinal axis [shaft 150 or shaft 151]

o4 ~5 i ey
running along an interface [coupling part 103] between the display component

[102] and a base [main part 101 of Shimura] of the streamlimed computing device
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2, Limitation [1eZ]

The Shimura-Tsupi-Aldrich combination discloses [1e2] and renders #
obvious. See VIILB.2; EX-1012, §9208-209.

Shimura discloses a laptop computer, which 1s a portable computer,
configurable info the claimed "laptop mode” of the 888 Patent. EX-1004, §911-14,

Figare 1.

0% dispday meang
182 cover part

{Figura 1]
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130,121 diaplav e
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107 display
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o
o 103 R A 8P 101 coupling pant

3 - . 3 e 3
ST 2% W e Xk ok d
ad: F- - FOT B30 1101 o part
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\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\\ >

The first physical orientation of the display component can be any angle up to 180°
from the closed mode. EX-1012, 9209, VIHH.B.1. The first physical configuration
of the display component and the base include the bottom surface of the base
against a surface and the display component up to a 180° angle from the base. EX-

1012, %209, VIILB.1. In the laptop mode, the displayed content ts in a normal
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view {"one of the plurality of views as a defaunlt display™). EX-1012, 209,

VIIEB.1.
h.

Limitation {1e3]

The Shimura-Tsuji-Aldrich combmation discloses [1e3] and renders 1t

obvious. See VIILB.2; EX-1012, %210-211.

Shimura discloses a laptop computer, which 1s a portable computer,

configurable into the claimed "easel mode” of the '888 Patent. /d 917, Figure 5.
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The second physical ortentation of the display component can be any angle
from 180° up to 360° from the closed mode. EX-1012, 9211; VIILB.1. The
second physical configuration of the display component and the base has display
component 102 facing the user with coupling part 103 placed vpward and

freyboard 104 of main part 101 facing the other side of the user. EX-1012, 9211,

In the easel mode, the displayed content 15 1n an
-55.

Figure 5 {above), VIILB.1.
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mverted view ("another one of the plurality of views as the defaunlt display™). EX-

1012, 9211; VILB 1.
i, Limitation {1f]

Aldrich discloses [11]. See VHLAZ; EX-1012 9212-215.

(1}  First Reasoning

Aldrich discloses associating visual representations (My Computer tab 505,
and Online Photos tab 5035;) and digital media content (photos in "My Computer”
and "Online Photos,” respectively). EX-1006, 937, The My Computer tab 505,
(i) 1s associated with photos (green) because when a user selects the My
Computer tab 505, photos from the "My Computer” folder are populated on the

GUI 500, Id, 948, FIG. 5B (annotated).
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FIG. 5B 528
The Online Photos tab 505; (ved) 1s associated with photos (zreen) because when a

user selects the Online Photos tab 505,, photos from the corresponding remote

storage account are populated on the GUI 500, /d, 948, FIG. 3E (annotated).
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(2)  Second Keasoning

Aldrich discloses visual representations (a visual representation of the image

file) and digital media content (image files). /d., $37. The visual representation of

the tmage file 1s associated with the image file with a reference link that mcludes

location information for the 1mage file. /4., 997, 8. The visual representation may

be a cover photo thumbnail for an album. /d, 437. E.g.,

within My Albums (3!

of the Online Photos tab 503, (ve¢d), a user could select the thumbnail for the Morro

Bay album (uoon).

-58-

id., % 58, FIG. 5E (annotated).
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Domg the above would open up images (purple) within the Morro Bay album

Id., 956-58, FIG. 5F (annotated).

-50.
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A POSITA would have understood that these interactive thumbnails represent links
that associate the thumbnails with the photos within the album, such that the
thumbnail can be selected to open to those photos. EX-1012, 9215,

iR Limitation {1g]
Aldrich discloses {1g]. See VLA 3, EX-1012, 9216-218.

(1)  First Reasoning

Aldrich discloses "the association with the at least one of the plurality of
visual representations [My Computer tab 505, or Online Photos tab 505:] with
digital media content {[photos in "My Computer” and "Online Photos,”

respectivelyl." See VIILB .34 EX-1012, 9217, Clicking or selecting the My

-6
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Computer tab 505, or Online Photos tab 505; would execute the claimed
"assoctation” and transition the display to the GUI 500 that mmcludes the photos in

v, annotated FIG. 5B) or "Online Photos™ (purple; annotated

"My Computer” (uv
FIG. 5F), respectively. EX-1006, 948, EX-1012, 9217, Such a concept, that 1s, a
view of digital media content provided in response to the act of executing an
association between a visual representation and the digital media content was well-

im, BX-1022, passim; EX-1023,

known. {d, EX-1006, passin, EX-1008, pass 2,1
DUssim.
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{2y  Second Reasoning

Aldrich discloses "the association with the at least one of the plurality of
visual representations [thumbnail of a Morro Bay album] with digital media
content [images in the Morro Bay album]." See VIIL.B.3.1; EX-1012, §218.

Chicking or selecting the Morro Bay thumbnail (o

v, annotated FIG. 5E) would
execute the claimed "association” and transition the display to the GUI 500 that

meludes photos within the Moo Bay album (purple; annotated FIG. 5F).

-67-
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k. Limitation [1h]

Aldrich discloses [Th], See VIHLAZ, VIILB .35, EX-1012,99219-220.

The display transitions to the digital media content. /d, §220; VIILR.3 3(1)-
VIILB.33(2). Depending on the display mode, the onentation of the displayed
content would be a normal view {e.g., laptop mode) or an mverted view (e.g., casel
mode). See VIII B, /d, 9220

L Limitation |1i]
Aldrich discloses [11]. See VIILAZ; EX-1012, $9221-228,
The '888 Patent describes referenced digital media content as remote digital

content not controlled by the user. EX-1001, 3:34-36.

(1) First Reasoning

A POSITA would have understood that a remote storage account where the
user cannof control or access the data store discloses the claimed "referenced
digital media content.” EX-1012 9223,

Aldrich discloses GUI 500 that includes My Computer tab 505, (iue) and

Online Photos tab 505 (red). EX-1006, 948, FIG. 5B (annotated).

-64-
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Selecting the My Computer tab 503, (b:iue) populates GUT 500 with tmage files

cu ), disclosing the "user digital media content.”

from the user's local computer (i
Id. Selecting the Online Photos tab 505, (vod) populates GUI 500 with image files
from a remote storage account {purpie). EX-1006, §948, 58; FIG. 3F (annotated);

EX-1012, 9224
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A POSITA would have understood that the remote storage account is operated and
controlled by a third party (e.g., Yahoo! Photos 1s disclosed in Aldrich) that
controls the server and storage of the photos. EX-1006, 948; EX-1012, 9224,
Therefore, the image files from the remote storage account disclose the "referenced
digital media content.” EX-1006, 948; EX-1012, 9224,

By providing the GUI 500 to the user that includes My Computer tab 505,
and Online Photos tab 505;, Aldrich discloses "providing for display of user digital
media content and referenced digital media content in the view of the digital media
content.” EX-1006, §48; EX-1012, 9225, A view of the digital media content with
user digital media content and referenced digital media content was well-known.
EX-1006, passim, EX-1022, passim;, EX-1023, passim.
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(2)  Second Reasoning

Aldrich discloses GUI 500 that includes display panel 520 and queue 510,
EX-1006, 9948-50. A user would be able to add "user digital media content," e.g.,

Harbor View and FromBoat (¢

11} from the My Computer tab 305 (Bug), mto

queue 510, Id., 949, FIG. 5B (annotated).

500~ 505, 5083 522
} H 7 v
\ { [l
: X\ S14 516 518
505, Boromsener | CL L
T
Bases ol o0 e
r{}é R } \: “ " T {‘
i Sl 3 .
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S0 30 san St s
; window
Ay Soaeaor Cave Sem Fronont Groun S50 ] %
- L 4
T Adways e 1o tnose peenvos inadessd o s L“Aei}i ﬂ&ﬁ&;\ § Resmowe ?i Rameow s ;
. xﬁ&xmbowﬁmeMmemwm nﬁe«;;;;‘;:‘siw } I S ]L Carrond ]
{
£
FiG. 5B 524

Afterwards, a user would be able to select the Online Photos tab 505, (ved),
and the resulting GUI 500 ("the view") would include image files corresponding to
Online Photos ("referenced digital media content”; purple} o display panel 320,

and the "user digital media content” (uro

w1 in gueue 510, EX-1006, 9948-58, FIG.

SF (annotated, modified); EX-1012, 9227.
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Modified FIG. SF

Accordingly, the Shimura-Tsup-Aldrich combination renders obvicus Claim
1. See VIIIL.B.Z, EX-1012, 9190-228.

4. Claim 2

Aldrich discloses the additional limitation of this ¢lamm, and the Shimura-
Tsup-Aldrich combination renders the claim obvicus. See VILA 3, VIHHB2;
VHLB3 ; VIIEB.3.1L EX-1012, 99229-231.

(1)  First Reasonimg

Aldrich discloses "executing the association,” and the view with the GUI
500 and the My Computer tab. See VIILB.3 3, VIHLB.3 L EX-1012, §230. GUI
500 includes the My Computer tab 505, populated with image files from the user's

local computer (uroen). Id; FIG. 3B (annotated).
-68-
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GUI 500 also includes the Online Photos tab 505, populated with image files from

a remote storage account {(purple). Id., FIG. 5F (annotated).
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The above discloses the claimed "act of displaying in the view user digital media
content and referenced digital media content in response to the act of executing the

association.” EX-1006, 948; EX-1012, 4230,

{2)  Second Reasonmg

Aldrich discloses "executing the association.” See VIIL.B 35, EX-1012,
9231, Aldrich also discloses GUI 500 ("the view"), which mcludes Online Photos

image files ("referenced digital media content”; purple) m display panel 520 and

o) i queue 310, See

My Computer image files ("user digital media content”; o

VIHB31 EX-1012, 9231, FIG. 5F (annotated and modified).
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Modified FIG. SF

Aldrich discloses the additional limitation of this claim, and the Shimura-
Tsupi-Aldrich combmation renders the claim obvious. See VIILA 3, VHIB 2,
VIHB31i VHLB3L VIILB 4; EX-1012, §9232-233.

Aldrich discloses "displaying w the view." See VIHLB4(1)-VII.B.4(2);
EX-1012, 9233, Additionally, the referenced digital media discussed 1s disclosed
by image files from a remote storage account corresponding to the Online Photos
tab 505; of GUI 500, See VIILB3I(1-VIHLB3 H(2); EX-1012, 9233, The Onhine
Photos tab (503,) 1s associated with the remote storage account. See VIH B3 1
EX-1012, 9233, Aldrich discloses that after selecting the Online Photos tab 5035,,

"a user can access a remote onling account as if it were a local directory.” EX-
ST
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1006, 956. A POSITA would have understood that the Online Photos tab 5052 s
the claimed "reference to remote digital content not controlled by the user” because
selecting the Online Photos tab 505, links a user to the corresponding photos stored
m the remote storage account operated and controlled by a thud party (e.g., Yahoo!

Photos 1s disclosed 1o Aldrich). EX-1012, 9233,

6. Claim 4

Aldrich discloses the additional limitation of this ¢lamm, and the Shimura-
Tsup-Aldrich combination renders the claim obvicus. See VIILAZ; VIH B 2;
VHILB3L EX-1012, $9254-235,

Aldrnich discloses associating the Online Photos tab 505, ("the at least one of
the plurality of visual representations”), visualized m GUI 500, with a remote
storage account, such as Yahoo! Photos ("a remote service provider”). See
VHLB3 (1) EX-1006, 948,

7. Claim 6
a. Limitation {6a]

Aldrich discloses [bal. See VIILAZ, VILB.S; VIILB.6; EX-1012 99236~

Online Photos tab 5035; provides access to photos in a remote storage
account. See VIIHL.B.6; EX-1012,9237. Aldrnich also discloses logging in manually
or using cookies or another authentication mechamsm to access the remote storage

account, thereby "configuring access to a remote service.” EX-1012, 9237,
7
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b. Limitation [6b]
Aldrich discloses [6b]. See VIITLLA3, EX-1012, 99238-240.
The '888 Patent describes various operations of a remote service provider,

LA

such as "orgamzimgl,” "view[ingl," and "sharing} digital photograph collections,
as well as video and/or audio collections.” EX-1001, 20:6-10.

Aldrich discloses organizing, viewing, and sharing digital media content.
EX-1006, 9957-61. Asto organizing, "{t|he available content used to populate the
display panel 520 has been organized into 'albums.” /d, $57. As to viewing,
Aldrich discloses viewing image files in GUI 500, /d. With respect to sharing,
Aldrich discloses that a user can send embedded and/or attached files (e.g., photos)
to other users. /d., Abstract, §§57-58.

Accordingly, the Shimura-Tsup-Aldrich combination renders obvicus Claim
6. See VIILB.2; EX-1012, €¥236-241.

8. Claim 7

Aldrich discloses the additional limitation of this ¢lamm, and the Shimura-
Tsup-Aldrich combination renders the claim obvicus. See VIILAZ; VIH B 2;
VIHLB.7 b, EX-1012, 99242-243.

Aldrich discloses that in GUI 500 "[t}he available content used to populate
the display panel 520 [purple] has been organized into "albums.™ EX-1006, 957,

FIG. 5E.
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3, {laim §
Aldrich discloses the additional limatation of this ¢lamm, and the Shimura-
Tsuji-Aldrich combination renders the claim obvious. See VIILA 3, VHIB2; EX-
1012, 99244-245,

Aldrich discloses GUI 500, EX-1006, FIG. 5F {annotated).

74

HP Inc. - Exhibit 1005 - Page 3203



Petition for fnier Partes Review

U.5. Patent No. 8,612,88
U.5. Patent No. 8,612,888
E00 ~, §05p §855
3 SO
SobtBles  \ L fxile]
- 7 ? §22 §i4 5¥6 5¢8
F08 @mm& £ e shotos £ smage Sown { H {7 ue
“\\\&\\\\\\\\\\\\\\\\\\\\\-}3}}}&}}&&}&&&&&&&“-»-m-»-m-M«-M«-M«-M««-»-m-»-m«-}}\\\\\\\\\\\\\\\\\\\\\\\--3}\« S R N
; : & & 1% {
i s {@mm @3«‘:}3:9 24
e
; !
i
H

| §20-H e

Prvee
w"‘"‘”’:% ; !
e 1510
Birdsas ey Sey FrmBot ®non ey i
3
$7} Ay Rt s s Ftus ENSReRs of Aseching : e i( AdSAR ;
How 1o ust Pree suRnton Browetre 105 PRIR0S o TRRAFNEALS W LU SompRiar & sk, O and
20000 20 R0 10U W2k 10 AT 0 Qtcd wmd«m«:me\,m m&‘b«»"»-mw«&m
FiG. 5F
GUI 300 includes a header (ved) and a body (iue), and display panel 520 (purple)

populated with images to be in "a body portion of the view
9245,

ao]" EX-1012,

10, Claim IS
a. Limitation {15a]
Aldrich discloses [15a]. See VIILA 3, EX-1012, 99246-248.

Aldrich discloses the function of [15

a} (VILB), by disclosing that a user can
select image files {(purple

} from display panel 520, and add them to queue 510

by pressing the "Add" batton (ved

. BEX-1006, 9949-50, F1G. 5F (below,

annotated). Alternatively, a user can add all image files m display panel 520 to
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queue 510 by pressing the "Add All" button (biue). /d, §51. Image files in queue

510 are to be attached and/or embedded in an email to another user. /4, 930.
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FiG. 5F

Aldrich discloses the corresponding structure of [15a]. See VIILB; EX-1012,
4248, Queue 510 with the "Add" button and/or the "Add All" button are examples
of a GUI's organization tool, like the '888 Patent's pick list control, that gathers
together a group of digital content items for a particular action, or its equivalent.
EX-1012, 9248.

b. Limitation {15h]

Aldrich discloses [15b]. See VIILA 3, EX-1012, 99249-250.
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GUT 500 mcludes a header (ved) and a body (biue)., EX-1012,9250; EX-

1006, FIG. 5F (annotated).
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FIG. 5F

Display panel 520 (purple) and queue 510 (uroen) are in the body (hiae) of GUI

S00. 1d.
€ Limitation {15¢]

Aldrich discloses [15¢]. See VIHL A3, EX-1012, 99251-252.

Aldrich discloses various operations that can be performed on the plurality
of digital media content. E.g., Aldrich discloses that queue 510's purpose 1s to
embed and/or attach 1mage files to send to another user. EX-1006, Abstract, §948-
51, 61. In another example, the photos i display panel 520 (purple) can be

selected and added to queue 510 (groen) by clicking on them and pressing the

77 -
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"Add" button {ved), or all photos can be added by pressing the "Add All" button

(i), Id, 949-51, FIG. 5F (annotated).
500 565z &5y
} ;
P 7 . se2 FI4 516 518
505;{\~«’*@ Ay TRoRpRAR & Osice phows {& derage Soonch j §\ {\ ;\ g) it
e oo,
mm@mm {qi@oﬁ}ﬁ,@v waﬁ:‘mm ét ;és i 1%
gg { ,\\_? N\;}m}\\\\\\\\\\\\ : ";"' ;
R #3 "
Tl L5 7% I B ZEIRN
U e e FReEm A P
o P i S
CS204+H1 Mg phofg Pt Ay oo Vew
- :sméx;:: TR 41l s10
{ o %‘%’:‘""Jfﬁ“ ¥
Bedreaye T Say Fromtont Gronn Ko » , %
A3 A
5] Moveoye cntaa) B SR90tt SRe00 SIS o ARCRY § a § mm§ § Rncrown i{ Fonrpwn A E
ds}iap«mk:&? yg? ek ‘»N(:: ™ m%\m w?::;em m:\;;m mﬁ?am*h« ;@&mﬁm o Sane Tanew

FiG. 5F

Accordingly, the Shimura-Tsuji-Aldrich combmation renders obvious Claim
15, See VIILB.2; EX-1012, 99246-253.
1. Claim 16
Aldrich discloses sending 1mage files to another user, 1.e., Clatm 16's "share
operation.” EX-1006, Abstract, 9%48-51, 61; EX-1012, 9254, The Shimura-Tsuji-
Aldrich combination renders the clamm obvious. See VIILB.10.¢, VIILAS;

VILB.2; EX-1012, 9254,

=78
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12, Claim 24

a. Limitation {24a]

The Shimura-Tsup-Aldrich combination discloses {24a] by disclosing
normal and inverted views of the plurality of visual representations {(e.g., My
Computer tab (505,) and Online Photos tab (505,)), rendering it obvious. See
VILB.2; EX-1012, 9255,

b. Limitation {24b}

The Shimura-Tsuji-Aldrich combination discloses [24b} and renders
obvious. See VIILB.2; EX-1012, §5256-257.

Aldrich discloses "the pharality of visual representations.” See VIILRB.3b;
EX-1012, 9257, Depending on the display mode (e.g., laptop or easel mode) of the
Shimura-Tsuji Computer, the visual representations (My Computer tab (505:) and
Online Photos tab (5035;)) would be mapped to a corresponding view (e.g., normal
or mverted view, respectively). EX-1012, 9257,

<. Limitation {24¢]

The Shimura-Tsuji-Aldrich combination discloses {24¢] and renders 1t
obvious. See VIILB.2; EX-1012, §9258-260.

Aldrich discloses the ability to ¢lick on the My Computer tab 505, and
Online Photos tab 503, EX-1006, 948, Clicking on the My Computer tab 505,

focuses the mterface on the My Computer tab 505, (hiue) and execuates the

=78
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assoctation with the My Computer tab 505 thereby populating the display panel

with photos from My Computer. /d. & FIG. 5B (annotated).

520 (groen)
SO0, 8082 §053 saz
P ( g B
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B asemps setaum o kvt phavs st sacnwng | e 11 asems T pemows i} Bevoveas |
hY
. - } :
Btk mer i ped oot FBETRRAR | | o | corco
i
FiG. 58 524

{licking on the Online Photos tab (505;) focuses the interface on the Online
Photos tab (5052) and executes the association with the Online Photos tab (5052)

(vod), thereby populating the display panel 520 {purple) with photos from a remote

storage account. /d & FIG. 5F (annotated).
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FIG. 5F

Accordingly, the Shimura-Tsuji~Aldrich combination renders obvious Claim
24, See VIILB.2; EX-1012, 99255-261.
13. Claim 28

a. Limitation {25a]

The Shimura-Tsuji-Aldrich combmation discloses [25a] and renders 1t
obvious. See VIILB.2; VIII.B.3 g EX-1012, §262.
b. Limitation {25h]
The Shimura-Tsuji-Aldrich combimation discloses {25b} and renders 1t
obvious. See VIILB.2; VIIIL.B.3 h; EX-1012, 9263
Accordingly, the Shimura-Tsuji-Aldrich combmation renders obvious Claim
25, See VILB.2; EX-1012, 99262-264.

-81-
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14, Claim 26
a. Limitation {26pre]

The Shimura-Tsup-Aldrich combination discloses [26pre] and renders it
obvious. See VIIL.B.2; VIII.B 3., EX-1012, ¥9265-266,

The functionalities discussed in Claim 26 would be implemented in an
algorithm stored in a non-transifory storage device on a user computer, such as
Tsupr's hard disk drive and Aldrich's mass storage device 252, and/or on a remote
server such as Aldrich's remote database 24, EX-1005, 430, EX-1006, 4428, 31.
EX-1012, 9266.

b. Limitation {26a]

Aldrich discloses [26a]. See VIHLA 3, VILB3.b; EX-1012, 9267,

€ Eimitation [26b]

The Shimura-Tsugi-Aldrich combination discloses [26b] and renders 1t
obvious. See VIII B2, VIIB 3.¢; EX-1012, 9268,

d. Limitation [26¢1]

Shimura discloses [26¢]. See VIILAL, VILB3 £, EX-1012, 9269,
e, Limitation [26¢2]
The Shimura-Tsuj-Aldrich combmation discloses {26¢2] and renders 1t
obvious. See VIILB.2; VIII.B.3 g EX-1012, 9270,

f. Limitation {26¢3]

87
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The Shimura-Tsuji-Aldrich combination discloses [26¢3] and renders it

obvious. See VIILB.2; VIII.B3 h, EX-1012,9271.
g, Limitation {26d]

The Shimura-Tsup-Aldrich combination discloses the function and
corresponding structure of [26d] and renders it obvious. The Shimura-Tsuji-
Aldrich Computing System discloses the function and corresponding structure of
the means-plus-function limnitation "view selector component” recited in [26d].

See VILAL, VIHIB.2; VIILB 3.d; EX-1012, 9272,
h. Limitation [26¢]
Aldrich discloses [26e]. See VIHLAZ; VIH.B.33; EX-1012, 9273,
i, Limitation [26f]

Aldrich discloses [261]. See VIILA 3, VIIEB.3 5 EX-1012, %274,

iR Limitation {26g]
Aldrich discloses [26g]. See VHLA 3, VIILB 3 k; EX-1012, 9275,

k. Limitation {26h]

Aldrich discloses [26h]. See VHLA3Z; VIILB 31 EX-1012, §276.
Accordingly, the Shimura-Tsuji-Aldrich combination renders obvious Claim
26. See VIIILB.2; EX-1012, 99265-277.

18, Claim 27

a. Limitation {27pre]

HP Inc. - Exhibit 1005 - Page 3212



Petition for fnter Partes Review
U.S. Patent No. 8,612,888
The Shimura-Tsuji-Aldrich combination discloses [27pre] and renders 1t
obvious. See VIILB2, VHI.B3.a, VIIL.B. 14.a; EX-1012, 278,
b. Limitation {27a]
Aldrich discloses [27a]. See VHLA 3, VIILB.3 b, EX-1012, %279,
€ Limitation {27h]

The Shimura-Tsuji-Aldrich combiation discloses [27b] and renders it
obvious. See VIIEB.2; VIII.B.3.¢; EX-1012, 9280-283.

This combination discloses the function of [27b]1(VILC.1), and 1t discloses
orienting the displayed content (e.g., Aldrich's image files) based on a display
mode (e.g., laptop and casel modes) determined by the cutputs of the rotation angle
and gravity sensors. See VIIL.B3.¢c; EX-1012, 9281. In a laptop mode, the user
can provide mput via the keyboard, representing a first /O profile. See VIILB 3 a;
EX-1012, 9281, In an easel mode, the keyboard 1s disabled, representing a second
VO profile. See VIILB3.a; EX-1012, 9281,

This combination discloses the corresponding structure of [27b] (VILC.1).
The above-described functionality of [27b] 1s achieved with the Shimura-Tsupn
Computer including a BIOS program 301 (ved) executing on a processor {not
shown) that receives data from a hinge-rotation sensor 202 (biue) and gravity
sensor 203 {(graen) to determine a display mode. EX-1005, §968-73, FIG. 14

(annotated), EX-1012, 9282,

-84
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A processor executing the BIOS program 361 in the Shimura-Tsuji
Computer includes hardware (e.g., central processing unit) and related software
configured to automatically orient the displayved content in response to a physical
configuration of the computer device, or its equivalent. EX-1012, 283,

d. Limitation {27cl]
Shimura discloses [27¢1]. See VHILA L, VLB L EX-1012, 9284,
e. Limitation [27¢2]

The Shimura-Tsuji-Aldrich combination discloses [27¢2] and renders it
obvious. See VIILB.2; VIII.B3 g EX-1012, 9285,

| Limitation [27¢3]

-85.
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The Shimura-Tsuji-Aldrich combination discloses [27¢3] and renders it

obvious. See VIILB.2; VIIL.B3 h; EX-1012, §286.

g. Limitation {27d]

Shimura i combmation with Aldrich discloses [27d] and renders 1t obvious.
See VIIEB.2; VIIIL.B.3.d4; EX-1012, §9287-289.

This combination discloses the function of [27d] (VILA) by disclosing
manipulating the displayed content {e.g., Aldrich’s image files) based on a user
setting the display reverse switch 106 between a normal view or an mverted view.
EX-1004, 912, EX-1012, 4288,

This combination discloses the corresponding structure for [27d] (VILA)
through Shimura's display control circwt 107, Shimura's electronic circut, and
Aldrich's GUL 500, EX-1004, 9911-12; EX-1006, 9946-50; EX-1012, 9289. A
POSITA would have understood Shumura's display control circuit 107, Shimura's
electronig circuit, and Aldrich's GUI 500 to include hardware (e.g., CPU and
memory ) and related software configured to control the ortentation of the displayed
content {e.g., Aldrich's image files) based on the user’s manual selection, or its
equivalents. EX-1012, 4289,

h. Limitation {27¢]

Aldrich discloses [27¢]. See VIILAZ; VIHLB.31, EX-1012, 99290-292.

-8H-
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Aldrich discloses one embodiment where the file selection mnterface,

mcluding the code to run GUI 500, 1s stored on a user computer. EX-1006, §944-
46. A POSITA would have understood that the code for Aldrich’s file selection
mterface links the My Computer (hiug) and Online Photos (ved) tabs with the
corresponding libraries, since selecting one of these tabs populates the display

panel 520 (g

varple respectively) of GUI 500 with corresponding photos.

Id., 4948, 51, 58, FliGs. 5B & 5F (annotated); EX-1012, 929
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Since the file selection mnterface can be mtegrated in the operating system
and/or the Internet browser, a POSITA would have understood that "an association
between af least one of a plurality of visual representations and digital media
content” 1s stored o a storage component. EX-1012, 9292,

i Limtitation [27f]

Aldrich discloses the two functions of [27f]. See VHL.C.2; VIILA S,
VIHHB3 3 VIIEB3 k EX-1012, 99293-294, Clicking or selecting the thumbnail
{e.g., Morro Bay; groen tn FIG. SE (annotated)) would execute the claimed
"association” and transition the display to GUI 500, including photos {purpie)

withm an album (e.g., Morro Bay album; FIG. 5F (annotated)). EX-1006, 948,

-88-
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Aldrich discloses the corresponding structure of [27f]. See VILC.2; EX-
1012, 9294, A POSITA would have known that the above-described functionahity
would be implemented 1o Aldrich’s hardware (e.g., CPU 204) and related software
{(e.g., GUI 500) configured to implement GUI elements that allow a user to
transition between different views of the digital media content {¢.g., populating
image files based on a selected album), or its equivalent. EX-1012, 9294,
i Limitation {27g]
Aldrich discloses [27g]. See VHILAZ, VILB 3L EX-1012, 49295,
Accordingly, the Shimura-Tsuji-Aldrich combination renders obvious Claim
27. See VIILB.2; EX-1012, 99278-296.

. Ground 2: Shimura in view of Tsuji, Aldrich, and Biggs renders
Claim 5 obvious.

1. {ombination of Shimura, Tsuii, Aldrich, and Biges
{hereafier "Shimura-Tsuji-Aldrich-Biggs combination™)

A POSITA would have been motivated to combine Aldrich with Tsujpt and
Shimura (VIILB.2) and Biggs with the foregoing for several reasons. Aldrich and
Biggs are contemporancous references directed toward complementary solutions to
highly analogous problems in the same field of endeavor. EX-1012, 9297, They
are directed toward sharing 1mage files and using an email interface to share the
image files. EX-1006, Title, Abstract; EX-1007, Abstract.

Aldrich discloses vartous links between thumbnails and mmage files. See

VIILB 3.0, VIIEB .35 EX-1012, 9298, A POSITA would have known that such
-90-
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links would be stored m some location. EX-1006, §946-53; EX-1012, 9298, Biggs
discloses that these links can be stored in a remote data store under an account
related to the user's name and email address (1.e., user profile). EX-1007, §930-31,
34,41-43, EX-1012, 4298,

There would have been motivation to combine, and a reasonable expectation
of success i combining, Biggs with Shimura, Tsujp, and Aldrich because prior art
clements are merely combined according to known methods to yield predictable
results, See KSR, 550 U.S at 415-21; EX-1012, 9299, Biggs taught the well-
known concept that click-links could be stored 1 a user profile. EX-1012, 9299,
Application of this teaching to Shimura, Tsuji, and Aldrich would have yielded a
predictable GUT capable of storing hinks between a visual representation (e.g., a
thumbnail) and digital media content in a user profile (¢.g., a remote data store
under an account related to the user's name and email address). 1d

Thus, the POSITA would have been motivated {o combing the above
teachings to arrive at the Shimura-Tsuji-Aldrich-Biggs Computing System capable
of storing links between a thumbnail and tmage files in a remote data store under

an account related to the user's name and ematl address. /d., 4300,

01
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2. Claim 8

Biggs discloses the additional limitation of this claim, and the Shuonura-
Tsuji~-Aldrich-Biggs combination renders the claim obvious. See VHLA 4;
VILC. 1 EX-1012, 99301-302.

Biggs discloses adding "click-links 405 to each thumbnail pointing back to
its related screen size image 204 1n the Pmai data store 7.7 EX-1007, 943, Pmail
data store 7 1s a remote data store associated with remote Pmail server 5. /d., 930,
Biggs clanfies that Pmail data store 7 1s associated with an "account related to the
sender's name and email address.” /d., $42. Based on this and Aldrich's disclosure
of a remote storage account, EX-1006, 348, a POSITA would have known to store
Aldrich's links between the thumbnails and image files in Aldrich's remote storage
account assoctated with the user. EX-1012, 9302, A POSITA would have
understood that storing the click-link in Biggs's "account related to the sender's
name and email address,” (1.e., a user profile} discloses "storing the association ...
[1n] a user profile” because "user profiles” and "user accounts” are used

interchangeably ?

* User profiles were well-known in the art prior to the Critical Date, as shown by

the following exemplary references: EX-1024, ("local user profile” "roaming user

970
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B, Ground 3: Shimura in view of Tsuji, Aldrich, and Chao renders
Claims 9 and 18-19 obviocus.

1. Combination of Shimura, Tsuii, Aldrich, and Chao
{hereafter "Shimura-Tsuii-Aldrich-Chao combination’)

A POSITA would have been motivated to combine Aldrich with Tsujt and
Shimura (VIIL.B.2} and Chao with the foregoing for several reasons. Aldrich and
Chao are contemporaneous references directed toward complementary solutions to
highly analogous problems in the same field of endeavor. EX-1012, 9303, They
are directed toward sharing tmage files and using a GUI to view and manage the
image files. EX-1006, Title, Abstract; EX-1008, Abstract. Aldrich discloses a
GUI 500 where different albums can be viewed 1 an album view (EX-1006, 4946~

53, FIG. SE), but does not disclose a imeline view.

[ABR L)

srofile”, "user profile”, "user account”, "mandatory user profile™); EX-1025, 187
e e bt Ao bt 2

776, EX-1026, passim, EX-1027, passim.
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Chao, however, discloses such a timeline view (FIG. 20 below) and an

album view, and a way to switch between those views. EX-1008, 12:63-65, 15:7-

s’

4.
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y Party
May 2001

<

% Back to Albums { <« Y sldeshow y{ »» 2006
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2
March 1957 0. 3 8.8 00880 8082 838888, February 2002

3
5558 “3664 ~2062 FIG. 20

Chao discloses a main screen with display area 810 displaying different
albums ({d., 12:56-60, 13:5-9, FIG. 8 (below, annotated)), similar to the albums i

Aldrich’s display panel 520 (EX-1006, §856-57, FIG 5E (above)).
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Chao's main screen has a timeline button 804 (ved) to transition the

displayed content to a timeline view. EX-1008, 12:63-65, FIG. 20 (above,

annotated). A POSITA would have been motivated to mcorporate Chao's timeling

button 804 (vod) into Aldrich’'s GUI 500, to be able to view the photos by time "to

quickly disregard a large number of collections in the wrong years, and focus ona

subset that has a high probability of containing the desired image.” EX-1008,

5:54-56; EX-1006, Modified FIG. SE; EX-1012, 9306.
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There would have been motivation to combine, and a reasonable expectation
of success in combining, Chao with Shimura, Tsuji, and Aldrich because prior art
elements are merely combined according to known methods to yield predictable

results. See KSR, 550 U8 at 415-21; EX-1012, 9307. Chao taught the well-

known concept of a timeling view, and a button to fransition the displayed content
from the album view to the timeline view. EX-1012 9307, Application of this
teaching to Shimura, Tsuji, and Aldrich would have yielded a predictable GUI
capable of transiionimg between the album and timeline views by selecting a
button. /d.

Thus, the POSITA would have been motivated to combine the above
teachings to arrive at the Shimura-Tsuji-Aldrich-Chao Computing System capable

7.

HP Inc. - Exhibit 1005 - Page 3226



Petition for Inter Partes Review

U.S. Patent No. 8,612,888

of displaying album and timeline views, and mcluding a virtual button to transition
between the album and nmeline views. /d., 99303-308.

2. Claim 9

Chao discloses the additional hmitation of this claim, and the Shimura-Tsujt-
Aldrich~Chao combination renders the claim obvious. See VI A S, VIIID 1; EX-
1012, 99309-312.

Chao discloses a header and a body. EX-1008, 12:56-65, FIG. 8

(annotated);, EX-1012, 4310, Chao further discloses the "toggle clement” (e.g.,

timeline button 804).
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Chao discloses "Timeline button 804 [o
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eon] allows a user to display

archived images” m a timeline view. EX-1008, 12:63-65. Selecting imeline

button 804 "transitions the computing device display between the album view

[FIG. 8 above] and the imeline view [FI1G. 20

EX-1012, 9311

below] upon selection by a user”

¢ \“Q\\\
SH
%
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.-‘/
..~’/./

i Birthday Party

U May 2001

' [e]

1+
2
<
o
O
<
LYY
{ Back 1 Albums 3 {4« 3 sudeshow 3 »» 32008
2010 ol oo S 0800888 ;
Mearch 1997 0,.0,,8...8,..(;,@_;%@ 3 February 2002
) /
AN T
L2608 2004 2002 F;G 20

A POSITA would have been motivated

to mcorporate Chao's timehine button

804 (ved) into Aldrich’s GUI 500 (Modified FIG. 5E of Aldrich below), so that a

user can more easily identify images to embed/attach in an email based on date

rather than user-created albums. 7d, §312.

G0,
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3. Claim 18
a. Limitation [18a]

Chao discloses [18a], by disclosing a "time view." See VIILAS, EX-1008,

5:7-11, FIG. 20; EX-1012, 99313-314,

-100-
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% Back to Albums { <« Y sldeshow y{ »» 2006
2010 g

2
March 1957 0. 3 8.8 00880 8082 838888, February 2002

3
5558 “3664 ~2062 FIG. 20

A POSITA would have been motivated to incorporate this time view with
Aldrich’s GUI 500. See VIILD.1, EX-1012, 9314,

b. Limitation {18h]

Chao discloses [18b]. See VHLAS, EX-1012, §§315-317.
Chao discloses "a timeline metaphor for accessing and displaying archived

mages.” EX-1008, 15:7-9, FIG. 20 (annotated).

-101-
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FIG. 20

Timehne 2000 weludes scrubber 2004 (vod) that "mdicates the number of 1mage
albums associated with various time periods within the displayed range (March
1997 to February 2002 mn this example).” /d, 15:14-17. The number of circles

) mdicate the number of albums at each date ("organization segments’),

thereby disclosing "the organization segments providing a visual indication of a
number of digital media content items m each segment.” EX-1012, §317.
Accordingly, the Shimura-Tsuji-Aldrich-Chao combination renders obvious

Claim 18. See VIILD.1; EX-1012, 99313-318.

-102-
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4. Claim 19
Chao discloses the additional imatation of this clamm, and the Shimuara-Tsaj-
Aldrich-Chao combination renders the claim obvious. See VILAS, VLD 1; EX-
1012, 99319-320.

Chao discloses "employ[ing] an inferactive device, such as a mouse, to move

along the timeline, thereby searching through time for images of mterest.” EX-

1008, 15:11-13. E.g., a user may use shide 2002 (red) to shift timeline 2000, /4.,

15:14, FIG. 20 (annotated).
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3 NS
S CEG 2082 FIG. 20
-§03-

HP Inc. - Exhibit 1005 - Page 3232



Petition for Inter Partes Review
U.S. Patent No. 8,612,888
E. Ground 4: Shimura in view of Tsuji, Aldrich, and Kurtz renders
Claim 22 obvious.

1. Combination of Shimura, Tsuii, Aldrich, and Kuriz
{hereafter "Shimura-Tsuii-Aldrich-Kurtz combination’)

A POSITA would have been motivated to combine Aldrich with Tsujt and
Shimura (VIIL.B.2} and Kurtz with the foregoing for several reasons. Aldrich and
Kurtz are contemporaneous references directed toward complementary solufions to
highly analogous problems in the same field of endeavor. EX-1012, 9321, They
are directed toward editing tmage files. EX-1006, 961, EX-1009, 997, 5. Aldrich
discloses various options a user can perform on photos before sending them (e g,
editing, saving, previewing, etc.), but does not expheitly disclose what kinds of
edits can be made. EX-1006, 961. Kurtz, however, discloses editing metadata of
mmages. EX-1009, 936,

Kurtz discloses features of conventional technology, such as an image
browser where a user can view photos and photo details ike “dimenstons, the date
and time 1t was taken, and the name of the camera that took 1t.” 7d., §7. Kurtz
describes the need for an improved user expertence that "enables users to readily
locate an item based on the metadata associated with that item™ and “which
allow]s] users to enter and edif metadata associated with items of various types
within a shell browser without the need to invoke an application program.” 7d., 48,

This would have provided motivation for a POSITA to incorporate Kurtz's

~104-
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disclosure mto Aldrich, especially given Aldrich’s disclosure that photos can be
edited before sending. EX-1012, 9322,

There would have been motivation to combine, and a reasonable expectation
of success i combining, Kurtz with Shimura, Tsup, and Aldrich because prior art
clements are merely combined according to known methods to yield predictable
results. See KSR, 550 U.S. at 415-21; EX-1012, 9323, Kurtz taught the well-
known concept of editing metadata of 1mage files, and application of this teaching
to Shimura, Tsup, and Aldrich would have vielded a predictable GUI capable of
editing photo metadata”’ EX-1012, 9323,

Thus, the POSITA would have been motivated to combine the above
teachings to arrive at the Shimura-Tsujt-Aldnch-Kurtz Computing System to edit
the metadata of image files. /d, 9%321-324.

2. Claim 22

Kurtz discloses the additional limitation of this claim, and the Shimura-

Tsup-Aldrich-Kurtz combimation renders the claim obvious. See VIILAG;

VIILE 1; EX-1012, 99325-326.

? Editing metadata was well-known. EX-1028, 117; EX-1029, Abstract, 3:25; EX-
1030, %910, 15; EX-1031, Title, Abstract.

-105-
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Kurtz discloses "user modification of metadata,” specifically a window 200
with an edit control 208 that "presents the user with the option of making edits to
the metadata.” EX-1009, Abstract, §36. "A user can also view a photo’s details,
such as its dimensions, the date and time it was taken, and the name of the camera
that took 1t." Jd., ¥7. The date and time are examples of metadata that can be

edited in Kurtz. EX-1012, 9326,

¥F.  Ground 5: Shimura in view of Tsuji, Aldrich, and Choi renders
Claim 20 obvious.

1. Combination of Shimura, Tsuit, Aldrich, and Chos
{hereafier "Shimura-Tsuii-Aldrich-Choi combination™)

A POSITA would have been motivated to combine Aldrich with Tsujpt and
Shimura (VIILB.2) and Choi with the foregoimg for several reasons. Aldrich and
Chot are contemporancous references directed toward complementary solutions to
highly analogous problems in the same field of endeavor. EX-1012, %327, They
are directed toward sharing 1mage files. EX-1006, 461, EX-1010, 2:5-14, 36-43.
Aldrich discloses sending links to remotely stored photos or thumbnails via email,
but does not exphicitly disclose details of the remote storage account stormng the
photos. EX-1006, §61. Choi, however, discloses such details of a photo hosting
stte with various levels of shanng. EX-1010, Abstract.

Choi discloses different users having different levels of access to an album:

(1} a viewer level to view the album photos, (2) a contributor level to view and add

SULE
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photos, and {3) a manager level to view and add photos, share the album with other
users, and assign various levels of sharing to users. /d., 5:48-61. The album
creator may receive the highest level of control, which includes deleting the album,
changing other users' level of sharing, and removing album access for users. /d,
5:61-65. A POSITA would have been motivated to combine Chot with Aldrich to
detail a user interface of a remote photo storage account. EX-1012, 9328 H.g.,
any user selecting a link or hnked thumbnail of Aldrich may be redirected to Chort's
photo hosting site and presented with an interface from FlGs. 2 and 3, which
mclude a status 1con (ved) mdicatmg changes to the album and/or photos. EX-

1010, 7:40-42, 9:15-25, 47-52.
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In FIG. 2 above, the user is presented with a home page 101 that inclades,
among other elements, "status 1con 205 [red] mdicating if the album has been
recently updated, for example, without limitation, recently created or recently
having photos added.” /d., 9:18-25. In FIG. 3 above, the user 1s presented with a
photo viewer page 135 that includes "status icon 303 [red] ... displayed in the
upper left comer to indicate if the photo has been recently added or modified.” id.,
9:47-52,

There would have been motivation to combine, and a reasonable expectation

of success in combining, Chot with Shimura, Tsuji, and Aldrich because prior art

-109-

HP Inc. - Exhibit 1005 - Page 3238



Petition for Inter Partes Review
U.S. Patent No. 8,612,888

clements are merely combined according to known methods to yield predictable
results. See KSR, 550 U.S. at 415-21; EX-1012, 9330. Chot taught the concept of
presenting a status icon indicating changes to an album/photo to multiple users in a
(GUIL, and application of this teachmg to Shimura, Tsuj, and Aldrich would have
yvielded a predictable photo hosting environment capable of notifying other users of
changes made to an album and/or photo. EX-1012, 9330,

Thus, the POSITA would have been motivated to combine the above
teachings to arrive at the Shimura-Tsuji-Aldrich-Chot Computing System using the
Chot photo hosting site to notify other users of changes made to an album and/or
photo. /d, 99327-331.

2. Claim 20
a. Limitation {20a]

Aldrich discloses GUI 500 to add image files to queue 510 to embed photos
to send to another user. EX-1006, 950; VIILA.3. This discloses [20a], by
"permit{ting] the user to share the at least one visual representation [thumbnail of a
photo album cover], mcluding any associated digital media content {full sized
photos i the album] with another user.” EX-1012, 9332,

b. Limitation [20b]
Chot discloses [20b]. See VIILA 7, EX-1012, 9§333-334.

The '888 Patent describes that various files are stored remotely. See

VIEC 2, EX-1001, 20:12-14, 35-43, 63-67. Choi discloses "send|ing] digital
-110-
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photo files as emails or email attachments to the intended recipients. In this
method, photos are uploaded to an email server and recipients download the photos
to their computer to view the photos. The photos are stored in the email servers.”
EX-1010, 1:37-41.
€ Limitation [20c]

Chot discloses [20¢]. See VIH A7, EX-1012, 99335-337.

The '888 Patent describes that when "a person shares an album with the user
via a registered online hosting service, and subsequently updates the shared album
to nclude new items, the new items may be antomatically added to the user's
digital media hibrary." EX-1010, 20:49-53,

Choi discloses status icon 205 "indicating it the album has been recently
updated, for example, without himitation, recently created or recently having
photos added.” /d., 9:21-25 (emphasis added). The status icon can "be present for
all viewers.” /d., 9:62. Therefore, the photo-hosting site of Choi updates the
album for all viewers based on a first user's changes to the photos since the status
icon 18 "present for all viewers,"” thereby "updating any associated digital media
automatically for the another user.” EX-1012, 4337,

d. Limitation {20d]

Chot discloses status 1con 205 that identifies whether "the album has been

recently updated, for example, without limitation, recently created or recently

~J1t-
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having photos added.” EX-1010, 9:21-25; see VIL.A.7, VIIL.F 2 ¢. Therefore,

Chot discloses {20d] by disclosing "at least one of addition of digital media content
assoctated with the at least one visual representation.” EX-1012, 338,

Accordingly, the Shimura-Tsup-Aldrich~-Chot combimation renders obvious
Claim 20, See VHLF.1; EX-1012, 9%332-339.

. Ground 6: Shimura in view of Tsuji, Aldrich, Chei, and Manolis
renders Claims 17 and 21 ebvious.

1. Combination of Shimura, Tsuii, Aldrich, Choi, and Manoklis
(hereafter "Shimura-Tsuii-Aldrich-Choi-Manaolis
combination')

A POSITA would have been motivated to combine Chot with Tsuj,
Shimura, and Aldrich (VHLF. 1) and Manolis with the foregoimng for several
reasons. Aldrich, Chor, and Manolis are contemporaneous references directed
toward complementary solutions to highly analogous problems in the same field of
endeavor. EX-1012, 9340, All are directed toward sharing image files. EX-1006,
961, EX-1010, 2:5-14, 36-43; EX-1011, 4:60-63. Aldrich and Manolis are directed
toward using email to share image files, and allow the user to add multiple photos
to share. EX-1006, Abstract, §948-50; EX-1011, 9:52-63. While Aldrich discloses
sharing photos stored on a remote storage account, it does not disclose how the
recipient of the shared photos accesses them, EX-1006, 948, Manolis, however,
discloses that relevant information {e.g., URL, Sign In name, password, etc.) is
sent along with the email and related shared photos. EX-1011, 9:52-63.

~112-
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Manohis discloses a Share Photos envelope 2401 that "holds] images that
are to be made accessible online to the specified share recipient.” /d., 9:48-50.
After selecting the recipient, the user can create a subject and message for the
ematl. /d, 9:52-54. When the email 1s sent with the shared photos, mformation
(URL, Sign In name, password, etc.) 15 sent along with the email to the recipient.
Id. | 9:55-57. A POSITA would have known to send this mformation so that the
recipient would be able to access the remotely stored photo. EX-1012, 4341,

There would have been motivation to combine, and a reasonable expectation
of success in combiming, Manolis with Shimura, Tsup, Aldrich, and Chot because
prior art elements are merely combined according to known methods to yield
predictable resalts. See KSR, 550 U8, at 415-21; EX-1012, 9342, Manolis tanght
the well-known concept of including remote service settings {access information to
aremote storage account), and application of this teaching to Shimura, Tsujt,
Aldrich, and Chot would have vielded a predictable email environment capable of
providing a recipient access to the remotely stored photos.* EX-1012, 9342,

Thus, the POSITA would have been motivated to combine the above

teachings to arrive at the Shimura-Tsuji-Aldrich-Choi-Manolis Computing System

* Including remote servige settings was well-known in the art. EX-1032, Section

4.1 EX-1033, 9943-45, 87, EX-1034, 9929, 51; EX-1035, 1:27, 7:25-30,

~113-
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using the mformation of Manolis to provide a recipient access to the remotely

stored photos. /d., 99340-343.
2. Claim 17
a.  Limitation {17a]

The GUI 500 of Aldrich 1s used to share files, such as image files, with
another user by aggregating all the files a user wants to send in gueue 510, See
VIILA 3, VIILB.11, VIILF .2 a; EX-1006, 50. A POSITA would have understood
that this discloses "a share operation,” and thereby discloses [17a]. EX-1012,
344,

b. Limitation {17h]

The '888 Patent describes that state entries "reflect]] any edits made to the
referenced digital media content.” EX-1001,4:21-22, 6:52-53, 9:10-12, 49:26-30.
Cho discloses identifying such state entries, by disclosing an exemplary album on

home page 101, EX-1010, 7:40-42, 9:15-25, 47-52, FIG. 2 (annotated), VIIL.AT.
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On home page 101 there 15 "a status icon 205 [red] indicating if the album has been

recently updated, for example, without limitation, recently created or recently
having photos added.” /d., 9:21-25. Chot also discloses status icon 303 (veq) that
identifies whether an individual "photo has been recently added or modified.” /d,

9:50-52; FIG. 3 (annotated).
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Figure 3

A POSITA would have understood that the status icon of Chot "identiflies] any

state entries [edits made to the photos] for the plurality of digital media content.”
EX-1012, 9347,
¢ Eimitation [17¢]

Manolis discloses [17¢], by disclosing "information (URL, Sign In name,
password, etc.) for accessing the shared images.” EX-1011, 9:36-57; see VIILA K,
The information is "identified” in order to be sent along with the email. EX-1012,
4348,

d. Limitation {17d]
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~

Aldrich in combination with Chot and Manolis discloses [17d] and renders 1t
obvious. Aldrich discloses "transmitting a visual representation {thumbnail of
album cover photo] associated with the plurality of digital media content [photos]
... to another streambined device user,” by disclosing sending embedded and/or
attached image files to other users. EX-1006, Abstract, §957-58. A POSITA
would have understood that an email server would receive the request to send an
email with embedded/attached photos, and the email server would transmit the
ematil to the other user. EX-1012, 9345,

Chor discloses "transmitting ... any state settings ... to another streambined
device user,” by disclosing status icons 205 and 303 that can indicate if an album
was updated (e.g., photos added) or individual photos were recently added or
modified. EX-1010, 9:21-25, 50-52. The status icon can "be present for all
viewers." fd, 9:62. A POSITA would have understood that m Chot, 1if the albam's
creator makes any changes to the album, the photo hosting site (remote server)
would transmit a notification mdicating the changes to other users via the status
icons. EX-1012, 9350,

Manohs discloses "transmitting ... any remote service settings ... to another
streamiined device user,” by disclosing that an email with the attached photos is
sent "along with mformation (URL, Sign In name, password, etc.) for accessing the

shared mmages.” EX-1011, 9:55-37.
_,1 1'/,.
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Accordimngly, the Shimura-Tsuji-Aldrich-Choi-Manolis combination renders

obvious Claim 17. See VIILG.1; EX-1012, 99344-352.
3. Claim 21
a. Limitation [21a]
Alduich discloses [21a]. See VHILAZ; VIHLF .2 a; EX-1012, 4333,
b. Limitation {21b]
Aldrich m combination with Chor and Manolis discloses [21b] and renders 1t
obvious. See VIIL.G.1, VIIL.G 2.4, EX-1012, 9354,
Accordingly, the Shimura-Tsuji-Aldrich-Choi-Manolis combination renders
obvious Clamm 21, See VILG.1; EX-1012, §9353-355.

Respecttully submitted,

Dated: April 27, 2021 /s Martin B, Bader
Martin R. Bader (Reg. 54,736)
SHEPPARD MULLIN RICHTER &
HAMPTONLLP
12275 El Camino Real, Suite 100
San Diego, CA 92130
Tel.: (858) 720-8500
Fax: (858) 509-3691

Counsel for Petitioner
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CERTIFICATION UNDER 37T C F.R, §42.24(1h

I certify that the foregoing complies with the type-volume limitation of
37 CFR. §42.24 and contains 13,968 words based on the word count indicated by
the word-processing system used to prepare the paper, and excluding those
portions exempted by § 42.24(a).
Date: April 27, 2021 s/ Martin R, Bader

Martin R. Bader
Registration No.: 54,736
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CERTIFICATE QF SERVICE

Puarsuant to 37 C.F.R. §§42.6(¢c) and 42.105(a), the undersigned hereby
certifies that the foregommg PETITION FOR INTER PARTES REVIEW
UNDER IS US.C 8311 ET SEQ. AND 37 CF.R, §42.100 ET SEQ. (CLAIMS
1-20 OF U.S. PATENT NO. 8,612,888), including all exhibits and supporting
evidence, was served in its entirety on April 27, 2021, by electronic mail pursuant
to written agreement, upon counsel for the Patent Owner, the WOLF
GREENFIELD & SACKS, P.C. firm, to the following mdividuals and email
addresses:

Michael Albert, Michael Albert{@ WolfGreenfield.com
Gerald Hrycyszyn, Gerald Hryeyszyn@ WolfGreentield.com
Marie A. McKiernan, Marne McKiernan@woligreenfield.com
Eric Rutt, Eric Rutt@WollGreenfield.com
WGS-Litlv Lenovo@WolfGreentield.com
WOLF GREENFIELD & SACKS, P.C.

600 ATLANTIC AVENUE
BOSTON MA 02210-2206

Respecttully submitted,
Dated: Apri 27, 2021 L ,
s/ Martin R Bader
Martin R. Bader (Reg. No. 54,736)
SHEPPARD MULLIN RICHTER &
HAMPTON LLP
12275 El Camino Real, Suite 100
San Diego, CA 92130
Tel.: (858) 720-8500
Fax: (858) 509-3691

Clounsel for Petitioner
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Trials@uspto.gov Paper: 6
571-272-7822 Entered: October 21, 2021

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

LENOVO (UNITED STATES) INC.,
Petitioner,

V.

LITL LLC,
Patent Owner.

IPR2021-00822
Patent 8,624,844 B2

Before MICHELLE N. ANKENBRAND, GARTH D. BAER, and
BRIAN D. RANGE, Administrative Patent Judges.

BAER, Administrative Patent Judge.

DECISION
Denying Institution of /nter Partes Review
3I5U8C. §314
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[. INTRODUCTION

Lenovo (United States) Inc. (“Petitioner™) filed a Petition (Paper 1,
“Pet.”) requesting an inter partes review of claims 1-16 and 18-22 of U.S.
Patent No. 8,624,844 B2 (Ex. 1001, “the *844 patent™). LiTL LLC (“Patent
Owner”) filed a Preliminary Response. Paper 5 (“Prelim. Resp.”).

We have authority to determine whether to institute an inter partes
review. See 35 U.S.C. § 314 (2018); 37 C.F.R. § 42.4(a) (2020). The
standard for institution is set forth in 35 U.S.C. § 314(a), which provides that
an inter partes review may not be instituted unless “there is a reasonable
likelihood that the petitioner would prevail with respect to at least 1 of the
claims challenged in the petition.” As discussed below, we determine that
Petitioner does not show a reasonable likelihood of prevailing with respect
to the challenged claims. Accordingly, we deny institution of an inter partes
review.

II.  BACKGROUND
A. Related Matters

The parties identify the following as a related matter: Li7L LLC v.
Lenovo (United States), Inc. and Lenovo (Beijing) Limited, 1:20-cv-00689-
RGA (D. Del.). Pet. 2; Paper 4, 1. Patent Owner also identifies the following
as related matters: IPR2021-00681, IPR2021-00786, IPR2021-00800, and
IPR2021-00821. Paper 4, 2.

B. The ‘844 Patent (Ex. 1001)

The *844 patent is titled “Portable Computer with Multiple Display
Configurations.” Ex. 1001, code (54). The computer system of the 844
patent describes different profiles to customize the graphical user interface

in different modes, including a laptop mode in which the portable computer
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has a conventional laptop appearance, with the display inclined at a viewing
angle from the base (id. at 6:26-28); an easel mode in which the base of the
computer and its display stand upright forming an inverted “V,” and the
display and keyboard are on opposite sides (id. at 7:48-61); and a frame
mode 1n which the display and base are at a similar orientation and angle as
in easel mode, but with the base lying flat on a surface and the keyboard
facing down (id. at 16:3—-13).

Figure 17 of the 844 patent, reproduced below, illustrates a portable
computer in laptop mode. /d. at 5:13-15.

o

by \
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Figure 4 of the *844 patent, reproduced below, illustrates the portable

computer in easel mode. /d. at 4:47-48.
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FIG. 4
Figure 26 of the 844 patent, reproduced below, illustrates the portable

computer configured into frame mode. /d. at 5:35-37.

Kayooard {acing down
inte surfacss

FiG, 26

The *844 patent explains that the display’s orientation can change
based on the different modes or in response to a user’s input. /d. at 2:42—44.
C. Challenged Claims
Among challenged claims 1-16 and 18-22, claims 1, 10, and 18 are
independent. Claim 1 is exemplary of the claimed subject matter and is

reproduced as follows:

HP Inc. - Exhibit 1005 - Page 3254



IPR2021-00822
Patent 8,624,844 B2

1. A portable computer configurable between a plurality of
display modes including a laptop mode and an easel mode
wherein transitions between the plurality of display modes
allows an operator to interact with a single display screen in
each of the plurality of display modes, the portable computer
comprising;

a base including a keyboard;

a main display component rotatably coupled to the base such
that the main display component and the base are rotatable with
respect to one another about a longitudinal axis running along
an interface between the main display component and the base
to transition between at least the laptop mode and the easel
mode, the main display component including the single display
screen, wherein the transition between the laptop mode and the
casel mode allows the operator to operate the portable computer
while viewing the single display screen in each of the plurality
of display modes, wherein

the laptop mode is configured to display to a user on the main
display component a first content mode having a first content
display orientation with the main display component oriented
towards the user and the keyboard oriented to receive input
from the user;

the easel mode 1s configured to display to the user on the main
display component a second content mode having a second
content display orientation with the main display component
oriented towards the user and the keyboard oriented away from
the user, wherein the first and second content display
orientations are 180 degrees relative to each other, and wherein
the portable computer is operable in the easel mode to enable
the user to interact with displayed content without interacting
with the keyboard; and

a navigation control disposed at least partially within the base
and rotatable about the longitudinal axis, the navigation control
configured to permit a user to control at least one of operating
parameters of the portable computer and content displayed on
the single display screen wherein the plurality of modes
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includes a frame [mode!] in which the main display component
1s oriented towards the operator, the base contacts a
substantially horizontal surface, and the keyboard faces the
substantially horizontal surface.

Ex. 1001, 17:9-51.
D.  Asserted Grounds of Unpatentability
Petitioner asserts the challenged claims are unpatentable based on the

following grounds:

1,3-5,7-10, 13-16 103 Shimura,® Tsuji,* Pogue®
Shimura, Tsuji, Pogue,
6 103 Escamilla®

Shimura, Tsuji, Pogue,
2 103 Escamilla, Yeh’
18, 22 103 Shimura, Tsuji, Pogue, Lin®

! Original claim 1 recites a “frame” not a “frame mode.” Ex. 1001, 17:47.
On April 1, 2014, the Office issued a Certificate of Correction that inserts
the word “mode” after the word “frame” in claim 1. /d. at Certificate of
Correction.

? The Leahy-Smith America Invents Act (“AIA”) amended 35 U.S.C. § 103.
See Pub. L. No. 112-29, 125 Stat. 284, 285-88 (2011). As the application
that issued as the *844 patent was filed before the effective date of the
relevant amendments, the pre-AIA version of § 103 applies.

3 JP1994-242853 (H6-242853), published September 2, 1994 (Ex. 1003).
We refer to the Certified English translation (Ex. 1004, “Shimura™).

+US 2005/0062715 Al, published Mar. 24, 2005 (Ex. 1005, “Tsuji”).

> Windows XP Home Edition: The Missing Manual (2d ed.) (David Pogue,
Pogue Press, LLC & O’Reilly Media, Inc. 2004) (Ex. 1006, “Pogue™).

6 US 6,724,365 B1, Apr. 20, 2004 (Ex. 1007, “Escamilla”).
7US 6,396,419 B1, May 28, 2002 (Ex. 1008, “Yeh”).
8 US 2007/0013682 A1, published Jan. 18, 2007 (Ex. 1009, “Lin™).

6
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Shimura, Tsuji, Pogue,

11,12, 19,21 103 Escamilla, Lin

Pet. 3—4. Petitioner supports the asserted grounds with the Declaration of

Jean Renard Ward. Ex. 1010.

1. DISCUSSION
A.  Level of Ordinary Skill in the Art

Petitioner contends that a person of ordinary skill in the art
(“POSITA”)

would have had at least a Bachelor’s degree in Electrical
Engineering, Computer Engineering, or Computer Science, plus
two to three years of work experience in designing hardware
and/or software aspects of the User Interface (UI) for portable
computing devices; the POSITA would also be familiar with
designs of the user interface employed and displayed by the
operating system and 1its organization of content and
functionality. Alternatively, the POSITA would have received a
graduate degree such as a Master’s or PhD degree with at least
one year of work experience related to hardware and/or software
design aspects of the Ul for portable computing devices; the
POSITA would also be familiar with designs of the user interface
employed and displayed by the operating system and its
organization of content and functionality.

Pet. 15-16 (citing Ex. 1010 § 26).

Patent Owner does not dispute Petitioner’s asserted level of ordinary
skill in the art. See generally Prelim. Resp.

We find, based on the current record, that Petitioner’s contention is
reasonable. For purposes of this Decision, we adopt the level of ordinary

skill in the art Petitioner proposes.
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B. Claim Construction
Petitioner proposes a claim construction for “content mode,” as well

2% <C

as several related terms, 1.e., “first content mode,” “second content mode,”
and “mode(s) of content.” Pet. 16—18. We determine we need not explicitly
construe those terms to determine whether to institute an inter partes review.
See Nidec Motor Corp. v. Zhongshan Broad Ocean Motor Co., 868 F.3d
1013, 1017 (Fed. Cir. 2017) (“we need only construe terms ‘that are in
controversy, and only to the extent necessary to resolve the controversy’”
(quoting Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803
(Fed. Cir. 1999))).

We determine, however, that construction is necessary for “frame
mode.” Claim 1 recites, among other things, “[a] portable computer
configurable between a plurality of display modes . . . wherein the plurality
of modes includes a frame mode in which the main display component is
orientated towards the operator, the base contacts a substantially horizontal
surface, and the keyboard faces the substantially horizontal surface.”

Ex. 1001, 17:9-51; see id. at Certificate of Correction. Independent claims
10 and 18 have similar “frame mode” limitations. /d. at 18:65-19:2, 20:25—
29. The *844 patent explains that frame mode is “illustrated in FIG. 26.” Id.
at 16:2-3. Figure 26 1s reproduced below.
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104

Reyhoard facing down
ke swiace

FiG. 26
Figure 26 and the accompanying text characterize frame mode as having the
keyboard face down on a surface with the screen face up, and the base and
display components forming a non-zero angle 134, similar to easel mode’s
inverted “V.” See id. at 16:6-13.

Frame mode is distinct from “tablet mode,” which the 844 patent
acknowledges was known in the art. See id. at 1:32-55 (citing U.S. Patent
Nos. 6,771,494 (Ex. 2009) and 6,266,236 (“the *236 patent™) (Ex. 2010)). In
tablet mode, the display is “rotated and folded against the base.” Id. at 1:43—
46. Tablet mode is depicted, for example, in the 236 patent’s Figure 2,

which is reproduced below.

Figure 2

9
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“[T]he specification is always highly relevant to the claim
construction analysis. Usually, it 1s dispositive; it is the single best guide to
the meaning of a disputed term.” Philips v. AWH Corp., 415 F.3d 1303,
1315 (Fed. Cir. 2005). Consistent with the *844 patent’s specification, for
purposes of this Decision, we construe “frame mode™ as having the
keyboard face down on a surface with the screen face up, and the base and
display components forming a non-zero angle. Frame mode is distinct from
“tablet mode,” where the display is flush against the base.
C.  Analysis
1. Overview of Shimura (Exs. 1003 and 1004)

All grounds rely on Shimura. Shimura 1s a Japanese patent application
publication (Ex. 1003), for which Petitioner provided a certified English
translation (Ex. 1004). Shimura relates to a personal computer that “can
adopt a mode suitable for a user environment centered on a pen input
operation and a mouse input operation while retaining a mode which can use
a keyboard.” Ex. 1004, code (57). Figure 1 of Shimura, reproduced below,

illustrates an example of the personal computer. /d.
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As shown in Figure 1, the personal computer includes main part 101
provided with keyboard 104 on the front; cover part 102 provided with
display 105 on the front; and coupling mechanism 103, which enables the
opening and closing of computer parts 101 and 102 and 1s used to couple
one end of main part 101 and one end of cover part 102 with display 105
such that cover part 102 faces main part 101. /d. Coupling mechanism 103 1s
structured so that it can also open cover part 102 so that the orientation of
cover part 102 exceeds 180° relative to main part 101. /d. Figure 4 of
Shimura, reproduced below, shows an inclined view of the personal

computer, with main part 101 rotated nearly 360° with respect to cover part

102. Id. 9 16-17, Fig. 4.

& display reverse switch

As shown in Figure 4, coupling mechanism 103 enables the rotation of cover
part 102 with respect to main part 101. /d. 9 12-13. Coupling mechanism
103 1s fastened by hinges to main part 101 and cover part 102. Id. § 12.

11
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2. Obviousness Analysis

Based on the present record, Petitioner does not demonstrate a
reasonable likelihood of showing the asserted prior art would have rendered
obvious the subject matter of challenged claims 1-16 and 18-22.
Independent claims 1, 10, and 18 require a “frame mode in which the main
display component is oriented towards the operator, the base contacts a
substantially horizontal surface, and the keyboard faces the substantially
horizontal surface.” Ex. 1001, 17:47-51, 18:66-19:2, 20:27-30, Certificate
of Correction. For all of its asserted grounds, Petitioner relies on Shimura’s
Figure 4 for teaching the claimed “frame mode.” Pet. 57, 87, 102. We agree
with Patent Owner that Shimura’s Figure 4 does not disclose or suggest a
frame mode. See Prelim. Resp. 27-32.

Shimura’s Figure 4 (reproduced below, left) depicts the device’s
display folded against the base—i.e., tablet mode—rather than in a frame
mode where the base and display components form a non-zero angle similar
to easel mode’s inverted “V.,” as depicted in the 844 patent’s Figure 26
(reproduced below, right).

e

FHR. 28

Although, as Petitioner notes, Shimura teaches that its computer can be

configured to any angle between 0° to 360°, see Pet. 22 n.1 (citing Ex. 1004

12
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919 8, 10, 17), that too does not disclose frame mode. This is so because, as
Patent Owner explains, beyond the required opening angle, frame mode
additionally requires a hinge that “must support the display to prevent it
from collapsing into tablet mode.” Prelim. Resp. 31. Petitioner points to
nothing in Shimura that would indicate its hinge could support the display in
frame mode. See Pet. 22, 41-42,46-47, 53, 57,59, 70. Thus, on the current
record, Petitioner has not made a sufficient showing that the asserted
combinations of Shimura and other references teach or suggest the claimed
plurality of modes including a “frame mode™ as required in all the
challenged claims.
IV. CONCLUSION

For the reasons above, we determine that Petitioner has not
established a reasonable likelihood that it would prevail in showing that at
least one of the challenged claims is unpatentable.

V. ORDER

In consideration of the foregoing, it is hereby:

ORDERED that the Petition 1s denied, and we do not institute an infer
partes review of any claim of the 844 patent based on a ground asserted in

the Petition.

13
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L INTRODUCTION

The 21 challenged clamms are directed to a portable computer with multiple
display modes and related features, all of which were well-known before the
priority date. This portable computer 1s configurable between various display
modes, including a laptop, easel, and frame mode. But these modes, and portable
computers configurable to transition between them, were all well-known before the
priority date. Related claimed features include a plurality of content modes, a
navigation control configured to control an operating parameter and displayed
content, a hinge assembly, detection of the display mode based on a rotation
sensor, and automatic rotation of displayed content based on a detected display
mode. But likewise, these and other claimed features were also all well-known
before the priority date.

As explained below, five prior art references—Shimura, Tsup, Pogue,
Escamilla, Yeh, and Lin—in various combinations render obvious all 21
challenged claims. This petition requests that the Board find unpatentable and
cancel all challenged claims.

H. MANDATORY NOTICES UNDER 37 C.F.R. §42.8
A.  Real Parties-In-Interest (§42.8 (b}{1})

Pursuant to 37 CFR. § 42.8(b)(1), Lenovo (United States) Inc.
("Petitioner”} 15 a real party-m-interest. Petitioner 15 an idirect wholly-owned

subsidiary of Lenovo Group Limited. Because Lenovo (Beying) Limited has been
-1-

HP Inc. - Exhibit 1005 - Page 3274



Petition for fnter Partes Review
UJ.5. Patent No. 8,624,844
named as a defendant in the "related matter” identified pursuant to 37 CFR. §
42 8(bY2) Gee, LiTL LLU v, Lenovo (United States), Inc. and Lenovo (Beijing)
Limited., Case No. 1:20-cv-00689 (D. Del )}, Lenovo (Beijing) Limited 1z also a
real party-in-interest.
B. Related Matters (§42.8 (b){(2))

The patent at 1ssue, U.S. Patent No. 8,624,844 (""844 Patent”), 1s the subject
of the following district court proceeding: Li7T7 LLC v. Lenovo {United States) Inc.
and Lenovo {Beijing) Limited, Case No. 1:20-¢cv-00689 (13, Del.).

{.  Lead and Backup Counsel {§42.8 (B)(3})
Petitioner appoints Martin Bader (Reg. No. 54,736} of Sheppard, Mulhin,

Richter & Hampton LLP as Lead Counsel, and appoints Nam Kim (Reg. No.

the same firm as Back-Up Counsel. An appropriate Power of Attorney is filed
concurrently herewith.

B.  Service Infermation {§42.8 (b)}{(4))

Service of any documents to Counsel can be made via hand delvery to
Sheppard Mullin Richter & Hampton LLP, 12275 El Camino Real, Suite 100, San
Diego, California 92130, Petitioner consents to service by e-mail at Legal Tm-

LNV-LTL{@sheppardmullin.com.

R
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[II. FEE FOR JPR (37 C.F.R. §42.15(a) and §42.103)

The Office 15 authorized to charge any

fee deficiency, or credit any overpayment, to Deposit Account No. 50-4561.

IV, REQUIREMENTS FOR /PR UNDER 37 CF.R. §42.104

A.  Grounds for Standing (§42.104(a))

Petitioner certifies that the '844 Patent is available for IPR and that the

Petitiomer 1s not barred or estopped from requesting PR challenging the claims of

the '844 Patent.

B.  Identification of Challenged Claims (§42.104(b)}{1))

This Petition challenges the validity of claims 1-16 and 18-22 of the '844

Patent ("Challenged Claims").

C. Grounds of Challenge (§42.104(b}(2})

The Grounds of unpatentability presented in this Petition are as follows.

and Pogue, m further view of Escamilla
and Lin

i §103 | Obvious over Shimura n view of Tsup, 3-5, 7-10, and
in further view of Pogue {3-16

2 §103 | Obvious over Shimura mn view of Tsup 6
and Pogue, m further view of Escamiﬂa

3 §103 | Obvious over Shimura mn view of Tsup 2
and Pogue, in further view of Escamiﬂa
and Yeh

4 §103 | Obvious over Shimura in view of Tsuj 18 and 22
and Pogue, m forther view of Lin

b §103 | Obvious over Shimura in view of Tsup 11,12, 19 and 21

HP Inc.

- Exhibit 1005 - Page 3276




Petition for fnier Partes Review
UJ.5. Patent No. 8,624,844

6 §103 | Obvious over Shimura m view of Tsup 20
Pogue, Escamilia, and Lin, i further
view of Yeh

The '844 Patent issued from U.S. Apphication No. 12/170,951, filed July 10,
2008, and claims prionity to U.S. Provisional Application No. 61/041.365, filed
April 1, 2008, Without conceding valid priority entitlement, for purposes of this
Petition only, it 1s assumed that April 1, 2008 marks the earliest effective priority
date (the "Cntical Date") of the '844 Patent.

V. PROPOSED GROUNDS SHOULD NOT BE DENIED INSTITUTION
ON ANY DISCRETIONARY GROUND

The Board should decline to exercise its discretion to deny mstitution under

|8

5 U.S.C. §325(d). The Section 325(d) analysis follows a two-part framework.
Amazon.com, Inc. v. VB Assets, LLC, IPR2020-01346, ship op. at 6-7 (P T A B.
Feb. 4, 2021) (Paper 7). The Board first determines "whether the art or arguments
presented in the Petition are the same or substantially the same as those previously
presented to the Office.” /d If the answer 1s no, the mquiry ends there. But if the
answer 1S ves, the Board then determines "whether the petitioner has demonstrated
a material ervor by the Office 1n 1ts prior consideration of that art or arguments.”
fd. Here, none of the six references relied upon were previcusly "presented to the
Office.” And even if any of them were, the Office would have made a "material
error” by failing to consider the impact of its teachings on the patentability of the

claims.
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A, The Six References Were Not "Presented to the Office”

Of the six references relied upon in Petitioner's grounds for unpatentability,
five were neither cited during prosecution nor relied upon or discussed by the
Examiner o any Office Action. Theretore, those five references were not
"presented to the Otffice” under Section 325(d).

Nor was the remaming reference, Shimura, "presented to the Ofthice.” This
reference was merely cited in an information disclosure statement ("IDS") and not
relied upon or substantively considered by the Examiner m any way. EX-1002,
112. The PTAB has "consistently held that a reference that was neither applied
against the claims nor discussed by the Examiner does not weigh mn favor of
exercising our discretion under § 325(d)." Solvay USA Inc. v. WorldSource
Enterprises, LLC, PGR2019-00046, slip op. at 14 (P. T AB. Aug. 13, 2019) (Paper

R
i
i

3. This mchades "[mlere citation m an IDS.)" /d In particular, "mere citation to a
reference by the Examiner does not establish that the Examiner substantively
considered the merits of " the reference. Zip Top, LLC v. Stasher, fnc., IPR2018-
01216, shp op. at 35 (P T AB. Jan. 17, 2019} (Paper 14) {collecting cases).
Additionally, the Shimura-Tsupt Combmation, which s part of all six
(Grounds n this Petition, is not cumulative of the art relied upon by the Examiner.

E.g., the Exammer relies on U.S. Pat. No. 7,061,472 ("Schweizer™) as disclosure of

the various display modes recited in the '844 Patent's independent claims. EX-
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1602, 593-598. However, the Examiner later states that "none of cited reference
teaches” the "frame mode"” limitation from each mdependent claim. /d, 37, The

Shimura~Tsuj combination does disclose this "frame mode” by utihizing a different
structure for a different purpose than Schweizer. Schweizer discloses a portable

device usable i a "presentation” mode (Fig. 2, below) that allows each user to

view one of the two display screens:

EX-1015, Abstract, 2:1-22. Nowhere does Schweizer disclose placing its device in
manner where the keyboard 15 facing the surface on which it rests tn a "frame
mode” (as disclosed in the Shunura-Tsujt Combination) because the keyboard,
which 18 necessary for operation in the presentation mode, 18 detached from the
display when in the presentation mode, rendering a "frame mode” configuration
mpossible. /d. The Shimura-Tsup combination, on the other hand, can be placed
in such a "frame mode” where a single user or mulfiple users view the same screen
while the keyboard faces the surface. See VIH B33 VIIB10;, VILE 2 Forat
least this reason, the Shimura-Tsupi Combination is not camulative of Schweizer,
G-
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because "1t 1s solving a problem that 15 closer to that of the '[844] Patent” using
"different structures that serve different purposes.” Oficon Medical AB v. Cochiear
Limited, IPR2019-00975, slip op. at 15-16 (P.T.AB. Oct. 16, 2019} (Precedential)
(Paper 15).

B. Fven If a Reference Was "Presented to the Office,” the Office
Made a Material Error by Overlooking Its Impact

Even if the Board finds that Shunura was previously "presented to the
Office” under Section 323(d) (it was not), the Board should still dechine to exercise
its discretion to deny mstitution. This s because the Examiner overlooked spectfic
Shimura's teachings as well as the Shimura-Tsujt combination that disclosed the
"frame mode.” The foregoing would constitute a "material error” by the Patent
Office, even assuming that Shimura was "presented to the Office.”

Where "the same or substantially the same art or arguments were previously
presented fo the Office,” the Board must then consider "'whether the petitioner has
demonstrated a material error by the Office’ in 1ts prior consideration of that art or
arguments.” Amazon.com, at 7 (Paper 7) {citation omitted). This "material error
may include misapprehending or overlocking specific teachings of the relevant
prior art where those teachings tmpact patentability of the challenged claims.”
Cellco P'ship v. Huawei Device Co., Lid. IPR2020-01117, slip op. at 12 (PTAR
Feb. 3, 2021) (Paper 10). Here, Shimura was merely cited m an [DS dunng

prosecution, and was not relied upon or substantively considered by the Examiner

o d
Ji

[
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in any way. Thus, the Examiner overlooked Shimura's specific teachings that
impact the patentability of the claims challenged m this Petition. /d. Moreover,
Shimura was not the basis for any rejection. The "fact that {the references in the
Petition were] not the basis of rejection weighs strongly agamst exercising [the
Board's] discretion to deny institution under 35 U.S.C. § 325(d)." /4
Furthermore, the Examiner did not consider at least the Shimura-Tsup

combination. {d at 14 (dechning to exercise discretion under Section 325(d} to
deny petition where "[reference] [is] cited and discussed during prosecution” but
"the combination of [that reference and another reference] as asserted in the
Petition has not been substantively evaluated by the Office”™), Amazon.com, at 9
{Paper 7). As explaimned above, this combimation discloses the very "frame mode”
the Examiner believed the art not to disclose.
Vi. RELEVANT INFORMATION CONCERNING THE '844 PATENT

A, Overview of the '844 Patent

The '844 Patent 1s directed to a "portable computer that 1s configurable
between a plurality of display modes including a laptop mode (in which the
portable computer has a conventional laptop appearance) and an easel mode o
which the base of the computer and 1ts display component stand vertically forming

an tnverted 'V."" EX-1001, Abstract. The portable computer 100 is configurable

into the plurality of display modes (e.g., FliGs. 1, 4, and 26, below, corresponding

-8-
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to a laptop mode, an easel mode, and a frame mode) based on a hinge assembly
{e.g., FIGs. 7B and 10 below) rotatably coupling the display component 102 to the

base 104 of the computer 100, /4, Abstract.
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FIG. 10

The displayed content of the portable computer of the '844 Patent can be
rotated by 180° so that the displayed content 1s oriented properly for an intended
user. fd, 8:7-16, 16:27-50. The 1807 rotation of the displayed content may be
manual or automated. Id., 16:27-30. E. g, 1n an embodiment where the rotation 1s

-f1-
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automated, the portable computer uses an orientation {or mode) sensor that detects
whether the portable computer 1s 1n a laptop mode or an easel mode and adjusts the
display accordingly. /d., 8:17-20. The ortentation {or mode) sensor may be
{ocated n the hinge assembly 138 and "may be used to determine a precise relative
ortentation], such as an angle,] of the base component 104 with respect to the
display component 102 . . | to determine [a given display mode.|" /d., 8:26-31, 58-
61. In some embodiments, the ortentation sensor may be located i a display
component 102 or base 104 and may include an accelerometer "whose output 1s fed
to the computer operating system (or to dedicated logic circwtry) which then
triggers a display inversion as appropriate between the two modes.” /d., 8§:31-34.

The '844 Patent also discloses "software and/or hardware protection . . .
provided for the keyboard fo prevent keys from being pressed {or to prevent the
portable computer from responding to pressed keys) when the portable computer 1s
i the frame mode." /d., 16:14-17.

Moreover, the '844 Patent discloses integrated navigation hardware that
"allows a user to eastly and comfortable {sic] control various features and functions
of the portable computer, and to manipulate content displayed on the portable
computer.” /d., 10:55-58. The navigation hardware may include a scroll wheel,
navigation buttons 166, 168, or conventional tools {e.g., touchpad 108§, track ball,

mouse, or other pertpherals) to "control, adjust and/or select various functionality
~i0-

HP Inc. - Exhibit 1005 - Page 3285



Petition for fnier Partes Review
UJ.5. Patent No. 8,624,844

of the portable computer.” /d | 10:60-61, 11:2-10, 15-19, 22-24,40-44, 12:17-21.
Navigation button 166 may be implemented on a side of the base, and navigation
button 168 may be implemented as part of the keyboard 106, as illustrated in FIG.

17 of the '844 Patent below.

& —_\
i \ 1102
\ y\“ g\ | \ | \\ 190
k\ \ He \ \ m\ web | hannei;\\
L e x\

In one example, navigation hardware 1s used to control operating parameters
of the portable computer and content displayed on the display screen by
"permit{ting] the user to adyust a volume of sound produced by the portable

computer. In another example, the screen 1s configured to display at least one of a
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plurality of modes of content, and the scroll wheel 1s configured to permit the user
to select a mode of content for display by the portable computer.” /d., 3:36-41.

The '844 Patent also describes content modes ("the modes of content”) that
inciude media 172a, connect 172b, web 172¢, and applications 172d. /4., 11:35-
38. "[Tlhe media mode 172a may provide access to a medial [sic] player to play,
view, search and organize media, such as music, video, photos, etc.” /4., 44-46.
"The connect mode 172b may provide access to features such as, for example,
email, Voice-over-IP instant messaging, etc.” fd | 46-48. "[Tthe web mode 172¢
may provide access to mtemnet browsing and searching.” /d., 49-50. "The
application mode 172d may provide access to, for example, computer applications
or programs, such as word processor, spreadsheet, caleulator, ete.” Id., 50-52.

Challenged Claim 1 1s representative. /d., 17:10-38. As shown below,
however, at the Critical Date, portable computers that used a navigation control
and were configurable into a plurality of display modes, including the laptop, easel,
and frame modes, were well-known m the art. EX-1010, §34.

B.  Prosecution History of the '844 Patent

The '844 Patent was allowed after several Office Actions and claim
amendments. EX-1002, passim. In the last Office Action before allowance, dated
June 7, 2012, the Exammer rejected all pending independent claims as being

unpatentable over U.S. Patent No. 7,061,472 to Schweizer in view of UJ.S. Pat. No.

-l4-
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5,436,954 to Nishiyama. /d., 593-602. Applicant made amendments to the
independent claims that led to allowance, and the amendments to the independent
claims are gencrally related to the following claim features: (1) the laptop mode,
(2) the easel mode, (3) interacting with the displayed content in the easel mode
without interacting with the keyboard, {(4) interacting with the single display
screen, and (5) the navigation control. /d., 73-76.

Additionally, the Examiner provided final amendments to the independent
claims. /d., 36. These amendments that led to allowance generally relate to the
frame mode. /4

However, as demonstrated below, all of these features (along with the rest of
the featares m the Challenged Claims) were squarely within the prior art, mncluding
the prior art relied upon n this Petition.

C.  Level of Ordinary Skill in the Ast

A person of ordinary skill 1n the art ("POSITA") would have had at least a
Bachelor's degree 1w Electrical Engineening, Computer Engineening, or Computer
Science, plus two to three vears of work experience in designing hardware and/or
software aspects of the User Interface (Ul tor portable computing devices; the
POSITA would also be familiar with designs of the user interface employed and
displayed by the operating system and 1ts organization of content and functionahity.

Alternatively, the POSITA would have received a graduate degree such as a

HP Inc. - Exhibit 1005 - Page 3288



Petition for fnier Partes Review
UJ.5. Patent No. 8,624,844

Master's or PhD) degree with at least one year of work experience related to
hardware and/or software design aspects of the Ul for portable computing devices;
the POSITA would also be familiar with designs of the user interface employed
and displayed by the operating system and 1ts organization of content and
functionality. EX-1010, 926.

B,  Claim Listing

EX-1012 15 a claim listing that enumerates each claim element.

VIL. CLAIM CONSTRUCTION OF CONTENT MODE—37 C.F.R. §42.104
(b}3)

The claim construction standard defined i Phillips v. AWH Corp., 415 F 3d
1303 (Fed. Cir. 2005) applies to this proceeding. 83 Fed. Reg. No. 197, 51340
(Oct. 11, 2018); 37 CFR. 42,100, Words m a claim are given their plain meaning,
which s the meaning understood by a POSITA after reading the entire patent.
Phillips, 415 F.3d at 1312-1313.

Petitioner proposes that only the terms below m the Challenged Claims
require express construction for purposes of the current validity challenges.
Petitioner reserves the right to respond to any constructions that LiTL may offer or
that the Board may adopt. Petitioner 1s not watving any arguments concerning
mdefmiteness or clanm scope that may be ratsed in other proceedings.

"Content mode” refers to the use of "first content mode” ({I¢], Claum &,
[10c3], and [18d]), "second content mode” ({1d1], [10d1], and [18¢l}), "modes of

S

16
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content” ([4a], [4b], [14a], and [14b]), and "mode of content” (Clanm 6). The "844
Patent describes “mformation, programs, features and applications may be grouped
into the various modes of content 1727 EX-1001, 11:39-40. In the mode of
content, the user may “select particular functions, features or applications within
that mode.” /d., 12:34-35. E.g., FIG. 11 (below) depicts a block diagram of a
“*home’ screen 170 that displays a plurality of modes of content 1727 that, when
selected, allow “the user [to] access the content organized within that mode.” Jd.,

11:29-30, 40-44.

e 3728

| Media | LITL Madia Player
if'ﬁ home | (music, video, photos)
{ Srosasmnorsrooooce!
{f M??Eb
7 Cona ect' LITL ma#l (e-mail)
176 /] home | Tk chat (VolP SME, M)
P / ’ LATL intercom
/ T PR -
LiTL i s ‘
el uUD e { ?eoqﬁﬁ Web LITL browser
\ \\ settings ammsasansannane?
S A L .
\ \ Aowss “} LITL diocs {iaxd + spreadshest)
L hé{{i LITL vue {graphicsiphota aditer

A browse channels

FIG. 11

add/delets apps
172e

craate new channel
addidelete channeis

These modes of content “may be displayed as a sertes of bars across the

display screen 1107 (FIG. 12 below), “a “desktop” and icon configuration [not

shown} a

‘dashboard” type display [FIG. 13 below],”

or “another configuration, as

would be recognized by those skilled in the art.” /d, 12:6-8, 11-17.

-17-
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FIG. 12 FiG. 13
For purposes of this Petifion only, the “first content mode,” the “second

content mode,” modes of content,” and "mode of content” are cach construed as
"user selectable element(s) displayed on a user interface that, when selected, allows
the aser to access the content orgamized therein.” Petitioner's construction 1s
consistent with the claim language, specification, and prosecution history of the
‘844 Patent. See VI; EX-1002, passim.

VIIL. PRECISE REASONS FOR RELIEF REQUESTED
A, Summary of the Prior Art Applied in This Petition

i. Overview of Shimura

Shimura published as Japanese Patent No. 1994-242853 on September 2,
1994, from an apphication filed on February 15, 1993, Shimura therefore qualifies
as prior art under at least pre-AIA 35 US.C. §§ 102(a) and (b). The Shimura
reference was published m Japanese (EX-1003), and a certified English translation
15 provided herein (EX-1004, reference heremafter will be made to the certified

English translation for simphicity).

-} 8-
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omputer which can adopt a mode suitable

Shimvara is directed to a portabl
for a user environment.” EX-1004, Abstract. The portable computer includes

below m Annotated Figure 1 of Shimura) with

mam part 101 (&

®
keyboard 104 (- 3,
e cover part 102 (dark blue) with display means 105 (1
coupling part 103 (v} fastening the main part 101 to the cover part 102;

} to set the display to a normal view or an

s display reverse switch 106 (
inverted view (1.¢., the displayed content is turned upside down); and

display elements 120, 121 {dark red)

S
Id., Abstract, 9910-12, 17
108 display means:
AnnOtated i 1102 cover party
Figure I w5 i%mm
F Tt 3 .

“““““““ {&ii\

Qﬁ \\F\

126,121 display 170: £
sxample S
ig*

120 & .

§
s? B
$

gz‘ :f
- m? Ferdigmeg. 107 display
control circull

101 rorain part
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The coupling part 103 allows the cover part 102 to be rotated up to 360°

about the main part 101 into varnious display modes, as illustrated 1n Figure 3

below. /d, 911-17. The coupling part 103 may inclade two shafts 150, 151,

which facilitates rotation of the cover part 102 about the main part 101, as

dlustrated m Figure 2 below. Jd., 9913

-14. The coupling part 103 mcludes main

support part 112 of the main part 101 and cover support part 113 of the cover part

102, /d ., 913,
{Figure 3}
101 maiy part
By . 151 shaft
[0S display mesns 102 cover pant | 152 meg ,}ﬁi}m& 152 ratation "
K S RERE 1517 \‘V' s JQ?SB:E.‘*& 158 cover part position
104 104 F-F 102 EAIB 1ny. ‘ \~x;'- ’ "SB'i . 153 rotatian
kevboard 1 ' 35"{“‘” {7 & \(‘ T ﬁ 156 cover pan position
Y ] v 3 T e
{ ) ‘Q‘IS{}:Q 158t shaft
e S S e g e 03RESS 103 coupling pant
150 o -~ 454 E8% 154 rotstion
display means position ‘H’Q &:f*&&i ﬁqlmi \’15? ¢ Tioh | 157 shaft positian
158 cover ;Jart position i

138 main
support shaft

{Figure 32 ] 103 cover part
[1{}3 coupling part 111 Loves "m}p{)#t ‘sha.f‘t
............... 113 cover Sag}pgf; part
;{?yﬁﬁg ________________________________________ e
102 R1833 |
11 ﬁ{ﬁiﬁh |

P
T SR Hls

153 shatt

N;g\ 3553 ﬁ ‘ bzﬁi} shaft
12 KRR AT13 roain
101 ik /

support part
101 main
part
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In a first display mode, which corresponds to the laptop mode of the '844
Patent, the kevboard 104 1s facing upward and the display means 105 s facmg the

user, as illustrated in Figure 1 below. EX-1004, 9911, 14; EX-1010, $134.

{F igu ; ] 105 display means

102 cover part

106 FASH

12¢,121 display
pxampla

LN ) T et
107 ERimEe m?d:sptav‘ ‘
& . controd circuit
} 106: *FEMASF | 108 display
p reverse switch

103 @& 38 I 103 coupling part [

N
RS X 1 101 main part i

In a second display mode, which corresponds to the easel mode of the '844
Patent, the cover part 1s rotated 340° about the main part 101 such that the display
means 1035 1s facing the user and the kevboard 104 1s facing away from the user,
and the user may be limited to inferacting with the operating environment using a

mouse 130, as llustrated 1n Figure 5 below. EX-1004, §914-16; EX-1010, §135.
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|l€}£> display reverse swstch
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[121 display emmp§e
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]ms display mearzs]

130 793

108 &m&ml
PATE NT
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L3 monse

(] 08 Bakes

103 R R

A0 R

103 coupling part
103 main part

102 cover pant

In a thurd display mode, which corresponds fo the frame mode of the '844

Patent, the kevboard 104 and the display means 105 are facing away from each

other, as illustrated in Figure 4 below. EX-1004, 917!

' The '844 Patent describes that in frame mode, "the keyboard 106 [is] 'face down'

on the surface 212 and the display 110 [1s] facing upward.” EX-1001, 16:1-5

Likewise, Shimura's Figure 4 shows the keyboard face down on a surface and the

display facing upward. EX-1004, 9916, 1

8. Shimura further discloses that the

portable computer can be configured to any angle between 0° to 360°, such as

340°. Id., 798,10, 17.
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[Figure 4}

X4

105 display means |
105 RFSER
) 102 cover part
102: H v 4P

Wit X8
104 mvain pant

120 display sxample I

120 Ferip

12Lk%

IO o ¥ 2 - P A S
F1G6 display reverse switeh

roulll , o
0 REE
103 coupling part

Shimura also discloses a "second switching means” that can be set to
invalidate mput from the kevboard. /d, §8. The input invalidation functionality
can be used mn a frame mode, as depicted m Shimura's Figure 4 {above), where data
may be mistakenly mputted from the keyboard on the back of the display means
105, Id., 918, Shimura also discloses that the mput invalidation functionahity
operates automatically based on an angle of the cover part 102 compared to main
part 101, /d, 9918, 19.

2. Overview of Tsui

Tsupt published on March 24, 2005 and claims prionity to a Japanese
application tiled on September 19, 2003, Tsuj therefore gualifies as prior art
under at least pre-ATA 35 U.S.C. §§ 102(a), (b), and {¢).

Reterring to FIGS. 1 and 5 below, Tsujt discloses portable computer 1

mcluding computer main body 11, EX-1003, 30, Tsup's display unit 1215

~3
_4:}_
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"mmplemented as a touch screen device that 15 capable of recognizing a position

indicated by a stylus (pen) or a user's finger.” fd, §31; FIGS. 1 and 5 below. The

portable computer 1 can be configured into a PC style, as tllustrated n FIG. |

below, and a PDA style, as illustrated in FIG. 5 below. Id., 934.

I

il S

(iR SN

Fig.1
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i2

A display driver 303 1 the portable computer 1 "performs an operation for
rotating a screen image displayved on the LCD 13 and a scaling operation for
varying the aspect ratio in response o an mstruction from the BIOS 301" /4, 970,
The BIOS 301 relies on gravity sensor 203 and/or rotation angle sensor 202,
ilustrated m FIG. 10 below, to orient the display unit 12 (1.¢., rotate the screen

mmage). /d., §948,50-51, 74, 77.

<
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4 | angle sensor [ /
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: 15]
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FIG.10

Tsujt also discloses key switches 118 and 119 referred to as a R {right)

button and a L (left) button illustrated in FIG. 4 below. 1d., 938 ("Any given

function can programmably be assigned to each of the R and L button switches 118

and 119.").
14 15 14 1
] / A -
12—~ ‘ ‘ ‘
in===1G 1/
118 119
FIG. 4
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E.g., Tsujp discloses Shift, Ctrl, Alt, Enter, Esc, and arrow keys on the kevboard 11
that can be assigned to the R and L buttons 118 and 119, /d, §942-45. The R and
L buttons "are exposed regardless of whether the computer 1 1s used in a PC stvle
or a PDA style.” /d., %39, Tsup discloses "a key assignment changing function
[that] automatically changfes] a function assigned to each of the R and L buttons]

... 118 and 119 according to {a given display mode|." /d., 946.

“ N, , 2
3. Overview of Porues

Pogue 1s a printed publication and 1s prior art under at least pre-AlA 35
U.S.C. §§ 102(a) and (b). Pogue bears a marking "Copyright © 2004 Pogue Press,
LLC," has an ISBN Number, and a statement that 1t was “Published by O’Reilly
Media, Inc.” i the United States. EX-1006, 5, FLIR Svs., Inc. v. Leak Surveys,
Inc., IPR2014-00411, ship op. at 18-19 (PTARB Sept. 5, 2014) (Paper 9). Pogue's
listing on amazon.com contams user reviews from as early as January 2003, and
archived webpages indicate Pogue was available to purchase on various websites
prior to the Critical Date. EX-1031, 892-4; CIM Maintenance Inc. v. P&RO
Solutions Group, Inc. IPR2017-00516, slip op. at 18-20 (PTAB June 22, 2017)

(Paper 8), Workspot, Inc. v. Uitrix Systems, fnc., IPR2019-01002, ship op. at 17-21

* All citations to Pogue are to the pages of the reference itself, not the stamped EX-

1006 page numbers.
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(PTAB Nov. 20, 2019} (Paper 12). Pogue was cataloged by at least one library as
early as October 2005, EX-1052, 92, As confirmed by the publisher, Pogue was
available online to “subscribers, individuals, and libraries” as early as January 11,
2005, EX-1051, 95,

Pogue 1s meant "to serve as the manual that should have accompanied
Windows XP" and includes "step-by-step mstructions for usmg almost every
Windows featare.” EX-1006, 2. "Windows 1s an operating system, the software
that controls your computer,” and Windows XP is one version of the Windows
operating system. fd., 1, 5. "Every apphication on your machine, as well as every
document you create, is represented on the screen by anicon.” fd, 5. E.g, the
"Idleskiop]] covers everything vou see on the screen when you turn on a Windows

XP computer: icons, windows, menus, scroll bars, the Recyele B, shortcuts, the

Start meny, shorteut menus, and so on.”

-28-
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-

Start many Deskicp Resyele Bin

Id., 3,23, F1G. 2-2.

In order to quickly access the Start menu (i svoon i Figuore 2-3 below)
and make 1t visible, a user can chick the Start button (purple) or press the Windows
fogo key or Ctrl+Esc. Id, 25, In the Start menu, the user has access to "Internet”
(cark groen), "Hematl” (coan s, "Microsoft Word" (Blue), and "Windows Media

Player” {ved). Id., 23-25.
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Clicking on the Internet icon opens Internet Explorer to navigate the web.

Id

]

33

~J

-338. After opening Internet Explorer, a web interface is displayed, which
mciudes a standard buttons bar, an address bar, a links bar, an explorer logo, and

an explorer bar. /d., Figure 11-1 (below).
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Standard Butions bar Address bar links bar  Explorer bgo

\%%WW&M\\\\X\\\\\\\\Y

e e
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Exploray by Frm GCrapife rde Tt links

Clicking on the E-mail icon opens Outlook Express "that lets you receive
and send email messages.” /d., 373, After opening Outlook express, an ematl

mterface 1s displayed, including a folder hist, an attachment 1con, a list pane

toolbar, a contacts list, and a preview pane. Id., 375, Figure 12-1 (below).
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{Clicking on the Microsoft Word icon opens a word processing interface. /d,

4,6, 31, Figure 8-12 (below).
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Clicking on the Windows Media Player icon opens Windows Media Player,
"which lets you play movies, listen to distant radio stations over the Internet, bum
music CDs, and transfer music files fo your portable MP3 plaver.” /14, 4, 13, 26.
When playing a movie in Windows Media Player, the original window size may be
"relatively small." /d., 227, It is recommended to enlarge the window to fill the
sereen. {d., 228, The Windows Media Player may mclude a media interface,
which includes a DVD menu, playback controls, hide/show chapter list, and

chapter list. /d., Figure 7-13 (below).
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Windows XP also mcludes a volume control mterface where a user can drag

the volume bar (Bins in Figure 7-14 below) or press "Mute all” {vad), among other
fend / 3 /o fend

features of the volume control interface. /g, 229-231.
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Windows XP's hardware requirements include a computer with 233 MHz
processor clock speed, 64 MB of RAM, 1.5 GB of free hard disk space, 800 x 600
resolution video adapter and monitor, a CD-ROM or DVD drive, and a keyboard
and compatible pointing device. /d., 558. Pogue also discloses various well-
known input devices for computers, including a keyboard, a trackpad, and a
mouse. fd., 273-274.

4, Overview of Escamilla

Escamilla issued as a U.S. patent on April 20, 2004 from a U.S. patent
application tiled on September 22, 2000, Escamilla therefore qualifies as prior art

under at least pre-AIA 35 U.S.C. §§ 102(a), (b}, and (¢
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Escamilla 1s directed to a multi-function scroll device (vod) in a portable
computer that 1s bi-directionally rotatable relative to the exterior surface. EX-

1607, Abstract, 1:66-2:2, FIG. 3.

Fig. 3

In the background section, Escamilla discusses that portable laptop computers do
not have an integrated multi-function scrolling device, which can be used to pan,

zoom, horizontal scroll, vertical scroll, and autoscroll. /4., 1:16-11, 14-35. As

3
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shown above in FIG. 3, Escamilla integrates multi-function scroll member 52 into
the base of the portable computer. /d., 3:5-18.

5, Overview of Yeh

Yeh issued as a U.S. patent on May 28, 2002 from a U.S. patent application
filed on March 11, 2000, Yeh therefore qualifies as prior art under at least pre-
AlA 35 U.S.C. §8 102(a), (b), and (e).

Yeh is directed to a volume control knob for use with a laptop computer.
EX-1008, Abstract. The volume control knob can be rotated clockwise, as
ilustrated 1o FIG. 6 below, to increase the volume and rotated counterclockwise, as

tHustrated in FIG. 7 below, to decrease the volume. /d, 3:1-7.
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Fig. 7

6. Overview of Lin

Lin published on January 18, 2007 from a U.S. patent application filed on
July 5, 2006. Lin therefore qualifies as prior art under at least pre-ATA 35 US.C.
§8 102(a), (b}, and (e).

Lin1s divected to a rotary koob (ved) disposed m prvot portion 230 (Blue) of
portable computer 200, EX-1009, Abstract, 928, FIG. 2.

~38-
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624,844

UJ.5. Patent No. &,

.2

FIG

activate a desired function of the portable

be used to

an

o

The rotary knob ¢

computer. /d., 999, 28.

Family Diagram

7.

EX-1013 1s a diagram depicting different modified Portable Computers of

Shimura used in the Grounds below.
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B. Ground 1: Shimura in view of Tsuji and Pogue renders Claims 1,
3-8, 7-10, and 13-16 obvious.

1. Combination of Shimura and Tsun (hereafter "Shimura-Tsun
combination”)

A POSITA would have been motivated to combine Shimura with Tsuji for
several reasons. EX-1010, €9161-78. They both:
e arc contemporancous patents directed toward complementary solutions to
highly analogous problems in the same field of endeavor;
e are directed toward a portable computer that can be used 1 various display
modes and displayed content orientations (EX-1004, 9910-17, Figures 1, 3,

4,5:

s EX-1005, 9934, 51, FIGs. 1, 5-8); and
e discuss display modes where the kevboard 1s moperable and/or inaccessible

(EX-1004, 998, 18, 19; EX-1005, 9932, 45; EX-1010, 161);

>

While Shimura discloses receiving pen mput, EX-1004, Abstract, 994, 5, 9,
i1, 16,20, 1t does not explicitly disclose recerving finger mput; Tsup, however,
exphicitly discloses that a fouch screen receiving input from a stylus and finger.

EX-1005, 31,

a. Incorporating Tsuji's Touch Screen into the Shimura
Computer

A POSITA would have been motivated to incorporate Tsujt's touch screen,
capable of both finger and stylus inputs, into the Shimura Computer because such a
display was well-known and would provide an input device {e.g., a finger) that

4=

HP Inc. - Exhibit 1005 - Page 3313



Petition for fnier Partes Review
UJ.5. Patent No. 8,624,844

would not require an external peripheral device (e.g., a mouse, or stylus). There s
additional motivation to incorporate Tsupt's touch-sensitive display because the
keyboard is not always accessible or operable in all of the display modes of the
Shimura Computer. Thus, a display capable of receiving mmput from a finger would
mmprove a user's interaction with the Shimura Computer. EX-1010, 9163,

A POSITA would have understood that the Shimura Computer incorporating
Tsugt's touch screen mncludes other well-known portable computer components.
E.g., Tsuj discloses that the computer main body 11 includes a CPU (central
processing unit). EX-1005, 9930, 63. Whale such a CPU 1s not explicitly disclosed
in Shimura, a POSITA would have known that the Shimura Computer must
mclude such a well-known standard component of a portable computer. EX-1010,
1164,

b. Further Incorporating Tsuji's R and L Buttons into
the Shimura Computer

A POSITA would have been motivated to further incorporate Tsup's R and
L buttons 118 and 119 into the Shimura Computer, to improve the user operability
of the portable computer, regardless of the display mode. Tsup provides express
motivation for the proposed modification. EX-1005, 939 ("The R and L button
switches 118 and 119 are exposed regardiess of whether the computer 1 s used in
a PC style or a PDA style."). With the mtegrated R and L buttons, as illustrated
First~-Modified Figure 1 of Shimura below (1.¢., a laptop mode), First-Moditied

-41-
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Figure 5 below (an easel mode), and First-Modified Figure 4 below (a frame
mode)}, a user would be able to navigate the contents and/or interface of the
Shimura Computer in these display modes. /d Tsuyi's R and L buttons 118 and
119 can be programmed to perform any given function, including standard well-
known keyboard keys {e.g., Shift, Ctrl, Alt, Enter, Esc, and arrow keys), and any
other known function of a portable computer. EX-1005, 9938-46. Using such
buttons to control operating parameters of the portable computer and content
displayed were well-known in the art before the Critical Date. EX-1004; EX-1005;

EX-1005; EX-1010, 9165, EX-1017; EX-1036; EX-1037; EX-1038; EX-1039.

First-Modified 105 display means

102 cover part

Figure 1 105 RASA

120,131 display
exampie

1067 display
comtrol cirguit

toF | 106 display

rEverse switch

04, F-8-F i T KAR3P 1101 main part
304 keyboard
47
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First-Modified

388 &s} &Qi?{{» : % 103 R 103 coupling pant

o - HO T AGRED (101 main pant
12 fas”

_'__),*333; Bk 103 cover part

121 display example

ef- )
105 RFHE

105 display means

T30 mouse

First-Modified

Figure 4

105 display means |
105 PSR
| \ lm;: cover part

402 §M

1120 display example |
120 Torl_ |

: mz main part

ey, 1 e 10R B AR R Ak
e ot £ 1106 display reverse switeh

wttan \;‘ -
3 ﬁggﬁ
103 coupling part

<. Further Incorporating Tsuji's Rotation Angle and
Gravity Sensors into the Shimura Computer

A POSITA would have been motivated to further incorporate Tsupt's rotation

angle and gravity sensors, tHustrated in FIG. 10, into the Shimura Computer to

improve operability and/or usability by providing the option of automatically

43
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controlling the orientation of the displayed content based on the sensor(s). EX-
1005, 9958-60; EX-1010, 9166,

Specifically, Tsup discloses the rotation angle sensor 202 sensing whether a
rotation angle 1s greater than a spectfic rotation angle, and the gravity sensor 203
"sensing which orientation the display unit main body s located in relative to the
orientation of the force of gravity.” EX-10035, §958-59. Based on this disclosure, a
POSITA would have been motivated to implement the combination of the rotation
angle sensor 202 and the gravity sensor 203 in the Shimura Computer to enable it
to distimguish between various display modes (e.g., the laptop, easel, and frame
modes}. E.g., as detailed below, even when the easel and frame modes have the
same rotation angle sach that the output of the rotation angle sensor 202 would be
the same, the output of the gravity sensor 203 would be different in those two
modes and this difference can be used to distinguish between them. EX-1010,
1167,

Also based on the above disclosure of Tsuji, a POSITA would have been
motivated to implement Tsujt's rotation angle sensor in the hinge of the Shimura
Computer, and Tsujt's gravity sensor i the cover part 102 of the Shimura
Computer, as Hlustrated in Second-Maodified Figure 1 of Shimura below. EX-

1010, 7168,

-44-
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Second-Modified .

105 diplay mem
Froure | 18T cover pant

LI dlsaday
soniret givowit
G display

s awiteh

The output of the rotation angle sensor indicates the amount of rotation of the
display component (102} relative to the base (101). EX-1010, 9169, The output of
the gravity sensor indicates the X-component and the Y-component of gravity in
the plane of the display component (102). /d. In the illustrated laptop mode
example below, the outpuf of the gravity sensor would indicate the Y-component
of gravity n the plane of the display component (102} pointing towards the hinge
(103). id

By monitoring the Y-component of gravity in the plane of the display
component, tthastrated in Second-Modified Figares 4 and 5 of Shunura below, the

easel and frame modes can be distinguished. /d., §90.
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Second-Modified
Figure 4

105 display means

105 :&ﬁ%&

120 display example | f"“‘w
IPIR U A Fwe

10T misin part

v

W \\\\\\\ R
B
\ - Ny UV,
,\\\\\\\\

N0 SRR AL

106 display reverse switch

103 coupling parnt

Second-Modified
Figure 5

T \ §{33 m& 103 coupling part

0D KRR 101 main pant
AR B 402 cover part

}f"
105 &R

i_wss display means

130 mouse.

Exemplary logic for determining the display mode based on outpuis of the

rotation angle and gravity sensors i1s summarized in Table 1 below (id )

Reotation Angle Sensor | Gravity Direction Disnlay Mode
Rotating Angle {(Y-Component) gy
Between 0° and 180° Not used Laptop mode
>180° Away from the hinge Fasel mode
46
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assembly
3703 Towards the hinge Frame mode®
' assembly. or none
Table 1

Additionally, accelerometers configured to detect the direction of gravity
were well-known and commercially available at the Critical Date. EX-1010, 9172,
E.g., an application note by Freescale Semiconductor, Inc. indicates that the
company manufactured MMAG200Q and MMAT7260Q series accelerometers that
can measure the tilt of an object. EX-1019, 1, 4. Figures 2-4 from the application
note demonstrate the tilt 1s "a static measurement where gravity 1s the acceleration
being measured.” /¢

In fact, the application note identifies image rotation in a portable device as
one of the applications of the accelerometers. /d. So a POSITA would have
known to use such a commercially available accelerometer and touse it as a
gravity sensor. EX-1010, 9173,

Shimura's modified display control circuit 107 and modified electronic
circutt recerving the outputs of Tsuji's rotation angle sensor 202 and gravity sensor

203 orient the displayed content between at least a normal view and an mmverted

PSeend.

* This assumes that the surface on which the base rests (e.g., a desktop) is
horizontal/flat with respect to the Earth.

-47-
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view. E.g., the displayed content would be ortented in a normal view in the laptop
mode and frame mode and an inverted view in the easel mode. In a laptop mode,
where the rotation angle sensor s less than 180°, the displayed contentisin a
normal view. In an easel mode, where the rotation angle sensor 15 greater than
180°, and the output of the gravity sensor indicates the Y-component of gravity in
the plane of the cover part 102 pomts away from the hinge assembly, the displayed
content 1s in an inverted view. Otherwise, the displayved content would appear
upside-down to the user. Finally, in a frame mode, where the rotation angle sensor
15 greater than 270°, and the cutput of the gravity sensor indicates the Y-
component of gravity in the plane of the cover part 102 pomts toward the hinge
assembly or 1s zero, the displayed content 15 1n a normal view. EX-1010, 174,
(Otherwise the displayed content would appear upside-down to the user.
Automatically controlling the ortentation of displayed content in different display
modes of a portable computing device based on a rotation angle sensor and/or an
accelerometer (¢.g., a gravity sensor) was well-known at the Critical Date. EX-
1005; EX-1010, 9174, EX-1018; EX-1020; EX-1022, EX-1024. Moreover, it was
well-known to configure a portable computing device into multiple display modes,
EX-1004; EX-1005; EX-1010, 9174; EX-1014; EX-1018; EX-1020; EX-1022,
EX-1024; EX-1026; EX-1027; EX-1028; EX-1029; EX-1030.

d. Combining Tsuji with Shimura to Arrive at the
Shimura-Tsuji Computer

-4 8-
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It would have been obvious to mcorporate Tsujt's:
s touch-sensitive display into Shimura's display component;
e R and L buttons 118 and 119 wto the mam part 101 of the Shimara
Computer; and
e automatic display-orientation control feature used to process the
sensor{sy's outputs mto Shimura's modified display control circuit 107
and modified electronic circut.
The resulting system will be hereafter referred to as the "Shimura-Tsup
Computer.” EX-1010, 9175,
There would have been motivation to combine, and a reasonable expectation
of success in combinmg, Tsup with Shimura because the combination 1s merely a
combiation of well-known prior art elements according to known methods to
yield predictable results. K&K Int7 Co. v. Teleflex inc., 550 U.S. 398, 415-21
(2007). That 1s, Tsujt taught the well-known prior art concept of!
# 3 touch-sensitive display that can receive input from a finger;
¢ (ntegrating input devices (i.e., R and L buttons) that are accessible in
multiple display modes; and
s agtomatically controlling the ortentation of the displayed content in

different display modes based on the rotation angle and gravity sensors.

-49.
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Application of these teachings fo Shimura would have yielded a predictable
portable computer with the above three known prior art concepts. EX-1010, %177,
For all the reasons identified in VIELB. 1, the POSITA would have been
motivated to arrive at the Shimura-Tsup Computer by adding or otherwise
miegrating into the Shimura Computer:
e an improved touch-sensitive display that 1s not limited to pens, but can
also recetve input from a finger, as mn Tsuj;
¢ R and L buttons, as in Tsuji, so a user could mteract with the portable
computer i multiple display modes; and
e Tsuji's sensor{s) to improve operability and/or usability by automatically
controliing the onentation of the displayed content n different display
modes.
EX-1010, 98161-78.

2. Combination of Shimura, Tsuu. and Pogue (hereatter "Shimura-
Tsuii~-Pogue combination'”)

A POSITA would have been motivated to combine Tsujt with Shimura
(VII.B.1), and combine Pogue with the foregoing for several reasons. EX-1010,
4179-97.

The hardware requirements to run Windows XP include a 233 MHz
processor clock speed, 64 MB of RAM, 1.5 GB of free hard disk space, 800x600
resolution video adapter and monitor, a CD-ROM or DVD drive, and a keyboard

=50
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and compatible pointing device. See VIILA 3; EX-1006, 558, Multiple computers
at the Critical Date would have met at least these requirements. EX-1016, EX-
1017, EX-1018; EX-10531; EX-1032: EX-1033; EX-1034; EX-1035. Asan
example, the Panasonic CF-19 series laptop, Dell Latitude X1 laptop,, and Lenovo
Thinkpad X61 laptop—all from before the Critical Date—each met these hardware
requirements and was able to run on Windows XP. EX-1016, EX-1017; EX-1018.
While Shimura and Tsujt disclose hardware components and related circaitry, they
do not expressly disclose an operating system; Pogue expressly discloses Windows
XP, one example of a well-known operating system at the Critical Date. EX-1006,
1, 5. Moreover, Pogue provides disclosure of well-known standard components of
portable computers, ncluding a trackpad. EX-1006, 274; EX-1010, 9180, A
POSITA would have known to implement the trackpad on an upper surface of the
base 101, as was well-known at the time. EX-1010, §180; EX-1014, 925
(disclosing a convertible notebook PC mcluding, among other components, touch-

pad 108 integrated into a top surface of the base, as illustrated in FIG. 2A below).®

> The touch-pad appears to be labeled in FIG. 2A as 109, This is understood as a

typographical error and should be labeled as touch-pad 108, EX-1016, 8100,
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FIG. 2A
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The resulting system, as iHhustrated in Third-Modified Figure 1 of Shimura,

including Windows XP and Pogue's trackpad disposed into an upper surface of

mam part 101, will be hereatter referred to as the "Shimura-Tsup-Pogue

Computer.” EX-1010, §181.

Figure 1

Third-Modified

Ty
3

(TR |
$£33
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Second-Modified Figure 5 of Shimura below tllustrates the same system in the

easel mode.

106 dispday reverse switeh 3 8 Rt

108 R M RAE, % -

Second-Modified

Figure 5
" ;4{}3 wa?

103 coupling part

R

A0 Bak3s

101 maly part

302 cover part

ii& mxx&g

Second-Modified Figure 4 of Shimura below illustrates the same system i the

frame mode.

Figure 4

Byl \\\ QN any

103 coupling part

Second-Moditfied

105 display means
ps: &%fi

106 display reverse switch
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In Windows XP, a user can access the Start menu via a Start menu button
{e.g., pressing the Windows logo key or Cirl+Esc on the keyboard, or clicking the
Start menu button on the desktop). EX-1006, 25, Kevboards at the Critical Date,
such as the Panasonic CF-19 sertes laptop, Dell Latitude X1 laptop, and Lenovo
Thinkpad X61 laptop, had a Windows logo key, a Ctrl key, and an Esc key, as well
as arrow kevs, an Enter key, and other standard well-known keys. EX-1010, §184.
Taujt also provides express disclosure that "fafay given function can
programmably be assigned to each of the R and L button switches 118 and 119"
See VIILA 2, EX-10035, 938 (emphasis added). As such, a POSITA would have
been motivated to program the R or L button to the Start menu button {e.g., a
Windows logo key or Ctrl+Esc functionality) so that a user would be able to easily
access the Start menu in all display modes by pressing the programmed R or L
button. From the Start menu, a user would be able to select and open a content
mode, such as the "Internet,” E-mail,” "Windows Media Player,” and "Microsoft
Word" modes using the touch screen, programmed R and L buttons, or keyboard of
the Shimura-Tsuji-Pogue Computer. EX-1010, 4185,
Pogue discloses accessing various content modes. EX-1010, 9186, The
"content mode” terms each means "user selectable element(s) displayed on a user

interface that, when selected, allows the user to access the content organized
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therein” which mchudes media, channel, connect, application, and web content
modes. See VII; EX-1001, 11:44-52, FiGs. 11, 12.

Pogue discloses the user selecting "Internet Explorer” on the graphical user
mterface (GUI) to navigate the web using a web mterface and access online
content. EX-1006,337-38, Figure 11-1. Thus, Pogue's "Internet Explorer,” like
the web mode 172¢ of the '844 Patent, discloses a first content mode. EX-1010,
4188,

Pogue also discloses the user selecting Windows Media Playver on the GUI,

"which lets vou play movies, histen to distant radio stations over the Internet, bam
music CDs, and transfer music files to your portable MP3 player” via a media
mterface, thereby providing access to media content. EX-1006, 13, 227-228,
Figure 7-13. Thus, Pogue's "Windows Media Player,” like the media mode 172a
of the '844 Patent, discloses a second content mode. EX-1010, $190.

Pogue also discloses the user selecting Outlook Express on the GUI "that
lets you recetve and send email messages” via an email interface, thereby
providing access to emails. EX-1006, 373-373, Figure 12-1. Thus, Pogue's
"Outlook Express,” like the connect mode 172b of the '844 Patent, discloses a third
content mode. EX-1010, 9192,

Pogue discloses the user selecting Microsoft Word on the GUI, which

includes a word processing interface, thereby providing access to Word

-55.
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documents. EX-1006, 31, 266, Figure 8-12. Thus, Pogue's "Microsoft Word," like
the apphications mode 172d of the '844 Patent, discloses a fourth content mode.
EX-1010, 9194,

Various content modes identified in the '844 Patent and Pogue are

summarized in Table 2 below:

‘844 Patent Pogue
Web mode 172¢ Internet (Internet Explorer)
Media mode 172a Windows Media Player
Connect mode 172b Email (Outlook Express)
Applications mode 172d Microsoft Word
Table 2

There would have been motivation to combine, and a reasonable expectation
of success in combining, Pogue with Shimura and Tsujt because prior art elements
are merely combined according to known methods to yield predictable results. See
KSR, 550 U.S. at 415-21. That is, Pogue taught the well-known Windows XP
operating system and various content modes, and application of this teaching to
Shimura and Tsujp would have yielded a predictable portable computer with Tsujt's
R or L button programmed to access Pogue's Start menu. EX-1010, 196,

Thus, the POSITA would have been motivated to combine the teachings of
Shimura and Tsup with Pogue's teachings to arnive at the Shimura-Tsupi-Pogue
Computer using the Windows XP operating system that utilizes the R or L button
programmed to access Pogue's Start menu and various content modes therem. EX-

1010, §7179-97.
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3. Claim |
a. Limitation [Ipre]
The Shimura-Tsuj combination discloses [1pre} and renders 1t obvious. See
VLA VIHILB. 1 a; EX-1010, §9198-200.
Shimura discloses a portable computer, configurable into various display
modes. As summarized in Table 3 below, a POSITA would have understood that:
s Shimura's Figure 1 discloses the claimed "laptop mode” of the '844 Patent
(FI1G. 1y
e Shimura's Figure 5 discloses the claimed "casel mode” of the '844 Patent
(F1G. 4); and
¢ Shimura's Figure 4 discloses the claimed "frame mode” of the '844 Patent
(FiG. 26).

EX-1010, 199,
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Shimura '844 Patent
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{Figure 1)
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Frame mode
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Table 3

A POSITA would have been motivated to combine Tsujt's teachings with
Shimura's teachings to arrive at the Shimura-Tsaj Computer capable of
transitioning between the plurality of display modes. See VHHI B 1.a. This
computer has, as explicitly disclosed by Tsup, a touch-sensitive display in the
cover part 102 capable of receiving input from a stylus pen or finger to "allow an
operator to tnteract with a single display screen 1o each of the plurality of display
modes." EX-1005, 931; EX-1010, §200.

b Limitation [1a]

Shimura discloses [1a]. See VIHLA T, EX-1010, §9201-02.
Shimura's Figure 1 below shows the claimed "base” (Shimura's main part

101 1 ved) mehuding the claimed "keyboard” (Shimura's keyboard 104).

-59.
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¢, Limitation [1bl]

Shimura discloses [1bl]. See VIILA 1, EX-1010, 99203-04.

The Shimura Computer discloses "a mam display component {Shimura's
cover part 102] rotatably coupled to the base [Shimura's main part 101] such that
the main display component [102}] and the base [101] are rotatable with respect to
one another about a longitudinal axis [Shimura's support shaft 110]" to transition
between the plurality of display modes (¢.g., laptop and easel modes). EX-1004,
N12-13, Figures 2, 3 (below). The Shumura Computer further discloses that
Shimura's support shaft 110 "runfs] along an interface between the mamn display

component [102] and the base [101]1." EX-1010, 9204,
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d. Limitation [1b2]

The Shimura-Tsuj combination discloses [ 1b2] and renders it obvious. See
VIILBE 1.3, VHLB.3.a; EX-1010, 99205-06.

As ilustrated in Shamura's Figure 1 below, Shimura discloses "the main
display component [102 ved]” and Tsupn discloses "the single display screen
[ Tsuyi's touch-sensitive display biue]” EX-1010, 9206,
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e, Limitation [1b3]

The Shimura-Tsuy combination discloses [1b3] and renders it obvious. See
VHLB.1.a; VHILB 1.¢; VIHB.3.a; EX-1010, 99207-08.

Shimura discloses display modes (i.¢., laptop and easel modes) where the
display component (102} s facing the operator (1.e., "while [the operator] view|s]
the single display screen in each of the plurality of display modes”). See VIILA 1,
VIILB 3.4 The Shimura-Tsup Computer discloses a portable computer capable of
transitioning between the plurality of display modes and having a touch-sensitive
display that "allows the operator to operate the portable computer” mn the laptop
and easel modes. See VIIILB.1.a; EX-1010, §208.

f. Limitation [l¢]

67

HP Inc. - Exhibit 1005 - Page 3335



Petition for fnier Partes Review
UJ.5. Patent No. 8,624,844

The Shimura-Tsuji-Pogue combination discloses [I¢] and renders 1t obvious.
See VIILA T, VIILB.1.¢c; VIHLB.2; EX-1010, 98209-12.

The "first content mode” means "a user selectable element displaved on a
user mterface that, when selected, allows the user to access the content organized
therein,” which includes at least a web content mode. See VII; EX-1001, 11:49-50.

Pogue discloses "a first content mode” (1.¢., "Internet Explorer” used to
navigate the web using a web mterface) corresponding to the web mode of the '844
Patent. See VIIILB 2; EX-1001, 11:49-50; EX-1006, 337-38 Figure 11-1.

When the Shimura-Tsup-Pogue Computer s configured n the laptop mode
{1.., the cover part and keyboard of the Shimura-Tsuji-Pogue Computer face the
user), the onientation of the displayed content 1s tn a normal view. See VHIB 2,
EX-1004, 9911, 14. When the user opens Internet Explorer in the laptop mode, the
displaved content would be in a normal view. See VIII.B.1.b. Thus, the Shimura-
Tsuji-Pogue Computer "display{s] to a user on the main display component [102] a
first content mode [Pogue's Internet Explorer] having a first content display
orientation [normal view] with the main display component [102] oriented towards
the user and the kevboard [ 104] orented to receive mput from the user.” EX-1010,
€212,

g, Limitation [1d1]
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The Shimura-Tsuji-Pogue combination discloses [1d1] and renders it
obvious. See VIILA 1, VILB.1.¢; VIILB2; EX-1010, 99213-16.

The "second content mode” means "a user selectable element displaved on a
user mterface that, when selected, allows the user to access the content organized
therein,” which includes at least a media mode. See VI EX-1001, 11:44-46.

Pogue discloses "a second content mode” (1.¢., "Windows Media Player” to
display a media interface where a user can watch a movie) corresponding to the
media mode of the '844 Patent. See VIILR.2; EX-1006, 227-28, Figure 7-13. Inan
easel mode, it would be conventent to watch a video usmg Windows Media Player
because there 1s no distraction of a kevboard and 1t takes up less real estate on a
surface. EX-1010, 9215,

When the Shimura-Tsuji-Pogue Computer 1s configured in the easel mode
(1.e., the cover part 102 faces the user, and the keyboard faces away from the user),
the ortentation of the displayed content 1s i an inverted view. See VIIILB.1;
VHLB3 a; EX-1004, 9911, 14. When the user opens Windows Media Player in
the easel mode, the displayed content would be in an inverted view. See
VLB 1b. Thus, the Shimura-Tsup-Pogue Computer "display[s] to a user on the
main display component {102] a second content mode [Pogue's Windows Media

Player] having a second content display ortentation [inverted view] with the main
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display component [102] onented towards the user and the keyboard [104] onented
away from the user.” EX-1010, 9216,
h. Limitation [142]

The Shimura-Tsuji-Pogue combination discloses [1d2] and renders 1t
obvious. See VIILA 1, VIIIL.B.1.a; VLB 3 a (discussion of touch-sensitive
display);, EX-1010, 99217-18.

The Shimura-Tsuji-Pogue Computer in the easel mode would be contigured
to display a video using Windows Media Player. See VIILB.3.g Using the touch
screen of the Shimura-Tsupi-Pogue Computer would allow a user to play, pause, or
atfect playback of the video by touching the playback controls (FIG. 7-13). EX-
1010, 9218,

L Limitation [lel]

The Shimura-Tsuji-Pogue combination discloses {Iel] and renders it
obvious. See VIILAZ; VIILB.2; EX-1010, §9219-31.

The Shimura-Tsuji-Pogue Computer mchudes a trackpad disposed on the
upper surface of the base. See VIILB.2; Third-Modified Figure 1 of Shimura

{(below).
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Third-Modified
Figure 1

08 display means
IR cover part

S ERE o

The trackpad of the Shimura-Tsuji-Pogue Computer is the "navigation
control {1] disposed at least partially within the base and [2] rotatable about the
fongitudinal axis” because (1) the trackpad 1s disposed within the main part 101 of
the Shimura-Tsu-Pogue Computer that (2) can be rotated about the main support
shaft 110 of the coupling part 103 of the Shimura-Tsup-Pogue Computer.

Moreover, the trackpad of the Shimura-Tsupi-Pogue Computer can be used
to control vartous features of the portable computer via a software-driven graphical
user interface. EX-10160, 9222, One example 1s controlling the volume by, e.g.,

dragging the volume bar (biue) up or clicking "Mute all” (vod) illustrated in Figure
otewl . ¥ > . -

7-14 below. EX-1006, 229-31.

665

HP Inc. - Exhibit 1005 - Page 3339



Petition for fnier Partes Review
UJ.5. Patent No. 8,624,844

//

\\\\&Q\ \\\\ \f\%
|
|

T § Q\\;E

“\\‘\Q\f\\&\\\\\\\ L

In this example, the trackpad of the Shimura-Tsuji-Pogue Computer "control{s] at
east one of operating parameters of the portable computer” becauase the '844 Patent
describes one example of controlling an operating parameter as "adjust{ing] a
volume of sound produced by the portable computer.” EX-1001, 3:36-38; EX-
1010, 9223,

The trackpad of the Shimura-Tsup-Pogue Computer can also be used to
press Pogue's Start menu button (purple in Figure 2-3 below) that opens the Start
menu (i ) that hists at least "Internet” (dart groen), "E-matl” (.

"Microsoft Word" (hiue), and "Windows Media Player” (ved). EX-1006, 24-25.

EX-1010, 9224,

-67-
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X

In this example, the trackpad of the Shimura-Tsuji-Pogue Computer "controlfs] . ..
content displayed on the single display screen” because the '844 Patent describes
one exampie of controlling displayed content as "display[mg] at least one of a
phurality of modes of content.” EX-1001, 3:36-38; EX-1010, 9225,

Thus, the trackpad of the Shimura-Tsuj-Pogue Computer in each of the
above-described examples discloses the claimed "navigation control.” EX-1010,
9226,

Alternatively, Pogue discloses a user using the Start menu button (e.g.,,
pressing Windows logo key or Ctrl+Esc) on the keyboard to open the Start menu
{(1llustrated 1n Figure 2-3 above) that lists at least "Internet,” E-matl)” "Windows

-68-
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Media Player,” and "Microsoft Word." EX-1006, 24-25. A POSITA would have
known to implement the Start menu button 1n the keyboard of the Shimura-Tsuji-
Pogue Computer, which 1s "disposed at least partially within the base [101] and
rotatable about the longitudinal axis [main support shaft 1101 EX-1010, 227,

Thus, the Start menu button on the keyboard of the Shimura-Tsuji-Pogue
Computer "controlfs] . . . content displayed on the single display screen” because
the '844 Patent describes one example of controlhing displayed content as
"displayling] at least one of a plurality of modes of content.” EX-1001, 3:36-38;
EX-1010, 9228,

The keyboard of the Shimura-Tsuj-Pogue Computer includes arrow keys, as
disclosed in Tsup. See VHILA 2, VIILB.1.b. With the Start menu open, a user
would be able to use the arrow keys on the kevboard to select for display one of the
modes of content (e.g., "Internet,” E-mail,” "Windows Media Player,” and
"Microsoft Word"y., EX-1008, 9923-26, 43; EX-1010, §229.

In this example, the arrow keys of the Shimura-Tsuji-Pogue Computer
"control at least one of operating parameters of the portable computer” because the
‘844 Patent describes one example of controlling an operating parameter as
"select[ing] a mode of content for display by the portable computer.” EX-1001,

3:38-41; EX-1010, 9230.
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Thus, the Start menu button and the arrow keys on the keyboard of the
Shimura-Tsup-Pogue Computer 1n the above-described examples disclose the
claimed "navigation control.” EX-1010, 9231,

i Limitation [lel]

Shimura discloses [1e2]. See VILAL, VIIIB 1.¢; VIILBZ; VIILB 3 a; EX-
1010, 99232-34,

When the Shimura-Tsuji-Pogue Computer 1s configured in the frame mode,
with the cover part 102 facing up toward the user and the keyboard 104 facing
down toward a desk, the orientation of the displayed content 15 in a normal view.
See VIIEB.1; VIILB 3.a; EX-1004, 9911, 14, Figure 4. In this configuration, the
keyboard 104 faces "a substantially horizontal surface” of the desk on which the
portable computer 1s placed. EX-1010, 9234,

Accordingly, the Shimura-Tsup-Pogue combination renders obvious Claim
1. EX-1010, 99198-235.

4. Claim 3

The Shimura-Tsup-Pogue combination discloses the additional limitation of
this claim and renders the claim obvious. See VIILA 3, VIHILB.2; EX-1010, §9236-
37.

The Shimura-Tsuji-Pogue Computer discloses "a first navigation button [a

Windows logo key on the keyboard 104] disposed on . . . the base [101]." See
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VLB .2, VILB.3.1. Pogue's Start menu discloses the claimed "selected content
displayed on the screen” because a user selects this displayed content by pressing,
e.g., the Windows logo key. EX-1006, 25. Opening the Start menu using the
Windows logo key "permit{s] the user to manipulate selected content,” e.g.,
highlight, drag and drop, or launch a content mode such as Microsoft Word, "via
an mput device,” e.g., trackpad, touch screen, keyboard, mouse, etc. EX-1010,
1237,

s, Claim 4

a. Limitation [4a]

Pogue discloses [4a]. See VIILA3; VIILBA.L VIILB.3.g EX-1010, 19238-

The "modes of content” means "user selectable clements displaved on a user
interface that, when selected, allows the user to access the content organized
theremn,” which mchudes media, connect, application, and web content modes. See
VI EX-1001, 11:44-52.

Pogue discloses various "modes of content” (1.e., "Internet Explorer”
corresponding to the web mode of the '844 Patent, "Outlook Express ™
corresponding to the connect mode of the '844 Patent, "Windows Media Player”

corresponding to the media mode of the '844 Patent, and "Microsoft Word"
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corresponding to the applications mode of the '844 Patent. See VIILB .2, EX-1001,
11:49-50; EX-1006, 3, 4, 23-25, 337-38.

The '844 Patent describes a "home screen” as a user interface that "displays a

plurality of modes of content 172" EX-1001, 11:35-38.

l¢ in Figure 2-3 below) that opens the Start

0

Pogue's Start menu button (o

menu (ui groen ) Hists at Teast "Internet” (i green), "Ee-matl” (oo,

"Microsoft Word” (Biie), and "Windows Media Player” (vaq). EX-1006, 23-25,

274, 550.

7

. 3
2 TR

.fgéé;, .............. " §§§§§§

L
)
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i
N

Alost ot usen dems

The Start menu can be opened via the keyboard or another input device (g.g., touch
screen, trackpad, mouse, etc.). {d.. Thus, Pogue's Start menu, hke the home screen
T
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of the '844 Patent, discloses multiple modes of content, summarized 1n Table 2,

reproduced agamn below:

'844 Patent Pogue
Web mode 172¢ Internet (Internet Explorer)
Mediamaode 172a Windows Media Player
Connect mode 172b Email (Outlook Express)
Applications mode 1724 Microsoft Word
Table 2

EX-1010, 92453.
b. Limitation [4b]

The Shimura-Tsuji-Pogue combination discloses [4b] and renders 1t obvious.
See VIIEA 3, VIILB.2; VIIILB 4; VIIEB.5.a; EX-1010, 99244-45.

The Shimura-Tsup-Pogue Computer discloses "the [first] navigation
button,” 1.¢., a Windows logo key on the keyboard 104, See VIILB.2. Opening the
Start menu using the Windows logo key "permit{s] the user to select for display
one of the plurality of modes of content,” ¢.g., highlight or launch a content mode
such as Microsoft Word, "via an mput device,” e.g., trackpad, touch screen,
keyboard, mouse, etc.” EX-1010, 9245,

Accordingly, the Shimura-Tsuji-Pogue combination renders obvious Claim
4. Id., 99238-246.

6. Claim &

a. Limitation [Sa]
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The Shimura-Tsuji-Pogue combination discloses [5a} and renders 1t obvious.
See VIILA2; VIIE B.1 b; EX-1010, §9247-51.

Tsujt discloses R and L buttons 118 and 119 integrated into the base of the
Shimura-Tsuj-Pogue Computer, as tllustrated i Third-Modified Figure T of
Shimura and Second-Modified Figure 5 of Shimura below. See VIILB.1.b; EX-

1005, 938; EX-1010, 248,

Third-Modified
Figure 1
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Second-Modified
F}gure S
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The R or L button can be programmed with any given function, including arrow

keys (e.g., up, down, left, and right directions), used to navigate around the display
screen. See VHLAZ; VIIEB 1 b, EX-10035, 9939-46. Such a programmed R or L
button discloses the claimed "second navigation butfon.” EX-1010, 9249,

Alternatively, the R or L button can be programmed with another function,

including (1) the display inversion functionality disclosed in Shimura by the
display reverse switch 106 and disclosed in Tsujt by using the rotation angle sensor
and the gravity sensor and (2) Pogue's Start menu batton. /d., §250,

The R or L button programmed with any one of these functions discloses the

claimed "second navigation button.” Id., 251,

b. Limitation [3b]
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The Shimura-Tsuji-Pogue combination discloses {5b] and renders it obvious.
See VIIEA T, VLA 3, VIILB.2; VIILB 4, EX-1010, 9252-53
The Shimura Computer inchudes the base (101) with the keyboard (104)
disposed on a first surface (i.e., upper surface 1 req), which is understood to be a
major surface. Figure 1 (below). The base (102) also includes a second surface
(1.e., lateral surface in :ive), which 1s understood to be a minor surface. /d. Thus,
the Shumura-Tsupi-Pogue Computer discloses "the first navigation button
I Windows logo key of kevboard 104] is disposed on a major surface [first surface]

of the base [1011" EX-1010, 4253,

[ :g:u ;‘ ] 105 dispday means

1QE cover part

105 FFHE

102: BAkgP
po— Gl R
120,121 display! 12 deapes) /f:'f’t " _?“*/
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¢ Limitation [5¢]
The Shimura-Tsup-Pogue combination discloses {S¢] and renders it obvious.

See VILAZ, VIILB.1.b; VIILB .6.2a-VIHIB.6.b; EX-1010, €¥4254-55.

ST
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The programmed R or L button of the Shimura-Tsuji-Pogue Computer
discloses "the second navigation button . . . disposed on a minor surface of the base

[101]." EX-1004, Second-Modified Figure 5.

Second-Modified
Figure 5

i ‘\j,ﬁ:g{}:g:&g%@ 103 coupling part

EK}& display reverse switeh |8 hate

PANER

Tl AANAYE O RO e
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130 monse.d

Accordingly, the Shimura-Tsupi-Pogue combmation renders obvious Claim

5. See EX-1010, 99247-56.

o

7. Claim 7
a. Limitation |[7al

Shimura discloses [7a]. See VIILA T, EX-1010, 992

L

7-58.

in the laptop mode, as iltastrated m Shimura's FIG. 1 below, the hinge
rotation angle is less than 180° from the closed mode. EX-1004, 911-14, FIG. I
EX-1010, 9258,

b. Limitation [7b]
Shimura discloses [7b]. See VILA L, VIILB .7 a; EX-1010, 99259-61.

=77 -
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In the casel mode, as illustrated in Shumura's FIG. 5, the hinge rotation angle is
more than 180° from the closed mode. EX-1004, §914-17; EX-1010, 9260,

Accordingly, the Shimura-Tsuji-Pogue combination renders obvious Claim

7. See EX-1010, 99257-61.
8. Claim 8

The Shimura-Tsup-Pogue combination discloses the additional limatation of
this claim and renders the claim obvicus. See VIILA 1, VIII B 1.¢; VIII.B2; EX-
1010, 99262-66.

Pogue discloses "first content mode™ means "a user selectable element
displayed on a user interface that, when selected, allows the user to access the
content organized therem,” which includes at least a web content mode. See
VIIEB 3£ VI EX-1001, 11:49-50.

The Shimura-Tsup-Pogue Computer discloses the frame mode 1 a first
content display orientation (i.e., a normal view). See VLB 1b; VIIILB3 j; EX-

1004, %8, Second-Modified Figure 4; EX-1010, 4264,
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Second-Modified
Figure 4
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Also, Pogue discloses "a first content mode.” See VIILB.Z; VIILB 3 . EX-

1006, 337-38, FIG. 11-1 below; EX-1010, 9265
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When the user opens Internet Explorer in the frame mode, the displayed
content would be in a normal view. See VIILB.1.b. Thus, the Shimura-Tsuji-
Pogue Computer "display{s] to a user on the main display component [102] the
first content mode [Pogue's Internet Explorer] having the first content display

orientation [normal view]." EX-1010, §266.

9, Claim 9

Shimura discloses the additional limitation of this claim, and the Shimura-
Tsuji-Pogue combination renders the claim obvicus. See VIILA 1, VIILB.2; EX-
1010, 99267-68.

Shimura discloses a "second switching means” to mvalidate mput from the
keyboard. EX-1004, 98. The second switching means can be set so that input to
the kevboard 1s mvalidated. Id. The mput invalidation may be used in a frame
made. EX-1004, 998, 18 ("A switching means . . . should be set m place to
invalidate mput from the kevboard to prevent this."), Figure 4. The mput
mvalidation functionality may operate automatically based on an angle of the cover
part 102 relative to the mam part 101, /4, 9918, 19, Shimura's imnput invalidation
discloses "prevent[ing] the portable computer from responding to keyboard nput
when the portable computer 1s in the frame mode.” EX-1010, 9268,

16, Claim 10

a. Limitation [10pre]

-80-

HP Inc. - Exhibit 1005 - Page 3353



Petition for fnier Partes Review
UJ.5. Patent No. 8,624,844

The Shimura-Tsuji combination discloses [10pre} and renders it obvious.
See VIILA T, VII.B.1.a; VLB .3 a; EX-1010, 9269,

b. Limitation [10a]

Shimura discloses [10a]. See VIHLAL, VLB 3 b, EX-1010, 9270,

€ Limitation [10b]

The Shimura-~-Tsuy combination discloses [10b] and renders it obvious. See
VIHAL VILB.1a VIILB3a VHIB 3¢, VIILB.3.d; EX-1010,%271.

d. Pimitation [10cl]

Shimura discloses [10¢1]. See VIILA 1, EX-1010, 99272-75.

The Shimura Computer discloses the clatmed "hinge assembly™ (coupling
part 103 voqd) that "defines an axis of rotation {main support shaft 110} about which
both the base [101] and the main display component [102] are rotatable” to
transition between the plurahity of display modes. EX-1004, 9912-13, Figures 2 &

3 (below): EX-1010, 273,
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The Shimura Computer can be configured mnto the laptop and easel modes
. See VIILB.3.a; EX-1010, 9274,

as i

Hustrated 1n Shimura's Figares 1 and §
The hinge assembly 103 includes mam support shaft 110 and cover support
shaft 111 that would be placed mside, respectively, the mamn support part 112 of

the main 101 and the cover support part 113 of the cover part 102, EX-1010, §275
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Thus, the "hinge assembly” (103) is "at least partially housed within the base”
{101} and the "mam display component” (102). /d.
e, Limitation [10c2]
The Shimura-Tsupt combination discloses [10¢2] and renders it obvious. See
VHLA L VIIHLB.1.a, VIHB3e EX-1010, 9276,
{. Limitation [10¢3]
The Shimura-Tsup-Pogue combination discloses {10¢3] and renders 1t
obvious. See VIILA L, VIHLAZ, VIILB.1.a; VIILB.2, VHLB.A L EX-1010, 94277,
g, Limitation [10d1]
The Shimura-Tsuji-Pogue combination discloses [10d1] and renders it
obvious. See VIILA 1, VLA 3, VIII.B.1.a; VIHB.2; VLB 3 g, EX-1010, 9278,
h. Limitation [10d2]
The Shimura-Tsup combination discloses [10d2] and renders it obvious. See
VIILA L, VHIB.1.a; VIIL.B3 h; EX-1010, 9279,
i Limitation [10el]
Shimura and the Shimura-Tsuji-Pogue combination each disclose [10¢1] and
the Shimura-Tsuj-Pogue combmation renders 1t obvious. See VHLA L
VIILB.1.a-VIIILB.1b;, VHIILB.2; EX-1010, 99280-87.

(1}  Touch screen as the navigation control

The Shimura-Tsuji-Pogue Computer includes a touch screen. See
YIHB.1.a. This touch screen 1s the "navigation control accessible in each of the

-83.
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plurality of display modes” because it can be accessed in the laptop, easel, and
frame modes. Moreover, 1t can be used to control the volume by, e.g., dragging the
volume bar {(hiue) up or pressing "Mute all” (ved), disclosing "manipulatfing] at

{east one of operating parameters of the portable computer.” See VIIILB .34, EX-

1006, 229-31, FIG. 7-14 below; EX-1010, §281.

R

§g§\ can

The touch screen of the Shimura-Tsup-Pogue Computer can also be used to
press Pogue's Start menu button (purple n Figure 2-3 below) that opens the Start

meny (i ) that lists at least "internet” (da

voon), "Eematl” (i),
"Microsoft Word" (hine), and "Wimdows Media Player” (ved). See VIIB.3.4; EX-

1006, 24-25.

-84-
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Programmed R and L buttons as the navigation

(2)
control

Alternatively, the programmed R and L buttons 118 and 119 of the Shimura-

Tsuji-Pogue Computer are integrated nto a side of the base of portable computer

1. See VIILB.1.b; VIILB.6.a; EX-1005, 938; EX-1010, 1283; Third-Modified

Figure 1 & Second-Modified Figure 5 of Shimura (below).
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Third-Modified
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The R and L buttons can be programmed with any given function, mchuding
arrow keys (e.g., up, down, left, and right directions) and an enter key used to
navigate around the display screen and select content on the display screen, as well
as Pogue's Start menu button o open the Start menu. See VIILAZ; VIIEB .1 b;

-85H-
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EX-1005, 9943, 45. The R and L buttons are accessible in the laptop, easel, and
frame modes. EX-1005, %943, 45. A user would be able to press an L button
programmed to operate as the Start menu button, and press the R button to move
down through the list of functionalities presented by the Start menu, thereby
"manipulat{ing] at least one of operating parameters of the portable computer and

the content displayed on the single display screen.” See VHIB 3.1, EX-1010, 9284,

{3y Display reverse switch as the navigation control

Alternatively, Shimura discloses the display reverse switch 106 to orient the
displayed content. EX-1004, §12. The display reverse switch 106 1s accessible in
the laptop, easel, and frame modes. See VHLA 1, EX-1010, 4285, Shimura's
Figures 1,4, 5.

Inverting the displayed content discloses "manipulatfing] at least one of
operating parameters of the portable computer and the content displayed on the
single display screen.” EX-1010, 9286,

Thus, each of the touch screen, the R and L buttons, and the display reverse
switch in the above-~described examples discloses the claimed "navigation control.”
id., 99207,

i Limitation {10e2]

Shumura discloses [10e2]. See VHI AL, VHIRB.1.¢; VILB2Z, VIIIB3

EX-1010, 9288.

-87-
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Accordingly, the Shimura-Tsuji-Pogue combination renders obvious Claim

10. EX-1010, 9926989,
1. Claim 13

The Shimura-Tsupt combination discloses the additional limtation of this
claim, and the Shimura-Tsuji-Pogue combination renders the claim obvious. See
VHLAL VHILB.Lb, VIHLB.2; EX-1010, 99290-93.

Tsujt discloses R and L buttons 118 and 119 integrated into a side of the
base of portable computer 1 that 1s accessible m the laptop and easel modes, as
illustrated 1 the Third-Modified Figure 1 of Shimura and the Second-Modified

Figure 5 of Shimura below. EX-1005, 938; EX-1010, §291.

Third-Modified
Figure 1

01 dabad VIO enad pant

]
R

-88-

HP Inc. - Exhibit 1005 - Page 3361



Petition for fnier Partes Review
UJ.5. Patent No. 8,624,844

Second-Modified
Figure 5
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The R or L button can be programmed with any given function, including
arrow keys (e.g., up, down, left, and right directions) used to navigate around the
display screen and select content on the display screen. SeeVIHILA 2, VIHB. 1 .b;
EX-10035, 9939-45; EX-1010, §292. Thus, Tsujt discloses "a first navigation
button {1.¢., the R or L button programmed to be a down arrow key] user-accessible
in each of the laptop mode and the easel mode [1.¢., a back side of the base 101]."

Pogue's Start menu discloses the claimed "selected content displayed on the
screen” because a user selects this displayed content by pressing, e.g., the
Windows logo key via the touch screen of the Shimura-Tsugi-Pogue Computer.
EX-1006, 25, With the Start menu open, a user would be able to use the
programmed R button or L button to select for display one of the modes of content
{e.g., "Internet,” E-mail" "Windows Media Player,” and "Microsoft Word"™).
Activating the R or L button programmed to be the down arrow key discloses

-80.
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manipulating the "selected content displayed on the screen.” See VIILB.3 .1, EX-

1005, 9935, 43, EX-1010, 9293,
12, Claim 14
a. Limitation [14a]

Pogue discloses [14a]. See VIHAZ-VILAZ, VLB 1.a; VI B.2;

VHLB.3.f, VHLB.3. g, VIILB.5 a2, EX-1010, 9294,
b. Limitation [14b]

The Shimura-Tsuji-Pogue combination discloses [14b] and renders it
obvious. See VIILAZ-VHLA 3, VHI.B.1.a; VIILB.2; VHLB.5b; EX-1010, 99295-
96.

Accordingly, the Shimura-Tsupi-Pogue combination renders obvicus Claim
14, EX-1010, 99295-96.

13, Clamm IS5

The Shimura-Tsuji-Pogue combination discloses the additional limitation of
this claim and renders the clamm obvious, See VIILA2-VIILA 3, VHIB2; EX-
1010, 99297-98.

The Shimura-Tsuji-Pogue Computer discloses various keys (e.g., arrow
keys, Windows logo key, etc.) on the keyboard 104 and a trackpad on the same
surtace as the kevboard 104, See VHIB 4. The keyboard 104 and the trackpad are
not accessible in the casel mode. EX-1004, §17 ("At this time, keyboard 104 1s

completely on the back side when seen by the user.”), Figure 5; EX-1010, §298.
~90-
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14, Claim 16
The Shimura-Tsup combination discloses the additional limitation of this
claim, and the Shumura-Tsuji-Pogue combination renders it obvious. See VIILA 1~
VHLAZ, VIILB. 1 .c, VILB.2;, EX-1010, 99299-300.
Tsujt's rotation angle sensor and gravity sensor can be used to determine the
display mode (1.¢., physical onientation of the portable computer) and

corresponding orientation of the displayed content. See Table 1; VIIIB.1.

.  Ground Z: Shimura in view of Tsuji, Pogue, and Escamilla
renders Claim 6 obvious.

i. Combination of Shimura, Tsuu, Pogue, and Escamilla
{(hereafter "Shimura-Tsun-Pogue-Escamilla combination™)

A POSITA would have been motivated to combine Pogue with Shimura and
Tsup (VIHLB.2), and to combine Escamilla with the foregoing for several reasons.
EX-1010, 98301-05.

A scroll wheel was not explicitly disclosed m Shimura, Tsuj, or Pogue.
However, a scroll wheel was a standard component that found uses in various
electronic devices tncluding portable computers. Such a scroll wheel (ved) 15
exphicitly disclosed m Escamilla, EX-1007, Abstract, 3:1-7, FIG. 3 (below); EX-

1010, 9302

-O71-
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Thus, a POSITA would have been motivated to incorporate Escamilla’s
standard scroll wheel (4iue) into the Shimura-Tsup-Pogue Computer to arrive at
the "Shimura-Tsup-Pogue-Escamilla Computer,” as illustrated m Fourth-Modified

Figure | of Shamura. EX-1010, §303.

07,
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Fourth-Modified
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There would bave been motivation to combine, and a reasonable expectation
of success in combining, Escamilla with Shimura, Tsuji, and Pogue because prior
art elements are merely combined according to known methods to yield predictable
results. See KSR, 550 U.S. at 415-21. That 15, Escamilla taught a scroll wheel
integrated into a portable computer, and application of this teaching to Shimura,
Tsuji, and Pogue would have yielded a predictable portable computer with
Escamilla's multi-functional scroll wheel mtegrated into the base of the portable
computer. EX-1010, 304,

Thus, the POSITA would have been motivated to combine the teachings of
Shimura, Tsupi, and Pogue with Escamilla’s teachings to arrive at the Shimara-
Tsuji-Pogue-Escamilla Computer that implements Escamilla's scroll wheel info the
portable computer. EX-1010, ¥9301-05.

03,
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2. Claim 6

The Shimura-Tsup-Pogue-Escamilla combination discloses the additional
Limitation of this claim and renders the claim obvious. See VIILA 1, VIII A 4-
VILAS, VILCT, VIED I, EX-1010, 99306-10.

Escamilla discloses that the scroll wheel can provide functionality similar to
a wheel on a mouse, including a scroll function to seroll up and down. EX-1007,
1:20-27; EX-1010, 9307,

The "mode of content” means "a user selectable element displaved on a user
interface that, when selected, allows the user to access the content organized
theremn,” which mchades at least one of media, connect, apphication, and web
content modes. See VI EX-1001, 11:44-52; EX-1010, 9308,

Pogue discloses clicking on a Start button (purple n Figure 2-3 below) to
open a Start mena (inhy pean ), See VIHLA 3, VHIB 2, EX-1006, 25, In the Start

menu, the user has access to "Internet” (durk groen), "E-mail” (ooney), "Microsott

3

Word" (hiue), and "Windows Media Player” (ved), which correspond to different

modes of content. See VLB 5.a; VIELAZ, VILB.2; EX-1006, 23-25; EX-1010,

1309,

04

HP Inc. - Exhibit 1005 - Page 3367



Petition for fnier Partes Review
UJ.5. Patent No. 8,624,844

N \\\\

With the Start menu opened using the Windows logo key, a user could use
the scroll wheel to "permit the user to select a mode of content for display,” ¢.g.,
scroll through or highlight a content mode such as Microsoft Word, EX-1010,
4310,

B, Ground 3: Shimura in view of Tsuji, Pogue, Escamilla, and Yeh
renders Claim 2 obvious.

1. Combination of Shimura, Tsuit, Pooue. Hscamilla, and Yeh
{(hereatter "Shimura~-Tsun-Pogue-Escamilla-Yeh combination”™)

A POSITA would have been motivated to combine Escamilla with Shumura,
Tsugi, and Pogue (VIILC.1), and to combine Yeh with the foregoing for several

reasons. EX-1010, F311-14.
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Escamilla discloses that the scroll wheel s a multi-function mput device
without providing explicit disclosure that one such function 1s volume control.
EX-1007, 1:66-2:2. However, Yeh disclosed this funciion as to a control knob:
where clockwise rotation increases the volume and counterclockwise rotation
decreases the volume. EX-1008, Abstract, 3:1-7. Thus, a POSITA would have
been motivated to program the function disclosed in Yeh nto the multi-function
scroll wheel of the Shimura-Tsupi-Pogue-Escamilla Computer to arrive at the
"Shimura-Tsujpi-Pogue-Escamilla-Yeh Computer” capable of controlling the
volume with the scroll wheel, EX-1010, 9312,

There would have been motivation to combine, and a reasonable expectation
of success i combining, Yeh with Shamura, Tsup, Pogue, and Escamilia because
prior art elements are merely combined according to known methods to yield
predictable results. See K8, 550 U.S. at 415-21. That s, Yeh taught the use of a
scroll wheel for controlling volume ("volume control knob™). Apphication of this
teaching to Shimura, Tsuji, Pogue, and Escamilla would have yielded a predictable
portable computer with Escamilla's scroll wheel capable of controlling the volume
by rotating the scroll wheel, EX-1010, 9313,

Thus, the POSITA would have been motivated to combine the teachings of

Shimura, Tsuji, Pogue, and Escamilla with Yel's teachings to arrive at the

-05-
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Shimura-Tsuji-Pogue-Hscamilla-Yeh Computer that timplements Yel's volume

control functionality into Escamilla's scroll wheel. /d., 99234
1. Chim?Z

The Shimura-Tsup-Poegue-Escamilla-Yeh combimation discloses the
additional limitation of this claim and renders the claim obvious. See VIILA 1,
VHLAA-VILAS, VILCT, VILD. 1 EX-1010, 99315-16.

A POSITA would have been motivated to incorporate Yeh's volume control
functionality into Escamillia's multi-function scroll wheel., See VHID.1; EX-1007,
1:66-2:2; EX-1008, Abstract, 3:1-7, EX-1010, §316.

¥. Ground 4: Shimura in view of Tsuji, Pogue, and Lin renders
Claims 18 and 22 obvious.

i. Combmation of Shimura, Tsun. Pogue. and Lin (hereafter
"Shimura-Tsup-Pogae-Lin combination”)

A POSITA would have been motivated to combine Pogue with Shumura and
Tsupt (VIH.C.1}, and to combine Lin with the foregoing for several reasons. EX-
1010, $9317-24.

A rotary knob was not explicitly disclosed w Shimura, Tsup, or Pogue.
However, a rotary knob was a standard component used in various electronic
devices, ncluding portable computers, such as the rotary knob (ved) exphicitly

disclosed m Lin. EX-1008, Abstract, 928, FIG. 2 (below); EX-1010, 4318,

-07.
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L discloses that the rotary knob can be used to activate a desired function
of the portable computer. EX-1009, 998, 28. Tsup teaches vartous functions of a
portable computer, such as up and down arrow keys of a keyboard. See VIII.A Z;
VLB, EX-1005, 4938-46. Given this, a POSITA would have been motivated to
associate at least the functions of Tsuyi's up and down arrow keys with Lin's rotary
knob, such that moving the rotary knob up moves the displayed content up, and

moving the rotary knob down moves the displayved content down, EX-1010, §319.

08
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Moreover, the POSITA would have been motivated fo incorporate Lin's
rotary knob, disposed 1n the hinge assembly, into the portable computer so that
"the available space inside the upper chassis of the main body s increased.” EX-
1009, 928, EX-1010, 9320,

Additionally, the POSITA would have been motivated to incorporate Lin's
rotary knob, disposed on the hinge assembly, into the portable computer so that it
could be accessed in the vartous display modes, including m those display modes
where the keyboard 1s not accessible (e.g., easel and frame modes). EX-1010,
9321,

Thus, a POSITA would have been motivated to incorporate the Lin's
standard rotary knob into the Shimura-Tsupi-Pogue Computer to arrive at the
"Shimura-Tsuji-Pogue-Lin Computer” with the rotary knob (biue). EX-1010,

4322; Fifth-Modified Figure 1 of Shimura (below).

-09.
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Fifth-Modified
Figure 1
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There would have been motivation to combine, and a reasonable expectation
of success in combining, Lin with Shimura, Tsuji, and Pogue because prior art
clements are merely combined accordmg to known methods to yield predictable
results. See KSR, 550 U5 at 415-21. Le., Lin taught a rotary knob integrated into
a hinge assembly, and application of this teaching to Shimura, Tsuy, and Pogue
would have vielded a predictable portable computer with Lin's rotary knob
integrated mnto the base of the portable computer. EX-1010, 9323,

Thus, the POSITA would have been motivated to combine the teachings of
Shimura, Tsuj, and Pogue with Lin's teachings to arrive at the Shimura-Tsuj-
Pogue-Lin Computer that implements Lin's rotary knob mio the portable computer.

EX-1010, 19317-24.

-100-
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2. Claim 18
a. Limitation [18pre]
The Shimura-Tsujp combination discloses [18pre} and renders 1t obvious.
See VIILA T, VIIEB.1.a; VIILB.3.a; EX-1010, 9325,

b. Limitation [18a]

Shimura discloses [18a]. See VIH A1, VI B3 b, EX-1010, §326.

¢ Limitation [18b]

The Shimura-Tsuji combination discloses [18b] and renders 1t obvious. See
VHLAL VIIB.La, VIHB3.a, VHHLB3.c-VIIEB3.d; EX-1010, 327,
d. Limitation [18cl]

Shimura discloses [18cl]. See VIIEALL, VHIB 3 ¢, VIIILB.10.d; EX-1010,

e, Limitation [18c2]
The Shimura-Tsup combination discloses [18¢2] and renders it obvious. See
VHIB.1a VIIB.1¢ VIILB3a;, VIILB 3¢ EX-1010, 4329,

f. Limitation [18d]

The Shimura-Tsuji-Pogue combination discloses {18d] and renders it
obvious. See VIILA L, VILB.1.¢c; VIILB .2, VHILB3.f EX-1010, 94330,
g, Limitation [18el]

The Shimura-Tsuji-Pogue combination discloses [18¢1] and renders it

obvious. See VIILA 1, VLA 3, VHLB.1a; VIHB2; VIILB3 g, EX-1010, 9331,
-101-
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h. Limitation [18el]
The Shimura-Tsup combination discloses [18¢2] and renders 1t obvious. See
VIILA L, VILB.1 .3, VILB3 h, EX-1010,9332.

i Limitation [18{1}

The Shimura-Tsup-Pogue-Lin combination discloses [1811] and renders 1t
obvious, EX-1010, §9333-34.

Lin discloses a rotary knob integrated into the hinge assembly, which is "at
ieast partially about the longitudinal axis.” See VILE. 1, EX-1008, 28, Lin's
rotary knob 1s used to activate a function. Given Tsujp's teaching of various
functions of a portable computer, including up and down arrow keys, a POSITA
would have been motivated to program the rotary knob to perform at least the up
and down arrow key functions such that moving the rotary knob up moves the
displayed content up and moving the rotary knob down moves the displayed
content down. See VIIE. 1. Thus, Lm's rotary knob discloses the claimed
"navigation control.” EX-1010, 9334,

iR Limitation {1812}

Shimura discloses [18f2]. See VLA L, VIIEB.1.¢; VIIILB.2; VHHILB 3 a;
YVHILB.3 3 EX-1010, 9335,

Accordingly, the Shimura-Tsuji-Pogue-Lin combination renders obvious

Clatm 18, EX-1010, 99325-36.

-102-
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3. Claim 22
The Shimura-Tsuj-Pogue combination discloses the addinional linatation of
this claim, and the Shimura-Tsuji-Pogue-Lin combination renders the claim
obvious. See VHILA L, VHIB.1.a-VILB.1 b, VILB2; VIILB4-VIIL.B.5 b;
VLB 6.a-VIILB.6.¢c; EX-1010, §337.

¥F.  Ground 5: Shimura in view of Tsuji, Pogue, Escamilla, and Lin
renders Claims 11, 12, 19, and 21 obvious.

1. Combination of Shimura, Tsui. Pogue, Escamulla, and Lin
{(hereafter "Shimura-Tsun-Pogue-Escamilla-Lin combination™)

A POSITA would have been motivated to combine Escamilla with Shimura,
Tsuji, and Pogue (VHILC.1), and to combine Lin with the foregoing for several
reasons. EX-1010, ¥9338-41.

In one embodiment, Escamilla discloses the scroll wheel 13 mounted on a
base of a computer. EX-1007, 2:1-2. However, Lin disclosed a rotary knob
disposed i pivot portion 230 of the main body 210, EX-1009, 428, Thus, a
POSITA would have known that implementing Escamilla's scroll wheel into a
focation that was accessible in all modes, such as Lin's pivot portion 230, was an
obvious design choice for a portable computer with multiple display modes. The
resulting system will be hereafter referred to as the "Shioura-Tsup-Pogue-
Escamilla-Lin Computer” with the scroll wheel (hiie) implemented at least
partially i the hinge assembly. EX-1010, 9339; Sixth-Modified Figure 1 of

Shimura (below).
-103-
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Sixth-Modified
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There would have been motivation to combine, and a reasonable expectation
of success in combining, Lin with Slumura, Tsup, Pogue, and Escamilla because
prior art elements are merely combined according to known methods to yield
predictable results. See KSR, 550 U.S. at 415-21. le., Lin tanght implementing a
scroll wheel mnto a hinge assembly, and application of this teaching to Shimaura,
Tsuyi, Pogue, and Escamilia would have yielded a predictable portable computer
with Escamilla's scroll wheel disposed within the hinge assembly of the portable
computer. EX-1010, 9340,

Thus, the POSITA would have been motivated to combine the teachings of
Shimura, Tsup, Pogue, and Escamilla with Lin's teachings to arrive at the Shimura-
Tsuji-Pogue-Escamilla-Lin Computer that implements Escamilla's scroll wheel

into the hinge assembly of the portable computer. Jd., 6338-41.
-104-
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2. Claim 11
The Shimura-Tsup-Pogue-Escamilla-Lin combmation discloses the
additional limitation of this claim and renders the claim obvious. See VIILA1;
VLA 4, VIILAS, VIILC 1, VHLF.1; EX-1010, 99342-43,

The Shimura-Tsuji-Pogue-Escamilla-Lin Computer discloses a scroll wheel

{hine) implemented 1n the hinge assembly. See VHLF 1, Sixth-Modified Figure 1

of Shimura (below), EX-1010, 4343,

Sixth-Modified
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3. Claim {2
The Shimura-Tsuji-Pogue-Escamilla-Lin combination discloses the
additional limitation of this claim and renders the claim obvicus. See VILA L,

VIILA 4, VILAG, VHLC L, VILE.L; EX-1010, 95344-46.
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Tsujt discloses antomatically changing the function of the R and L buttons
118 and 119 based on a current display mode. See VIHILAZ; EX-1005, %46,

Given Tsujt's disclosure, a POSITA would have been motivated to program
the multi-function scroll wheel of the Shimura-Tsuj-Pogue-Escamilla-Lin
Computer to change a detault action in the different display modes. E.g., the scroll
wheel could scroll up and down 1n the laptop mode while reviewing and edifing a
document, and tcrease and decrease volume in the easel mode while consuming
media (e.g., video). EX-1007, 1:20-30; EX-1010, §346.

4. Claim 19

The Shimura-Tsup-Pogue-Escamilla-Lin combmation discloses the
additional limitation of this claim and renders the claim obvious. See VIILA 1
VIILA 4, VIILA G, VHLC. T, VILF 1; EX-1010, 99347-48.

Escamilla discloses that the scroll wheel can provide functionality stmlar to
a wheel on a mouse, including a scroll function to scroll up and down. EX-1007,
1:20-27. With the Start menu usmg the Windows logo key, a user could use the
scroll wheel to "permit a user to manipulate the content displayed on the screen
le.z., scroll through or highlight the modes of content (e.g., "Internet,” "Windows

Media Player,” "Email," and "Microsoft Word™)." EX-~1010, §348.

SULE
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5. Claim 21
The Shimura-Tsup-Pogue-Escamilla-Lin combmation discloses the
additional limitation of this claim and renders the claim obvious. See VIILA 1
VILA 4, VIILAS, VIILC L, VHLFI-VHLF 2, EX-1010, 9349,

. Ground 6: Shimura in view of Tsuji, Pogue, Escamilla, Lin, and
Yeh renders Claim 20 obvious.

1. Combination of Shimura, Tsuu. Pogue. Escamilla, Lin, and Yeh
{(hereafter "Shimura-Tsun-Pogue-Escamilla-Lin-Yeh
combination”)

A POSITA would have been motivated to combine Lin with Shimura, Tsuji,
Pogue, and Escamila (VIILF 1), and to combine Yeh with the foregoing for

several reasons. EX-1010, 99350-54.

partially in the hinge assembly. See VILF.1; Sixth-Modified Figure 1 of Shumura

(below).
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Escamilla also discloses that the scroll wheel 1s a multi-function input device, but
without providing explicit disclosure that one such function i1s volume confrol.
EX-1007, 1:66-2:2. However, Yeh disclosed this function as to a control knob:
where clockwise rotation increases the volume and counterclockwise rotation
decreases the volume. EX-1008, Absiract, 3:1-7. Thus, a POSITA would have
been motivated to program the function disclosed in Yeh into the multi-function
scroll wheel of the Shimura-Tsupi-Pogue-Escamilla-Lin Computer to artive at the
"Shimura-Tsuji-Pogue-Escamilla-Lin-Yeh Computer” capable of controlling the
volume with the scroll wheel implemented at least partially i the hinge assembly.
EX-1010, 9352,

There would have been motivation to combine, and a reasonable expectation

of success in combining, Yeh with Shimura, Tsuji, Pogue, Hscamilla, and Lin

-108-
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because prior art elements are merely combined according to known methods to
yield predictable results. See KSR, 550 U.S. at 415-21. Le, Yeh taught volume
control functionality, and application of this teaching fo Shimura, Tsuji, Pogue,
Escamilla, and Lin would have vielded a predictable portable computer with
Escamilla's scroll wheel capable of controlling the volume by being rotated. EX-
1010, 9353,

Thus, the POSITA would have been motivated to combine the teachings of
Shimura, Tsuj, Pogue, Escamilla, and Lin with Yeh's teachings to arrive at the
Shimura-Tsuji-Pogue-Hscamilla-Lin-Yeh Computer that implements Yeh's volume
control functionality mto Escamilla’s scroll wheel implemented at least partially in
the hinge assembly. EX-1010, 99350-54.

2z, Claim 20

The Shimura-Tsupt-Pogue-Escamilla-Lin-Yeh combination discloses the

additional limitation of this claim and renders the claim obvious. See VIILA 1,

VI A4-VHLAS; VIILCI-VILD 2, VHLF. L VIILG.L; EX-1010, §355.
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L INTRODUCTION

Parsuant to 35 US.C. § 311 and 37 CFR. § 42,100, Petitioner Microsoft
Corporation requests inter partes review {"IPR”) of claims 1-36 of U.S. Patent No.
8,577,957 (“the 957 patent” (Ex. 1001}).

The "957 patent describes a device that “transforms”™ a local operation into a
remote operation. The device receives a user’s selection within server-provided
content—rfor example, selection of a download link within a web page. Normally,
this operation would result m a local access operation: the device would locally
download the linked file. Before sending the download request to the server,
however, the "957 device accesses a profile to determine 1f the requested download
matches some characteristic, such as a size restriction. If so, the devige transforms
the download request mnto a request for the server to provide a remote operation, hike
stormg the requested file on a remote server.

The 957 patent was filed 1n mi1d-2009, well after the iPhone had been released
and after cloud storage services like Dropbox had been launched. By this time,
device makers were well aware of the challenges faced by users of their devices—
which typically had himited memory—who wished to use the devices to download
Internet content. The concepts recited by the 957 patent claims were thus well
known by the time the patent was filed. Qualcomm, for example, filed a patent years

earlier that described a system for automatically transforming a request for local
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delivery of server content into a request for storing that content on another remote
device. BlackBerry had filed a patent that similarly described using stored delivery
rules relating to file size to determine whether a download request should be
transformed mto a request for delayed or alternative debivery. Google and Thomson
Licensing had similarly filed patent applications on techniques for using stored
profile setfings to modify user requests tor downloads of server-hosted content.

The Patent Office did not have the benefit of considering these references
during prosecution. As shown below, all mitations of the challenged claims were
known and obvious well before the 957 patent’s priority date.
. MANDATORY NOTICES

A.  Real Party-in-Interest

Microsoft Corporation files this Petitton because Patent Owner has sued
Microsoft’s customers for infringing the "957 patent. Microsoft has had sole control
over this Petition and is the real party m interest (“"RPI”) for this Petition. For
completeness, Microsoft also identifies its castomers Lenovo {(Untted States), Inc.
and Lenovo (Beijing) Ltd. (collectively, “Lenovo™), which have been named as
defendants in a pending litigation involving the "957 patent, as additional RPIs for

this Petition.
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B. Related Matters

LiTL ts asserting the "957 patent agamst Lenovo m a district court lawsuit
captioned Li¥L LLC v. Lenovo {(United States), Inc. and Lenovo (Beijing) Lid., No.
1:20-cv-00689-RGA (3. Del.) ("Litigation™).

{.  Counsel and service information

Lead counsel: Christina J. McCullough (Reg No. 58,7203,

Back-up counsel: Patrick J. McKeever (Reg No. 66,019}, Jassiem N. Moore
(Reg. No. 79,521).

These attorneys can be reached by mail at Perkins Coie LLP, 1201 Thiurd
Avenue, Sutte 4900, Secattle, Washington 98101-3099; by phone at (206) 359-8000;
by fax at (206) 359-9000; and at the following email for service and all
communications;

Microsoft-LITL Team(@PerkinsCoie.com

Microsoft consents to electronic service. Microsoft has executed and 1s con-
currently filing Powers of Attorney appointing the above-named counsel.
HI. REQUIREMENTS FOR INTER PARTES REVIEW

A.  Stianding

The 957 patent is available for IPR and Microsoft 15 not barred from

requesting review.
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B.  Overview of challenge and relief requested
Pursuant to Rules 42.22(a)(1) and 42.104(b)}1)-(2), Petitioner requests
cancellation of claims 1-36 of the "957 patent under Pre-AIA 35 U 5.C. § 103 on the

following grounds:

Ray in view of Wormald

2 Ray m view of Wormald
and Wagner

3 Ray n view of Wormald 15,33
and L1

This Petition, supported by the declaration of Dr. David R. Karger (“Karger”
(Ex. 1002)), demonstrates that there 1s a reasonable likelihood that Petitioner will
prevail with respect to cancellation of at least one challenged claim. See 35 U.S.C.
§ 314(a).

IV. THE BOARD SHOULD NOT DENY INSTITUTION FOR
DISCRETIONARY REASONS

A discretionary denial would be mappropriate. Section 325 does not apply,
because this 1s the first petition filed aganst the "957 patent by any party, and 1t
raises prior art not cited or considered during prosecution to support entirely new
arguments.

Section 314 hkewise does not support denial based on the district court pro-

ceedings. Microsoft is not currently a party to the district court case. Additionally,

e
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the district court ¢ase has had no meaningful case activity to date; defendants have
filed motions on the pleadings, and the court has not ruled on those motions or
scheduled the mutial scheduling conference. No discovery has occurred. Thus,
neither the parties nor the district court have invested substantially in that case.
Fuarther, there 1s no contlict between the projected timelines for this IPR and the
district court case. The case is just beginning, and no trial date has been set. Addi-
tionally, this Petition challenges all claims of the 957 patent, whereas the com-
plamnt in the district court case identifies only claim 19, making this IPR an effi-
cient use of the Board’s resources.
V. DESCRIPTION OF THE "957 PATENT

A,  The 987 Patent

The "957 patent describes a “streamlined” computer device which may lack
a hard drive. "957 patent at 57:18-25. To compensate for limited local storage,
“traditional features such afs] download, have been configured to operate
ditferently ... Id at 57:25-27. Rather than stmply “cause a streambined device to
download content ... | a download link 1s mterpreted by the device, which mitiates
a process of handling download links.”™ /d. at 57:28-31. The device may process a
download link by “accessing a third party provider of remote storage™ and storing

the content remotely. /d at 57:31-33.
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A user may select “executable operations” i “online ... content™ (e.g., a
web page). fd at 60:19-20; see also id. at 58:54-55 (“Example electronic content
includes web pages and other online resources.”), 61:28-30. In response to the
user’s selection, “the computer system determines 1f the executable operation
requires local access” 1d. at 60:20-22 (emphasis added). The patent gives the
example of “a download operation that would cause a conventional computer
system to store a file on a local mass storage device such as a hard drive.” 74 at
60:22-26; see also id. at 60:44-47 (“the executable operation that requests local
access to storage ... may wclude a ... save operation”™); id. at 61:5-10 (discussing
executable “operations that require a large memory block of nonvolatile storage™).

If indeed the “executable operation requires local storage, a streamlined
computer device transforms the executable operation’s local access request into a
remote access operation.” fd. at 60:26-29. The “remote access operation” can be
remote storage via a third party provider. 7d at 57:28-33, 57:39-44. The "957
patent mentions as examples photo-management service providers Fhickr and
Shutterfly, social media service providers Facebook and MySpace, and generic
storage provider Dropbox. /d. at 57:41-51, 58:25-37; 59:65-67.

Customized “configuration files” or “profiles”™ may be used to supply infor-
mation relating to a user’s interaction with different remote storage services. /fd at

57:39-58:14. When a user attemapts to download a file, the profile 15 used to

6m
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identify a remote service to be used for remotely storing the requested file. /d. at
61:31-44, 58:15-35. A particular remote service may be selected based on the type
of file selected for download. /d at 61:31-35, 58:15-16-32, 60:30-43.

B.  Challenged Claims of the "957 Patent

The "957 patent recites largely parallel sets of method claims {claims 1-18)
and device claims (claims 19-36). This Petition challenges claims 1-36. Exhibit
1007 provides a full histing of the challenged claims.

C.  Priority Date

Although the "957 patent purports to claim prionity to applications filed on
April 1, 2008, the subject matter of the challenged claims corresponds to matter
that was first added when the "957 patent application was filed, on April 1, 20609,
Karger 9 46. Accordingly, the challenged claims are not entitled to a priority date
any earlier than April 1, 20091
VI CLAIM CONSTRUCTION

in an IPR proceeding, the challenged claims are construed “in accordance with
the ordinary and customary meaning of such claim as understood by one of ordinary

skill in the art and the prosecution history pertaining to the patent” 37 CFR.

! The references relied upon m this Petition qualify as prior art even if this

earlier priority date were applied.
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§42.100(b). At this time, Petitioner does not believe express constraction of any
term 15 necessary to resolve the mvalidity challenges set forth n this Petition. See
Vivid Techs. v. Am. Sci. & Eng’'g, 200 F.3d 795, 803 (Fed. Cir. 1999).
Vii. LEVEL OF ORDINARY SKILL IN THE ART

As of the priority date of the 957 patent, a POSITA would have had a
bachelor’s degree m computer science, computer engineering, or a stmilar field and
two vears of experience developing software including some client/server and/or
Internet-based software. Karger ¥ 26, This description is approximate and
additional experience could make up for less education and vice versa. {d

VHL OVERVIEW OF THE PRIOR ART RELIED UPON IN THIS
PETITION

Like the "957 patent, each of Ray, Wormald, Wagner, and L1 discloses
improved processes for handling downloads of files (e.g., media files) by
transforming a request for a local download mto a different operation handled by a
remote server, based on characteristics such as file size, file type, and signal strength.

Ray (Ex. 1003} is a Qualcomm patent that describes a remote storage
method for media files selected for download by a user. Ray describes a computer
device that allows a user to download a file from a content server using a web
browser. Ray at 21:52-60, 10:43-49. When the user requests download of the file,
the requesting device determines whether 1t has sufficient storage and a strong
enough signal to receive the download locally. /d at 10:62-11:31, 14:31-15:42,

8-
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21:61-22:25. I not, the requesting device instructs the content server to deliver the
file to a remote storage device. fd. at 8:42-44; 9:6-9; 10:36-53; 13:52-14.30.
Figare 1 of Ray (excerpted below) illustrates a system including requesting device

10, media content server 12, and storage device 14:

Ray was filed January 23, 2007, and 1ssued October 9, 2012, and 1s prior art under
at least Pre-AlA § 102(e).

Wormald (Ex. 1004) 1s a BlackBerry (Research in Motion Ltd.) patent that
describes another method for improved downloading of files to mobile devices
from web pages, such as audio files downloaded from “an online mustc store.”
Wormald at 17:3-34. Wormald describes mobile devices that allow users to
contigure rules for when and how files (e.g, large and/or media files) should be
downloaded. /d at 22:9-23.3. For example, a user can specify that files larger

9.
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than 1 MB or files of certain types be delayed until a WiFi connection is available,
fd. When a user requests download of a file, a determination 1s made whether the

download rules apply based on the size and/or type of requested file. Jd. at 12:58-
13:22. Wormald further describes storing data objects (profiles) with download

rules configured by the user. /d., Fig. 7:
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Wormald was filed on October 2, 2007, and 1ssued March 27, 2012, and 13 prior art
under at least pre-AlA § 102(e).

Wagner (Ex. 1005} is a Google patent that describes techniques for storing
and sharing media content using a remote online service provider. Wagner,
Abstract. Wagner discloses that a user configures a mobile device with various

10~
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preferences for uploading media to online service providers {e.g., Picasa, Flickr,
Facebook). /d. at 5:63-6:13, 5:22:28. Preference information for each online
service provider may 1dentify specific types of content to be stored and made
available to other users by that provider. /d. at 5:63-6:2, 12:62-13:9, Fig. 5
{showing configuration tool that provides settings for online service provider

Picasa, mcludimg selected content types 506}

ARG R

Wagner was filed on November 9, 2007, and 1ssued on February 26, 2013, and is

prior art under at least pre-AlA § 102(e).

-11-
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Lt (Ex. 1006) 1s a Thomson Licensing published patent application that
describes a remote site downloading system 1n which a user’s computer selects a
file hosted on a content server to be downloaded to a remote “geographic drive.”
L1, Abstract, [0003]. The local computer mclhudes a browser plug-in that ¢nables
5 the user to choose where—Ilocally or remotely—dfiles are stored. fd., [0605],
[003131-]0032]. The plug-m provides a user mnterface through which the user

selects from among multiple remote drives. /d., [0032], Fig. 9:

Ufendu Mt O B L UER
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Liwas published on August 23, 2007, and 1s prior art under at least pre-ATA §§ 102(a)

10 and (b).

None of the prior art references discussed in this Petition was before the Patent

Office during prosecution of the "957 patent.
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IX. OBVIOUSNESS OF THE CHALLENGED CLAIMS
A.  Ground 1: Ray and Wormald
i. Claim 1
a. tpre]: *“A computer implemented method for inter-

S preting on-line executable operations into streamlined
operations, the method comprising:”

The language i the preamble does not recite essential structure or steps, nor
does it provide antecedent basis for any ferms i the claim body; instead, the claim
body defines a “structurally complete” alleged mvention. Georgetown Rail Equip.

16 Co v Holland 1.P., 867 F.3d 1229, 1236 (Fed. Cir. 2017). Thus, the claim |
preamble 1s not limiting. Karger § 66.

To the extent the preamble 1s imiting, Ray discloses it. The 957 patent
describes a method for interpreting a download operation selected within online
content (an “on-hme executable operation”) into a “streambined” remote storage

15  operation. See "957 patent at 60:11-40 {describing a “process for mterpreting
online executable operations mto streambined operations”™ as “transforming a
download request to a local mass storage device into a storage request to a remote
service” ). Ray similarly discloses a method for mterpreting an operation for
downloading online content to a first wireless communication device mto an

20 operation for remotely storing the content on a separate temporary storage device.

Ray at 12:35-39, 9:61-64, 10:38-49, 21:48-52. This method is implemented by a
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“computerized, communication device” (id. at 12:39-41) that includes “Computer
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12:49-54. Karger 4 67-70.
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id, Fig 2 id, Fig. 1 (wireless device 10 that meludes “Computing Platform 207),
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Ray therefore discloses a “computer implemented method for interpreting
on-line executable operations,” i.¢., download of online content, “into streamlined
operations,” i.e., remote storage of the content.

b. Hal: “receiving, by a computer system, electronic

5 content through a communication interface, wherein
the electronic content is hosted online by a server sys-

fem;”
Ray and Wormald render obvious a “computer system”™ {a wireless commu-
nication device) that recerves “electrontc content ... hosted online by a server sys-
10 tem” {web pages hosted by a server) through a “communication nterface” (com-
munications module within the wircless communication device).
Ray discloses a wireless communication device 10, which Ray terms a “re-
questing device,” that is connected to a media content server 12 and a temporary

storage device 14 via wireless network 16:
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FIG,

ontdn
s

Ray at Fig. 1 {excerpted) & 9:50-57. Requesting device 10 includes communica-
tion module 40 that “enables communications ... between the communication de-
vice and the wireless network 16,7 including “communication ... between first {re-
questing] wireless communication device 10 and the network device 12,7 /4. at
15:43-51, Figs. | & 2 ("Communications Module 407). The requesting device uses
“an Internet browser application” to access a “media service content provider site”
and then “send|s] a request for a media content file.” /d at 21:56-60. Karger
g8 72-74.

Waormald discloses recetving web pages (“electronic content”) that are
hosted online by a server system. Wormald describes Internet/Web server 134 and

content servers 136 which host web pages. Wormald at 5:41-55; 3:36-40 (HTML

-16~
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documents may be received from content server 136 or Web server 134). User

mobtle devices make requests for HTML documents hosted by the content servers.

Id at 7:11-18; 11:67-12:3 (“a downloaded web page™). Media files are embedded

m or linked from the HTML pages. /d at 16:55-60; 17:58-67 (“hypermedia files
having one or more embedded or linked audio files, video files”). Wormald de-
scribes a use case in which “{a] user accesses an online music store via a Web
browser,” browses information about media, and then “mak{es] a selection for
download, for example after purchasing an album for download.” /4. at 17:3-34.
Karger 94 75-77.

A POSITA would have found it obvious to combine these teachings from
Wormald with Ray, such that Ray’s requesting device would request and recetve
web pages from media content service server 12, at least because web pages would
tacilitate the user’s selection of specific media files hosted at the “media service
content provider site” (Ray at 21:58-39), Karger ¥ 78. To a POSITA, Ray’s dis-
closure~that the requesting device uses a web browser to connect to media content
service server 12 and uses HTTP to request media content files—would have
strongly suggested that media content service server 12 is a web server. fd Addi-
tionally, the phrase “media service content provider site” suggests to a POSITA a
web site. /d A POSITA would have known 1t would be advantageous for Ray’s

downloading method to handle media downloads mitiated from web pages (e.g2., a

w}7
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web page for an “online music store,” Wormald at 17:7-8) because web pages pro-
vided a simple and commonly used approach for making media files available for
download over networks including the Internet. /d., §79. Indeed, the types of
web-based mteractions described by Wormald were commonplace well before the
alleged mvention. /d

A POSITA would have had a reasonable expectation of success in making
this combination, because Ray’s requesting device includes a web browser that
connects to the media service content provider site to request media content files.
Ray at 21:56-60. The proposed combimation would simply use Ray’s existing
browser application for its intended and established function of accessing web
pages, and would be well within a POSITA s skill. Karger § 80, In addition, con-
ventional HTTP / web server software could be used on media content service
server 12 to host web pages and provide them to Ray’s requesting devices. 1d.

£ i{b]: “presenting, by the computer system, the

electronic content to a user of the computer system
° 3%

through a graphical user interface;
Ray and Wormald render obvious that the “computer system” {a requesting
device) “present[s] ... electronic content to a user through a graphical user
interface.” Ray’s reguesting device includes “output mechanism 78 for generating

mformation for consumption by the user,” which includes a display. Ray at 15:55-

65 & Fig. 2 (“Output Mechanism 787); 15:60 (“a touch-screen display™); 13:21-32

218~
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(“user interface” processing subsystem); 21:56-60 (web browser); 13:37-44
{“media content module/player 267). Given these disclosures, a POSITA would
understand Ray’s requesting device to include a graphical user interface. Karger
982,

As discussed for clatm 1{a], Ray discloses using a web browser to connect to
a media service content provider site, and Wormald discloses downloading files

46

hinked within web pages (“electronic content”). Wormald discloses that “a
downloaded Web page may be further processed by a browser application ... and
output to the display 2427 Wormald at 11:67-12:3. Wormald describes
“brows{ing] albums, songs, prices, and other mformation about media for sale
the online music store.” [d. at 17:3-34, Karger 9 83,

A POSITA would have found it obvious to combine Wormald’s teaching—
of presenting web pages to a user—with Ray for the reasons discussed for claim
I{a], and with a similar effect: Ray’s requesting device would present web pages o
the user via a web browser and the user would use the web browser’s GUl to
request particular media files linked in the presented web pages for dehivery.
Karger 9 84. A POSITA would have had a reasonable expectation of success in
making this combination, because Ray’s requesting device meludes a web browser

that 1s used to request media files from the content provider site. Ray at 21:56-60,

10:43-49. The proposed combination would stmply use Ray’s existing web

-19-
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browser application for its intended and established function of displaying web
pages and would be well within a POSITA s skall. Karger ¥ 84.
d. tel: “receiving, by the computer system, selection of
at least one executable operation provided within the
S electronic content through the graphical user
interface, wherein the at least one executable

operation includes an executable operation hosted by
the server system;”

Ray and Wormald render obvious that the requesting device recetves
10 “selection of at least one executable operation” {a downloadimg operation),
“wherein the at least one executable operation includes an executable operation
hosted by the server system” (where the downloading operation is for downloading
content hosted by the server).
Ray suggests that a user selects delivery of a specific media file hosted by
15 the media content server. Ray at 21:52-36 ("] Tlhe first wireless commumnication
Idevice] requests wireless delivery of a media content file from a media content
service.”) & Fig. 8 {excerpted):
300

REQUESTING WIRELESS DELIVERY
OF AMEDIA CONTENT FILE FROM A
MEDHA CONTENT SERVICE

|

Id. at 10:34-49; 13.38-40. Ray further discloses using a web browser to request a

20 media file. /d. at 21:56-60. Karger 9 86.
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Waormald discloses that the mobile communication device receives
“selection of at least one executable operation” {a download operation) that s
“provided within the clectronic content through the graphical user interface” (via
imks to media hosted by an online server system in a web page presented n a Web
browser). Wormald discloses that after the mobile device presents media files to a
user “via a Web browser or standalone application,” the user “browse[s] albums,
songs, ... and other information about media for sale in the online music store.”
Wormald at 17:7-9, 17:16-17. The user then makes a “selection for downloading”™
via the browser, for example after “purchasing an album for download.” /d. at
17:19-20; see also id at 12:58-61 (a download request “is received from a user via
respective user iput”). Wormald teaches that user-requested files may comprise
“linked data files within a ... Web page” or other hypermedia document. /d. at
16:55-59. Karger 9 87-89.

A POSITA would have found it obvious to combine Wormald’s teaching—

of receiving user selections of file download operations via selectable hinks within

web pages presented through a Web browser user interface—with Ray for the
reasons discussed for clamm 1[b], and with a ssmilar effect: Ray’s requesting device
would present media files hosted by a server to a user via a Web browser, and the

user would use the Web browser’s user interface to select particular files for

delivery. A POSITA would have understood that hyperlinks within web pages
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enabled the download of data files, as this technique had been widely used since
the early days of the World Wide Web. Karger 4 90; id., Appx. F (HTML
reference book from 2000) at 168 ("You normally use the anchor tag (<a>) to link
external multimedia elements to the current document. Just like other hink
clements selected by the user, the browser downloads the multimedia object ....7).
And a POSITA would have had a reasonable expectation of success in making this
combination, because Ray’s requesting device mcludes a web browser that
requests media files from the content provider site. Ray at 21:56-60, 10:43-49,
The proposed combination would simply use Ray’s existing browser apphication in
an expected and conventional way, with the predictable results of receiving a
user’s selection of a hyperlink to a media file. Karger § 91, Addmg a hyperhink
that references a media file within a web page would have been well within a
POSITA s skall. 7d

e, tjd]: “determining that the at least one executable op-

eration includes a local access operation on the com-
puter system;”

Ray and Wormald render obvious that the requesting device “determin]es]
that the at least one executable operation”™ (a downloading operation) includes “a
local access operation on the computer system” {local storage of the requested

files).
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Ray discloses that the requesting device receives a user’s request to
download a media file hosted by the media content server:

3

REQUESTING WIRELESS DELIVERY
- QOF A MEDIA CONTENT FILE FROM &
' MEDA CONTENT SERVICE

DETERMINING INSUFFICIENCY OF A
DELIVERY ATTRIBURTE

3

Ray at Fig. 8 {(excerpted, emphasis added); id. at 21:52-54 (At Event 400, the first

wireless communication [device] requests wireless delivery of a media content file
from a media content service.”), 21:48-49 (“requesting media file content at a first
wireless communication device”™). The user makes the delivery request via a web
browser. /d. at 21:36-60. The requesting device evaluates the sutficiency of
delivery/download attributes relating to available memory and signal strength to
determine 1f “current dehivery/download of the media content™ 18 prohibited. /d at
21:61-22:25. Karger ¥ 93.

A POSITA would have understood Ray’s teaching of checking the available
iocal memory and comparing it to the file size (see Ray at 11:2-15) as mdicating,
or at least rendering obvious, that the wireless device determines that the user’s

“delivery/download” request mncludes a local storage operation. Specifically,
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unless the requesting device determined that the requested file would be stored
locally, there would be no reason to check available memory and compare that to
the size of the requested file. Karger § 94, The 957 patent teaches that
determining that a user 1s attempting to download a file to local storage 1s
determining that a selected operation includes a local access operation. The "957
patent indicates that file download operations include local access operations
because “a download operation ... cause[s] a conventional computer system fo
store a file on a local mass storage device such as a hard drive.” "957 patent at
60:23-26. Notably, the 957 patent itself does not describe any particular approach
for determining that an operation selected by the user includes a download
operation. Karger 9 94,

Additionally, Wormald discloses that the user device determines that a
user’s selection 15 a regquest to locally download a file: the device identifies “a
request to download data fo the mobile communication device ... via a respective
user input on the mobile communication device.” Wormald at 12:58-61 (emphasis
added). Like Ray, Wormald discloses that the request 1s made via a Web browser.
Id at 12:48-52. Further, Wormald discloses that the device determines whether the
user has requested local download of a specific type of file—a media file—by

comparing the file extension of the requested file to a list of media file extensions.
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Wormald at 13:13-22; 17:50-18:41; Fig. 3 (step 304); Fig. 4 (step 402).% Karger
495,

To the extent Ray alone does not teach claim 1{d] or render it obvious, a
POSITA would have found 1t obvious to combine Wormald’s teaching—of analyz-
mg auser’s request to determine that it 1s a request to locally download a media
file—with Ray, such that Ray’s wireless device 10 performs this determination
upon receiving a user’s request for delivery of a particular file. A POSITA would
have viewed Wormald as providing a teaching, suggestion, or motivation to make
this combination because Wormald teaches that media files are typically large files
that are appropriate for alternative delivery techmques, and Ray 1s concerned with
determining when a requested file 1s too large to be downloaded locally. Wormald
at 3:47-57, 13:13-36; Ray at 11:2-15; Karger 96. A POSITA would also have
recognized this as simply combining prior art elements (Wormald’s teaching of de-
termining that a user’s request mchades locally downloading a media file and Ray’s
teaching of using a web browser to receive a user’s request for delivery of a media

file) according to known methods (Wormald’s method of comparing the requested

2

Like the "957 patent, Wormald’s special downloading process for data files
does not interfere with locally downloading and displaying basic HTML files.

Wormald at 19:54-62. Karger 9 95.
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file’s extension to a list of media file types) to vield predictable results (determin-
ing that a user’s request includes locally downloading a media file). Karger ¥ 96.
A POSITA would have had a reasonable expectation of success in making this
combination because both Ray and Wormald disclose accepting user requests via a
Web browser, and it would bave been well within a POSITA s skill to implement
Wormald’s file extension comparison in substantially the same manner using the
Web browser of Ray’s device., Karger ¥ 97.

f. H{el: “transforming, based on the determining, the at

feast one executable operation into a remote access
operation, the transforming comprising:”

Ray discloses “transforming ... the at least one executable operation™ (a
downloading operation) “into a remote access operation” (remaote storage opera-
tion) based on determining that the at least one executable operation includes a lo-
cal access operation (local storage of the media file).

Ray discloses that when a user requests download of a media file—which
may be determined as described by Wormald, as discussed for claim 1{d}—the re-
questing device determines whether one or more delivery/download attributes pro-
hibit local delivery of the file to the requesting device. Ray at 21:61-22:25; 11:2-9;
11:15-19. If the available local memory and/or current signal strength are not suf-
fictent to receive the download, the requesting device transforms the download re-

quest into a remote storage request by “notify{ing] the network device 12 that

w2
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delivery of the file to the temporary storage device 1s required.” /d. at 11:11-15,

11:23-26; id. at 22:26-41. The request to “deliver}] the file to [a] temporary stor-
age device” is a request for “a remote access operation,” as recited by claim el
Karger 99 98-100.

g, 1] *“identifying at least one characteristic of the at
least one executable operation;”

Ray discloses that the requesting device wdentifies “at least one
characteristic” (the required storage size and/or signal strength) of “the at least one
executable operation” (downloading operation).

Ray discloses that the requesting device monitors “delivery attributes” that
affect file debvery and download operations. Ray at 10:62-67 (“The first wireless
device 10 ... monitor{s] delivery attributes associated with the first wireless
commumnication device. Delivery attributes are defined herein as characteristics
that affect the delivery/download of content.”); id. at 10:18-21 (“delivery attributes
may inclade ... any other attribute that affects dehivery/download™). The
requesting device determines if it “is capable of dehivery/download of the
requested media content”™ by determining “the current available memory capacity
of the first wireless communication device and comparfing] the available memory
to the requested media file storage size.” /d. at 11:2-7. Additionally, the

requesting device “determine[s] the current wireless network signal strength ...
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and compare[s] the signal strength to [a] delivery signal strength threshold.” /d. at
11:15-19; id. at 22:12-18. Karger §§ 101-103.

A POSITA would understand both the “requested media file storage size”
and “delivery signal strength threshold” to be characteristics of the executable
operation, i.e., the downloading operation: specifically, how much memory would
be required to locally store the requested file and the minimum signal strength

required to successtully download the file. Karger ¥ 104,
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h. tigl: “accessing a profile to retrieve information on at
least one available remote services responsive to the at
feast one identified characteristics of the executable
operation;”

Ray discloses “retrievling] mformation on at least one available remote
service][]” (a temporary storage device that performs a remote storage service) and
dotng so “responsive to the at least one identified characteristics of the executable
operation” (storage size or signal strength requirements of the delivery operation).

When the requesting device determines that it does not have sufficient local
storage or signal strength to download the requested media file (ie., a
determination “responsive to the ... identified characteristics of the executable
operation”), the requesting device identifies an alternative temporary storage
device for storing the file ("information on at least one available remote
service[]7). Ray at 22:26-32 (... Dwecting the media content service to deliver
the media content file to a temporary storage device may include identifying a

temporary storage wireless device.”); id. at 11:11-15, 11:23-26, Fig. 8 (excerpted):

¥ 420

DIRECTING THE MEDIA CONTENT
SERVICE TO DELIVER THE MEDIA
CONTENT FILE TO A TEMPORARY
STORAGE WIRELESS DEVICE
BASED ON THE INSUFFICIENY
DELIVERY ATTRIBUTE

H

~29~
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Ray’s temporary storage devices provide remote storage services. fd. at 8:43-45
{“ITihe temporary storage wireless communication device[] acts {as] a server for
the wireless devices that rely on the device for storage.”™), 9:57-64, 12:10-34 {(de-
scribing components of temporary storage device that receive and store media files

~
7 .
i

“for the benetit of” the requesting device), 17:31-18:57 (describing how temporary
storage device 13 “operable for storing media files on behalf of another wireless de-
vice™), Fig. 4. Karger 99 106-107.

Ray also discloses that the requesting device retrieves temporary storage de-
vice identifier information. The temporary storage devices used by a requesting
device may be “predetined by the user” or requests for remote storage may include
“one or more predetermined identifiers associated with one or more predetermined
temporary storage device[s].” Ray at 13:62-64, 14:25-30. Predetermined identifi-
ers associated with temporary storage devices mclude “IP address or the ike.” /d.
at 22:32-36. Karger 9 108.

Wormald discloses “accessing a profile” (a data object) that contains
information on download rules that specify how media files should be downloaded.
Wormald at 14:26-34. Download rules may specity one or more altermative
communication mediums {e.g., one or more WiF1 networks) that must be used to
carry out the download. /d at 14:35-44; id. at 22:59-61. “The download rules 276

are typically stored o memory of the mobile communication device 201, typically
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as part of download preferences stored in memory ....70 Id. at 15:7-10; see aiso id.
at 23:4-23, Fig. 7 {(exemplary data object storing download preference
information}. Because the download rules are configured by the user and govemn
how media files requested by that user should be downloaded, a POSITA would
have considered the data object that stores information relating to download rules
to be a “profile” as claimed. Karger %% 109-111. Wormald’s data object with
download settings and rules 1s exactly the kind of profile the *957 patent
contemplates.

A POSITA would have found 1t obvious to mcorporate Wormald’s teaching,
of storing download settings configured by the user in a data object (profile} on the
user’s device, into Ray. In particular, it would have been obvious for the
requesting device to store the predefined 1dentifiers for the temporary storage
devices (see Ray at 14:25-30) 1 a data object (“profile”™) on the requesting device.
As discussed, Ray discloses that the user specifies particular temporary storage
devices to be used for a remote storage operation, and also that the requesting
device directs the content server to deliver media files to particular temporary
storage devices by sendmg identifiers for those devices to the content server.
Because the requesting device needs the temporary storage device identifier data to
direct the content server, storing that data on the requesting device, as taught by

Wormald, would have been obvious. Karger 9112, A POSITA also would have
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recogmized that Ray’s identifiers of temporary storage devices are analogous to
Wormald’s download rule information, in that they represent alternative ways of
delivering a requested media file. Karger % 113, Accordingly, it would have been
obvious to for Ray’s requesting device to store temporary storage device

5 dentification data in the same manner as Wormald’s storage of information
relating to download rules—in a profile on the user device. Additionally, Ray’s
disclosure that the requesting device would have to be “authorized™ to store
content to the temporary storage device {Ray at 9:38-42) would have suggested to
a POSITA the need for a profile. Karger § 114,

10 And a POSITA would have had a reasonable expectation of success in
making this combination, because storing temporary storage device identifiers
{e.g., 1P addresses) m a data object for subsequent lookup, as tanght by Wormald,
could be accomplished using any number of conventional data structures, and
would have been well within a POSITA s skill. Karger § 115,

15 i H{h]: “selecting an available remote service from the
at least one available remote service;”

Ray discloses “selecting an available remote service” (selecting a temporary
storage device that performs a remote storage service). As described for imitation
Hel Ray’s requesting device selects a temporary storage device and directs the
20 media content server to store the requested media file at that other device. Ray at

22:26-32; id at 11:11-15, 11:23-26, Fig. 8 (step 420), Fig. 1 ("Temporary Storage
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Device™ 14). Ray discloses that the temporary storage device “acts as a server for
the wireless devices that rely on the device for storage.” /d. at 8:43-45. Karger at
1% 116-118.

iR 1ii]: “retrieving the service access information for the
selected remote service:”

Ray discloses that the requesting device retrieves “service access
mformation” (the device identifier for a remote storage device) for “the selected
remote service” (selected temporary storage device).

The requesting device specifies “a temporary storage wireless
communication device identifier 30, which provides notification to the network
device of a specific temporary storage wireless device, such as device 16, to direct
delivery/download of the media content file.” Ray at 10:38-43. This device
identifier mchades the IP address of the temporary storage device: “the request [to
the media content server] may include a header file that mcludes the temporary
storage identifier 30, 1n the form of an Internet Protocol (1P) address of the wireless
device that will serve as the temporary storage device.” Id. at 10:43-49; id. at
22:29-34 {wireless commumnication device “identiflies] a temporary storage
wireless device ... via inclusion [olf a device tdentifier, such as an IP address or
the like™). A POSITA would have understood that an IP address for the temporary
storage device would be used by the media content server in fransmitfing the

requested file to the temporary storage device. Karger § 120,
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A POSITA would have understood that the requesting device “retrieves” the
temporary storage device identifier from internal memory. Ray discloses that the
identifier “included m the alternate delivery destination request 32 may be one or
more predetermined identifiers associated with one or more predetermined
temporary storage device|s],” and depicts the “Templorary] Storage [Wireless
Device] 1D as being mternal to memory 22 within the requesting device. Ray at

14:25-28 & Figs. 1, 2 {(annotations added):
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Karger 121, At a mintmum, a POSITA would have found it obvious to retrieve
an wdentifier for a temporary storage device from a profile, as disclosed by
Wormald and for the reasons described for claim 1g]. Karger 9 122
k. Hijl: “transforming, based on the at least one charac-
5 teristic of the at least one executable operation and
the service access information, the at least one execut-

able operation into the remote access operation to uti-
fize the remote service; and”

Ray discloses that the requesting device “transform{s] the at least one

10 executable operation” {a download operation) into “the remote access operation to
utilize the remote service” (remote storage at a temporary storage device) based on
“the at least one charactenistic of the at least one executable operation” (required
storage or signal strength for content delivery) and “the service access
mformation” (identifier of the temporary storage device).

15 Based on determining that it lacks sufficient local storage or signal strength
to download the requested media file, and after identifying the IP address (or other
device identifier) of a temporary storage device, the requesting device transforms
the request for delivery of a selected media file to a request for the file to be
remotely stored on the spectfied temporary storage device:

20 I Tlhe first wireless communication device directs the
media content service to deliver the media content file to
a temporary storage wireless communication device

based on the msufficiency of the delivery attribute.
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Directing the media content service to deliver the media
content file to a temporary storage device may mclude
identifying a temporary storage wireless device ... via
mclusion {o]f a device tdentifier, such as an IP address or
the like ... [TThe direction may occur via a specific
correspondence, such as a media content request, an

alternate delivery destination request or the like.
Ray at 22:26-41; id. at 10:38-43, 21:48-52. Karger 9 123-124.

L Hk]: “transmitting the remote access operation to the
server system.”

Ray discloses that the requesting device “transmit[s] the remote access
operation” (remote storage operation of the media file) to “the server system™
{media content server 12).

“IThhe first wireless communication device directs the media content service
to deliver the media content file 1o a temporary storage wireless communication
device ... [Tlhe direction may occur via a specific correspondence, such as a
media content request, an alternate delivery destination request or the hike.” Ray at
22:26-41; id at 10:36-38 (*"The media content requests are wirelessly
communicated to network device 12 via communication module 40.7). For
example, the requesting device may transmif an hitp request to the media content

server 12 that mcludes the “Internet Protocol (IP) address of the wireless devige
);

3G
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that will serve as the temporary storage device.” /d. at 10:43-49. Karger 9% 125-
126.
2. Claim 2: “The method according to claim 1, wherein the
local access operation hosted by the server system is
configured to be executed by an operating system on the

computer system to request local storage of electronic
content on the computer system prior to transformation.”

Ray discloses that the local access operation (local storage of the requested
files, supra claim 1{d]) 1s “configured to be executed by an operating system on the
computer system” (an operating system on requesting device 10).

Requesting device 10 is “any type of computerized, communication device,
such as ... {a] portable computer” and a “desktop computer.” Ray at 12:35-54.

The device includes “firmware [and/or] software ... that enable the functionality of
the commumication device 10 .7 Jd at 13:14-18; 13:24-31 (describing
processing subsystems for core device functionality). A POSITA would
understand the disclosed portable and desktop computers to mnclude an operating
system that executes operations performed by the device mcluding downloading
and storage operations. Karger 99 128-130.

Ray discloses that of there 15 sutfficient local storage available on the
requesting device (i.e., “prior to transformation” of the local access operation to a
remote storage operation), the device executes the local download operation. Ray

at 11:2-11. Ray further discloses an additional use case in which the requesting
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device requests wireless delivery of media files and the media content server
attempts to deliver the files, but direct delivery 1s “prevented due to msufficiency
of a delivery attribute.” 7d. at 21:52-54, 21:66-22:2, 10:57-61° The requesting
device will then “direct]] the media content service to deliver the media content
file to a temporary storage ... device” (id. at 22:26-29), i.e., transform the local
access operation nfo a remote service operation. Both of these scenartos indicate
that, prior to any transformation, the requesting device s configured to request
local storage of the selected content. Karger 99 131-132.

3. Claim 3: “The method according to claim 1, wherein the

electronic content presented ¢o the user through a graphical

user interface includes a web page and the at least one
executable operation is contained with the web page.”

As described for claim 1{b]-{c], Wormald discloses that electronic content is

presented to a user via a Web browser that renders a web page. Wormald at 19:42-

-

> A POSITA would have understood this additional functionality to be present
in the same requesting device because the disclosure corresponding to Figures 1
and 8 describes different aspects of requesting device 10—and at a minimum, a
POSITA would have found 1t obvious to mclude this functionality within a single
requesting device to provide a user with additional, complementary operations.

Karger ¥ 132.
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53, 17:42-45, Fig. 4. Wormald discloses that the user’s selection of an executable
operation (a downloading operation) includes selection of linked data file con-
tained with a web page: “the requested data comprises one or more data files,
which may be embedded or linked data files within a Hypertext Markup Lan-
guage (HTML) document {e.g. Web page) or other hypermedia document.” /d. at
16:55-59 (emphasis added); 12:58-61; 17:17-23. Karger § 134. A POSITA would
have found 1t obvious to incorporate this teachmg from Wormald mto Ray for the

same reasons described for claims 1{b-1{c]. /d, g 135

-39~
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4. Claim 4: “The method according to claim 1, wherein the
local access operation includes executable instructions that
cause a computer system to download electronic content to
local memory including a mass storage device,”

Ray discloses that the requesting device includes a local memory that
comprises a hard disk or flash memory (both examples of a “mass storage
device”). Ray at 12:58-65; Karger § 136, In determining whether it can locally
store the requested media content, the requesting device “determine]s] [its] current
available memory capacity” and requests delivery of a file if “sufficient memory
currently exists.” Ray at 11:2-11. A POSITA would understand this disclosure to
indicate that the local storage operation (“local access operation”™) mcludes
executable mstructions that cause the requesting device to download requested
media content to its local memory, such as instructions executed by processing
engime 24 to implement the download. d., Fig. 2 (showing “Memory” 22 storing
“Media Content Files 187); Karger % 137-138.

5. Claim 9: “The method according to claim 1, further
comprising: identifying a type of electronic content
associated with the local access operation; and selecting a

remote service based at least in part on the identification of
the type of the electronic content.”

w3 {}
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As discussed for clanm 1[d], Wormald discloses that the user device deter-
mines whether the file extension of data that the user has requested for download
matches a predetermined list of file types (“identifying a type of electronic content
associated with the local access operation™). Wormald at 13:13-22; 17:50-18:41;
Fig. 3 (step 304); Fig. 4 (step 402). The device compares the “file type of the re-
quested data ... agamst a list of predetermined media file types,” which mclude
vartous “audio file types” and “video file types.” Id. at 17:54-58, 18:9-22. Karger
9139,

A POSITA would bave found 1t obvious to mcorporate this teaching from
Wormald into Ray, such that Ray’s requesting device selected a remote service (a
temporary storage device that performs a remote storage service) based m part on
the determmation that requested content was a certain type of media file. Wormald
discloses that locally downloading certain types of media content files may present
“challenges relating to bandwidth bottlenecks” and “large data charges from ..
cellular carriers” due to the files” size. Wormald at 1:27-37. A POSITA would
have viewed this disclosure as providing a teaching, suggestion, or motivation o
modify the operation of Ray’s requesting device such that 1t determines the type of
content being requested (see supra claim 1fc]) and selects a remote storage opera-
tion based m part on this detenmination, to avord bandwidth and cost 1ssues assoct-

ated with certamn types of media file types that are typically large in size. Karger

41
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9 140. Indeed, mcorporation of this teaching into Ray would have involved apply-
ing a known technique (Wormald’s technique of determining the type of content
being requested) to a known device ready for tmprovement (Ray’s requesting de-
vice, which may have limited storage capability) to vield predictable results
(providing the requesting device with a way to identity requests for large content
and redirect to a remote storage location). Karger ¥ 144,

Incorporating this teaching would have had the additional benefit of stream-
tming Ray’s operation, in that the determination of file type could replace the de-
termination of sufficient local memory, thus simphifyimg operation. Karger 4 141,
A POSITA would have had a reasonable expectation of success in modifying
Ray’s requesting device n this way, because 1t 18 already configured to analyze
and process media files {(supra claim 1{c]) and the proposed modification would
have mvolved trivial moplementation changes. Karger 9% 143-144.

6. Claim 12; “The method according to claim 10, further
comprising associating a computer based operation with a
remote service responsive te user selection of the remote
service during operation of the computer system.”

Ray discloses that the user of the requesting device may manually select the
temporary storage device for providing a remote storage operation {“user selection
of the remote service during operation of the computer system™). Specifically, a
user may manually add the identificr of a predetermined temporary storage device
to an alternate delivery destination request. Ray at 14:4-8, 14:25-30; 14:1-3 (“the

-4
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media content module/player 26 may be configured to mclude the identifier based
on device user discretion”). In response to the user’s selection of a particular tem-
porary storage device, the requesting device associates a remote storage operation
{(“computer based operation”) with the selected temporary storage device by creat-
mg and sending to the media content server an alternate delivery destination re-
quest that causes the media server to redirect content to the temporary storage de-
vice. Id. at 10:52-61, 14:8-16, 17:4-30; Karger ¥ 145-146. Clamn 12 15 also obvi-
ous if interpreted to cover the mitial selection of the remote service during configu-
ration prior to any download, because the user can predefine the temporary storage
devices to be used. Ray at 13:62-64; 14:25-30; Karger § 147.

7. Claim 13
a. “The method according to claim 1, wherein
transforming the at least one executable operation
into a remote access operation, in response to
identification of the at least one executable operation
includes: accessing at least one of a device profile, a
remote profile, and a user profile; and”

Ray discloses that the requesting device “transform{s] the at least one exe-
cutable operation mto a remote access operation.” See supra claim 1], Wormald
discloses accessing a data object 702 with download rules configured for a particu-
lar device—or example, the maximum file size that may be downloaded under
certain communication medimms and allowed file extension types. Wormald at
22:34-49, 23:4-12, Fig. 6 (showing user interface 600 used to associate file size

43
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and media type information with the device). Wormald’s Figure 7 illustrates data
object 702 that contains file size and type mformation associated with a particular

device:
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A POSITA would understand data object 702 to be at least one of a “device
profile” or a “user profile,” depending on whether the settings are associated with

all device users or a particular user of the device. Karger 99 148-151.

B
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b. “identifving at least one remote service based on at
least one of the requested at least one executable
operation and a content type referenced by the
executable operation.”

Ray discloses “identifying at least one remote service” (a temporary storage
device that performs a remote storage service) based on the requested download of
amedia content file that would require more storage than 1s available at the re-
questing device (“at least one of the requested at least one executable operation™),
as described for clanm 1[3]. Karger 9 152,

Additionally, the combination of Ray and Wormald renders this hmitation
obvious for the reasons discussed for claim 9. Wormald discloses determining that
content selected for download (the “executable operation”) 15 a specific type of
content that indicates a large file, such as certain types of media content or some
other predetermined file type (“based on at least one of ... a content type refer-
enced by the executable operation”™). Supra claim 9. A POSITA would have
found it obvious to meorporate this teaching from Wormald into Ray, such that
Ray’s requesting device selected a remote storage operation at a temporary storage
device (“identitying at least one remote service”) based n part on identifying the
requested content as being a certain type of large file, for the reasons discussed for

claim 9. Karger ¥ 153.
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8. Claim 14: “The method according to claim 13, further
comprising: selecting at least one remote service; and
redirecting the at least one executable operation to the
remaote service.”

5 Ray discloses selecting a temporary storage device to remotely store re-
quested content (“selecting at least one remote service™). Ray at 22:26-32, 8:43-
45, 11:11-15, 11:23-26, Figs. | & 8; supra claim t[h]; Karger 99 154, 116-118.
Ray further discloses redirecting a user’s content download request (the “at
least one executable operation”) to the temporary storage device performing the re-
10 mote storage operation by “direct[ing] the media content service to deliver the [re-
quested] media content file to {the] temporary storage wireless communication de-
vice.” Ray at 22:26-41; id. at 10:36-38, 10:43-49; supra clamm 1[k], Karger
155, 125-126.

g, Claim 16

15 a. “The method according to claim 1, wherein
determining that the function that would be
performed meets transformation criteria includes
accessing a size threshold associated with the at least
one executable operation that performs a local access

20 operation”

Ray discloses that the requesting device “determinfes] that the function that
would be performed meets transformation criteria™ (determines that the requested
download of media content should be transformed to a remote storage operation)

by “accessmyg a size threshold” (amount of available local memory) “assoctated

G
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with the at least one executable operation that performs a local access operation”
{associated with a local download of the requested content).

Ray’s requesting device includes software that recognizes a user’s selection
of a download operation and considers delivery attributes m response to that
selection. Ray at 21:52-54, 21:61-22:25, 10:62-11:4, 14:31-15:26. Delivery
attributes are “characteristics that atfect the deliverv/download of content” (id. at
10:65-67) and are therefore “associated with the ... executable operation” of
locally downloading content. Karger ¥ 157-158. Delivery attributes include
criteria relating to the amount of memory required to download specific content.
Ray at 11:2-15.

If the available local memory 15 “insufficient” for downloading the requested
content, the requesting device sends the media server a request for remote storage
mstead of a request to locally download the content. /. at 11:11-15 (“TF ...
msutficient memory currently exists at the first wireless communication device the
device may notify the network device 12 that delivery of the file to the temporary
storage device is required.”). A POSITA would understand Ray’s disclosure of
determining whether the requesting device has an “msufficient” amount of
available memory to be “accessing a size threshold,” as recited by claim 16—
specifically, the threshold size of available local memory considered sufficient to

download the requested content. /d. at 11.7-15; Karger 4 159,

w7~
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Wormald discloses that a mobile device “accesses] a size threshold
associated with the at least one executable operation that performs a local access
operation” {accessing download rules associated with a download operation for
large files). Wormald discloses that a mohile device determines that a requested
file 1s larger than a “predetermined size threshold (e.g., x MB).” Wormald at

18:49-50, 19:17-35, Fig. 4 (annotations added):
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Karger 9 160.

A POSITA would have found 1t obvious to tncorporate Wormald’s teaching
of comparing “the determined size of [a] media file ... against a predetermined size
threshold” (id. at 19:18-19) into Ray, such that Ray’s requesting device compares
the size of requested media content to a predetermined size threshold. Karger
9161, Wormald discloses that a predetermimed size threshold protects users from
the high data transmission costs and bandwidih challenges resaluing from
downloading a large file, particularly over wireless connections (Ray at 1:15-20,
1:27-473, and a POSITA would have recognized this disclosure as providing a
teaching, suggestion, or mofivation to make this combination. Karger § 161. A
POSITA would also have had a reasonable expectation of success in making the
combination because Ray already discloses comparing requested file size to
avatlable memory, and 1t would have been trrvial to modify this comparison such
that the requested file size was compared instead to a predetermined size threshold,
as disclosed by Wormald., Karger 9 162,

b. “wherein accessing the size threshold includes
accessing at least one of 3 user profile, a device

profile, a remote service profile, and a default profile
te obtain a file size limitation”

As described for clamm 1{g], Wormald discloses accessing a data object 702

stored on the mobile device to obtain mformation on the device’s configuration,

-49-
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mcluding a “maximum file size.” Wormald at 23:4-20 & Fig. 7 (annotation

added):
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A POSITA would have understood data object 702 as being etther a “device

profile” or “user profile,” in that it stores settings governing how downloads for the

device or a user are handled, and the “max file stze” threshold as being a “file size

Iimitation.” Karger § 163,
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18, Claim 18: “The method according to claim 1, wherein
selection of the at least one executable operation includes at
feast one of resolving computer focus within the graphical
user interface on the at least one executable operation and
hovering a visual pointer in the graphical user interface
gver a visual indicator of the at least one executable
operation.”

A POSITA would understand computer focus to include the acts of
activating or selecting an element of a graphical aser tnterface. Karger § 164,

The *957 patent describes “focus” broadly as mcluding any mdication by the
computer system of a displayed graphical element. /. g, 957 patent at 32:13-49,
For example, the "957 patent describes computer focus as mcluding “tabbing
through”™ displayed elements and “clhicking on a visual object.” 957 patent at
32:23-24,32:33-38, 32:47-49. Karger § 164,

As described for claim 1{c], Ray and Wormald render obvious the selection
of a download link embedded in a web page. Supra claim 1{c]. A POSITA would
have known that selection of a hyperlink would mnvolve focusing on the hyperlink
by either hovering and selecting 1t via the mouse or tabbing to it. Karger ¥ 165,

Tabbing to hyperlinks has been supported since HTML 4.0 (1997} and popular

browsers like Internet Explorer have supported tabbing for yust as long. {d.
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1. Claim 19
a. 19{pre}l-19{a]: “A streamlined computer device, the
device comprising: at least one processor operatively
connected fo a memory, the processor when executing
5 is configured to cause the device {027
As described for claim 1{pre], Ray discloses a “computer device” (the
requesting device) that 1s “streamlined” m that 1t translates a local download

operation mnto a remote storage operation in response to certain criferia. Supra

clatm 1fprel; Ray at 12:35-39,9:61-64, 10:38-49, 12:39-41, 12:49-34  21:48-52,
10 Figs 1-2.

Ray’s requesting device includes a “processor” {processing engme 24)

“operatively connected to a memory” (memory/data registry 22):
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b. 19[b]-19{1]

The remaming himitations of clatm 19 recite himitations that are
substantively sumilar to the limitations of claim 1. See Ex. 1007, The Ray-
Wormald combination renders limitations 19{b]-19[1] obvious for the same reasons
described for limitations 1{a]-1[k], respectively. Karger § 169.

12,  Claim 26: “The device according to claim 19, wherein
identifying includes: evaluating a function that would be
performed by executing the at least one operation, and

determining that the function that would be performed
meets transformation criteria,”

Ray discloses that identifying at least one characteristic of the at least ong
executable operation (downlead of media content, see supra claim 1[f]) inclades
evaluating a “function that would be performed” (a local download operation) by
executing that operation. Specifically, Ray’s requesting device evaluates the
amount of available memory and signal strength that the local download operation
would require. Ray at 11:2-19, 22:12-18. Karger 9 170,

The requesting device further determines that the function that would be
performed “meets transformation criterta,” by determining whether the amount of
available memory and signal strength required for locally downloading the
requested content 1s greater than the memory and signal strength available. Ray at
11:2-19, 22:12-18. A POSITA would recognize these as “transformation criteria,”

because the requesting device transforms a local download request into a request
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for remote storage of the content if the device capabilities are insufficient with
respect to either criterton. Ray at 22:18-41, 16:15-21, 10:62-11:26; Karger ¥ 171,
13.  Claims 21-23, 27, 30-32, 34, and 36

Claims 21-23, 27, 30-32, 34, and 36 recite himitations that are substantively
similar to the hmitations of claims 2-4, 9, 12-14, 16, and 18. See Ex. 1007. The
Ray-Wormald combiation renders clamms 21-23, 27, 30-32, 34, and 36 obvious
for the same reasons provided for claims 2-4, 9, 12-14, 16, and 18, respectively.
Karger 9 172

B. Ground 2: Ray, Wormald, and Wagner

I Claim 5: “The method according to claim 1, wherein
transforming the at least one executable operation into a
remote access operation includes redirecting the executable
gperation into a request for access to remote service hosted
by a third party provider.”

Ray discloses that transforming the executable operation into a remote ac-
cess operation (transforming the download into a remote storage operation, see su-
pra claim Hj]) mcludes “redirecting the executable operation” (download of media
content) info a request for “access to [a] remote service” (the remote storage of
content by a temporary storage device). Ray’s requesting device transforms a re-
quest for download of selected media content mto a requaest for the content server
to store the selected content on a remote temporary storage device. Supra claim
131 Ray at 11:2-26, 22:26-41. The temporary storage device acts as “a mobile

server that temporarily stores media content for a community of first wireless
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devices 107 (id. at 9:57-60, 12:30-34) and thus qualifies as a “remote service.”
Karger 99 173-174, 107,

Wagner discloses that this remote service can be “hosted by a third party
provider.” Wagner discloses techniques for automatically uploading content from
a device to a third-party onling service provider. Wagner, Abstract. Users “open
user accounts on ... online service providers” and use these onling service provid-
ers to “store uploaded content and share that content with other designated users or
with the general public.” /4. at 1:26-29. These online service providers mclude
third-party providers such as Flickr and other photo- and media-hosting services.
Id. at 1:17-26 {content “may be ... transferred to external equipment for display or
other processing. External equipment may include various online service provid-
ers for sharing media content .. such as image-, audio-, or video-sharing service

providers {e.g., PICASA™ FLICKR™, PHOTOBUCKET, MYSPACE.COM,

FACEBOOK, YOUTUBE, et¢.).”) (emphasis added); id. at 5.23-28. These are
precisely the types of “remote services] hosted by a third party provider” that

7
i/
i

the "957 patent contemplates. K.g., "957 patent at 18:55-56. Karger § 175,
A POSITA would have found it obvious to mmcorporate Wagner’s teaching of
using third-party providers, akin to Flickr, Picasa, and YouTube media-sharing

sttes, mto the Ray-Wormald combimation described for claim 1, to provide remote

storage services such as those Ray describes. Karger 9 176-183. Wagner teaches

-84
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that these third party providers allow users to easily and widely share content with
other users or the public and provide sigmficant orgamizational functionality such
as folder structures and sorting and filtering abilities. Wagner at 1:26-33, 5:22-25,
A POSITA would also have recognized that third party providers provided sub-
stantial amounts of available storage, often far more than a user-controlled or per-
sonal storage device would have provided. Karger ¢ 178, A POSITA would have
had a reasonable expectation of success m makmg this combination because such
third-party providers were well known, user-friendly, and widely accessible as of
the prionty date. Karger ¥ 179, Indeed, the "957 patent points to third party pro-
viders such as Flickr, Dropbox, and Shutterfly as being known third party provid-
ers configurable by users. £.g., "957 patent at 59:15-19, 39:65-67

Further, while Wagner’'s disclosure primarily describes uploading operations
(e.g., automatically uploading photos and other content from a mobile device to an
online service provider), Wagner discloses that the same functionality 1s incorpo-
rated into a plug-in for a web browser. /d at 18:30-37. A POSITA would have
understood this disclosure to provide a teaching, suggestion, or motivation o x-
tend Wagner’s automatic remote storage functionality to content accessed via a
web browser. Karger § 180, Additionally, Wagner makes clear that content can be
similarly downloaded from the online service provider—by the user, other users

with accounts at the same content provider, or the general public. Wagner at 1:26-
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29, 5:38-41, 8:18-44, 13:6-9; Karger § 181. Thus, a POSITA would have found it
obvious to combine the third-party providers taught by Wagner with the Ray-
Wormald combination. Karger 9 176-183.

2. Claim 6: “The method according to claim 3, further

5 comprising identifving a remeote service stored in at least
one of a device profile and a user profile.”

Wagner discloses “identifying a remote service” (a remote storage servige
provided by an online service provider such as Picasa or Flickr) “stored in at least
one of a device profile and a user profile” (stored as user account information).

10 Wagner describes a process of automatically storing media content from a
device with an online service provider. Wagner at 10:41-45. The device can be
“imitially configured™ to identify a specific online service provider—ifor example,
Picasa-—and include “corresponding account information {(e.g., a username and
password) for the account 122 that 1s maintained by the online service provider 104

15 that corresponds to the user 102.7 id. at 5:53-63, 6:9-13, Fig. 1 (showing remote

servige provider 104 associated with user 102);
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The device stores account information in local memory that associates a user
with one or more online service providers. /d. at 9:54-10:2 (“the mobile device
101 can include storage 231 for storing account mformation 234 associated with a
user account maintained by an online service provider (e.g., the user account 122
maintained by the online service provider 104 for the user 102—shown wn FIG. 1))

& Fig. 2 (“Account Information,” annotation added):
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id., Fig. 1 (user account 122) & 3:25-28 {device mncludes “memory configured to
store a) identifying information corresponding to a user account associated with at
least one of the plarality of onhine service providers”™). The 957 patent’s “user
profile” includes the same kind of mformation. /g, "957 patent at 59:63-64
(“Maintain user profile—associate web service providers for a particular user™). A

POSITA would have understood this disclosure of stored mformation

~53{}~

HP Inc. - Exhibit 1005 - Page 3454



10

Petition for Inter Partes Review of U8, Pat. No. 8,577 957
PTAB Case No. IPR2021-01011

corresponding to a user account associated with an online service provider to be a
“user profile.” Karger 9% 184-186.

A POSITA would have found it obvious to incorporate Wagner’s teaching of
maimtaming user account information (a “user profile”) for an online service pro-
vider {a “remote service”) into the Ray~-Wormald combination. Karger ¥ 187-188.
Wagner teaches that configuring and storing information corresponding to a user’s
account with an omline service provider can streamling interactions between the de-
vice and service provider, including by allowing the device and service provider to
communicate automatically, without requirimg user interaction. Wagner at 6:4-39,
11:18-24. A POSITA would have understood this as providing a teaching, sugges-
Hon, or motivation to combine Wagner’s teaching with Ray and Wormald, such
that Ray’s requesting device could access stored information relating to the user’s
account with a third party provider when making a deterommation of whether to
transform a download operation into a remote storage operation. Karger 9 188. A
POSITA would have had a reasonable expectation of success in making this com-
bimation, because 1t would have been straightforward to configure the stored infor-
mation (usmg a configuration tool, as disclosed by Wagner’s Figure 5, or other-
wise) and a POSITA would have been familiar with the general concept of a data

structure that aggregated user account information. Karger 9 189,

-61-
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3. Claim 7
a. “The method according to claim 1, further
comprising: configuring access to a remote service on
the computer system, wherein the act of configuring

access to the remote service includes establishing an
account name and password for the remote service;”

Wagner discloses configuring access to remote storage services provided by
online service providers like Flickr and Picasa (each a “remote service™), including
by “establishing an account name and password” for each online service provider.
Wagner discloses that a user configures a device “to identify the online service
provider 104, as well as to store ... corresponding account information {e.g., a
username and password) for the account 122 that 1s mamtamed by the online ser-
vice provider 104 that corresponds to the user 102.” Wagner at 5:58-63. The de-
vice mnchudes “configuration tool 5017 that “enables] a user to specify an online
service provider (e.g., the online service provider 104 that 1s shown in FIG. 1), as
well as a corresponding login or username and password.”™ Id. at 12:65-13:1 & Fig.

5 (annotation added):
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Id. at 10:45-58. A POSITA would have understood Figure 5 as iHlustrating a way

of configuring access to the specified online service provider: Wagner describes it

as “an example configuration teol for configuring how captured media content 15 1o
5  be automatically uploaded to an online service provider.” /d. at 4:.4-6. Karger

99 190-193,

33
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b. “storing the account name and the password as part
of at least one of a device profile and a user profile,”

Wagner discloses that the device stores “corresponding account information
{e.g., ausername and password) for the account 122 that 1s mamtained by the
online service provider 104 that corresponds to the user 102”7 Wagner at 5:56-63;
see also id. at 4:34-38, 6:31-39, 9:65-10:2, 10:45-55. A POSITA would under-
stand this “corresponding account imformation™ to be a “user profile.” Karger
9194, L.g., 957 patent at 59:63-64 (“Maintain user profile—associate web ser-
vice providers for a particular user”).

A POSITA would have found it obvious to incorporate Wagner’s teaching of
configuring access to a remote service by establishing and storing user account
name and password information mn a user profile mto the Ray-Wormald combina-
tion. Karger 9% 195-196. As described for clamm 6, a POSITA would have viewed
Wagner as providing a teaching, suggestion, or motivation to make this combina-
tion based on its disclosure that storing user account data (including password and
account name) improves and enables automatic communications, and a POSITA
would have had a reasonable expectation of success in doing so because Wagner
provides a specific example of a configuration tool for establishing and storing this

user mformation. Karger 9 196.

64
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4. Claim 8
a. “The method according to claim 7, wherein

configuring access includes defining one or more
tvpes of electronic content associated with the remote

3 service;”

Wagner discloses that the device 1s configured “with various preferences for
uploadimg media content to the onhine service provider 104 (e.g., preferences re-
lated to types of media content to automatically upload ...).”" Wagner at 5:63-67,
6:7-22. For example, Wagner’s configuration tool 501 “enablefs] a user to specify

10 an online service provider” and “to specify fypes of media content that should be
automatically uploaded (e.g., images, video or sounds, to name a few examples).”

Wagner at 12:62-13:6 (emphasis added); id. at 7:21-26; id., Fig. 5 (excerpted, an-

notations added):

e

AR S
Wy

15 In the example of Figure 5, configuring access to the remote service provided by
Picasa includes defining “images” as the type of electronic content associated with

the remote service. Karger ¥ 197-108.

HP Inc. - Exhibit 1005 - Page 3459



Petition for Inter Partes Review of U8, Pat. No. 8,577 957
PTAB Case No. IPR2021-01011

b. “and storing the one or movre types of electronic con-
tent associated with the remote service as part of at
feast one of a device profile and a user profile.”

Wagner discloses that the device stores “preferences for uploading media
content to the omline service provider 104, including “preferences related to types
of media content to automatically upload.” Wagner at 5:56-67; id. at 4:34-40. A
POSITA would understand this stored preference information corresponding to a
particular user account to comprise a “user profile.” Karger § 199,

A POSITA would have found 1t obvious to incorporate Wagner’s teaching of
storing types of media content associated with a remote service as part of the user
profile mformation mto the Ray-Wormald combination. Karger 9 200-201. Wag-
ner teaches that a user could choose to associate only certain types of media con-
tent with a particular remote service—for example, digital 1mages and/or video, but
not digital audio. Wagner at 7:23-26, Fig. 5 (showing “Images”™ as associated me-
dia type for Picasa service). A POSITA would have understood this as providing a
teachimg, suggestion, or motivation to combine Wagner’s teaching with Ray-
Wormald to better configure access to services that are tarlored to particular con-
tent—~for example, by specitying that photo-focused services such as Picasa are not
used tor audio content—and would have had a reasonable expectation of success in

domng so, as described for claim 7. Karger § 201,

36~
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5. Claim 9

Claim 9 1s obvious over Ray and Wormald for the reasons discussed above.
Supra claim 9. To the extent claim 9 1s mterpreted to require selection of one
among multiple remote services, claim 9 1s obvious over the combination of Ray,
Wormald, and Wagner.

Wormald discloses that the user device “tdentiffies] a type of electronic con-
tent associated with the local access operation” by determuning if the file extension
of the media file requested for download matches a list of predetermined media file
types that are deemed “large” file types. Wormald at 17:37-58, Fig. 4. Wagner
teaches configuring user profiles for different online service providers that specify
what types of electronic content—inchuding tmage, video, audio, and general me-
dia content—are handled by each respective service provider. /d. at 4:34-40, 5:56-
67,7:21-26; supra claim 8. For example, Wagner’s Figure 5 shows a configuration
tool that defines a user profile for the remote online service provider Picasa that

<

identifies Picasa as handling “rmmage” types of electronic content. /d. at 12:62-

13:6, Fig. 5 (annotated):

w37~
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The configuration tool of Figure 5 can be used to define configurations for online
service providers generally. /d. at 12:62-64.

A POSITA would have found 1t obvious to mcorporate this teaching from
Wagner mto the Ray-Wormald combination, such that Ray’s requesting device se-
lects a specific remote service (a remote storage service by an onling service pro-
vider) based i part on the determination that requested content 1s a certain type of
media file for which that remote service 1s configured. Karger § 205, This combi-
nation would have been the use of a known technique (using an onhine service such
as Picasa to remotely store specific types of media files) to improve similar devices
(Ray’s requesting device) in the same way (by directing media content to servige
providers specifically configured to handle that type of content). /d. A POSITA
would also have understood this to be stmply combining prior art elements accord-
ing to known methods (Ray’s request for remote storage of a media file at a remote

temporary storage device and Wagner’s teaching of using online service providers

68
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to remotely store particular tvpes of media content) to obtam predictable results
{causing media files to be stored at a remote server based on their file type). fd
6. Clatm 10: “The method according fo claim 1, further
comprising: providing a remote service profile including at
least one type of electronic content associated with at least
ene remote service; and identifying the at least one type of

electronic content associated with the at least one remote
service.”

The specification does not define the generic phrase “remote service profile”
in any manner that diverges from the plamn claim language. Karger ¥ 206, The
claim language indicates that a “remote service profile” refers to, or at least com-
prises, information associating a remote service with a type of electronic content.
A POSITA would recognize Wagner’s disclosure of storing information that asso-
ciates particular fypes of media content with particular online service providers, as
described for clamm 8, as “providing a remote service profile.” Karger 4207, Also
as described for claim 8, Wagner discloses using stored information to identify
what types of media content are associated with a particular service provider when
determining how to handle particular content (“identifying the at least one type of
electronic content associated with the at least one remote service™). E.g., Wagner
at 5:63-6:13, 13:3-5, Fig. 5 (excerpted, showing that “images™ are identified as

types of media associated with the Picasa service):

-569-
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e

CHLIHE S

Karger 9 208,
Claim 10 1s therefore obvious over the Ray-Wormald-Wagner combination
for the reasons provided with respect to claim 8. Karger 9 209,

5 7. Claim 11
a. “The method according to claim 10, includes provid-
ing a default remote service profile, wherein the de-
fault remote service profile is associated with all file
content types, and is further associated with a data
10 storage capability;”
As discussed for claim 10, Wagner teaches that configuration tool 501 1s
used to “provide default handling settings for media content” for a grven online
service provider. Wagner at 13:48-50. Specifically, configuration tool 501 may be

used to tnput user profile information that associates an online service provider

15 with “all media content.” /d., Fig. 5 (excerpted and annotated):
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Wagner further teaches that online service providers are “associated with a data
storage capability” for storing content. /d. at 1:26-29, 5:47-55; Fig. 1 (showing
user storage spaces 121/122 maintained by service provider 104). The combina-
tion of Ray~-Wormald-Wagner thus teaches “providing a default remote service
profile” that is “associated with a data storage capability.” Karger § 210,

As discussed supra for claims 1{g] and 13, Wormald discloses a data object
on the user device that 15 both a user profile and a device profile, and 1t would have
been obvious to incorporate this teaching mto Ray. Wormald at 22:34-49, 23:4-12,
Fig. 7 (showing data object 702 associating file size and type mformation).
Wormald additionally teaches that this data object stores information regarding
files of “any file extension” and s not restricted to mformation regarding media
content files. /d. at 22:46-49. A POSITA would have viewed this disclosure as
providing a teaching, suggestion, or motivation to modify the Ray-Wormald-Wag-
ner combination such that the configuration information accommodated “all file
content types,” not merely media content files, because files other than media files
may present the same large-file-size challenges addressed by Ray and Wormald.
Karger ¥ 212, Additionally, a POSITA would have recognized this combination to
be the use of a known technique (Wagner’s technigue of specifying default settings
for media content) to tmprove a similar system (a user device that requests remote

storage of content) m the same way (by specifying default settings for all content

271~
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m the same manner as for media content). Karger 213, A POSITA would have
had a reasonable expectation of success because Wagner’s configuration tool
would have been applicable to “all content” in the same way as for “all media con-
tent,” and various online service providers (e.g., Dropbox ) provided remote storage
of content generally. Karger 9214,

b. “and selecting the default profile in response fo

determining no matches to at least one of the remote
service profile, a device profile, and a user profile”

Wagner discloses that users can commumnicate with “various online service
providers for sharing media content.” Wagner at 1:17-29, 10:45-35. Users can in-
put configuration mformation for each onhine service provider using configuration
tool 501 (id. at 12:62-13:9), which may be structured to gather preference and con-
figuration information beyond that illustrated m Wagner’s Figure 5 (id. at 13:23-
473, Karger §9 215-216. A POSITA would have found it obvious to configure
narrower settings for preferred online service providers—for example, the settings
for Picasa shown i Figure 5—in addition to broader default settings (Wagner at
13:48-50), and to configure the device to select online service providers in an order

~y
/
!

of priority. Karger § 217. In one scenario, a device could be configured to select
Picasa as the online service provider in connection with requests involving “im-
age” content (see Wagner at Fig. 5, spectfying “images” as the file type for Pi-

<

casa); but selecting a default settings configured for “all media content™ for

277
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requests involving audio content. A POSITA would have understood this combina-
tion to provide a benefit of allowing a user to automate a preferred sequence of ser-
vice providers, while ensuring that some default provider would be used if the pri-
ority service provider was unavailable or mapproprate for particular content.
Karger §217.

8. Claim 17; “The method according to claim 16, wherein
transforming the at least one executable operation into a
remote access operation includes: creating a navigational
link to content associated with the at least one executable
operation; and fransmitting the navigational link through
an electronic message instead of performing the at least one

executable operation, in response to a determination that
the size threshold has been exceeded.”

Wagner discloses that the online service provider sends users a “hink to [}
new content” that has been uploaded that enables users to “efficiently access that
new content.” Wagner at 8:27-44; id. at 8:65-9:3 (message to users includes “a
direct link to the newly uploaded content,” which “enablefs] the users to quickly
navigate to the new content”). Karger § 218, This link 1s sent to users within an
electronic message. Wagner at 8:40-44, 8:66-67.

A POSITA would have understood Wagner’s disclosure that emailing a hink
to remotely-stored content allows users to navigate to that specific content
“guickly” and “efficiently” (Wagner at 8:42-44, 9:1-3} as providing a teaching,
suggestion, or motivation to modify the Ray-Wormald combination such that
rather than downloading the file (... instead of performing the at least one

273

HP Inc. - Exhibit 1005 - Page 3467



10

Petition for Inter Partes Review of U8, Pat. No. 8,577 957
PTAB Case No. IPR2021-01011

executable operation, 1n response to a determination that the size threshold has
been exceeded”), the requesting device directs the requested file to be remotely
stored (see supra claim 1[j]) and causes a navigational link for accessing the file to
be emailed to the user (Mcreating a navigational link to content associated with the
at least one ¢xecutable operation; and transmitting the navigational link through an
electronic message”). Karger § 219. This functionality would have improved a
user’s ability to access requested content when sufficient local memory or signal
strength at the device becomes available, as Ray describes. Ray at 14:61-15:16,
12:16-20; Karger 9 220, Additionally, given that Wagner discloses remotely
storing media content with service providers {e.g., Flickr) that provide social media
functionality, 1t would have been obvious to a POSITA that vsers may wish to take
advantage of those features when using such a service. Karger ¥ 221,
Incorporating the technique of ematling a link to remotely-stored content
would also have amounted to the use of a known technique {creating and sending a
hink to remotely stored content via email, as taught by Wagner) to improve a
similar device {a user computing device communicating with a remote server) in
the same way (by providing a quick and efficient way for a device user to access
specific content). Karger § 222, A POSITA would have had a reasonable
expectation of success i making this combination, because Ray’s temporary

storage devices are “media content service servers” (Ray at 9:61-10:8) and as of

Iy
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the priority date, numerous third party providers of media content services (e.g.,
Picasa, Facebook) provided the functionality of emailing links fo remotely stored
content. Wagner at 1:21-29; Karger 9223,
9. Claims 24-29 and 35

Claims 24-29 and 35 recite limitations that are substantively similar to the
limitations of claims 6-11 and 17, See Ex. 1007, The Ray-Wormald-Wagner
combination renders claims 24-29 and 35 obvious for the same reasons provided
for claims 6-11 and 17, respectively. Karger § 224,

.  Ground 3: Ray, Wormald, and Li

I. Claim 15: “The method according to claim 14, wherein se-
lecting at least one remeote service includes: displaying a
plurality of remote services to the user in an interface; and
permitting selection of one of the plurality of remote ser-
vices by the user through the interface.”

Ray discloses that a requesting device may select from among multiple tem-
porary storage devices for remotely storing requested content (“selecting at least
one remote service” ). £.g., Ray at 9:61-64 (“second wireless communication de-
vices 16 act as mobile servers that temporarily store media content files requested
by the first wireless communication device”). The user selects temporary storage
devices to be used for a remote storage operation by “predefining” them or by add-
ing the corresponding device tdentifier at the time a request for remote storage is
made. Ray at 13:62-64 (“temporary storage device(s) will be predefined by the
user of the first wireless device™), 14:25-30 {temporary storage device identifiers

275.
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are predefined or “manually added” ad hoc to a request for remote storage). Thus,
Ray discloses “permitting selection of one of [a] plurality of remote services by the
user,” i.e., selecting one of multiple temporary storage devices for a remote storage
operation. Karger 9 225.

L1 discloses “displaying a plurality of remote services to the user in an inter-
face” and “permitting selection of one of the plurality of remote services by the
user through the mterface.” Li describes techniques for allowing a local computer
to cause content from a content server to be downloaded to a drive on a remote
computer. L1, Abstract. L1 discloses that a user selects one of a plurality of remote

drives for performing a remote storage operation through a user mterface provided

via a web browser:

FIG. 9

[ 3
PR
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L1, Fig. 9 (annotations added) & id., [0024]; Karger ¥ 226. As shown in Figure 9, a
user selects from among a histing of available remote drives (also called “GDrnives”
or “geographic drives™} for the operation of saving to a remote drive. /d. at Fig. 9,
00321, [0009], Fig. 5; Karger §227.

A POSITA would have found it obvious to incorporate Li’s teaching, of dis-
playing a plurality of remote services for a user to select from via a web browser
nterface, into Ray-Wormald, such that a user of the requesting device is able to se-
lect one of the temporary storage devices via a graphical user interface. A
POSITA would have understood L17s Figure 9 interface as providing a teaching,
suggestion, or motivation to make this combination, because it would have pro-
vided a simple and conventent way for a user to choose a temporary storage de-
vice. Karger 9 228. A POSITA would also have had a reasonable expectation of
success 1 making this combination, because L1 teaches that the interface can be
provided as a plug-in to a conventional web browser program (L1, [0005], [0007],
[00231-]0024], [0032]) and Ray’s requesting device uses a conventional web
browser to request delivery of content from a media content server (Ray at 21:56-

60, 10:43-49). Karger ¥ 229.

w77
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Claim 33 recites hmitations similar to those of ¢laim 15, See Ex. 1007, The

Ray-Wormald-Li combination renders claim 33 obvious for the same reasons

provided for claim 15, Karger 9 230.

X.  CONCLUSION

Petitioner has shown by a preponderance of the evidence that claims 1-36 of

the "957 patent are unpatentable. Petitioner requests mstitution of infer partes

review and cancellation of these ¢laims.

Dated: May 25, 2021

PERKINS COIE LLP

1201 Third Avenue, Suite 4900
Seattle, WA 98101-3099
Telephone: (206) 359-8000
Fax: (206} 359-9000

Respectfully submitted,

Christing J. McCullough/

Lead Counsel
Christina J. McCullough, Reg. No. 58,720

Back-up Counsel
Patrick J. McKeever, Reg. No. 66,019
Jassiemn N. Moore, Reg No. 79,521

Attorneys for Petitioner
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CERTIFICATION OF WORD COUNT UNDER 37 CF.R. §42.24(4)
Puarsuant to 37 C.FR. § 42.24(d), the undersigned hereby certifies that the
word count for the foregomg Petition for Infer Partes Keview of U.S. Patent No.
8,577,957 totals 13,988, excluding the parts exempted by 37 CFR. §42.24(a).
Accordingly, this Petition 15 under the word count limit of 14,000 words.
This word count was calculated by using the built-in word-count tool in

Microsoft Word 2016, the software used to prepare the document.

Dated: May 25, 2021 Respectfully submutted,
Christina J. McCullough/
PERKINS COIE LLP {.ead Counsel
1201 Third Avenue, Suite 4900 Christina J. McCullough, Reg. No. 58,720
Seattle, WA 98101-3099
Té‘l@p}}(}llﬁi (2@63 359-8000 Bagkuup Counsel
Fax: (206} 359-9000 Patrick J. McKeever, Reg. No. 66,019

Jassiem N. Moore, Reg No. 79,521

Attorneys for Petitioner
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day of May 2021, by FedBEx® dehivery service on Patent Owner at the
correspondence address for the attorney of record for the "957 patent shown in
USPTO PAIR:
WOLF GREENFIELD & SACKS, P.C.
600 Atlantic Avenue
Boston, MA 02210
and via electronic mail to the attorneys of record for Plamtift in the concurrent
Iitigation matter:
Erie I. Rutt - erutt@wolfgreenfield.com
Gerald B. Hryeyszyn - ghryeyszyn@wolfgreenfield com
Marie A. McKiernan - mmckiernan@wolfgreenficld.com
Michael A. Albert- malberti@wolfgreenfield.com
Robert M. Vrana ~ rvrana@ycst.com
Dated: May 25, 2021 Respectfully submitted,
[ Kate Smith /

Kate Smith
Sentor Paralegal

Perkins Coie LLP
3150 Porter Drive
Palo Alto, CA 94304
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Yves Behar

Application No.: 90/014,965

Confirmation No.: 3442

Filed: February 25, 2022

For: PORTABLE COMPUTER WITH MULTIPLE DISPLAY
CONFIGURATIONS

Examiner: C.Y. Leung

Art Unit: 3991

Certificate of Electronic Filing under 37 C.F.R. § 1.8
I hereby certify that this paper (along with any paper referred to as being attached or enclosed) is being transmitted via the Office's electronic filing system in
accordance with 37 C.F.R. § 1.6(a)(4).

Dated: December 9, 2022 Electronic Signature for MacAulay S. Rush: /MacAulay S. Rush/

RESPONSE TO NON-FINAL OFFICE ACTION UNDER 37 CFR 1.111
AND WRITTEN STATEMENT UNDER 37 CFR 1.560(b)

Mail Stop Ex Parte Reexam
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
Dear Madam:
In response to the non-final Office Action mailed October 12, 2022, the Patent Owner
requests reconsideration.
Remarks begin on page 2 of this paper, and include a Written Statement under 37 C.F.R.
§ 1.560.
A copy of the Interview Agenda submitted September 13, 2022, is attached as Exhibit A.
A Declaration of Eric J. Gould Bear under 37 C.F.R. § 1.132 (“Bear”) is attached as

Exhibit B; excerpts from U.S. Patent No. 8,624,844 highlighting its use of “content mode(s)” and

“mode(s) of content” are attached as Appendix B to the Bear Declaration.
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REMARKS

In response to the non-final Office Action mailed October 12, 2022 in connection with the
reexamination of U.S. Patent No. 8,624,844 (“’844 Patent”), the Patent Owner LiTL LLC (“LiTL”)
respectfully requests reconsideration. The Office Action has been carefully considered and its
rejections are addressed below. Patent Owner respectfully submits that each originally patented
challenged claim should be confirmed.

I STATUS OF THE CLAIMS

Independent claim 10 and dependent claim 16 are subject to reexamination. No claims have
been canceled, added, or amended. As a result, claims 10 and 16 are pending for reexamination. It
is respectfully submitted that all outstanding rejections should be withdrawn for the reasons
discussed below.

II. CONCURRENT PROCEEDINGS (37 C.F.R. § 1.565(a))

LiTL is aware of the following prior and concurrent proceedings in which the 844 Patent is
or was involved.

1. LiTL LLC v. Lenovo (United States), Inc. et al, Civ. No. 1-20-cv-00689 (D. Del.)
(pending). In this proceeding, the requestor of this Reexamination (“Lenovo”) is
accused of infringing the *844 Patent.

2. Lenovo (United States) Inc. v. LiTL LLC, IPR2021-00822 (P.T.A.B.) (institution
denied). See Ex. 1031.

LiTL is aware of the following prior and concurrent proceedings in which patents or applications

related to the 844 Patent are or were involved.

Lenovo (United States) Inc. v. LiTL LLC, IPR2021-00681 8,289,688 Institution denied

Lenovo (United States) Inc. v. LiTL LLC, IPR2021-00822 8,624,844 Institution denied
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Lenovo (United States) Inc. v. LiTL LLC, IPR2021-00800 10,289,154 | Institution denied
Lenovo (United States) Inc. v. LiTL LLC, IPR2021-00821 8,612,888 Institution denied
Lenovo (United States) Inc. v. LiTL LLC, IPR2021-00786 9,880,715 Institution denied

Microsoft Corporation v. LiTL LLC, IPR2021-01011 8,577,957 Institution denied
Ex parte reexamination of 8,289,688 8,289,688 Pending:
90/014,958 | Reexamination
ordered
Ex parte reexamination of 9,880,715 9,880,715 Pending: Non-final
90/014,958 action mailed
Ex parte reexamination of 10,289,154 10,289,154 | Pending:
90/015,025 | Reexamination
ordered

III.  WRITTEN STATEMENT UNDER 37 C.F.R. § 1.560(b)

LiTL thanks Examiner Leung and the Conferees for conducting a video conference
interview on November 30, 2022. LiTL was represented at the interview by Gerald Hrycyszyn and
Richard Giunta of Wolf Greenfield. Eric Bear, LiTL’s expert witness, was present in a listening
capacity. LiTL’s representatives provided the Examiners with an Interview Agenda (copy attached
as Exhibit A) prior to the interview. The arguments LiTL advanced during the interview as reasons
warranting favorable action tracked the Interview Agenda, so the Interview Agenda provides a
“complete written statement of the reasons presented at the interview as warranting favorable
action” as required by 37 C.F.R. § 1.560(b).

During the interview, Examiner Leung recognized the distinction Patent Owner was making
between displaying a content mode and displaying functions, features or applications grouped
within a content mode. Examiner Leung indicated that in reconsidering the rejection in view of

Patent Owner’s arguments, she wanted to review how the *844 Patent describes displaying a content
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mode (or mode of content), to determine whether it consistently refers to displaying a visual
representation of the content mode itself (e.g., the bars in Figures 12 and 17) as opposed to
displaying functions, features or applications grouped within a content mode. The Examiners are
encouraged to do their own independent review of the specification, but Patent Owner is confident
that the Examiners will see that the 844 Patent consistently refers to displaying a content mode as
requiring the display of some visual representation of the content mode—some “information, such
as menus, icons, etc. ... on the display screen 110 (*844 Patent, 10:54-65) that represents the
content mode.

Additionally, during the interview, Examiner Leung advised LiTL’s representatives that the
Examiners would reconsider the rejections in view of LiTL’s arguments and evidence submitted in
this Response, and she asked some questions and offered comments that are summarized in this
Response. If the Examiners disagree with anything in LiTL’s Written Statement Under 37 C.F.R.
§ 1.560(b) or other summary of the interview, they are invited to call the undersigned at the
telephone number provided below to discuss how the record may be clarified.

IV. DECLARATION OF ERIC J. GOULD BEAR (“BEAR”)

To assist the Examiners’ understanding of the issues through the perspective of a person of
ordinary skill in the art (“POSA”), attached as Exhibit B is a Declaration of Eric J. Gould Bear
under 37 C.F.R. § 1.132 (“Bear”).

Mr. Bear has been involved in the research, teaching, design, development and
manufacturing of graphical user interface (“GUI”) technology, as well as other hardware and
software user experience (“UX”) technologies, for over 35 years. Bear, ] 12-24. He is the first

named inventor on 84 issued U.S. patents in the field, including patents covering real-time
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communications architectures, auxiliary visual displays for personal computers, methods for
navigating content user interfaces, and handheld multi-channel interactive environments. Id., q 13.
He has designed touch screen user interfaces for many industry-leading companies and form-factors
including universal remote controls (Logitech, Microsoft), mobile phones (Samsung), car
dashboards (Ford), blood analyzers (Luminex) and hospital handhelds (Novartis). Id.,q 17.

The claims must be interpreted, and the prior art teachings must be understood, from the
perspective of a POSA. See MPEP §§ 2111 (“the focus of the inquiry regarding the meaning of a
claim should be what would be reasonable from the perspective of one of ordinary skill in the art.”),
2144.08 (“evidence must be viewed from position of ordinary skill”). Mr. Bear’s testimony,
corroborated by extensive citation to evidence of record, makes clear that a POSA would not
consider claims 10 and 16 to be rendered obvious by the teachings of Lane and Ledbetter. Bear,

99 10-11, 91-101.
V. THE ’844 PATENT

The 844 Patent’s inventions were groundbreaking in 2008. Id., ] 47-62. The commercial
embodiment of the 844 Patent earned contemporaneous praise and the inventions of the 844 Patent
have become industry standards that are ubiquitous today. Id., | 62. They were anything but in the
timeframe relevant to this reexamination. /d.

A. Physical Configurations

The *844 Patent describes, and challenged claims 10 and 16 require, a “portable computer
configurable between a plurality of display modes including a laptop mode and an easel mode.”

’844 Patent, claim 10; see also Bear, {{ 63-74. During the interview, Examiner Leung asked about
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the meaning of the claimed “display modes” — including the “laptop mode” and “easel mode” — and
their relationship to the claimed content modes.

The specification is clear that the term “display mode” refers to the particular physical
configuration of the portable computer. See e.g., 844 Patent, 1:59-2:9, 2:19-3:2, 3:46-50; Bear,
990 75-78. Laptop and easel are two of several display modes the specification discloses, including:
a “tablet mode” (’844 Patent, 1:35), “a closed mode, a laptop mode, an easel mode, a flat mode and
a frame mode” (id., 2:20-23). Some of these are illustrated in the figures reproduced below. The
“portable computer has a conventional laptop appearance” in the “laptop mode,” whereas in the
“easel mode” the “base of the computer and its display component stand upright forming an
inverted ‘V.”” Id., 1:61-64. “The portable computer may include integrated ‘navigation’ hardware”
such as “a scroll wheel 132 that allows a user to control, adjust and/or select various functionality of
the portable computer” or navigate “through information, such as menus, icons, etc., displayed on
the display screen 110, as discussed ... with reference to FIG. 17.” Id., 10:54-65; see also, Bear,

qq 75-78.
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As explained below, the terms “content mode(s)” and “mode(s) of content™ are used in the

’844 Patent to describe a very different concept than a “display mode.”
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B. Streamlined GUI Supporting Hierarchical “Map” Navigation

The *844 Patent describes a “streamlined graphical user interface [GUI] that supports ‘map’
navigation. The map user interface provides a clear overview of the entire computing environment
and searching capability within the environment that may be accessed using” the scroll wheel 132
and/or navigation buttons 166, 168 on the computer’s base (see Fig. 17 below). 844 Patent, 11:10-

19. “[T]he map mode of navigation is a hierarchical mode that reduces the number of items to select
amongst at any stage of navigation, thereby facilitating user access with the scroll wheel 132, and
optionally, the navigation button(s) 166, 168.” Id., 11:19-24. This “streamlined” GUI is
advantageous when the laptop is in a mode (e.g., easel mode) where the keyboard is not readily

accessible to the user because the streamlined GUI facilitates navigation using other hardware (e.g.,

scroll wheel 32). Bear, ] 66.

{
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C. “Content Modes” Support Hierarchical Navigation

The above-discussed hierarchical navigation mode is achieved by using “content modes.”

“Using the map user interface, information, programs, features, functions, applications may be

grouped into [] various modes of content 172.” 844 Patent, 11:37-40. Figure 11 shows a user
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interface home screen 170 that “displays a plurality of modes of content 172.” Id., 11:30. Five
content modes are shown in FIG. 11: “media 172a, connect 172b, web 172c¢, applications 172d, and
channels 172e.” Id., 11:37-38; Bear, | 67.

“[M]edia content mode 172a may provide access to a medial [sic] player to play, view,
search and organize media such as music, video, photos, etc.” ’844 Patent, 11:44-46; see also, Bear,
1 69.

“[Clonnect mode 172b may provide access to features such as, for example, email, voice-
over-IP instant messaging, etc.” ’844 Patent, 11:46-48; see also, Bear, | 70.

“[W]leb mode 172c may provide access to internet browsing and searching.” ’844 Patent,
11:49-50; see also, Bear,  71.

“[A]pplication mode 172d may provide access to, for example, computer applications or
programs, such as word processor, spreadsheet, calculator, etc.” which may be “web-based services
rather than programs or applications.” 844 Patent, 11:50-55; see also, Bear, § 72.

“[Clhannels mode 172e may provide access to different functionality of the portable
computer, with the different functions or features defined as different channels,” examples of which
include “an alarm clock channel” that displays a clock and can be programmed to set an alarm, a
“photo frame channel” that can display one or more preselected images, and a “television channel”
configured to stream Internet television. ’844 Patent, 11:55-67) ; see also, Bear, | 73.

Figures 12 and 17 show those five content modes “displayed as a series of bars across the

display screen.” ’844 Patent, 12:6-7; Bear,  68.
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Scroll wheel 132 and navigation buttons 166, 168 “may be used to navigate the user
interface. ... scrolling the scroll wheel may sequentially highlight different ones of the modes of
content 172. ... A highlighted mode 172 may be selected by pressing the scroll wheel, thereby
bringing up a new “page’ or screen on the user interface corresponding to the selected mode. Once
within a selected mode of content 172, the scroll wheel may similarly be used to select particular
Junctions, features or applications within that mode.” ’844 Patent, 12:22-35. For example, if the
user initially selected the connect mode 172b, the user can then use the scroll wheel to select among

“features such as, for example, email, voice-over-IP instant messaging, etc.” Id., 11:46-48. While
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Figures 12 and 17 display the different modes of content as a series of bars, other display
configurations (e.g., desktop and icon configuration, a dashboard configuration) are possible. Id.,
12:6-21; Bear, | 74.

Thus, the specification makes clear that “information, programs, features, functions, [and]
applications may be grouped into [] various modes of content 172" (*844 Patent, 11:37-40), and that
the content modes can be “displayed as a series of bars across the display screen” (id., 12:6-7) as
shown in Figures 12 and 17. Bear, { 75. After a desired content mode is selected from the display,
the “particular functions, features or applications within” that content mode can be displayed and
a desired function, feature or application can be selected. 844 Patent, 12:22-35; Bear, { 75.

Displaying a content mode requires displaying some “information, such as menus, icons, etc.
... on the display screen 110” (’844 Patent, 10:54-65) that represents the content mode, not merely
displaying one or more functions, features or applications grouped into a content mode. Bear,

9 80-91. The challenged claims require the portable computer be configured to “display to a user .
.. a first content mode [in the laptop mode] [and] a second content mode [in the easel mode].” For
a “content mode” to be displayed, a visual representation of the content mode must be presented to
the user on the display. Bear,  86.

1. While The Challenged Claims Are Not Limited To A Hierarchical Menu,
They Require Display Of The Content Modes

During the interview, Examiner Leung pointed out that the challenged claims do not recite a
hierarchical menu as shown in Figures 12 and 17. Patent Owner does not disagree. However, the
claims do require that the computer be configured to display first and second content modes. See §
V.D below. As Patent Owner explained during the interview, the reason Patent Owner highlights

the specification’s disclosure of the “map” hierarchical navigation in Figures 11, 12 and 17 is that
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this 1s one of the few portions of the specification that describes displaying a mode of content. *844
Patent, 11:27-12:54; Bear, | 89; see also, § V.C.2 below.

Thus, Patent Owner is not asking the Examiners to read into the claims a requirement that is
not there. Rather, Patent Owner is respectfully suggesting that the Examiners must give proper
meaning to what the claims do require, i.e., a computer configured to display first and second
content modes.

2. The Specification Is Clear That Displaying A “Content Mode”’/“Mode Of

Content” Is Different Than Displaying Functions, Features Or
Applications Within The Content Mode

As explained above, the specification is clear that “information, programs, features,
functions, applications may be grouped into [] various modes of content 172.” 844 Patent, 11:37-
40. Figure 11 shows the organization of a user interface that “displays a plurality of modes of
content 172,” including “media 172a, connect 172b, web 172c¢, applications 172d, and channels
172e.” Id., 11:30-38; Bear, ] 82-86. As shown in Fig. 11 below, each content mode 172 is distinct
from the applications/features grouped therein — e.g., Connect content mode 172b is distinct from
the email, chat and intercom applications/features grouped into that content mode — and it is each
content mode 172 itself (not the grouped applications/features) that is displayed in Figures 12 and
17. This makes clear that it is the content modes themselves that are displayed to the user, which is

what the claims require.
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During the interview, Examiner Leung recognized the distinction Patent Owner was making

between displaying a content mode and displaying functions, features or applications grouped

within a content mode. Examiner Leung indicated that in reconsidering the rejection in view of

Patent Owner’s arguments, she wanted to review how the *844 Patent describes displaying a content

mode (or mode of content), to determine whether it consistently refers to displaying a visual

representation of the content mode itself (e.g., the bars in Figures 12 and 17) as opposed to

displaying functions, features or applications grouped within a content mode.
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To assist the Examiners, in Appendix B to the Bear Declaration, Mr. Bear has sought to
identify every use of the term “content mode(s)” or “mode(s) of content” in the 844 Patent,
highlighting the terms in yellow and providing the surrounding language from the patent for
context. The Examiners are encouraged to do their own independent review of the specification and
not rely on Appendix B, but Patent Owner is confident that the Examiners will see that the
’844 Patent consistently refers to displaying a content mode as requiring the display of some visual
representation of the content mode—some “information, such as menus, icons, etc. ... on the
display screen 110 (*844 Patent, 10:54-65) that represents the content mode. Bear, q 88. The
’844 Patent never refers to the display of a content mode as merely displaying one or more
functions, features or applications grouped within a content mode. Id.

3. The Office Action Establishes No Known Meaning in the Art for
“Content Mode(s)” Or “Mode(s) Of Content”

In the Request, Lenovo did not allege that “content mode(s)” or “mode(s) of content” had an
accepted meaning in the art and submitted no evidence establishing a known meaning. The Office
Action similarly did not allege that “content mode(s)” or “mode(s) of content” have an accepted
meaning in the art and cited no evidence of an established meaning. Bear q 81 (explaining there is
no established meaning). Given that there is no established meaning for “content mode” the
meaning the specification ascribes to this term, as understood by a POSA, controls. See § VI.C.1
below (citing authority); Bear {{ 80-91.

Lenovo and its expert never addressed the proper interpretation of “content mode” in light of
the specification. The only expert testimony in this proceeding about how a POSA would have

understood “content mode” or “mode(s) of content” is Mr. Bear’s testimony. Mr. Bear explains that

HP Inc. - Exhibit 1005 - Page 3488



Application No.: 90/014,965 15 Docket No.: L2039.70001US10

when “content mode” is given its proper meaning, the rejections must be withdrawn for the reasons
detailed below. Bear ] 92-102.

D. The Challenged Claims All Require A Computer Configured To Display First
And Second Content Modes

Claims 10 and 16 (like every other claim in the *844 Patent) require a “portable computer
configurable between a plurality of display modes including a laptop mode and an easel mode ...
wherein the laptop mode is configured to display to a user ... a first content mode ... [and] the
easel mode is configured to display to the user ... a second content mode.”

Thus, every claim requires that the portable computer be configured to group its
“information, programs, features, functions, [and] applications” into at least a first and a second
content mode, and to display to the user as information on the computer’s display component the
first content mode (when the computer is in laptop mode) and the second content mode (when the
computer is in easel mode). 844 Patent, 10:62-64, 11:27-40, 12:22-35. The Lane/Ledbetter
combination fails to meet these requirements. See Bear, {{ 92-102.

V1. THE REJECTIONS SHOULD BE WITHDRAWN FOR ALL CHALLENGED
CLAIMS

The Office Action (“OA”) rejects claims 10 and 16 as allegedly obvious over Lane and
Ledbetter.

A. Summary Of The Argument

The rejections should be withdrawn because the alleged content modes (“software operating
modes”) in the Lane/Ledbetter combination are never displayed to the user. Instead, the
Lane/Ledbetter combination only displays information, programs, features, functions, and

applications grouped into the alleged content modes (software operating modes), and the
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specification is clear that this is not the same thing as displaying the content modes as the claims
require.

B. Ledbetter’s Alleged Content Modes Are Never Displayed To The User

The Office Action alleges that Ledbetter “teaches different content modes displayed in
different display modes,” citing Ledbetter [0023], [0026], and [0057]. OA at 6. The cited Ledbetter
paragraphs teach that the computer’s monitor arm can be configured in different physical “usage
modes” where the monitor arm is positioned in different physical positions. Ledbetter, [0026].
Ledbetter discloses that “the computer providing the content to display can change software
operating modes to match the corresponding monitor position.” Id., [0055]. The operating system
“loads a corresponding shell user interface and/or other program or programs (e.g., 13861) as
necessary to configure the computer system user interface display 1388 and running programs to
match the current mode.” Ledbetter, [0056]; Bear, J 94.

Ledbetter describes four operating modes: (1) a “media consumption mode [in which]
media player software may be loaded and automatically executed”; (2) a “tablet mode [in which]
tablet operating system components such as including handwriting recognition software may be
loaded and automatically executed”; (3) a “walk-up mode [in which ] a touch-screen shell program
configured to provide convenient access to walk-up types of information (e.g., weather, messages,
the internet and so forth)” is loaded; and (4) a “workstation mode [in which] typical shortcuts and
other information used for working/productivity or other computer usage (e.g., gaming) may be
displayed.” Ledbetter, [0057]; Bear, q 95.

Thus, Ledbetter discloses that when the computer arm is in different physical configurations

(“usage modes”), the computer enters different “software operating modes” (Ledbetter, [0055])
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where different programs may be run and/or different information displayed on the display. Bear,
q96.

The Request alleged that Ledbetter’s software operating modes “constitute the claimed
content modes.” Request, 98-99. The Office Action adopts this mapping of the claimed content
modes to Ledbetter, alleging that “Ledbetter further teaches different content modes displayed in
different display modes,” where the Office Action identifies — via italics — the “media consumption

EEINT3

mode,” “tablet mode,” “walkup mode” and “workstation mode” as meeting the claimed content
modes. OA at 6 (emphasis original).

Even if Ledbetter’s “software operating modes” could be considered content modes (which
Patent Owner does not concede), the computer being configured to run different software operating
modes does not meet the claimed requirement that the computer be configured to display first and
second content modes. Bear, | 97.

The specification makes clear that “information, programs, features, functions, [and]
applications may be grouped into [] various modes of content 172" (*844 Patent, 11:37-40), and that
the content modes can be “displayed as a series of bars across the display screen” (id., 12:6-7) as
shown in FIGs. 12 and 17. Bear, ] 98. After a desired content mode is selected {from the display,
the “particular functions, features or applications within” that content mode can be displayed and
a desired function, feature or application can be selected. 844 Patent, 12:22-35; Bear,  98.

Thus, displaying a content mode requires displaying some “information, such as menus,
icons, etc. ... on the display screen 110 (*844 Patent, 10:54-65) that represents the content mode

like the bars in Figures 12 and 17, not merely displaying one or more functions, features or

applications grouped into a content mode. Bear, q 98.
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The Lane/Ledbetter combination is not “configured to display to a user” the things —
software operating modes — the Office Action alleges are first and second content modes. Thus, the
Lane/Ledbetter combination does not meet any challenged claim, because the claims do not simply
require first and second content modes, they require that the computer be configured to “display to a
user’” a visual representation of those content modes. Bear, § 99.

C. Displaying Functions, Features And/Or Applications When Leadbetter’s

Computer Is In One Of Its Software Operating Modes Does Not Meet The
Claims

The only things in Ledbetter that the Office Action alleges are displayed to the user are
particular functions, features and/or applications that are displayed when the computer is in a
particular software operating modes. Specifically, the Office action identifies “media player
software [] loaded and automatically executed” in media consumption mode, “handwriting
recognition software [] loaded and automatically executed” in tablet mode, “walk-up types of
information (e.g., weather, messages, the internet and so forth) may be loaded” in walk-up mode,
and “typical shortcuts and other information used for working/productivity ... may be displayed” in
workstation mode. OA at 6. The ‘844 Patent specification refers to these as “particular functions,
Jeatures or applications” that may be grouped within a content mode (‘844 Patent, 12:22-35), and
makes clear that displaying the “particular functions, features or applications within” a content
mode is not the same thing as displaying the content mode itself. Id., 11:37-40, 12:6-7, 12:22-35;
Bear, ] 87-91, 101. Thus, to the extent the Office Action suggests that functions, features and/or
applications displayed by Ledbetter when in its display modes could meet the claimed content

modes, that would be inconsistent with the specification of the ‘844 Patent. Bear, q 101.
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1. Claim Interpretation — Content Mode Cannot Be Interpreted More
Broadly Than The Way It Is Used In The Specification

Despite having already filed (and lost) an IPR petition challenging the *844 patent and filing
a 176-page Request challenging just two claims, Lenovo never acknowledged where the
specification describes what “content modes” are, and Lenovo cited no evidence of any use of this
term in the art that differs from the meaning the specification gives to this term that is coined
therein. Similarly, Lenovo’s expert never alleged that the term “content mode” had an accepted
meaning in the art different than the way the term is used in the specification. See e.g., Ex. 1004,
9 37-41, 135-148, 163-165, 170-183. Like the Request and Lenovo’s expert, the Office Action did
not affirmatively construe “content mode.”

“[T]he best source for determining the meaning of a claim term” under the broadest
reasonable interpretation (BRI) standard “is the specification.” MPEP § 2111.01. A claim
interpretation under BRI “cannot be divorced from the specification and the record evidence.” In re
NTP, Inc., 654 F.3d 1279, 1288 (Fed. Cir. 2011). The interpretation “must be consistent with the
one that those skilled in the art would reach.” In re Cortright, 165 F.3d 1353, 1358 (Fed. Cir.
1999). Indeed, the claims must be interpreted “in light of the specification as it would be interpreted
by one of ordinary skill in the art.” MPEP § 2111 (quoting In re Am. Acad. of Sci. Tech. Ctr., 367
F.3d 1359, 1364 (Fed. Cir. 2004)).

As a matter of law, when “terms have no plain or established meaning to one of ordinary
skill in the art,” “they ordinarily cannot be construed broader than the disclosure in the
specification.” Indacon, Inc. v. Facebook, Inc., 824 F.3d 1352, 1357 (Fed. Cir. 2016); Irdeto
Access, Inc. v. Echostar Satellite Corp., 383 F.3d 1295, 1300 (Fed. Cir. 2004) (“[A]bsent such an

accepted meaning [in the art], we construe a claim term only as broadly as provided for by the
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patent itself.”). In such circumstances, the specification must be used to ascertain the meaning and
scope of the claim term, even when it is not expressly defined. Irdeto, 383 F.3d at 1300 (“Even
when guidance is not provided in explicit definitional format, ‘the specification may define claim
terms “by implication’” such that the meaning may be ‘found in or ascertained by a reading of the
patent documents.””).

Because the Office Action and the Request established no accepted meaning in the art for
the term “content mode,” the specification’s meaning controls and this term cannot be interpreted
more broadly than the specification’s disclosure. In re Suitco Surface, Inc., 603 F.3d 1255, 1260
(Fed. Cir. 2010) (“The broadest-construction rubric ... does not give the PTO an unfettered license
to interpret claims to embrace anything remotely related to the claimed invention. Rather, claims
should always be read in light of the specification and teachings in the underlying patent.”); In re
NTP, 654 F.3d at 1288 (Even under the “broadest reasonable construction, the construction cannot
be divorced from the specification and the record evidence.”); MPEP § 2111 (*“The broadest
reasonable interpretation does not mean the broadest possible interpretation.” Rather, it “must be
consistent with the use of the claim term in the specification”).

2, Displaying Functions, Features And/Or Applications Grouped Within A
Content Mode Is Different Than Displaying The Content Mode

The *844 Patent could not be clearer that there is a difference between a content mode and
“the content organized within that mode.” ’844 Patent, 11:40-43; Bear, | 82. A content mode is
displayed with other content modes as shown in Figs. 12 and 17. ’844 Patent, 12:6-8 (the different
modes of content 172 may be displayed ... as illustrated in Fig. 12”); Bear, { 82. The content
modes support “hierarchical” navigation (’844 Patent, 11:19-24) not only because they group

together “information, programs, features, functions, [and] applications” (Id., 37-40), but because
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the content groups are displayed to the user. Bear, | 83. “[T]he different modes of content 172
may be displayed as a series of bars across the display screen 110, as illustrated in Fig. 12.” *844

Patent, 12:6-8; see also, Fig. 17; Bear, ] 83.
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The user may “navigate” a user interface that displays one or more content modes, and in
one embodiment may “select” a particular content mode by pressing the scroll wheel when the
desired content mode is highlighted. ’844 Patent, 12:23-29; Bear, { 84. In one embodiment, after
the user has selected a particular content mode on the user interface, “a new ‘page’ or screen on the

user interface corresponding to the selected mode” is brought up that displays to the user the “
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particular functions, features or applications within that [previously-selected content] mode” so
that the user may select a desired function, feature or application. 844 Patent, 12:32-35; Bear, J 84.
Thus, according to the specification, displaying a content mode means displaying some
“information, such as menus, icons, etc. ... on the display screen 110 (*844 Patent, 10:54-65) that
represents the content mode, and is distinct from displaying any functions, features and/or
applications grouped within that content mode. Bear, q 84.

As noted above, the Office Action relies on Ledbetter’s disclosure of “media player software
[] loaded and automatically executed” in media consumption mode, “handwriting recognition
software [] loaded and automatically executed” in tablet mode, “walk-up types of information (e.g.,
weather, messages, the internet and so forth) may be loaded” in walk-up mode, and “typical
shortcuts and other information used for working/productivity ... may be displayed” in workstation
mode. OA at 6. The ‘844 Patent specification refers to these as “particular functions, features or
applications” that may be grouped within a content mode (‘844 Patent, 12:22-35), and makes clear
that displaying the “particular functions, features or applications within” a content mode is not the
same thing as displaying the content mode itself. Id., 11:37-40, 12:6-7, 12:22-35; see also, e.g., Fig.
11 (the LiTL media player is an application program that is displayed separately from the “Media”
content mode 172a displayed on Figs. 12 and 17); Bear, {{ 87-91.

D. Conclusion — The Lane/Ledbetter Combination Does Not Disclose Displaying To

A User A First Content Mode In A Laptop Mode And A Second Content Mode
In An Easel Mode

For the reasons explained above, the Lane/Ledbetter Combination does not display to the
user as information on the computer’s display component the alleged first content mode (when the

computer is in laptop mode) and the alleged second content mode (when the computer is in easel
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mode) as required by claims 10 and 16. The rejection of claims 10 and 16 should be withdrawn for
this reason.

VII. GENERAL COMMENTS ON DEPENDENT CLAIMS

Because dependent claim 16 depends from independent claim 10 that is in condition for
allowance, it is unnecessary at this time to argue the further distinguishing features of dependent
claim 16. However, Patent Owner does not necessarily concur with the interpretation of claim 16 as
set forth in the Office Action, nor that the Lane/Ledbetter Combination meets the additional
limitations in claim 16. Patent Owner reserves the right to specifically address the further
patentability of dependent claim 16 in the future.

VIII. CONCLUSION

For the foregoing reasons, the rejections should be withdrawn and claims 10 and 16 should
be confirmed. If the Examiner believes, after considering this response, that any of the claims are
not in condition to be confirmed, the Examiner is requested to call the undersigned at the telephone
number listed below to discuss any outstanding issues. If there is a fee occasioned by this response
that is not covered by an enclosed payment, please charge any deficiency to Deposit Account No.
23/2825 under Docket No. L2039.70001US10, from which the undersigned is authorized to draw.

Dated: December 9, 2022

Respectfully submitted,

/Gerald B. Hrycyszyn/

Richard F. Giunta, Reg. No. 36,149
Gerald B. Hrycyszyn, Reg. No. 50,474
WOLF, GREENFIELD & SACKS, P.C.
600 Atlantic Avenue

Boston, Massachusetts 02210-2206
617.646.8000
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CERTIFICATE OF SERVICE

Pursuant to 37 C.F.R. §1.248 and §1.550(f), the undersigned hereby certifies that a copy of
this Response to Non-Final Office Action Under 37 CFR 1.111 and Written Statement Under
37 CFR 1.560(b), in Reexamination No.: 90/014,965, including all attachments, exhibits, and

documents filed therewith, will be served by first-class mail upon:

KLARQUIST SPARKMAN, LLP
121 SW SALMON STREET
SUITE 1600

PORTLAND, OR 97204

Dated: December 9, 2022 /MacAulay Rush/
MacAulay Rush

Patent Paralegal
WOLF, GREENFIELD & SACKS, P.C.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: Yves Behar
Application No.: 90/014,965
Confirmation No.: 3442
Filed: February 25, 2022
For: PORTABLE COMPUTER WITH MULTIPLE DISPLAY
CONFIGURATIONS
Examiner: C.Y. Leung
Art Unit: 3991
INTERVIEW AGENDA

Patent Owner, LiTL, thanks Examiner Leung and the Conferees for scheduling a video
conference interview on November 30, 2022 at 1 pm Eastern to discuss the outstanding Office
Action (dated October 12, 2022) in the above-referenced reexamination of Patent No. 8,624,844
(“the *844 Patent”). The arguments and evidence to be discussed during the interview are
summarized below.

I INTRODUCTION

Third Party Requester, Lenovo (United States) Inc. (“Lenovo”) filed its Request for Ex Parte
Reexamination (“Request”) seeking a second bite at the apple after its petition seeking inter partes
review (IPR) of the *844 Patent was denied because Lenovo failed to show any claim unpatentable.
The Grounds in Lenovo’s reexamination request fared no better and failed to establish
unpatentability of a single challenged claim. The Office Action adopts a single one of the Request’s
grounds and makes a single rejection — claims 10 and 16 are rejected as allegedly being obvious
over Lane and Ledbetter.

As explained in more detail below, the Office Action (“OA”) relies on Ledbetter to

purportedly disclose a laptop mode “configured to display to a user on the main display component

10208775.5
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a first content mode” and an easel mode “configured to display to the user on the main display
component a second content mode” as required by claims 10 and 16.! OA at 6-7. The Office Action
alleges that the claimed content modes are met by Ledbetter’s various “software operating modes”
(“media consumption mode,” “tablet mode,” “walk-up mode” and “workstation mode”) that
correspond to different physical configurations of Ledbetter’s computer monitor. Even if these
software operating modes were content modes (which Patent Owner does not concede), none of
them is “display[ed] to the user.” Thus, the Lane/Ledbetter combination fails to disclose a computer
configured to “display to a user” a content mode as claimed.

I1. ’844 PATENT

Before the LiTL Webbook commercialized an embodiment of the ‘844 Patent, home
computers were essentially the same as office computers and home users struggled with complex
interfaces designed in pre-web times. LiTL worked for years to develop its Webbook, recruited
leading user experience design (“UXD”) experts and worked closely with some of the world’s
leading technology and UXD consultancies. This design effort led to the filing of provisional
application no. 61/041,365 on April 1, 2008, to which the *844 Patent claims priority. Ex. 1001, 1.

The inventions described and claimed in the *844 Patent were groundbreaking in 2008. They
earned substantial contemporaneous praise and have become industry standards that are ubiquitous

today. They were anything but in the timeframe relevant to this reexamination.

! Emphasis added throughout unless otherwise noted.
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A. Embodiments
1. Physical Configuration Modes

The *844 Patent describes, and challenged claims 10 and 16 require, a “portable computer
configurable between a plurality of display modes including a laptop mode and an easel mode.”
’844 Patent, claim 10. Laptop and easel are just two of several display modes the specification
discloses, including: a “tablet mode” (id., 1:35), “a closed mode, a laptop mode, an easel mode, a
flat mode and a frame mode” (id., 2:20-23). Some of these are illustrated in the figures reproduced
below. The “portable computer has a conventional laptop appearance” in the “laptop mode,”
whereas in the “easel mode” the “base of the computer and its display component stand upright
forming an inverted ‘V.”” Id., 1:61-64. “The portable computer may include integrated
‘navigation’ hardware” such as “a scroll wheel 132 that allows a user to control, adjust and/or select
various functionality of the portable computer” or navigate “through information, such as menus,
icons, etc., displayed on the display screen 110, as discussed ... with reference to FIG. 17.” Id.,

10:54-65.

10208775.5
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2. Streamlined GUI Supporting Hierarchical “Map” Navigation

The ’844 Patent describes a “streamlined graphical user interface [GUI] that supports ‘map’
navigation. The map user interface provides a clear overview of the entire computing environment
and searching capability within the environment that may be accessed using” the scroll wheel 132
and/or navigation buttons 166, 168 on the computer’s base (see Fig. 17 below). Id., 11:10-19.
“[TThe map mode of navigation is a hierarchical mode that reduces the number of items to select
amongst at any stage of navigation, thereby facilitating user access with the scroll wheel 132, and
optionally, the navigation button(s) 166, 168.” Id., 11:19-24. This “streamlined” GUI is
advantageous when the laptop is in a mode (e.g., easel mode) where the keyboard is not readily
accessible to the user because the streamlined GUI facilitates navigation using other hardware (e.g.,

scroll wheel 32).

3. “Content Modes” Support Hierarchical Navigation

The above-discussed hierarchical navigation mode is achieved by using “content modes.”

“Using the map user interface, information, programs, features, functions, applications may be

grouped into [| various modes of content 172.” Id., 11:37-40. Figure 11 shows a user interface

10208775.5
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home screen 170 that “displays a plurality of modes of content 172.” Id., 11:30. “Some or all of the
modes of content 172 may access, retrieve and/or store information on the Internet 174.” Id., 12:4-
5. Five content modes are shown in FIG. 11: “media 172a, connect 172b, web 172c, applications
172d, and channels 172e.” Id., 11:37-38.

“[M]edia content mode 172a may provide access to a medial player to play, view, search
and organize media such as music, video, photos, etc.” Id., 11:44-46.

“|Clonnect mode 172b may provide access to features such as, for example, email, voice-
over-IP instant messaging, etc.” Id., 11:46-48.

“IW]eb mode 172¢ may provide access to internet browsing and searching.” Id., 11:49-50.

“|A]pplication mode 172d may provide access to, for example, computer applications or
programs, such as word processor, spreadsheet, calculator, etc.” which may be “web-based services
rather than programs or applications. /d., 11:50-55.

“|C]hannels mode 172e may provide access to different functionality of the portable
computer, with the different functions or features defined as different channels,” examples of which
include “an alarm clock channel” that displays a clock and can be programmed to set an alarm, a
“photo frame channel” that can display one or more preselected images, and a “television channel”
configured to stream Internet television. /d., 11:55-67).

FIGs. 12 and 17 show those five content modes “displayed as a series of bars across the

display screen.” Id., 12:6-7.
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Scroll wheel 132 and navigation buttons 166, 168 “may be used to navigate the user
interface. ... scrolling the scroll wheel may sequentially highlight different ones of the modes of
content 172. ... A highlighted mode 172 may be selected by pressing the scroll wheel, thereby
bringing up a new “page’ or screen on the user interface corresponding to the selected mode. Once

within a selected mode of content 172, the scroll wheel may similarly be used to select particular
Sfunctions, features or applications within that mode.” Id., 12:22-35. For example, if the user
initially selected the connect mode 172b, the user can then use the scroll wheel to select among

“features such as, for example, email, voice-over-IP instant messaging, etc.” Id., 11:46-48. While

10208775.5
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FIGs. 12 and 17 display the different modes of content as a series of bars, other display
configurations (e.g., desktop and icon configuration, a dashboard configuration) are possible. Id.,
12:6-21.

B. The Challenged Claims All Require a Computer Configured To Display First
and Second Content Modes

Claims 10 and 16 (like every other claim in the *844 Patent) require a “portable computer
configurable between a plurality of display modes including a laptop mode and an easel mode ...
wherein the laptop mode is configured to display to a user ... a first content mode ... [and] the
easel mode is configured to display to the user ... a second content mode.”

Thus, every claim requires that the portable computer be configured to group its
“information, programs, features, functions, [and] applications” into at least a first and a second
content mode, and to display to the user as information on the computer’s display component the
first content mode (when the computer is in laptop mode) and the second content mode (when the
computer is in easel mode). Id., 10:62-64, 11:27-40, 12:22-35. The Lane/Ledbetter combination
fails to meet these requirements.

1I1. The Lane/Ledbetter Combination Fails to Meet Any Challenged Claim

A, Ledbetter’s Alleged Content Modes Are Never Displayed to the User

The Office Action alleges that Ledbetter “teaches different content modes displayed in
different display modes,” citing Ledbetter [0023], [0026], and [0057]. OA at 6. The cited Ledbetter
paragraphs teach that the computer’s monitor arm can be configured in different physical “usage
modes” where the monitor arm is positioned in different physical positions. Ledbetter, [0026].
Ledbetter discloses that “the computer providing the content to display can change software

operating modes to match the corresponding monitor position.” Id., [0055]. The operating system
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HP Inc. - Exhibit 1005 - Page 3507



Application No.: 90/014,965 9 Docket No.: L2039.70001US10

“loads a corresponding shell user interface and/or other program or programs (e.g., 13861) as
necessary to configure the computer system user interface display 1388 and running programs to
match the current mode.” Ledbetter, [0056].

Ledbetter describes four operating modes: (1) a “media consumption mode [in which]
media player software may be loaded and automatically executed”; (2) a “tablet mode [in which]
tablet operating system components such as including handwriting recognition software may be
loaded and automatically executed”; (3) a “walk-up mode [in which ] a touch-screen shell program
configured to provide convenient access to walk-up types of information (e.g., weather, messages,
the internet and so forth)” is loaded; and (4) a “workstation mode [in which] typical shortcuts and
other information used for working/productivity or other computer usage (e.g., gaming) may be
displayed.” Ledbetter, [0057].

Thus, Ledbetter discloses that when the computer arm is in different physical configurations
(“usage modes”), the computer enters different “software operating modes” (id., [0055]) where
different programs may be run and/or different information displayed on the display.

The Request alleged that Ledbetter’s software operating modes “constitute the claimed
content modes.” Request, 98-99. The Office Action adopts this mapping of the claimed content
modes to Ledbetter, alleging that “Ledbetter further teaches different content modes displayed in
different display modes,” where the Office Action identifies — via italics — the “media consumption

2% ¢

mode,” “tablet mode,” “walkup mode” and “workstation mode” as meeting the claimed content
modes. OA at 6 (emphasis original).

Even if Ledbetter’s “software operating modes” could be considered content modes (which

Patent Owner does not concede), the computer being configured to run different software operating

10208775.5
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modes does not meet the claimed requirement that the computer be configured to display first and
second content modes. The specification makes clear that “information, programs, features,
functions, [and] applications may be grouped into [] various modes of content 172" (id., 11:37-40),
and that the content modes can be “displayed as a series of bars across the display screen” (id., 12:6-
7) as shown in FIGs. 12 and 17. After a desired content mode is selected from the display, the
“particular functions, features or applications within” that content mode can be displayed and a
desired function, feature or application can be selected. /d., 12:22-35. Thus, displaying a content
mode requires displaying some “information, such as menus, icons, etc. ... on the display screen
110” (844 Patent, 10:54-65) that represents the content mode, not merely displaying one or more
functions, features or applications grouped into a content mode.

Thus, the Lane/Ledbetter combination is not “configured to display to a user” the things —
software operating modes — the Office Action alleges are first and second content modes. Thus, the
Lane/Ledbetter combination does not meet any challenged claim, because the claims do not simply
require first and second content modes, they require that the computer be configured to “display to a
user” those content modes.

B. Displaying Functions, Features and/or Applications When Leadbetter’s

Computer Is In One of Its Software Operating Modes Does Not Meet The
Claims

The only things in Ledbetter that the Office Action alleges are displayed to the user are
particular functions, features and/or applications that are displayed when the computer is in a
particular software operating modes. Specifically, the Office action identifies “media player
software [] loaded and automatically executed” in media consumption mode, “handwriting

recognition software [] loaded and automatically executed” in tablet mode, “walk-up types of
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information (e.g., weather, messages, the internet and so forth) may be loaded” in walk-up mode,
and “typical shortcuts and other information used for working/productivity ... may be displayed” in
workstation mode. OA at 6. The ‘844 Patent specification refers to these as “particular functions,
features or applications” that may be grouped within a content mode (‘844 Patent, 12:22-35), and
makes clear that displaying the “particular functions, features or applications within” a content
mode is not the same thing as displaying the content mode itself. /d., 11:37-40, 12:6-7, 12:22-35.
Thus, to the extent the Office Action suggests that functions, features and/or applications displayed
by Ledbetter when in its display modes could meet the claimed content modes, that would be
inconsistent with the specification of the ‘844 Patent.

1. Claim Interpretation — Content Mode Cannot Be Interpreted More
Broadly Than The Way It is Used in the Specification

Despite having already filed (and lost) an IPR petition challenging the *844 patent and filing
a 176-page Request challenging just two claims, Lenovo never acknowledged where the
specification describes what “content modes” are, and Lenovo cited no evidence of any use of this
term in the art that differs from the meaning the specification gives to this term that is coined
therein. Like the Request, the Office Action did not affirmatively construe “content mode.”

“[TThe best source for determining the meaning of a claim term” under the broadest
reasonable interpretation (BRI) standard “is the specification.” MPEP § 2111.01. A claim
interpretation under BRI “cannot be divorced from the specification and the record evidence.” Inre
NTP, Inc., 654 F.3d 1279, 1288 (Fed. Cir. 2011). The interpretation “must be consistent with the
one that those skilled in the art would reach.” In re Cortright, 165 F.3d 1353, 1358 (Fed. Cir.

1999). Indeed, the claims must be interpreted “in light of the specification as it would be interpreted
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by one of ordinary skill in the art.” MPEP § 2111 (quoting /n re Am. Acad. of Sci. Tech. Ctr., 367
F.3d 1359, 1364 (Fed. Cir. 2004)).

As a matter of law, when “terms have no plain or established meaning to one of ordinary
skill in the art,” “they ordinarily cannot be construed broader than the disclosure in the
specification.” Indacon, Inc. v. Facebook, Inc., 824 F.3d 1352, 1357 (Fed. Cir. 2016); Irdeto
Access, Inc. v. Echostar Satellite Corp., 383 F.3d 1295, 1300 (Fed. Cir. 2004) (“[ A]bsent such an
accepted meaning [in the art], we construe a claim term only as broadly as provided for by the
patent itself.”). In such circumstances, the specification must be used to ascertain the meaning and
scope of the claim term, even when it is not expressly defined. /rdeto, 383 F.3d at 1300 (“Even
when guidance is not provided in explicit definitional format, ‘the specification may define claim
terms “by implication’” such that the meaning may be ‘found in or ascertained by a reading of the
patent documents.””).

Because the Office Action established no accepted meaning in the art for the term “content
mode,” the specification’s meaning controls and this term cannot be interpreted more broadly than
the specification’s disclosure. In re Suitco Surface, Inc., 603 F.3d 1255, 1260 (Fed. Cir. 2010)
(“The broadest-construction rubric ... does not give the PTO an unfettered license to interpret
claims to embrace anything remotely related to the claimed invention. Rather, claims should always
be read in light of the specification and teachings in the underlying patent.”); /n re NP, 654 F.3d at
1288 (Even under the “broadest reasonable construction, the construction cannot be divorced from
the specification and the record evidence.”); MPEP § 2111 (“The broadest reasonable interpretation
does not mean the broadest possible interpretation.” Rather, it “must be consistent with the use of

the claim term in the specification”).
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2. Displaying Functions, Features and/or Applications Grouped Within a
Content Mode is Different than Displaying the Content Mode

The ’844 Patent could not be clearer that there is a difference between a content mode and
“the content organized within that mode.” ’844 Patent, 11:40-43. A content mode is displayed with
other content modes as shown in Figs. 12 and 17. Id., 12:6-8 (the different modes of content 172
may be displayed ... as illustrated in Fig. 12”). The content modes support “hierarchical”
navigation (’844 Patent, 11:19-24) not only because they group together “information, programs,
features, functions, [and] applications” (1d., 37-40), but because the content groups are displayed to
the user. “[Tlhe different modes of content 172 may be displayed as a series of bars across the

display screen 110, as illustrated in Fig. 12.” *844 Patent, 12:6-8; see also Fig. 17.
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