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I. INTRODUCTION 

Between two counterpart petitions, Petitioner provided a detailed explanation 

of the obviousness of all 152 claims of the ’260 Patent.  Patent Owner’s only 

response is an argument about motivation to combine that misconstrues the Petition 

and the prior art.  Patent Owner essentially argues a strawman, i.e., that the prior art 

combination set forth in the Petition was limited to the use of a STB in a coffee shop, 

which Patent Owner argues would not have been obvious because coffee shops 

purportedly have no use for a STB.  The Petition and prior art were not so limited, 

and Patent Owner’s failure to address the combination actually raised in the Petition 

dooms its case.  See Hamilton Technologies LLC v. Fleur Tehrani, IPR2020-01199, 

Paper 57, 36-37, 48-49 (PTAB Dec. 28, 2021) (finding that “Petitioner has 

demonstrated, by a preponderance of the evidence, the unpatentability of [the 

claims]” where patent owner’s arguments “misstate[d] Petitioner’s proposed 

combination.”); Apple Inc. v. Achates Reference Publishing, Inc., IPR2013-00080, 

Paper 22, 25-26 (PTAB Jun. 3, 2013); Philip Morris Products, S.A. v. Rai Strategic 

Holdings, Inc., IPR2020-00921, Paper 9, 26-27 (PTAB Nov. 16, 2020) (finding 

“Patent Owner’s substantive response as weak,” where Patent Owner “misstates 

Petitioner’s contention[s].”). 

Specifically, Patent Owner contends that it would not have been obvious (1) 

to include a STB, as taught by Costa, at a public hotspot system residing in a coffee 
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shop (an example hotspot disclosed by Baig), or (2) to use the STB and its associated 

display to access Baig’s website, purportedly because Baig’s website does not 

provide television service.  POR, 4-6.  Neither of these arguments is persuasive. 

Patent Owner’s first argument, involving the motivation for having a STB at 

a coffee shop, fails for at least two reasons.  First, neither Baig, Costa, nor the 

combinations set forth in the Petition limit the public hotspot to coffee shop 

environments.  Second, Patent Owner is simply wrong that there is something special 

about a coffee shop that would render it unobvious to have a STB in one (as opposed 

to any of the other types of public hotspots, such as airports, bars, hotels, 

barbershops, college student lounges, etc.).  A POSA would have been motivated to 

install a STB at a public Wi-Fi hotspot, including at a coffee shop.  Ex. 1063, ¶¶ 6, 

12-29. 

Patent Owner’s second argument, involving the motivation for having a STB 

in a public location access Baig’s VCSP website, is likewise unavailing.  At the time 

of the alleged invention, a POSA was well aware that televisions attached to STBs 

in public places presented more than just television programming.  Put another way, 

no skilled artisan would have understood STBs as being limited to the provision of 

television programming, to the exclusion of, e.g., other web content.  Ex. 1063, ¶¶ 

6, 30-34. 
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As explained in detail below, the Petition provided clear motivations under 

KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398 (2007) to add a STB to a public wireless 

hotspot and a reasoned analysis of how and why the STB would be used to visit 

Baig’s VCSP website. Pet. 10-12, 26-28.  Thus, the Board should cancel claims 1, 

6, 8-10, 21, 23-26, 29-34, 38-40, 42-43, 45-53, 55, 59-61, 63-70, 76, 81-82, 85, 87-

89, 100, 102-104, 107-115, 117, 120-124, 126, 129-136, 142, 145-147, and 149-150 

of the ’260 Patent as requested. 

II. ARGUMENT 

A. The Petition’s Baig-Costa-Zwicky and Baig-Costa-Banga690 
combinations were not limited to a coffee shop  

Patent Owner’s argument hinges on its flawed understanding that Petitioner’s 

Baig-Costa-Zwicky and Baig-Costa-Banga690 combinations are limited to a coffee 

shop.  See POR, 1-2, 4-5.  For example, Patent Owner contends that “[a] coffee shop 

is the only specific example of a location to which the Petition or the corresponding 

expert declaration allege it would have been obvious to add a STB,” and that the 

Petition failed to support the combination in this specific environment based on 

“common coffee shop behaviors.” POR, 5-6, 8. This contention is parroted by Patent 

Owner’s expert, Mr. de la Iglesia.  Ex. 2001, ¶ 33 (“a coffee shop is the only example 

of a location that Mr. Lett provides in which it would have been allegedly obvious 

to provide a STB”).  Indeed, Mr. de la Iglesia admitted that he analyzed the proposed 

combinations only within the context of a coffee shop.  Ex. 1062, 13:19-23 
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(admitting it was his understanding “that [Mr.] Lett’s only suggestion in terms of 

combination was a coffee shop”), 25:10-16.  

The Petition, Baig, and Costa are not so limited.  In its discussion of the Baig-

Costa-Zwicky and Baig-Costa-Banga690 combinations, the Petition discusses 

public hotspots in general.  Pet. 7-11.  For example, the Petition explained the 

combined system as follows: 

Applying Costa to Baig would result in a system with a 

STB connected through the common hotspot AP.  In the 

proposed combinations, the STB would have the same 

common IP address as the other devices 102 at that AP 

(claimed “common IP address”), and thus would be 

included in the vicinity-based group represented by list 

606 of website 600 in Baig’s Figure 6, as discussed below.  

Ex. 1002, ¶¶158, 198-199; Section V.A.1.b.ii; Ex. 1007, 

Fig. 6.  Network traffic, e.g., from outside of the hotspot, 

would be routed to both the devices 102 and the STB via 

the common IP address of AP 106.  Ex. 1002, ¶158. 

Pet. 11.  And the Petition’s explanation of why the Baig-Costa-Zwicky and Baig-

Costa-Banga690 combinations would have been obvious to a POSA similarly 

focused on public hotspots, not just coffee shop hotspots.  Pet. 7-9, 12 (“[a] POSA 

would be motivated to include Costa’s STB because it beneficially allows customers 

at a public establishment to watch television or other information on an associated 

display” and “Baig shares music, video games, and advertisements at hotspots, and 
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a POSA would have realized a STB would beneficially provide that content for 

display via a television or other display”).  

Moreover, Petitioner’s expert correctly analyzed the proposed combinations 

within the context of public wireless hotspots – not just coffee shops.  Ex. 1002, ¶¶ 

157 (“modifying Baig to include Costa’s set-top box would simply result in a system 

as described in Baig with a set-top box connected to the Internet [] through the same 

common access point [] as the other mobile devices [] at the hotspot”), 159 

(“[m]odifying Baig’s system to include a set-top box with the devices 102 would 

have been a natural extension of providing Internet access to other computing 

devices such as phones, laptops, etc., as described in Baig”), 161 (“including a set-

top box would have enhanced Baig’s ability to target individuals based on 

demographics, such as by providing vicinity-based targeted advertising based on … 

what television content … is being provided to individuals through the set-top box”); 

Ex. 1063, ¶¶ 7-8.  

 Nor does Baig or Costa limit their teachings to coffee shops.  Ex. 1063, ¶¶ 9-

11.  In fact, Dr. de la Iglesia recognized in deposition that the Wi-Fi hotspots in Baig 

“are described generally.” Ex. 1062, 17:13-21.  Baig states that its “vicinity-based 

communities” can be implemented using Wi-Fi hotspots in a variety of public places, 

including airports (Ex. 1007, ¶¶ [0078], [0126]) and libraries (Ex. 1007, ¶¶ [0052], 

[0057]).  See also, Ex. 1007, ¶¶ [0037] (“Public deployment of WiFi networks have 
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skyrocketed in parks, cafes, bookstores, airports and college campuses.”), [0058] 

(“in a five-block radius in a particular metropolitan city, there may be a dozen 

hotspots that are available for users to access the Internet”); Ex. 1063, ¶¶ 9-10.  

Patent Owner simply ignores these other examples of public Wi-Fi hotspots 

expressly taught by Baig.  Costa is also clear that examples of its network, which 

allows set-top boxes to exchange data with other devices in local environments, 

“include[] automobiles, airplanes, boats, public wireless hotspots, etc.”  Ex. 1011, ¶ 

[0036]; Ex. 1063, ¶¶ 9-10.   

Because Patent Owner limits its arguments to the inclusion of a STB in a 

coffee shop, Petitioner’s broader position that it would have been obvious to a POSA 

to include a STB in a public Wi-Fi hotspot anywhere else remains undisputed.  In 

deposition, Patent Owner tried to fix this problem by questioning its own expert 

about other hotspots (see Ex. 1062, 26:5-22), but the Patent Owner’s Response and 

associated expert declaration speak for themselves in this regard—they rely on 

purported “common coffee shop behaviors” that cannot simply be extrapolated to 

behaviors at all other public Wi-Fi hotspots.  POR, 8; Ex. 2001, ¶ 38; Ex. 1063, ¶ 

11.  Indeed, Patent Owner’s expert conceded that his newly-formed opinions 

regarding other public hotspot environments were still based on his coffee shop-

specific concerns.  Ex. 1062, 26:14-21 (admitting that if “adding a set-top box to a 

public hotspot at a different location such as an airport,” his conclusions “would be 



7 

the same, because it goes to the addition of a set-top box to a space based on the 

example of the coffee shop used by [Mr.] Lett”) (emphasis added); Ex. 1063, ¶ 11. 

B. The Petition sufficiently demonstrated the obviousness of adding a 
STB at a coffee shop (among other places)  

Patent Owner is wrong when it argues against a motivation to place a STB at 

a coffee house (even assuming counterfactually that the Petition were so limited).  

Ex. 1063, ¶¶ 12-29.  As explained below, Petitioner clearly demonstrated that it 

would have been obvious to add a set-top box to a public hotspot, including one 

residing in a coffee shop.  Patent Owner’s arguments to the contrary are based on 

little other than the unsupported ipse dixit of its expert, coupled with a clear 

misunderstanding of the law of obviousness.    

1. The Petition and Mr. Lett’s Declaration explained why a 
POSA would have been motivated to make the Baig-Costa-
Zwicky and Baig-Costa-Banga690 combinations 

Patent Owner complains that the Petition did not identify who would make 

the modification and what their motivation would be.  POR, 6-7, 10. Patent Owner 

misunderstands obviousness.  Section 103 forbids issuance of a patent when “the 

subject matter as a whole would have been obvious at the time the invention was 

made to a person having ordinary skill in the art to which said subject matter 

pertains.” 35 U.S.C. § 103 (emphasis added). Thus, the relevant inquiry is simply 

whether “a person having ordinary skill in the art” (POSA) would have found the 

combination obvious.  Ex. 1063, ¶¶ 14-16.  The Petition presented detailed 
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explanations of the proposed Baig-Costa-Zwicky and Baig-Costa-Banga690 

combinations and why such combinations would have been obvious to a POSA.  Pet. 

10-12; Ex. 1063, ¶¶ 12-29. 

The Petition explained that Baig teaches different types of user devices 

accessing its public hotspot, that Costa teaches hotspot-connected STBs/TVs, that it 

“would have been obvious to include a STB at Baig’s hotspot,” and that “[a] POSA 

would have had the skills and motivation to incorporate a STB into Baig’s vicinity-

based community service provider (VCSP) system.” Pet. 10-11.  The Petition then 

explained why a POSA would have found the combination to be obvious and why a 

POSA would have been motivated to make the combination, explaining that “it was 

well-known to provide web-pages (including advertisements) on a STB,” “[a] POSA 

would be motivated to include Costa’s STB because it beneficially allows customers 

at a public establishment to watch television or other information on an associated 

display,” and “Baig shares music, video games, and advertisements at hotspots, and 

a POSA would have realized a STB would beneficially provide that content for 

display via a television or other display.” Pet. 10-12; Ex. 1063, ¶¶ 14-19. 

Mr. Lett, himself a person of ordinary skill in the art, substantiated Petitioner’s 

analysis, including by explaining that “it would have been obvious to and a POSA 

would have been motivated to include a set-top box at Baig’s access point 106 so 

that individuals at the hotspot 110 containing access point 106 would have access to 
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services such as televised content available via the set-top box.” Ex. 1002, ¶ 196.  

Mr. Lett explained that “as Costa teaches, wireless hotspot systems operating in 

public environments (which Baig also describes with respect to a coffee shop) 

included consumer electronic devices such as set-top boxes and televisions as part 

of a hotspot network.” Ex. 1002, ¶ 197 (citing Ex. 1007, Abstract, ¶¶ [0006], [0039], 

[0101]; Ex. 1011, ¶¶ [0007], [0035]-[0037], [0042]); Ex. 1063, ¶¶ 14-19.  Mr. Lett 

detailed how the system would be combined (“in the combined system, like each of 

the other devices 102, the set-top box would have an IP address corresponding to the 

IP address of the wireless access point 106”) and that such a combination “would 

have been a natural extension of providing Internet access to other computing 

devices such as phones, laptops, etc., as described in Baig.”  Ex. 1002, ¶¶ 158-159, 

196, 198; Ex. 1063, ¶ 15.  

Finally, Mr. Lett established that a POSA would have found it obvious to 

combine the system as proposed in the Petition.  Ex. 1002, ¶¶ 157-165; Ex. 1063, ¶¶ 

16-19.  Mr. Lett explained motivations for making the combination within the 

contexts of both public Wi-Fi hotspots in general (“the combination provides the 

additional benefit of having a wider range of device types available at a particular 

access point”) and a public Wi-Fi hotspot in a coffee shop (“including a set-top box 

would have enhanced Baig’s ability to target individuals based on demographics, 

such as by providing vicinity-based targeted advertising based on, for example, what 
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television content (e.g., content displayed on the television including webpages and 

television programming) is being provided to individuals through the set-top box”). 

Ex. 1002, ¶¶ 160-161; Ex. 1063, ¶¶ 16-19.  Mr. Lett noted that in both instances, 

“[a] POSA would have recognized that entertainment in a public venue such as a 

retail business is often beneficial to engage the user’s interest and maintain their 

presence at that location.” Ex. 1002, ¶ 160; Ex. 1063, ¶ 16.  And finally, Mr. Lett 

explained why a POSA would have had reasonable expectation of success when 

making the proposed combination.  Ex. 1002, ¶¶ 164-165; Ex. 1063, ¶¶ 14-19. 

Importantly, all of Petitioner’s motivations, supported by Mr. Lett’s 

declaration, are grounded in KSR rationales.  Ex. 1002, ¶¶ 159-161 (providing 

motivations in the prior art that would have led a person of ordinary skill in the art 

to combine multiple prior art teachings to arrive at the claimed invention), 163 

(explaining how the combination merely uses a known technique to improve similar 

devices in the same way).  For example, Mr. Lett explained how “the combination 

merely combines known prior art elements according to known methods to yield 

predictable results,” citing KSR rationale (A).  Id., ¶ 162; Ex. 1063, ¶¶ 17-18.  In 

response, Patent Owner’s argument to the contrary relies on an explanation by Mr. 

de la Iglesia that he (incorrectly) “[does] not understand this to be a rationale for 

obviousness.” Ex. 2001, ¶ 42 (quote in reference to Mr. Lett’s rationale in Ex. 1002, 

¶ 162); POR, 10-11 (citing Ex. 2001, ¶¶ 42-43).  
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Thus, the Petition and Mr. Lett’s Declaration sufficiently explained why a 

POSA would have been motivated to make the Baig-Costa-Zwicky and Baig-Costa-

Banga690 combinations. 

2. Patent Owner’s arguments related to the undesirability of a 
STB/TV in a coffee shop in particular are unpersuasive 

Patent Owner contends that a POSA would have avoided adding a STB to a 

coffee shop’s wireless hotspot because “adding a STB to a coffee shop is costly,” 

“patrons do not go to coffee shops to watch a television screen,” and “[patrons 

watching the TV] may actually harm the coffee shop because they may stay at their 

seats / tables longer, thus providing less seating for customers who have just arrived 

at the coffee shop and who want a place to sit after getting their order.” POR, 8-9.1 

These arguments are unavailing.  Ex. 1063, ¶¶ 20-29. 

For instance, even if adding a TV would be costly, “[a] given course of action 

often has simultaneous advantages and disadvantages, and this does not necessarily 

obviate motivation to combine.” Medichem, S.A. v. Rolabo, S.L., 437 F.3d 1157, 

                                           

1 Patent Owner’s support for this surmise about coffee shop patrons is limited to the 

statements of its expert.  Yet there is no evidence that Mr. de Iglesia has any expertise 

in coffee shops, the economics of placing set-top boxes at a public hotspot, or 

whether patrons desire to avoid screens.   
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1165 (Fed. Cir. 2006) (citation omitted). And “a generalized statement discussing 

tradeoffs in design,” as is the case here, “does not rise to the level of discouraging 

the combination.” Valencell, Inc. v. Fitbit, Inc., 786 F. App’x 247, 250 (Fed. Cir. 

2019). As Petitioner explained, the addition of a STB (and television) within a public 

venue would have several advantages, including maintaining users’ presence at the 

venue by engaging the users’ interests, and having a wider range of device types 

available at the public venue.  Pet. 11-12; Ex. 1002, ¶¶ 159-160.  And Patent Owner’s 

argument that coffee shops do not want their patrons staying in their seats for a long 

period is severely undermined both by Patent Owner’s own argument that people 

would go to the coffee shop to “talk with friends or read a book” (POR, 8), activities 

that could lead to people staying in their seats for a long time, and the fact that coffee 

shops choose to provide public Wi-Fi hotspots for their patrons in the first place. Ex. 

1063, ¶¶ 20-26. 

Moreover, the mere fact that an owner of a coffee shop might not have made 

a combination for economic reasons does not mean that a POSA would not have 

made the combination and found it obvious to do so.  Grit Energy Sols., LLC v. Oren 

Techs., LLC, 957 F.3d 1309, 1323-1324 (Fed. Cir. 2020) (“[E]ven if we accept the 

Board’s factual determination that swapping Eng Soon’s components would result 

in a more expensive system, that determination, standing alone, is insufficient to 

reject each of [Petitioner’s] arguments as to why a skilled artisan would have been 
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motivated to make the proposed swap.”); In re Farrenkopf, 713 F.2d 714, 718 (Fed. 

Cir. 1983) (“That a given combination would not be made by businessmen for 

economic reasons does not mean that persons skilled in the art would not make the 

combination because of some technological incompatibility. Only the latter fact 

would be relevant.”). 

Patent Owner contends that the Petition “does not provide any plausible 

motivation to adding a STB to a public hotspot” because “Costa at most teaches that 

a public wireless hotspot could potentially include a STB, but does not actually 

disclose a public wireless hotspot including an STB.” POR, 9 (emphasis removed).  

Costa provides: 

The UPnP network 104 (or similar networking 

technology) allows devices to exchange data in a local 

environment 110. The local environment 110 typically 

includes a home or office, although it will be appreciated 

that other environments may provide UPnP connectivity, 

including automobiles, airplanes, boats, public wireless 

hotspots, etc. The UPnP network 104 may couple 

consumer electronics devices 112, including televisions 

114, audio systems 116, computers 118, telephones 120 

(e.g., analog phones, digital phones, cordless phones, SIP 

phones), digital media centers 122 (e.g., set-top boxes, 

MP3 jukeboxes, personal Video recorders, media hubs), 
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printers 124, cameras 126, and other devices, represented 

by generic UPnP device 128. 

 
Ex. 1011, ¶ [0036] (emphasis added).  Thus, as admitted by Patent Owner’s expert, 

Costa expressly teaches a UPnP network that allows devices such as set-top boxes 

to exchange data in a public wireless hotspot environment.  Ex. 1011, ¶ [0036]; Ex. 

1062, 21:6-12 (admitting that “Costa cites a set-top box as an example of a digital 

media center that could be deployed in a universal plug and play network”), 22:3-10 

(admitting that public wireless hotspots “are environments that provide plug and 

play connectivity”), 23:15-23 (admitting “that what Costa says directly is that it may 

utilize any combination of wired and wireless networking technologies, … 

[including] 802.11 Wi-Fi”); Ex. 1063, ¶ 29.  

 Finally, Patent Owner contends that adding a STB to a public wireless hotspot 

as provided in Petitioner’s combinations is not “combining prior art elements 

according to known methods to yield predictable results” because “a POSA would 

not have had a reason to add a STB to Baig’s coffee shop in the manner the Petition 

proposes.” POR, 10 (emphasis removed).  But Petitioner provided multiple reasons 

why a POSA would add a STB/TV to Baig’s public venues – “reach[ing] a larger 

audience that might not have their own devices (or might not be viewing their own 

device) when an advertisement is to be displayed,” “beneficially allow[ing] 

customers at a public establishment to watch television or other information on an 
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associated display,” and “beneficially provid[ing] [Baig’s] content for display via a 

television or other display.” Ex. 1002, ¶ 163; Pet. 11-12; Ex. 1063, ¶¶ 27-28.  And 

Patent Owner’s putative reasons for why a POSA would not be motivated to make 

such a combination (cost, distraction, etc.) are, at best, conclusory design tradeoffs 

that do not obviate Petitioner’s combination.  Ex. 1063, ¶¶ 20-26. 

 Thus, Patent Owner’s arguments related to the undesirability of a STB/TV in 

a coffee shop are unsupported and unpersuasive.  Id., ¶¶ 12-29. 

C. The Petition sufficiently demonstrates the obviousness and 
motivation for a television to display web content 

Patent Owner also contends that a STB would not be used to “navigate to 

Baig’s VCSP website which does not provide television service or streaming 

service.” POR, 11 (emphasis removed).  Specifically, Patent Owner assumes that 

any television installed in a public hotspot environment would be used only to 

provide “television service” to users.  Id. With this assumption, Patent Owner 

concludes that such a television being used to display Baig’s website would be “a 

very strange decision” and that the Petition fails to provide analysis of whether it 

would have been beneficial “in the context of an STB at a coffee shop.” Id. Patent 

Owner is wrong.  Ex. 1063, ¶¶ 30-34. 

Patent Owner’s position that any television in a public hotspot environment 

would be used only for “television service” fails to account for the creativity and 

knowledge of the ordinarily-skilled artisan.  Ex. 1063, ¶¶ 30-34.  At the time of the 
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invention, it was common to use televisions (displays) for more than just “television 

service.” Ex. 1063, ¶ 31; see also Exs. 1064-1068.  The Petition specifically 

addressed the obviousness of displaying Baig’s website advertisements on a 

television, explaining that “Baig’s advertisements would obviously have been 

displayed on any suitable access device” and “[a]n advertiser would wish to direct a 

hotspot-targeted advertisement to devices which would reach the widest possible 

audience at the hotspot, such as Costa’s STB with an associated television display.” 

Pet. 27-28.  The Petition further explained that “[b]y providing Baig’s 

advertisements to a STB for presentation on a television, such advertisements 

constitute ‘television advertisements’ as defined by the ’260 Patent.” Pet. 27 

(citations omitted); Ex. 1001, 6:37-40.  Thus, the Petition did indeed establish the 

obviousness of displaying Baig’s website on the STB/television. 

This rationale applies across different types of public hotspots, including 

coffee shops, libraries, airports, and the like.  §II.B; Ex. 1063, ¶¶ 31, 33-34.  Patent 

Owner contends that because only one patron could control the television at a time, 

this would be “undesirable” in terms of privacy concerns.  POR, 12. First, the 

number of patrons that are able to concurrently control the television is divorced 

from any potential “privacy concerns.” Ex. 1063, ¶ 32.  Second, Baig teaches that 

its user profile does not include personally-identifiable information, thereby 

alleviating “privacy concerns.” Pet. 37-38; Ex. 1002, ¶¶ 264-265; Ex. 1063, ¶ 32.  
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Thus, the STB would be used to access Baig’s VCSP website via the public 

Wi-Fi hotspot and Patent Owner’s arguments to the contrary are unpersuasive.  Ex. 

1063, ¶¶ 30-34. 

D. Baig-Costa-Zwicky and Baig-Costa-Banga690 teach contracting 
for television advertisements 

With respect to claims 121 and 146 only, Patent Owner contends that “Baig 

does not disclose the ability of advertisers to specifically contract to display TV ads, 

as opposed to just displaying ads on Baig’s VCSP website.” POR, 17-18.  Patent 

Owner imports requirements to these claims that an advertiser’s contract must 

expressly reference a TV ad that Patent Owner argues, without support, must be part 

of a “television service.”  Id.  As explained in the Petition, because Baig’s website 

(and its advertisements) would be provided “to [Costa’s] STB for presentation on a 

television,” these advertisements are TV ads “as defined by the ’260 Patent” that 

advertisers can contract to display through Baig’s bidding system.  Pet. 27 (citations 

omitted); Ex. 1002, ¶¶ 481-483, 486-489; Ex. 1001, 6:37-40; POR, 2. That Baig’s 

VCSP server does not provide “television service” is irrelevant to the meaning TV 

ad in the context of the ’260.  Ex. 1063, ¶ 35.  Further, Patent Owner’s argument that 

“while the display of a TV ad might hypothetically occur[,] … there would be no 

‘contract[] to display a TV ad’” (POR, 18) because “the contract would be 

completely agnostic to whether any TV ads were displayed” (Ex. 2001, ¶ 58) reads 

additional limitations into the claims.  An advertiser that has contracted to display 
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advertisements on Baig’s VSCP website, which can be displayed on Costa’s STB, 

has contracted to display a TV ad.  See Pet. 50-51; Ex. 1002, ¶¶ 481-483, 486-489; 

Ex. 1063, ¶ 31.   

Thus, the proposed combinations teach claims 121 and 146.  Ex. 1063, ¶ 35.  

E. Patent Owner’s unsupported expert testimony is entitled to little 
weight  

Patent Owner provides no evidence to corroborate multiple arguments in its 

POR other than the declaration of its expert who repeats the statements nearly 

verbatim, also without support.  POR, 8-9, 11-12; Ex. 2001, ¶¶ 38 (no evidence 

supporting testimony that TV is distracting to people in a coffee shop), id. (no 

evidence supporting testimony that people prefer to talk with friends or read a book 

when visiting a coffee shop), id. (no support for testimony that adding a STB to a 

coffee shop is “costly”), 39 (no supporting evidence), 40 (no evidence supporting 

testimony that maintaining a user’s presence at a coffee shop for a long period of 

time would generally not be advantageous commercially for a coffee shop), 45 (no 

evidence supporting testimony that the purported purpose of installing a television 

would exclusively be to provide television service to visitors to the coffee shop), 46 

(same), 47 (no evidence supporting testimony that most sensible purpose of adding 

the STB would be to provide television service rather than to browse to a VCSP 

website). These conclusory and unsubstantiated opinions, therefore, are entitled to 

little weight.  Upjohn Co. v. Mova Pharm. Corp., 225 F.3d 1306, 1311 (Fed. Cir. 
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2000) (“Lack of factual support for expert opinion going to factual determinations, 

however, may render the testimony of little probative value in a validity 

determination.”) (citation omitted); Xerox Corp. v. Bytemark, Inc., IPR2022-00624, 

Paper 9, 15 (PTAB Aug. 24, 2022) (“the cited declaration testimony is conclusory 

and unsupported, adds little to the conclusory assertion for which it is offered to 

support, and is entitled to little weight”); 37 C.F.R. § 42.65(a) (“Expert testimony 

that does not disclose the underlying facts or data on which the opinion is based is 

entitled to little or no weight.”). 

F. Patent Owner’s challenge is limited to the combination of Baig and 
Costa 

Outside of challenging the motivation to combine Baig’s hotspot with Costa’s 

STB, Patent Owner does not independently dispute the remaining arguments of 

Grounds A-B (Baig-Costa-Zwicky and Baig-Costa-Banga690).2  See generally 

POR.  Further, Patent Owner does not independently dispute any argument in 

Grounds L-R.  Id.  If the Board finds that it would have been obvious to combine 

                                           

2 Patent Owner’s arguments with respect to dependent claim 39 simply refer back to 

its arguments with respect to independent claims 1/28/36 (and specifically, that “the 

STB [would not be] used to navigate to Baig’s website” (POR, 17)), and are similarly 

unpersuasive.  See, §II.C. 
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Baig’s hotspot with Costa’s STB, then the Board should find that Grounds A-B and 

L-R3 render claims 1, 6, 8-10, 21, 23-26, 29-34, 38-40, 42-43, 45-53, 55, 59-61, 63-

70, 76, 81-82, 85, 87-89, 100, 102-104, 107-115, 117, 120-124, 126, 129-136, 142, 

145-147, and 149-150 of the ’260 Patent obvious. Pet. 4. 

III. CONCLUSION 

For the reasons set forth above, in the Petition, and the associated declarations 

and exhibits, claims 1, 6, 8-10, 21, 23-26, 29-34, 38-40, 42-43, 45-53, 55, 59-61, 63-

70, 76, 81-82, 85, 87-89, 100, 102-104, 107-115, 117, 120-124, 126, 129-136, 142, 

145-147, and 149-150 of the ’260 Patent are obvious and should be canceled. 

 

Respectfully submitted 

Dated: May 1, 2025 By: /Frederic M. Meeker/ 
 

Frederic M. Meeker 
Reg. No. 35,282 
Banner & Witcoff, Ltd. 
1100 13th Street, NW 
Suite 1200 
Washington, DC 20005 
(202) 824-3000 
fmeeker@bannerwitcoff.com 

  

                                           

3 Grounds C-K were reserved for the counterpart Petition.  Pet. 4. 
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