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Dear Director –

Petitioner is concurrently filing herewith, via P-TACTS, a Request for Director Review
of Decision Denying Institution in the above-identified IPR proceeding.  This email is
provided in accordance with the USPTO’s Revised Interim Director Review Process,
Sec. 3.A.  Counsel for Patent Owner is copied.

Review is sought to correct the Board’s abuse of discretion in improperly considering
obviousness references in isolation, rather than by viewing their teachings as they
would be combined by an ordinarily skilled artisan.  The Federal Circuit has held that
such an approach is in error. See Provisur Techs., Inc. v. Weber, Inc., 50 F.4th 117,
125 (Fed. Cir. 2022) (the Board erred by viewing the teachings of a prior art reference
in isolation rather than in the context of the combination asserted in the Petition);
Netflix, Inc. v. DivX, LLC, No. 2022-1043, 2023 WL 3115576, at *5 (Fed. Cir. Apr. 27,
2023) (nonprecedential) (the Board erred by failing to adequately assess the
teachings of the proposed combination as opposed to an individual reference).
However, the Board does not appear to have any precedential opinions on this issue.

In particular, the Board erred in finding that the Petition did not demonstrate that the
three proposed obviousness combinations teach Limitations [1D] and [10D].  With
regard to the proposed Thibeault-Cioffi combination, the Board concluded that
“Petitioner does not demonstrate sufficiently that Cioffi discloses or suggests
Limitations [1D] and [10D].”  The Petition, however, does not assert that Cioffi alone
discloses or suggest Limitations [1D] and [10D].  Rather, it asserts that the
combination of Thibeault’s infrastructure of cable modem groupings based on SNR
measurements in view of Cioffi’s teachings regarding using worst case signal-to-noise
ratio.  In addition, it supports this assertion by providing multiple motivations to
combine the references.  Because the Board fails to address these arguments in the
Petition and instead focuses on Cioffi in isolation, the Board erred.  The Board
similarly erred with respect to the two other combinations asserted by Petitioner, i.e.,
Thibeault-Saey and Thibeault-Gross.  For these additional combinations, the Board
again focused on the secondary references in isolation and failed to analyze whether
the proposed combinations taught Limitations [1D] and [10D].

Director Review to correct this improper legal analysis is appropriate.
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 INTRODUCTION 


The Director should reverse the Board’s decision denying institution to clarify 


that obviousness determinations are not made by considering references in isolation, 


but rather by viewing their teachings as they would be combined by an ordinarily 


skilled artisan.  Here, the Board abused its discretion by analyzing the Cioffi 


reference’s teachings in isolation rather than in the context of Petitioner’s asserted 


combination of Thibeault in view of Cioffi.  Dec. 22-24.  The Board’s denial thus 


directly conflicts with precedent holding that it is improper for the Board to view the 


teachings of a reference in isolation rather than in the context of a combination 


asserted in a Petition.  See Provisur Techs., Inc. v. Weber, Inc., 50 F.4th 117, 125 


(Fed. Cir. 2022).   


The Petition applied Cioffi’s teachings regarding worst case signal-to-noise 


ratio (SNR) to Thibeault’s system that discloses cable modems (CMs) and a cable 


modem termination system (CMTS).  See Pet. 38 (“Although Thibeault does not 


explicitly disclose determining a ‘worst-case’ SNR for each group of CMs in each 


logical channel [as required by Limitation [1D]], a POSITA would have found it 


obvious to do so in view of Cioffi’s teachings.”), 39-41.  The Board failed to analyze 


whether it would have been obvious to apply these teachings of Cioffi to Thibeault’s 


cable modem infrastructure, as the Petition asserted.  Instead, it analyzed Cioffi 


alone.  See Dec. 24 (“The evidence from Cioffi, which Petitioner and Dr. Kiaei 
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reference, neither discloses or suggests creating ‘a composite SNR-related metric’ 


for a group of cable modems or channels.”); see also Dec. 22 (“Petitioner does not 


demonstrate sufficiently that Cioffi discloses or suggests Limitations [1D] and 


[10D].”), 24-25 (“[W]e are not persuaded that Petitioner has shown with sufficient 


particularity why … Cioffi disclose[s] or suggest[s] [Limitation [1D].”).  That 


analysis led the Board to the wrong conclusion, because the Petition relies on 


Thibeault (not Cioffi) for the cable modem infrastructure and relies on the 


combination of Thibeault-Cioffi (not Cioffi alone) as teaching Limitation [1D] (and 


[10D]).  The Board abused its discretion by ignoring the proposed Thibeault-Cioffi 


combination and analyzing Cioffi alone.  


The Board similarly erred with respect to two additional combinations 


asserted by Petitioner (i.e., Thibeault-Saey and Thibeault-Gross) on which it also 


denied institution.  Dec. 15-22.  In each of those combinations, the Petition applied 


the teachings of the secondary references (Saey and Gross) to the cable-modem 


infrastructure of Thibeault. Pet. 24-27, 33-36. For these combinations, also, the 


Board focused on the secondary references in isolation and failed to analyze whether 


the proposed combinations taught Limitations [1D] and [10D].  Dec. 19 (“we are not 


persuaded Petitioner has demonstrated sufficiently that Saey teaches selecting the 


worst-case or lowest SNR of the cable modems in a group . . .”) (emphasis original), 


22 (“we are also not persuaded Petitioner has demonstrated sufficiently that Gross 
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teaches selecting the worst-case or lowest SNR of the cable modems in a group . . 


.”) (emphasis original). 


Accordingly, the Director should reverse these denials.   


 STANDARD FOR REVIEW  


“Requests for Director Review of the Board’s decision whether to institute an 


AIA trial … shall be limited to decisions presenting (a) an abuse of discretion or (b) 


important issues of law or policy.” USPTO, Revised Interim Director Review 


Process (“RIDRP”), Sec. 2.B., 


https://www.uspto.gov/patents/ptab/decisions/revised-interim-director-review-


process (last updated 4/16/2024).  “An abuse of discretion is found if [a] decision: 


(1) is clearly unreasonable, arbitrary, or fanciful; (2) is based on an erroneous 


conclusion of law; (3) rests on clearly erroneous fact finding; or (4) involves a record 


that contains no evidence on which the Board could rationally base its decision.”  


Intelligent Bio-Sys., Inc. v. Illumina Cambridge Ltd., 821 F.3d 1359, 1367 (Fed. Cir. 


2016) (internal citation omitted). 


Pursuant to the RIDRP, Section 3.E, “[t]he Director will not consider new 


evidence or new arguments not part of the official record.”  All arguments below 


were previously advanced in the Petition. 


 ARGUMENT 


 The Board Erred by Analyzing Cioffi’s Teachings in Isolation 
Rather than in the Context of Petitioner’s Asserted Combination 
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of Thibeault in View of Cioffi 


The ’682 Patent includes two independent claims:  method claim 1 and 


corresponding system claim 10.  The Petition asserts that claims 1 and 10 are obvious 


over several prior art combinations, including Thibeault in view of Cioffi.  Pet. 38-


41.   


Thibeault discloses a CMTS that automatically configures logical channels to 


communicate with CMs in a cable network.  Pet. 7-8, 38-41.  Thibeault’s CMTS 


assigns CMs to service groups based on SNR measurements.  Id.  As described in 


Sections VI.A.1.b-c of the Petition, Thibeault’s CMTS and CMs meet the CMTS 


and cable modem limitations in claims 1 and 10.  Pet. 18-23, 38.  


As further described in Section VI.A.1.d of the Petition, the ’682 patent 


describes that the requirement of a “composite SNR-related metric based at least in 


part on a worst-case SNR profile of said SNR-related metrics” in Limitations [1D] 


and [10D] is met by the “lowest SNR of the CMs in a group.”  Pet. 24-25 (citing Ex. 


1101, 4:3-67, 5:7-20; and Ex. 1102, ¶101).  Consistent with this disclosure in the 


’682 patent, the Petition identifies teachings in Cioffi that include “using 


measurements such as SNR to determine the modulation constellation for a 


channel”, and “adaptively selecting different communication parameters to account 


for varying worst-case noise for each channel, leading to higher performance in the 


communicating in each channel.”  Pet. 38-39.  In short, the Petition showed that 
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Cioffi taught one of the “composite SNR-related” metrics disclosed in the ’682 


patent, and explained how this metric would be applied to Thibeault’s system of a 


CMTS and CMs.  Pet. 39-41. 


Thus, the Petition asserts that while “Thibeault does not explicitly disclose 


determining a ‘worst-case’ SNR for each group of CMs in each logical channel, a 


POSITA would have found it obvious to do so in view of Cioffi’s teachings.” Pet. 


38.  The Petition also articulates an example of how Cioffi’s teachings would have 


been applied to Thibeault’s system:  


A POSITA would have found it obvious to apply Cioffi’s teaching of 


selecting a channel’s communication parameters based on varying 


worst-case noise conditions to Thibeault’s selection of the optimal 


modulation order of a logical channel to ensure communication with 


any modem assigned to that logical channel despite any varying worst-


case noise condition in the channel, leading to higher performance in 


the communicating in each channel. … Applying Cioffi’s teaching of 


generating a worst-case SNR-profile for a carrier group would ensure 


communication with all CMs in the group while also furthering 


Thibeault’s goal of ensuring that ‘each network element [is] running at 


its best possible modulation mode.  …  


 
Pet. 39-40; see also 40-41 (further describing how the Thibeault-Cioffi combination 


would have been nothing more than a combination of prior art elements, according 


to known methods, to yield predictable results).  
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Rather than addressing the combination of Thibeault and Cioffi asserted in the 


Petition, or even addressing the proposed motivations to combine, the Board 


accepted Patent Owner’s invitation to instead focus on Cioffi’s teachings in 


isolation.  Dec. 23-24.  For instance, the Board’s two-page analysis quotes arguments 


by Patent Owner that focus on Cioffi alone: “Patent Owner argues that Petitioner’s 


contention merely ‘gloss[es] over the details of Cioffi and fails to clearly articulate 


what of Cioffi allegedly meets the requirements of [Limitations [1D] and [10D].”  


Dec. 23 (quoting POPR 47; emphasis added).  The Board ultimately agreed with 


Patent Owner that:  


After studying Cioffi, in view of Petitioner’s contentions and the 


testimony of declarant Dr. Kiaei, we find Patent Owner’s criticism to 


have merit.  … Petitioner has failed to carry its burden of showing with 


particularity why a skilled artisan view [sic] Cioffi as disclosing or 


suggest [sic] generating a composite SNR-related metric based at 


least in part on a worst-case SNR profile of the SNR related 


metrics.  More specifically, we agree with Patent Owner that 


Petitioner’s analysis appears to gloss over the details of Cioffi and fails 


to clearly articulate what of Cioffi allegedly meets the requirements 


of Limitations [1D] and [10D] … 


 
Dec. 24 (italics in original; bold added); see also Dec. 24-25 (concluding that “we 


are not persuaded that Petitioner has shown with sufficient particularity why … 


Cioffi disclose[s] or suggest[s] [Limitation [1D].”) (emphasis added).     
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As shown above, the Board fails—either directly or implicitly—to address 


Petitioner’s arguments that Limitations [1D] and [10D] are taught by the 


combination of Thibeault and Cioffi.  See Dec. 23-24.  Because the Board fails to 


address the arguments in the Petition and instead focuses on Cioffi in isolation, the 


Board’s decision is based on clearly erroneous fact finding and an erroneous 


conclusion of law, and therefore constitutes an abuse of discretion.  Indeed, when 


reviewing Final Written Decisions by the Board, the Federal Circuit has found that 


the Board erred by viewing references in isolation rather than in the context of the 


proposed combination.  Thus, such an approach is even more problematic at the 


institution stage given that the burden on Petitioner is lower.  See Provisur Techs., 


Inc., 50 F.4th  at 125 (the Board erred by viewing the teachings of a prior art 


reference in isolation rather than in the context of the combination asserted in the 


Petition); Netflix, Inc. v. DivX, LLC, No. 2022-1043, 2023 WL 3115576, at *5 (Fed. 


Cir. Apr. 27, 2023) (nonprecedential) (the Board erred by failing to adequately 


assess the teachings of the proposed combination as opposed to an individual 


reference); see also In re Merck & Co., 800 F.2d 1091, 1097 (Fed. Cir. 1986) (“Non-


obviousness cannot be established by attacking references individually where the 


rejection is based upon the teachings of a combination of references.”); Masimo 


Corp. v. Apple Inc., No. 2022-1631, 2023 WL 5921622, at *8 (Fed. Cir. Sept. 12, 


2023) (nonprecedential) (“the Board properly considered the combined teachings of 
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the asserted references” in finding the claim limitation obvious notwithstanding that 


neither prior art reference disclosed the claim limitation by itself). 


 The Board Erred by Analyzing Saey’s Teachings in Isolation 
Rather than in the Context of Petitioner’s Asserted Combination 
of Thibeault in View of Saey 


In addition to the Thibeault-Cioffi combination, the Petition asserts that 


independent claims 1 and 10 are also obvious over Thibeault in view of Saey.  Pet. 


18-31.   


As described in the Petition, “Saey discloses analyzing the SNR for individual 


carriers and determining a carrier group based on this analysis” and “[o]nce the 


carriers have been sorted into groups, the worst-case SNR (e.g., the lowest SNR) in 


the group is used as the carrier group SNR parameter.”  Pet. 24; see also Pet. 10.   


In analyzing Limitations [1D] and [10D], the Petition asserts that “[a]lthough 


Thibeault does not disclose determining a ‘worst-case’ SNR for each group of CMs 


in each logical channel, a POSITA would have found it obvious to do so in view of 


Saey’s teachings.”  Pet. 24.  The Petition also explains why a POSITA would have 


found it obvious to apply Saey’s teachings to Thibeault’s system: 


Thibeault’s CMTS already assigns CMs to logical channels based on a 


comparison of a CM’s SNR measurement with SNR thresholds, which 


also determines the modulation mode (e.g., modulation order) that is 


used for communicating within the logical channel.  Applying Saey’s 


teaching of generating a worst-case SNR-profile for a carrier group 


would ensure communication with all CMs in the group while also 
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furthering Thibeault’s goal of ensuring that ‘each network element [is] 


running at its best possible modulation mode.  Specifically, a POSITA 


would have appreciated that selecting a modulation order (e.g., 


16QAM/32QAM/64QAM) for a logical channel based on the worst-


case SNR of a CM group would have ensured communication with all 


CMs in the group while also optimizing the network as described 


above. 


Pet. 26 (internal citations omitted).  The Petition further describes an additional 


motivation for combining Thibeault and Saey: 


Thibeault discloses that its CMTS periodically reconfigures its logical 


channels, including measuring parameters such as SNR for its CMs, 


assigning (re-registering) CMs to the logical channels, and setting SNR 


thresholds used to delineate the logical channels. Thus, a POSITA 


would have an additional motivation to apply Saey’s teaching of 


generating a worst-case SNR-profile for a carrier group in order to 


implement Thibeault’s dynamic SNR threshold to address variance in 


a channel’s SNR. 


 Pet. 27 (internal citations omitted).1  


                                           


1 The Petition’s overview of Saey specifies that Saey discloses “grouping one or 


more multiple carrier groups based at least in part on a worst-case SNR.”  Pet. 10 


(emphasis added).  Similar descriptions of Saey are included in the Petition’s 
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Rather than addressing the combination of Thibeault and Saey asserted in the 


Petition, the Board instead focused on Saey alone and found that “Petitioner has 


[not] demonstrated sufficiently that Saey discloses or suggests Limitations [1D] 


and [10D] of the challenged independent claims.”  Dec. 19 (emphasis added); see 


also Dec. 24-25 (“[W]e are not persuaded that Petitioner has shown with sufficient 


particularity why … Saey … disclose[s] or suggest[s] [Limitation [1D].”) 


(emphasis added).  


Similar to its analysis for the Thibeault-Cioffi combination, the Board failed 


to directly or implicitly address Petitioner’s arguments that Limitations [1D] and 


[10D] are taught by the combination of Thibeault and Saey.  See Dec. 15-19.  


                                           


analysis of Thibeault-Saey.  See Pet. 24 (referring to Saey’s analysis of “carriers” 


and its determination of a “carrier group”).  However, some sentences in the 


Thibeault-Saey analysis inadvertently substitute the term “carrier”/“carrier group” 


with the abbreviation “CM” (defined as cable modem) when referring to Saey.  E.g., 


Pet. 25.  Given the Petition’s multiple accurate descriptions of Saey, and given the 


Petition’s reliance on Thibeault (not Saey) as disclosing the claimed “CMTS” and 


“cable modems” (Pet. 18-20), Petitioner submits that the inadvertent references to 


“CM” do not impact the Petition’s showing that Thibeault-Saey teaches Limitations 


[1D] and [10D]. 
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Because the Board once again focused on a single reference in isolation and failed 


to address the combination asserted in the Petition, the Board’s decision is based on 


clearly erroneous fact finding and an erroneous conclusion of law, and therefore 


constitutes an abuse of discretion.  See Provisur Techs., Inc., 50 F.4th at 125; Netflix, 


Inc., 2023 WL 3115576, at *5; see also In re Merck, 800 F.2d at 1097; Masimo 


Corp., 2023 WL 5921622, at *8. 


 The Board Erred by Analyzing Gross’s Teachings in Isolation 
Rather than in the Context of Petitioner’s Asserted Combination 
of Thibeault in View of Gross 


In addition to the Thibeault-Cioffi and Thibeault-Saey combinations, the 


Petition asserts that independent claims 1 and 10 are also obvious over Thibeault in 


view of Gross.  Pet. 32-37.  


As described in the Petition, “Gross teaches setting the communication 


parameter of bit allocation based a measured carrier’s SNR”, and a “POSITA would 


have recognized this as bit loading, which is a method of allocating a higher order 


of modulation to carriers that have higher signal to noise ratio and a lower order 


modulation to carriers that have lower signal to noise ratio.”  Pet. 33.   


In analyzing Limitations [1D] and [10D], the Petition asserts that “[a]lthough 


Thibeault does not explicitly disclose determining a ‘worst-case’ SNR for each 


group of CMs in each logical channel, a POSITA would have found it obvious to do 
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so in view of Gross’s teachings.”  Pet. 33.  The Petition also explains why a POSITA 


would have found it obvious to apply Gross’s teachings to Thibeault’s system:  


Thibeault’s CMTS already assigns CMs to logical channels based on a 


comparison of a CM’s SNR measurement with SNR thresholds, which 


also determines the modulation mode (e.g., modulation order) that is 


used for communicating within the logical channel.  Applying Gross’s 


teaching of generating a worst-case SNR-profile for a carrier group 


would ensure communication with all CMs in the group while also 


furthering Thibeault’s goal of ensuring that “each network element [is] 


running at its best possible modulation mode.”  Specifically, a POSITA 


would have appreciated that selecting a modulation order (e.g., 


16QAM/32QAM/64QAM) for a logical channel based on the worst-


case SNR of a CM group would have ensured communication with all 


CMs in the group regardless of which modems are activated. 


Pet. 34-35 (internal citations omitted).  The Petition further describes an additional 


motivation for combining Thibeault and Gross: 


Thibeault describes that its CMTS periodically reconfigures its logical 


channels, including measuring parameters such as SNR for its CMs, 


assigning CMs to the logical channels, and dynamically setting SNR 


thresholds used to delineate the logical channels. Thus, a POSITA 


would have an additional motivation to apply Gross’s teaching of 


generating a worst-case SNR-profile for a carrier group in order to 


implement Thibeault’s dynamic SNR threshold to address variance in 


a channel’s SNR. 
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Pet. 35 (internal citations omitted).   


Rather than addressing this combination of Thibeault and Gross described in 


the Petition, the Board instead focused on Gross alone and found that “Petitioner has 


[not] demonstrated sufficiently that Gross discloses or suggests Limitations [1D] 


and [10D] of the challenged independent claims.”  Dec. 22 (emphasis added); see 


also Dec. 24-25 (“[W]e are not persuaded that Petitioner has shown with sufficient 


particularity why … Gross … disclose[s] or suggest[s] [Limitation [1D].”) 


(emphasis added).  


Similar to its analysis for the Thibeault-Cioffi and Thibeault-Saey 


combinations, the Board’s analysis fails to directly or implicitly address Petitioner’s 


arguments that Limitations [1D] and [10D] are taught by the combination of 


Thibeault and Gross.  See Dec. 20-22.  Because the Board once again focused on a 


single reference in isolation and failed to address the combination asserted in the 


Petition, the Board’s decision is based on clearly erroneous fact finding and an 


erroneous conclusion of law, and therefore constitutes an abuse of discretion.  See 


Provisur Techs., Inc., 50 F.4th at 125; Netflix, Inc., 2023 WL 3115576, at *5; see 


also In re Merck, 800 F.2d at 1097; Masimo Corp., 2023 WL 5921622, at *8. 
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 CONCLUSION 


In view of its underlying errors, the Board’s Decision Denying Institution of 


Inter Partes Review constituted an abuse of discretion.  Accordingly, Director 


Review is warranted, and reversal of the Decision and institution of inter partes 


review are respectfully requested.  


Dated: October 9, 2024 By: /Frederic M. Meeker/ 


Frederic M. Meeker 
Reg. No. 35,282 
Banner & Witcoff, Ltd. 
1100 13th Street, NW 
Suite 1200 
Washington, DC 20005 
(202) 824-3000 
fmeeker@bannerwitcoff.com 
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Lastly, there may be third parties interested in submitting amicus briefs in support of
the request for Director review.  Rule 42.75(g) provides that “Communications from
third parties regarding a specific Director Review request or proceeding, aside from
authorized amicus briefing, are not permitted and will not be considered.”  Does Rule
42.75(g) allow third parties to make a request for authorization to file an amicus brief
in support of a petition for Director review, or are all submissions from third parties
disallowed until after the Director has indicated in response to a particular request for
Director review that she would like to receive amicus briefs?
 
Thank you in advance for any clarity you could provide with respect to whether third
parties can submit requests to file amici briefs, or if instead they have to wait for the
Director to authorize such briefs.
 
Best regards,

Fred
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