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I. INTRODUCTION

The Board, contradicting its findings in the IPR of a related patent, denied
institution of Petitioner’s IPR challenge to U.S. Patent 9,880,715 (“’715 Patent™)
based on two findings: (1) neither the primary nor the secondary prior art in
Petitioner’s obviousness combinations taught the claimed “selecting among a
plurality of views in response to the computer’s detected current configuration” of
the *715 patent, and (2) there was insufficient evidence to show that a person of
ordinary skill in the art (“POSITA”) would have combined the reference disclosures
to meet that limitation. Both findings were erroneous because the Panel first
analyzed the references individually rather than as a combination and then applied
too strict a standard for combining them, which conflicts with not only the Federal
Circuit’s clear guidance in Intel Corp. v. PACT XPP Schweiz AG, 61 F.4th 1373
(Fed. Cir. 2023), but also recent decisions from the Director in similar situations.
These errors are further highlighted by the fact that the same Panel reached the
opposite decision in [PR2024-00456, which challenged a related patent—U.S.
Patent 8,612,888 (“’888 Patent”)—based on grounds that substantively overlap with

the grounds presented here.! Petitioner therefore requests Director review to correct

! Petitioner is also submitting a request for Director Review of the institution denial

in co-pending [PR2024-00458 challenging related U.S. Patent No. 10,564,818.



the Panel’s errors and promote the application of a consistent obviousness analysis.

II. LEGAL STANDARD

The Director may review and reverse incorrect Board decisions where, as
here, those decisions involve an abuse of discretion or raise important legal or policy
issues. See United States v. Arthrex, Inc., 594 U.S. 1, 25 (2021); see also USPTO,
Revised Interim Director Review Process, Sec. 2.B (last updated 1/19/2024). “An
abuse of discretion is found if [a] decision: (1) is clearly unreasonable, arbitrary, or
fanciful; (2) is based on an erroneous conclusion of law; (3) rests on clearly
erroneous fact finding; or (4) involves a record that contains no evidence on which
the Board could rationally base its decision.” Intelligent Bio-Sys., Inc. v. Illumina
Cambridge Ltd., 821 F.3d 1359, 1367 (Fed. Cir. 2016) (internal citation omitted).

III. BACKGROUND
A.  The ’715 patent and the Challenged Claims

The °715 patent is directed to “a graphical user interface [‘GUI’] that
organizes interface elements into views of computer content for presentation to a
user” and includes “a plurality [of] selectable 1/O profiles configured to present

computer operations to a user in a format configured to a selected I/O profile” where

There, the same Panel incorrectly applied the law to the same facts, leading to the
same incorrect (and inconsistent) result. See generally Microsoft Corp. v. LiTL LLC,

IPR2024-00458, Paper 17 (Aug. 23, 2024).



“[t]he user interface comprises a map based [GUI]...comprising a plurality of views
of a plurality of visual representations of computer content....” 715 patent, 2:59—
67. In one embodiment, the plurality of views includes a “home view configured to
organize a plurality of content modes.” *715 patent, 4:2-5. The patent’s interface
and keyboard change depending upon laptop configuration—e.g., standard laptop

and easel modes depicted in Figures 1, 4, 26:

g 2
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>715 patent, Figs. 1, 4, 26, 19:12-19, 19:51-61. Claim limitation 1[f] is particularly
relevant here: “select one of the plurality of views for display on the computer

system in response to the detected current computer system configuration.”

B. The Related *888 patent

The ’888 patent shares the same parent as the *715 patent and is likewise
directed to a computing device with a GUI supporting “a plurality of views of digital
media content” and “providing for transition between the plurality of views in
response to selection of an I/O profile” where “[d]ifferent views are used to provide

an interface that is responsive to configurations of the device and responsive to



activity being performed by the user.” 888 patent, 2:52—54, 3:11-15. The *888
patent also illustrates display profiles based on laptop configuration—e.g., Figs. 1

(laptop mode) and 22 (easel mode) below.

’888 patent, Figs. 1, 5, 22, Abstract, 2:50-54, 15:12-21, 36:41-50, 37:19-21, 37:29-
41,38:44-56,39:18-41. Relevant here, the 888 patent claim limitation 1[c] is similar
to limitation 1[f] of the *715 patent and recites “providing for transition between the
plurality of views in response to activation of a view selector component configured
to permit a user to select one of the plurality of views.”

C. Petitioners’ Challenges
1. IPR2024-00458 (°715 Patent)

On January 30, 2024, Petitioners filed the Petition challenging claims 1-20 of



the *715 patent over, inter alia, the combination of Proll and Martinez.? *715
Petition, 3. Dr. Henry Houh provided a declaration in support of the Petition. *715
Petition, Ex. 1003.

2. IPR2024-00456 (888 Patent)

On the same day, Petitioners filed the -00456 Petition, challenging claims of
the ’888 patent on five grounds—all of which rely in relevant part on the
combination of primary reference U.S. Patent 5,847,698 (“Reavey”) and secondary
reference Martinez. *888 Petition, 3. Dr. Houh provided a declaration in support of
the 888 Petition as well. 888 Ex. 1003. Notably, Petitioners relied on the same
portions of Martinez in combination with an analogous primary reference (Proll) to

render obvious claim limitation 1[c] in the same way, as shown:

IPR2024-00456 (888 Patent) IPR2024-00457 (’715 Patent)
1[c]: “providing for transition between | 1[f]: “select one of the plurality of
the plurality of views in response to views for display on the computer
activation of a view selector system in response to the detected

component configured to permit a user | current computer system
to select one of the plurality of views” | configuration;”
Petition, 29 (citing Reavey, Fig. 3) Petition, 25 (citing Proll, Fig .1)

2 Petitioner also challenged the same claims over the combination of Proll and Prep-
pernau, but the Panel committed the same legal error leading to the same erroneous
result with respect to that ground (°715 DI, 30-36), so Petitioner addresses only
Ground 1 in this request for the sake of brevity. But the arguments apply equally to

Ground 2. See, e.g., ’715 DI, 25 n.8.
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Petition, 25-26: “Modifying Reavey by
adding Martinez’s teachings would
have been desirable to allow for a more
user-friendly GUI organization when
its display is used in different
configurations.”

Petition, 29: “A POSITA would have
found the combination [of Proll and
Martinez] to predictably improve
usability of Proll’s system to allow for
views that include the reorganization of

windows...designed to be used with a




touchscreen in a mobile environment
.... Such a modification would have
been well within the programming
skills of a POSITA, and would have
been desirable to allow for a user to
optimize the GUI organization
according to preference and utility for
the applicable environment (e.g.,
Proll’s keyboard is blocked when
Proll’s two halves are rotated by more
than 180° relative to each other).”

D. The Board’s Inconsistent Decisions
1. IPR2024-00457 (715 Patent) — “The Denied IPR”

On September 4, 2024, the Panel issued an order denying institution of an IPR
for the *715 patent (“’715 DI”) because the prior art allegedly failed to disclose or
render obvious claim limitation 1[f]. In particular, the Panel found that “the cited art
understood that display orientation could be modified based on a change in
configuration (Proll) and understood that a view could be selected based on a user’s
active choice (the user shaking the device as in Martinez[]), but the cited art did not
recognize selecting a view based on a change of configuration.” *715 DI, 24-25
(citing *715 POPR, 35-37). In reaching this conclusion, the Panel first “address[ed]
the relevant teachings of these two references individually” and found that “neither
reference alone discloses” limitation 1[f]. Id., 21-22. The Panel then noted
Petitioner’s reliance on Dr. Houh to show that “selecting a view based on

configuration nonetheless would have been obvious based on the references’



combined teachings,” and “the combination would have advantages including
improving the usability of Proll’s system and allowing Proll’s device to be used in
mobile environments.” Id., 22-23. Rather than address the substance of these
opinions, however, the Panel indicated (without support) that Petitioner was
invoking “common sense to fill in a missing claim limitation™ that, according to the
Panel, is not “unusually simple.” Id., 23-24 (relying upon Arendi S.A.R.L. v. Apple
Inc., 832 F.3d 1355, 1362 (Fed. Cir. 2016) and DSS Tech. Mgmt., Inc. v. Apple Inc.,
885 F.3d 1367, 1374 (Fed. Cir. 2018)).

Turning to Dr. Houh’s other opinions, the Panel credited much of his
testimony as “supported and persuasive” but dismissed the rest of it as “speculative”
and “not adequately address[ing] the issue at hand.” *715 DI, 24-25. On that basis,
the Panel concluded that Petitioner did not “establish that a [POSITA] would have
reached a system that selects a view in response to detected current computer system
configuration (as opposed to selecting a view based on user input such as shaking).”
Id., 27. Notably, the 715 DI did not address key portions of the Petition or Dr.
Houh’s declaration regarding this specific issue. See *715 Petition, 34-35 (citing
715 Ex. 1003, 99 84-85).

2. IPR2024-00456 (888 Patent) — “The Granted IPR”

On July 31, 2024, the same Panel issued an order granting institution of an

IPR for the *888 patent (“’888 DI”), finding that the proposed combination “teaches



‘providing for transition between the plurality of views in response to selection of
an I/O profile.”” 888 DI, 17. In the POPR, Patent Owner (“PO’’) made substantially
the same argument as in the denied POPR, including that the primary reference
(Reavey) does not teach transitioning between tile and cascade views, and the
secondary reference (Martinez) “teaches transitioning between these views
responsive to a user action (a ‘shake’) and not responsive to the computer
transitioning between configurations with different I/O profiles.” Compare >888 DI,
17 (citing *888 POPR, 50), with 715 POPR, 57, 63. In its institution decision—
unlike in the denied IPR—the Panel rejected PO’s arguments because they “attack
the references individually, rather than the combined teachings that are asserted.”
’888 DI, 17. The Panel agreed with Petitioner that “a skilled artisan ‘would have
been motivated to apply Martinez’s views to be triggered based on Reavey’s
hardware-based trigger,” and “it is not necessary that Martinez teach” what
Petitioners mapped to the primary reference (“transitioning between views based on
selecting an I/O profile”), or that the primary reference teach what Petitioners
mapped to Martinez (“transitioning between cascade and tile views”) because “the

combination of Reavey and Martinez” teaches the claim limitation. Id.>

3 PO has recently disclaimed all Challenged Claims of the *888 patent. See EX-

1040.



IV. ARGUMENT

The Panel considered Petitioner’s references individually and ignored or
improperly discounted Petitioner’s substantive analysis explaining how and why a
POSITA would combine them to achieve the claimed invention. As a result, the
Panel reached a decision inconsistent with its own reasoning in the granted IPR.

A.  The Panel applied too strict a test.

The 715 petition explained in detail how the combination of Proll and
Martinez renders all of the Challenged Claims obvious. *715 Petition, 20-76.
Focusing specifically on claim 1[f], the petition explained that Proll teaches
“changing the orientation of the display in response to the detected computer system
configuration, and Martinez teaches changing to one of a plurality of views (e.g.,
organization of windows) based on detected motion of the computer system.” *715
Petition, 34. And the petition also explained how and why “a POSITA would have
been motivated to apply Martinez’s views to be triggered based on Proll’s switch
indicating rotation of Préll’s two halves by more or less than 180° to predictably
improve usability of Proll’s system to allow for views that include the reorganization
of the icons and windows and to allow Proll’s device to be used in mobile
environments.” >715 Petition, 3435 (incorporating the analysis for claim limitation
1[c]). In support, Dr. Houh offered seven pages of technical analysis with extrinsic

evidence to show that “a POSITA would have been motivated to simply apply

10



[Martinez’s] known technique of rearranging the display in response to sensor data
to improve the usability of Proll” and “would have recognized that doing so would
have allowed Proll’s system to be more effectively used in different mobile
environments, such as switching between cascading and tiled views (Martinez, 6:32-
37) depending on the available precision of a user input from a keyboard at a stable,
permanent work station or touching a screen while riding in a moving car.” °715,
Ex. 1003, q 76; see also id., 196977 (citing Ex. 1021 (“Foley”) at 366, 418, 426-
27), 9984-85.

The Panel wrongly rejected all of this based on (1) the incorrect suggestion

b

that Petitioner was merely relying upon “common sense,” and (2) a misplaced
distinction between selecting a view based on manual user input (as described in
Martinez) versus device configuration (as described in Proll). See *715 DI, 23-27.
First, nowhere did Petitioner or its expert invoke or even suggest that “common
sense” was needed to fill a “gap” in the prior-art disclosures or the obviousness
analysis. On the contrary, the petition and Dr. Houh’s declaration provided ample
support for the proposed combination, particularly how it meets claim limitation
1[f], leaving no “gap” that would necessitate reliance on common sense. 715 DI,
25-26. The Arendi and DSS Tech. cases on which the Panel relied to support its

denial (see *715 DI, 23—-24) are therefore wholly inapposite.

Second, the Panel appears to have misunderstood Petitioner’s proposed

11



combination, which was to organize windows and icons (as Martinez taught)
automatically following a change in orientation (as Proll taught). Petitioner
explained that claim limitation 1[f] would have been obvious because Proll taught
automatically changing view orientations responsive to laptop folding, and Martinez
taught changing window and icon arrangements responsive to shaking or tilting the
laptop, an action that a POSITA would understand to be similar to other physical
changes to the laptop (e.g., in its orientation). *715 Petition, 27-30. The Panel did
not substantively address much of this in its decision.

Nor did the Panel address much of Dr. Houh’s analysis, yet the Panel still
rejected his ultimate opinion despite agreeing with the underlying predicates to that
opinion. The Panel agreed with Dr. Houh that a POSITA: (1) “would have
understood that ‘arranging the display to correspond to a new hardware
configuration would ensure that the arrangement is best suited to the user’s needs’”;
(2) “would have understood that organizing content to account for the manner in
which a user interacts with the computer would increase the computer’s usefulness
to the user”; (3) would have had the skill “to program Proll’s switch to rearrange
windows as Martinez teaches”; and (4) “would have been motivated to modify Proll
by adding ‘Martinez’s tile and cascading arrangements of windows’ and allowing

selecting between tiling and cascading ‘based on detecting a shake as Martinez

teaches’ while also ‘using Proll’s switch to orient the displayed content to ensure it

12



is right-side up as Proll teaches.”” *715 DI, 25-27. Every one of these opinions that
the Panel found to be “supported and persuasive” favored combining the references
as Petitioner proposed to support obviousness. Indeed, as the Federal Circuit recently
made clear in Intel Corp. v. PACT, “[t]he motivation-to-combine analysis is a
flexible one,” and “[i]t’s enough for [Petitioner] to show that there was a known
problem...in the art, that [a proposed reference] helped address that issue, and that
combining the teachings of [the references] wasn’t beyond the skill of an ordinary
artisan. Nothing more is required ....” 61 F.4th at 1379, 1381. The Panel’s
agreement with Dr. Houh’s opinions above confirms that Petitioner met this test for
the primary (Proll) and secondary (Martinez) references, or at the very least
presented sufficient evidence for institution.

Nevertheless, the Panel effectively reversed its own decision from the granted
IPR. In that IPR, the PO made the same substantive arguments that it presented here,
and while the Panel rejected them in the granted IPR, it accepted them in the denied
IPR. For example, PO argued that the primary reference (Reavey) “does not teach
transitioning between tile and cascade views,” and the secondary reference
(Martinez) only “teaches transitioning between these views responsive to a user
action (a ‘shake’) and not....to the computer transitioning between configurations.”
’888 DI, 17 (citing 888 POPR, 50). PO substantively argued the same thing here,

asserting there is “no reason to select a view in response to the device’s

13



configuration, rather than in response to a user shake as taught by Martinez.” *715
POPR, 47.

But unlike here, the Panel’s decision in the granted IPR “disagree[d] with
[PO’s] arguments because they attack the references individually, rather than the
combined teachings that are asserted in the Petition.” 888 DI, 17 (citing In re
Keller, 642 F.2d 413, 425 (CCPA 1981)) (emphasis added).* And the Panel
explained that “it is not necessary that Martinez teach transitioning between views
based on selecting an I/O profile, or that Reavey teach transitioning between cascade
and tile views...we agree with Petitioner[s] that the combination of Reavey and
Martinez teaches ‘providing for transition between the plurality of views in response
to selection of an I/O profile,” as claim [1[c]] requires.” Id., 17. That same reasoning
should apply here, particularly since Petitioners relied on the same portions of the
same secondary reference (Martinez) in combination with an analogous primary
reference (Proll) to render obvious the same limitation in the same way, as discussed
above. Yet the Panel offered no explanation for instituting one IPR and denying the
other. Such inconsistent treatment of the same facts merits the Director’s attention.

B.  The Director has corrected the Board on similar issues previously.

The Panel’s errors here are similar to those for which the Director has granted

* Emphasis added throughout unless otherwise noted.
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review in previous cases. In Hesai Tech. Co. v. Quster, Inc., for example, the
Director rejected the Board’s incomplete analysis of an obviousness combination
where—as here—the Board misapplied Federal Circuit precedent, relied upon a
narrow portion of the prior art teaching, and improperly discounted supporting
expert evidence as “conclusory” instead of addressing its merits. IPR2023-01458,
Paper 14, 2, 6-8 (July 25, 2024) (citing and distinguishing LG Elecs. Inc. v.
ImmerVision, Inc., 39 F.4th 1364 (Fed. Cir. 2022); In re Yale, 434 F.2d, 666 (CCPA
1970)). And in Prime Time Toys LLC v. Spin Master, Inc., the Director rejected a
panel’s improperly narrow view of the prior art and corrected the panel’s application
of an unduly rigid standard for obviousness. [PR2023-01339, -01348, -01461, Paper
12, 12 (July 9, 2024). As described above, the Panel here made the same errors.

The Director vacated and remanded Hesai Tech. and Prime Time Toys and
should do the same here in the interest of upholding fair treatment and application
of consistent, clear standards. It is important to maintain a well-defined approach to
obviousness that is applied consistently to all petitions as failure to do so would
produce unfair and conflicting outcomes, contrary to Congress’s mandate to the
PTAB. See Cuozzo Speed Techs., LLC v. Lee, 579 U.S. 261, 280 (2016).

V. CONCLUSION

For the foregoing reasons, Petitioner respectfully requests that the Director

reverse the Board’s Decision and remand with instructions to grant institution.
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