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I. INTRODUCTION

Pursuant to 37 C.F.R. § 42.71(d), and the Revised Interim Director Review
Process (“RIDRP”), Petitioner requests the Director to review the Decision Denying
Institution (Paper No. 14). This request is directed to a single, legal issue.
Petitioner’s request is particularly worthy of Director review because, as part of the
obviousness inquiry, the Panel improperly required reasonings for the proposed
modification that are contrary to established precedent.

First, the Panel improperly required Petitioner to provide a “clear
explanation” of the “improve[ments] or benefit[s]” achieved by the proposed
modification. Paper No. 14 at 27. This requirement directly contradicts precedent
on this exact point. See Intel Corp. v. PACT XPP Schweiz AG, 61 F.4th 1373, 1381
(Fed. Cir. 2023) (holding that a combination need only be a “suitable option”—
improvement in a “categorical sense” is not required). Indeed, the Federal Circuit
recently instructed the Board that “categorically requiring a motivation to achieve a
specific benefit” is impermissible. See Cisco Sys., Inc. v. K.Mizra LLC, Case No.
2022-2290, 2024 U.S. App. LEXIS 20720, at *10-11 (Fed. Cir. Aug. 16, 2024)
(holding the appropriate test is whether an IPR petitioner “showed a motivation to

combine [prior art references] independent of whether a skilled artisan would
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recognize any benefit in making the proposed combination™).!

Second, the Panel penalized Petitioner for failing to provide “a single known
shortcoming” that is overcome by the proposed modification. Paper No. 14 at 27.
This too directly contradicts precedent. See Unwired Planet, L.L.C. v. Google Inc.,
841 F.3d 995, 1002-03 (Fed. Cir. 2016) (holding that a challenger to a patent is not
required to prove there was a known problem with the prior art in a proposed
modification).

Although the Panel applied an incorrect and troubling legal standard in this
proceeding, a different panel recently came to a different conclusion in a related,
remarkably similar proceeding that was instituted. See Comcast Cable Commc 'ns,
LLCv. Entropic Commc’ns, LLC,IPR2024-00431, Paper 8 (P.T.A.B. Sept. 6, 2024).
Petitioner submits that the Panel would have reached a different institution decision
in the present IPR proceeding had it applied the correct standard for the obviousness
inquiry. When viewed in the correct legal framework, the Petition should have been
instituted.

II. STANDARD FOR REVIEW

The Director “may review final PTAB decisions and . . . issue decisions . . .

on behalf of the Board.” United States v. Arthrex, Inc., 594 U.S. 1, 4 (2021).

! All emphasis added unless otherwise noted.
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Requests for Director Review must be filed within thirty days of the entry of a
Decision on Institution. RIDRP, Section 3.B; 37 C.F.R. 42.71(d). Under the
RIDRP, Section 2.B, “a party may [] seek Director Review of the Board’s (1)
decision whether to institute a trial,” and such review may be of “decisions
presenting (a) an abuse of discretion or (b) important issues of law or policy.”

An “abuse of discretion occurs where the decision is based on an erroneous
interpretation of the law, . .. or represents an unreasonable judgment in weighing
relevant factors.” Gose v. U.S. Postal Serv., 451 F.3d 831, 836 (Fed. Cir. 2006).

Pursuant to the RIDRP, Section 3.E, “[t]he Director will not consider new
evidence or new arguments not part of the official record.” All arguments below

were previously advanced in the Petition.

III. ANALYSIS

A.  The Panel’s Failure to Follow Precedent Presents Important
Issues of Law and Policy Concerning Consistent Application
of the Obviousness Inquiry

The obviousness inquiry merely requires that “there must exist a motivation
to combine various prior art references in order for a skilled artisan to make the
claimed invention.” Virtek Vision Int’l ULC v. Assembly Guidance Sys., Inc., 97
F.4th 882, 887 (Fed. Cir. 2024); see also Belden Inc. v. Berk-Tek LLC, 805 F.3d
1064, 1073 (Fed. Cir. 2015). One way to make that determination is to ask “whether

[a skilled artisan], facing the wide range of needs created by developments in the
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field of endeavor, would have seen a benefit to upgrading [the prior art].” KSR Int’l
Co. v. Teleflex Inc., 550 U.S. 398, 424 (2007). However, a patent challenger “is not
rigidly required to show an improvement or benefit in combining prior art references
in a ‘categorical sense’ in order to show a motivation to combine.” Cisco Sys., Inc.,
2024 U.S. App. LEXIS 20720, at *10-11; see also Unwired Planet, 841 F.3d at 1003
(“For [a] technique’s use to be obvious, the skilled artisan need only be able to
recognize, based on her background knowledge, its potential to improve the device
and be able to apply the technique.”). Additionally, there is no requirement “to show
that there was a known problem with the prior art system in order to articulate the
required rational underpinning for the proposed combination.” /d.

Despite that legal backdrop, the Panel found that:

Although there is sufficient evidence that Grube’s common bit-loading

scheme improves upon and benefits infrastructures utilizing telephone

lines, Petitioner provides no basis, or minimal at best, to bridge those

advantages obtained in the context of Grube’s system to Carhart’s
BCN.

Left unfulfilledis any clear explanation for why or how Grube’s bit-
loading scheme would have actually improved or benefited Carhart’s
system, which Petitioner admits already teaches a network with a
centralized computer that uses existing coaxial cables to communicate
with remote stations (Pet. 10). For example, Petitioner does not
identify a single known shortcoming with Carhart’s one-to-many
and/or many-to-one communication system infrastructure that a
skilled artisan would recognize may be overcome with Grube’s bit-
loading scheme.

Paper No. 14 at 26-27. The Panel’s requirement that Petitioner (1) identify benefits
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that would be achieved by the proposed modification and (2) identify a problem in
the prior art directly contradicts longstanding case law that prohibits tribunals from
“cross[ing] into forbidden territory when it applies a general princip[le] as a rigid
rule.” Cisco Sys., Inc., 2024 U.S. App. LEXIS 20720, at *9.

The Panel’s decision thus breaks with an established application of the
obviousness inquiry and should be reversed to maintain a consistent application of
patent law as instructed by the Supreme Court and the Federal Circuit. Indeed, in
its canonical KSR decision, the Supreme Court rejected a “rigid” application of the
“teaching, suggestion, or motivation” (“TSM”) test in lieu of an “expansive and
flexible” approach to obviousness. 550 U.S. at 415. The Panel’s decision reverts
back to a rigid application of the TSM test, which the Supreme Court held is wrong.

B. The Panel Abused Its Discretion by Finding No Motivation
to Modify Carhart as Proposed by Petitioner

The Panel concluded that “Petitioner’s suggestion that a skilled artisan would
have viewed Grube’s common bit-loading scheme ... as providing transmission
reliability between Carhart’s central computer and remote units and by optimizing
communication-channel bandwidth ... is unsubstantiated” simply because
“Petitioner provides no basis, or minimal at best, to bridge those advantages obtained
in the context of Grube’s system to Carhart’s BCN [broadband cable network].”

Paper No. 14 at 25-26. Notwithstanding the incorrect application of precedent as
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discussed above (see supra § 111(A)), Petitioner did in fact bridge the advantages
obtained in the context of Grube’s system to Carhart’s BCN. Paper 2 at 16-26.

For example, Petitioner submitted evidence that Grube’s DMT modulation
scheme addresses the needs of Carhart’s BCN—Iike supporting high bandwidth—
by providing transmission reliability between Carhart’s central computer and remote
units and by optimizing communication-channel bandwidth. DISH-1010 (U.S. Pat.
No. 5,495,483 (“Grube”)) at 4:21-26; 57:29-38; DISH-1004 (Williams Decl.), 995.
Petitioner further submitted that a person of ordinary skill in the art (“POSITA”)
would have understood that Grube’s use of (a) DMT modulation, (b) channel
characterization to determine a common bit-loading table, and (c) bandwidth
allocation would have ensured reliable and efficient communication between
Carhart’s central computer and remote units. DISH-1009 (U.S. Patent No.
6,622,304 (“Carhart”)) at 8:13-55; DISH-1004, 996.

Instead of addressing Petitioner’s proposed combination of adding Grube’s
DMT modulation scheme to Carhart’s BCN, the Panel misconstrues Petitioner’s
position as “configur[ing] Carhart’s node to have the functionality Grube describes
for its primary site.” Paper No. 14 at 28. The Panel states, “Petitioner simply
concludes that a skilled artisan would have found it obvious to have Carhart’s nodes
act as Grube’s primary site without any evidence that such a correlation was known

by skilled artisans.” Id. In the petition, however, the Petition does not propose any
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physical substitution of Grube’s network-specific primary and secondary sites, into
Carhart or vice-versa. Rather, the petition is clear that the asserted combination
proposes adding Grube’s DMT modulation scheme to the devices already existing
in Carhart’s BCN. Paper No. 2 at 16-26.

C. The Panel’s Decision on Institution Here Is Inconsistent with
Another Decision on Institution

Not only does the Decision on Institution misapply precedent on the
obviousness inquiry, but it is also inconsistent with another Decision on Institution
relating to a petition for infer partes review of U.S. Patent No. 7,295,518 (“the *518
Patent”). See [IPR2024-00431, Paper 8. The ’518 Patent and the *759 Patent are
both asserted by Patent Owner in the same parallel district court litigation.

A different panel instituted inter partes review of the 518 Patent based on a
combination of U.S. Pat. App. Pub. No. 2006/0218593 (“Afshary”) and EP Pat. No.
1087586 (“Mirfakhraei”). Id. Afshary disclosed a coaxial cable network. Id. at 13
(citing Afshary, q[0008]). Mirfakhraei disclosed bit-loading in the context of a
telephone line network. [Id. at 15-16 (citing Mirfakhraei, §[0005]); see also
Mirfakhraei, §[0015]. The panel found that there was sufficient motivation to
combine Afshary and Mirfakhraei, even though Afshary was directed to coaxial
cable networks and Mirfakhraei was directed to telephone lines. [PR2024-00431,

Paper 8 at 22-26 (citing Intel Corp. v. Qualcomm Inc., 21 F.4th 784, 797 (Fed. Cir.
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2021) (finding a “motivation to combine ‘is not inherently suspect merely because
it’s generic in the sense of having broad applicability or appeal’”)). Despite Patent
Owner’s attempts to refute the petitioner’s motivation-to-combine arguments in that
proceeding, the petitioner prevailed on the basis that a POSITA would have
combined known elements (Afshary’s coaxial cable network and Mirfakhraei’s
modulator/demodulator) according to known methods (by incorporating
Mirfakhraei’s functionalities into Afshary’s network) and that such a combination
would simply apply a known technique (Mirfakhraei’s bit-loading protocol) to a
known device (Afshary’s coaxial cable network). Id. at 18.

In the instant proceeding, Petitioner made the same arguments in its petition
for inter partes review. Petitioner provided extensive arguments regarding why a
POSITA would have applied the bit-loading techniques disclosed in Grube (which
was, like Mirfakhraei, directed to telephone lines) into Carhart’s coaxial cable
network (like Afshary). Paper No. 2 at 16-26. In contrast to the other panel’s
decision instituting the ’518 Patent proceeding, the Panel here found the same
argument unpersuasive and denied institution on that basis.

This inconsistency raises an important policy concern—petitioners and patent
owners alike rely on decisions from the Board when presenting inter partes review
arguments, and inconsistent outcomes are a source of confusion for all practitioners.

The very arguments at issue here will be raised over and over in various petitions for
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inter partes review, and repetitively expending judicial resources on the same
dispute is inefficient. It is thus critical that this inconsistency between the two
Decisions on Institution be rectified, and Petitioner respectfully requests reversal of

the Panel’s Decision on Institution.

IV. CONCLUSION

The Panel has misapplied the obviousness inquiry, resulting in a decision that
improperly denied institution and that questions longstanding case precedent on the
subject. The Director should intervene and reverse the Panel to maintain consistency
in the law for future panels to apply. Petitioner respectfully requests the Director to

institute inter partes review of the *759 Patent.

Respectfully submitted,

Dated: September 25, 2024 /Adam R. Shartzer/
Adam R. Shartzer, Reg. No. 57,264
Fish & Richardson P.C.
60 South Sixth Street, Suite 3200
Minneapolis, MN 55402
T:202-783-5070
F: 877-769-7945

Attorneys for Petitioner
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