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I. INTRODUCTION

Patent Owner Immersion Corporation (“Immersion”) respectfully requests
that the Board deny institution of this Petition for infer partes review as it fails to
demonstrate a reasonable likelihood that Valve Corporation (“Petitioner”) will
succeed in carrying its burden to show that the challenged claims of Immersion’s
U.S. Patent No. 7,336,260 (EX1001 or the “’260 Patent”) are unpatentable.

The Petition asserts 3 Grounds. Ground 1 alleges that Claims 1-7 of the *260
Patent are anticipated by and/or obvious over Komata. Ground 2 alleges that Claims
1-7 of the *260 Patent are anticipated by and/or obvious over Tsuji. Ground 3 alleges
that Claims 1-7 of the 260 Patent are anticipated by and/or obvious over Rosenberg.
The Rosenberg reference is a patent application by inventor Louis Rosenberg who
is the founder of Immersion.

As detailed in this Preliminary Response, the Petition suffers from two critical
deficiencies, namely that (1) Komata and Tsuji do not disclose the ordered steps of
detecting a first, second, and third pressure applied to an input device in
progressively increasing sequence as recited in Claim 1; and (2) that Rosenberg does
not disclose providing tactile sensations based on the detected pressure levels. The
Petition only alleges that these particular limitations are disclosed in the asserted

prior art, but does not allege that they are obvious over the art.
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The inventors of the 260 Patent recognized that in prior art electronic devices,
confirmation of user input was rather limited to visual or audible confirmation,
which is not practical for users in a distracting environment, such as while they are
driving. EX1001 at 1:19-30. Although certain simple mechanical feedback such as
switch closure feedback existed in prior art devices, the physical feedback was
identical for different buttons or keys. /d. at 1:30-49. Moreover, for buttons in which
a single button serves multiple functions, the mechanical feedback remained the
same regardless of the different functionality or button-press pressure applied. /d.
Such rudimentary feedback was not suitable for multi-function softkeys such as
those graphically generated on touchpads. For example, the alphanumeric softkey
for the number “9” can be pressed with progressively increasing pressure to activate
a different input in a sequence of letters, from W, X, Y, to Z (each letter associated
with a different pressure level in increasing order). A user, however, may not be able
to consistently and reliably apply pressure at some specific level on the softkey to
achieve a particular input letter, where distinct levels of pressure applied can yield
distinct results. /d. at 1:60-2:12. In this case, it was very difficult to navigate multi-
function softkeys without visual confirmation.

The ’260 Patent sought to overcome these challenges by providing distinct
tactile sensations as confirmatory feedback for each disparate input functionality that

was activated via varying levels of button presses that were detected in a progressive
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order. EX1001 at 1:19-2:5, 2:16-37, 8:62-9:11, 9:19-10:25. More specifically, the
patent employs a method of detecting successive pressure levels that are applied in
increasing sequence to a soft key that supports multiple input functions, and with
each pressure level detection, providing a corresponding distinct tactile sensation
feedback to signify a distinct input function that is activated. /d. at 8:62-9:14.

In contrast, the asserted prior art references, Komata in Ground 1 and Tsuji in
Ground 2, were not directed to input devices with multiple input functionality
supported by a single button or softkey. Indeed, the Petition has failed to demonstrate
that Komata and Tsuji disclose the detection of three progressively increasing
pressure levels applied to the input button in the successive order that is recited in
Claim 1 of the 260 Patent. As detailed further below, Komata and Tsuji merely
disclose tables that lay out a correlation between the pressure level applied and the
feedback provided for that particular pressure level.

Neither reference discloses detecting distinct pressure levels applied in
progressively increasing sequence as a user presses on a multi-function button to
move through different functions. The extent of Komata and Tsuji’s disclosure is
that if a certain pressure level is detected, then a certain feedback is provided. They
do not, however, disclose the ordered steps of: detecting a first applied pressure (and
providing an associated tactile sensation), and then detecting a second applied

pressure (and providing an associated tactile sensation), and then detecting a third
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applied pressure (and providing an associated tactile sensation), all three pressures
of which were applied and detected in progressively increasing sequence.

Furthermore, the Rosenberg reference asserted in Ground 3 does not disclose
providing tactile sensations that correspond to the detection of a first, second, and
third pressure applied to the mouse input device. Rosenberg only discloses a mouse
button that mimics a spring-loaded button effect. Rosenberg provides a blunt push-
back or resistive effect that a user feels when pressing down progressively harder on
the mouse button. As explained in detail below, however, this type of force feedback,
i.e., contact force, is not a vibrotactile sensation, e.g., textures, jolts, etc., that is
required by the Claims of the 260 Patent. Accordingly, institution of inter partes
review of Claims 1-7 of the 260 Patent should be denied.

II. IMMERSION CORPORATION—A PIONEER IN HAPTICS
TECHNOLOGY

Immersion Corporation is a publicly traded company, and since its founding
30 years ago, has been the global leader in developing haptic technology as well as
licensing software solutions and intellectual property for enabling haptic interfaces
in a broad array of product markets including wearable devices, mobile ads and
video, mobile devices, medical applications, automotive interfaces, gaming and
virtual reality. Over 3 billion devices are licensed to use Immersion’s haptic

feedback software and intellectual property.
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Started in 1993 by Louis Rosenberg, a pioneer in sensing interfaces and
feedback technology, Immersion developed and commercialized haptic innovations
beginning with its force feedback technology, allowing devices to provide tactile
sensations and resistance to user interactions, such as force feedback in input devices
like joysticks. Immersion was one of the first companies to release haptic joysticks,
computer mice and steering wheels for video games. This technology has been
widely used in gaming controllers, medical simulators, and other applications to
enhance realism and user engagement.

Throughout the mid- to late-1990s, Immersion continued to develop its haptic
technologies, eventually developing VR interfaces for specific medical procedures.
Using Immersion’s technology to provide realistic feedback, these systems are used
in medical schools around the world to train physicians in surgical procedures in a
realistic and safe virtual environment. Immersion also partners with manufacturers
and systems integrators of actuator hardware. Through these partnerships,
Immersion provides designs and guidance for the development of actuators that are
required to implement advanced haptic features.

Immersion, over its 30-year history, has developed and licensed haptic
products and IP across diverse applications, including gaming systems, medical
devices, automobiles, touchscreens, and mobile devices. Recently, a primary focus

has been developing and implementing advanced haptic effects, including effects
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optimized for use in virtual and augmented reality (“AR/VR”) systems. Immersion
also has a long history of developing advanced software. For example, Immersion’s
TouchSense® 3000 software includes a driver package designed to operate an
actuator, a haptic API that programmers can use to create, launch, and modulate
haptic effects, a library containing more than 100 pre-defined effects, and user
interface support. Video game industry leaders, including Nintendo, have recognized
the value of Immersion’s technology and partnered with Immersion.!

Immersion’s industry-defining technology is used in over three billion devices
worldwide, including tablets, smartphones, wearables, gaming controllers, and
automotive interfaces. The Institute of Electrical and Electronics Engineers
(“IEEE”) has recognized Immersion in its annual IEEE Spectrum Patent Power
scorecards, which evaluate the technology world’s most valuable patent portfolios
by quantitative benchmarks. Immersion’s established and growing leadership in
haptic technology is reflected by its consistent ranking in the top 20 in its industry
segment.

Immersion’s technological advances in the haptics space have generated over

3,500 issued patents world-wide. Immersion’s patents have been proven novel

'https://ir.immersion.com/news-releases/news-release-details/immersion-and-

nintendo-enter-agreement-bring-immersions
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through multiple challenges over the years. Exclusive of those brought by Petitioner
Valve, Immersion’s patents have been challenged in 43 IPRs? of which only 2 cases?

have resulted in determinations of unpatentability.

III. THE CHALLENGED PATENT—U.S. PATENT NO. 7,336,260
A. Overview

The ’260 Patent is directed to an apparatus that provides tactile sensations to
an input device, such as a touchscreen, in response to detecting different successive
levels of pressure a user applies to the input device. EX1001, Abstract; id at 5:39-
58. Each of the successively increasing pressure levels may be associated with a
distinct input signal. /d. at 6:10-11. Each of the distinct input signals may cause the
generation of corresponding tactile sensations on the device. /d. at 8:1-23. The input
signals can be generated as the user applies successively increasing amounts of
pressure on the input device. The 260 Patent states in pertinent part that with each

progressively increasing pressure level that is applied to the button and detected in

210 of these IPRs were denied institution, 14 of them were terminated prior to an
institution decision in light of settlements, while 19 of them were instituted with 17
of those terminated prior to a final written decision in light of settlements.

3 Apple Inc. v. Immersion Corp., IPR2016-01372, Paper 35 (Jan. 10,2018) and Apple

Inc. v. Immersion Corp., IPR2016-01381, Paper 36 (Jan. 10, 2018).
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such successive order in which pressure was applied, a corresponding control signal
for tactile feedback is generated for each detected pressure level:

When the button 101 is in its first state, then the button 101 does not
transmit an input signal. When pressure is applied to the button 101 by
the user that exceeds the first magnitude, the button 101 transmits a first
signal to the controller 9. When greater pressure is applied to the button
101 that exceeds the second magnitude of pressure, the button 101
transmits a second signal to the controller. When still greater pressure
is applied to the button 101 that exceeds a third magnitude of pressure,
the button 101 transmits a third signal to the controller. When even
greater pressure is applied to the button 101 that exceeds the fourth
magnitude of pressure, the button transmits a fourth signal to the
controller.

Id. at 6:11-25, 5:48-6:9; see also id at 4:58-62 (“[iJn addition to being in
communication with the input device 2, the controller 9 is in communication with
the actuator 6 to produce a tactile sensation in the actuator 6 corresponding to the
input or input signal received by the controller 9 from the input device 2) (emphasis
added).

The ’260 Patent addresses, among others, a problem with prior art devices in
which users cannot always rely on visual feedback when using electronic devices
(e.g., when they need to be watching the road while driving, in a distracting

environment, or the user interface screen is not visible). The human hand cannot
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reliably or consistently sense the degree of pressure it is applying to an input device
such as a touchpad or touchscreen or how the pressure is increasing or decreasing
during an interaction. Thus, a user may not be able to consistently and reliably apply
pressure at some specific level on the input device to achieve a particular result in
systems where distinct levels of pressure being applied yield distinct results. EX2002
(“Rosenberg Decl.”) at ] 53-54; EX1001 at 1:60-2:12.

Accordingly, providing tactile feedback as the pressure applied by the user
successively varies or increases offers an advantageous feature for communicating
information between a pressure-sensitive electronic apparatus and the user in order
to enhance efficiency and reduce user input errors. For example, the apparatus can
also provide confirmation that the user has or has not pressed hard enough on a
graphical object to trigger a desired event or has released pressure such that it is no
longer active. See, e.g., id. at 9:11-18 (“a key 101 is movable from a first level (rest)
23 to a second level 25 upon the application of a sufficient amount of pressure to the
input device”).

The ’260 Patent provides an example of an input device such as a touchscreen
with softkeys 36b-j, where a single key can provide multiple functions. In other
words, each of these softkeys can represent multiple inputs as illustrated in Figure

5, which is reproduced below. Id. at 12:9-11.
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The patent explains that a user can press on softkey 361 with increasing pressure to
input the letters W, X, Y or Z. Id. at 12:50-53. A controller can detect a distinct
amount of pressure applied by the user. /d. at 12:11-19. When a first level of pressure
is applied to move a softkey from a first position (such as a rest position) to a second
position, a first tactile sensation is produced. /d. at 12:33-45. Increasing the applied
pressure to move the softkey to a third position will cause the generation of a second
tactile sensation. /d. at 12:45-50. The softkey 361 has positions associated with four
distinct applied pressures in increasing order that correspond to inputs for the letters
W, X, Y or Z, respectively. Id. at 12:50-55. The user can continuously push on the

10
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softkey to obtain the desired letter input. /d. Providing distinct tactile sensations for
each of the letters as the user pushes through the different pressure levels allows the
user to identify the selected input. /d. at 12:56-66. This is also illustrated in Figure 4
of the patent reproduced below in which increasing pressure levels are applied by a

user’s finger in the progressive sequence from level 23 through level 28:

/

////// /
U

FIG.4

The ’260 Patent states in pertinent part that as the user presses on the button with
increasing pressure, “the keys pass sequentially” through a second position 25, third
position 26, fourth position 27, and fifth position 28, and which each pressure level
1s detected in that order:

As illustrated, the keys 10 are initially in a rest position 23. A biasing

member arrangement (not shown) as is available and understood in the

11
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art is used to hold the keys in the rest position 23. An object 24, for
example the user's finger or a stylus, is used to select one or more of
the keys 10 by applying pressure in the direction of arrow A. This
pressure causes the selected key to progress through a plurality of
positions. As illustrated, after leaving the rest position 23, the keys
pass sequentially through a second position 25, a third position, 26,
a fourth position 27, and a fifth position, 28 as greater and greater

pressure is applied to the button 10.

Id. at 8:62-9:5 (emphasis added); see also id at 9:11-18 (“a key 10 i i1s moveable
from a first level (rest) 23 to a second level 25 upon the application of a
sufficient amount of pressure to the input device.”) (emphasis added).

As shown below with independent Claim 1 and dependent Claim 2, the
patented invention detects pressure levels and provides corresponding tactile
sensations in a very specific order. The claim encompasses the detection of three
applications of pressure to a touch surface of an input device that successively
increase and provides vibrotactile sensations corresponding to each of the successive
pressures applied and detected by the device. /d. at 9:11-18.

Also as further discussed below in the prosecution history of the *260 Patent,
the Patent Examiner highlighted the novelty of the invention in which three pressures
of progressively increasing levels are detected in sequence and providing tactile

sensations corresponding to each pressure level in that progressive order. Thus, the

12
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Patent Examiner rejected prior art that merely disclosed providing two tactile
sensations at different pressure levels. Thus, the intrinsic record confirms that the
’260 Patent claims require at least a first, second, and third tactile sensation provided
to the user as the user applies multiple different pressure levels in a progressive

sequence as recited in independent Claim 1 and dependent Claim 2.

B. Claims of the ’260 Patent

Petitioner challenges Claims 1-7 of the 260 Patent, including one
independent claim which is recited below:

1[pre]. A computer-readable medium having instructions, the instructions
including instructions that cause a processor to:

[1a]  detect a first pressure on a first input device;

[1b]  provide a first tactile sensation to the first input device, the first tactile
sensation based at least in part on the first pressure;

[1c]  detect a second pressure on the first input device, the second pressure
greater than the first pressure; and

[1d] provide a second tactile sensation to the first input device, the second
tactile sensation based at least in part on the second pressure;

[le]  detect a third pressure on the first input device, the third pressure
greater than the second pressure; and

[1f] provide a third tactile sensation to the first input device.

Further, in accordance with the invention’s detection of increasing pressure

levels in a progressive sequence and providing corresponding tactile sensations,

13
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dependent Claim 2 recites additional steps that continue that sequence. As shown
below, after a third pressure level (greater than the second pressure) is detected in
independent Claim 1, a fourth pressure level (greater than the third pressure) is then
finally detected, after which a fourth tactile sensation is provided.

2[pre]. The computer-readable medium of claim 1 further comprising stored
instructions, the stored instructions including instructions that cause
the processor to:

[2a]  detect a fourth pressure on the first input device, the fourth pressure
greater than the third pressure; and

[2b]  provide a fourth tactile sensation to the first input device.

C. Prosecution History of the 260 Patent

The °260 Patent’s application was filed on November 1, 2002. EX1012 at 1.
The original claims recited, among other limitations, “detecting a first pressure on a

99 <6

first input device,” “providing a first tactile sensation to the first input device,”
“detecting a second pressure on the first input device, the second pressure greater
than the first pressure,” and “providing a second tactile sensation to the first input
device.” Id. at 41.

On December 19, 2002, Patent Owner filed a preliminary amendment. See,

e.g., id. at 92-94. For example, the preamble was amended from a “readable medium

having instructions, the instructions including instructions that cause a processor to

14
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perform the steps of” to a “computer-readable medium having instructions, the
instructions including instructions that cause a processor to.” Id. at 94.

On May 18, 2006, the Examiner issued a Non-Final Office Action that
included a rejection of the claims under 35 U.S.C. § 102 as anticipated by the
Yasutake reference (US 6,597,347) and under 35 U.S.C. § 103 as obvious over
Yasutake. Id. at 186-189. The Examiner also rejected dependent claims covering
how distinct pressures are calculated as obvious over Yasutake in view of the
Rambaldi reference (US 6,292,173). Id. at 188-189. The Examiner, however, found
that dependent Claim 2 covering the detection of a third successive pressure applied
in sequence that was greater than the second pressure and providing a third tactile
sensation would be allowable over the prior art if rewritten in independent form
including all of the limitations of the base claim. /d. at 189.

On August 18, 2006, Applicant provided a response to the Office action
including the following claim amendment shown here with underlining: “provide a

first tactile sensation to the first input device, the first tactile sensation based at least

in part on the first pressure” and “provide a second tactile sensation to the first input

device, the second tactile sensation based at least in part on the second pressure.” Id.

at 206. However, no agreement on the allowability was reached and the Examiner

issued a Final Office Action on November 15, 2006. Id. at 221-228.
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On February 12, 2007, Applicant provided a response to the Final Office
Action with additional claim amendments rewriting dependent Claim 2 into

independent form including the limitations of the base claim. /d. at 234-238.

AMENDMENTS TO THE CLAIMS

1. {Cancelled)

Arac Ve = on " 2 a8d 2!
- Cl = = ] s

proeessorcause-the-processoerto-A computer-readable medium having instructions, the

instructions including instructions that cause a processor to:

detect a first pressure on a first input device:

provide a first tactile sensation to the first input device, the first tactile sensation based at

least in part on the first pressure;

detect a second pressure on the first input device, the second pressure greater than the

first pressure; and

provide a second tactile sensation to the first input device, the second tactile sensation

based at least in part on the second pressure;

detect a third pressure on the first input device, the third pressure greater than the second
pressure; and

provide a third tactile sensation to the first input device.

Id. at 235.
On March 8, 2007, the Examiner issued a Notice of Allowance for all claims
in the application. /d. at 254-258. In allowing the claims, the Examiner provided the

following reasons for allowance:
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Allowable Subject Matter
1. Claims 2, 3, 5-9, 14, and 15 are allowed.

The following is an examiner’s statement of reasons for allowance: Claims 2, 3, 5-9, 14, and 15
are allowable since certain key features of the claimed invention are not taught or fairly
suggested by the prior art. In claim 2, “detect a third pressure on the first input device, the third
pressure greater than the second pressure”. The closest prior art Yasutake (6,597,347) teaches of
detecting first pressure and second pressure, and of providing first and second tactile sensations
however singularly or in combination fails to anticipate or render the above underlined
limitations obvious.

Id. at 258.

D. Prior IPRs

Apple previously filed two IPRs challenging the 260 Patent. The first
petition, IPR2016-01884, challenged Claims 1-2 by asserting the Komata and Tsuji
references that are also asserted in this Petition. Apple Inc. v. Immersion Corp.,
[PR2016-01884, Paper 2 (July 6, 2016). Patent Owner provided a preliminary
response contending that the claimed steps of detecting the various pressure levels,
required performance during a single touch “interaction”—without citing a specific
basis in the claim terms for importing an “interaction” limitation. EX1011 at 10-14.
Accordingly, Patent Owner argued that Komata and Tsuji did not disclose Claims 1-
2 because those references did not teach providing different tactile sensations as a
user applies varying pressure levels during the same touch “interaction,” as opposed

to different pressure levels applied in separate touch “interactions.” /d.

17



Patent Owner’s Preliminary Response
[PR2024-00477 (U.S. Patent No. 7,336,260)

In response, Apple highlighted that the word “interaction” did not appear in
the claims. In its sur-reply, Patent Owner argued that Petitioner exalted form over
substance. In its institution decision*, the Board agreed with Apple that the claims
did not expressly require the limitation, during a single touch “interaction.” EX1010
at 21-24. The Board further stated that “[c]Joncentrating on the claim language is not
a mere matter of form” and that “a claim construction analysis must begin and
remain centered on the claim language itself.” Id (citing Innova/Pure Water, Inc. v.
Safari Water Filtration Sys., Inc., 381 F.3d 1111, 1116 (Fed. Cir. 2004)). Here, as
explained below in § VI.A.2, all that is required by the plain and ordinary reading of
the claim is that the steps be performed in the order that they are recited as the claim
language itself evinces a specific order.

The second petition brought by Apple, IPR2017-01884, challenged dependent
Claims 3-9, which also relied on the same Komata reference for dependent Claim 6.
Apple Inc. v. Immersion Corp., IPR2017-01369, Paper 1 (May 4, 2017). The Board
discretionarily denied institution based on General Plastics citing the fact that Apple
did not adequately explain why it could not have addressed dependent claims 3-9 in

the first petition. /d. at Paper 7 (Nov. 21, 2017).

4 At the time, the Board applied the now-abrogated Broadest Reasonable

Interpretation (“BRI”) standard.
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Although the Board instituted IPR on one petition and discretionarily denied
institution on the second petition, before the Board issued a Final Written Decision
on the first petition, Apple opted to take a license to Immersion’s patent portfolio.’
Thus, the Board granted Apple’s request for termination of the IPR. EX1017 at 2-3.

IV. PERSON OF ORDINARY SKILL IN THE ART (POSA)

Petitioner identifies a person of ordinary skill in the art (“POSA”) as one who
would have possessed a bachelor’s degree in electrical engineering, computer
science, or a related field, plus at least two years of industry or graduate level
experience with software engineering, haptics programming, and/or human-
computer interaction, including experience with user-interfaces and applications
involving touchscreens, touchpads, and related technologies. Pet. at 7 (citing Ward,
1938-44).

Immersion submits that a POSA at the time of the *260 Patent would have had
a bachelor’s degree in electrical engineering or computer science (or an equivalent
degree), and two years of practical or industry experience in the field of human

computer interaction (HCI), including implementation of computer-based systems

Shttps://www.businesswire.com/news/home/20180129005190/en/Immersion-

Reaches-Global-Settlement-With-Apple.
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and software for providing haptic feedback effects to a user. EX2002 at § 33. Also,
a person could have qualified as a POSA with more formal education and less
practical or industry experience, or vice versa. /d. Immersion reserves the right to
propose a different level of skill in the art if trial is instituted. In any event, the
Petition fails to show that any challenged claim of the *260 Patent is unpatentable
under either Petitioner’s or Immersion’s definition of a POSA.

V. CLAIM CONSTRUCTION

In the current parallel district court proceeding, Petitioner has proposed
constructions for the following terms, while Patent Owner maintains that the terms

should be afforded their plain and ordinary meaning as understood by a POSA.

Claim Term Petitioner’s Proposed Construction in District Court

“computer readable
medium having
instructions”

“a storage or transmission device that stores, transmits, or
carries instructions”

See EX2004 (Joint Claim Construction Chart) at 4.

In this proceeding, Petitioner believes no terms require construction. See Pet.
at 8-9. For the purposes of this Preliminary Response, Patent Owner believes that all
terms may be given their ordinary and customary meaning, as understood by a
POSA, in the context of the patent specification, and that no argument herein

requires a special construction for any particular term.

20



Patent Owner’s Preliminary Response
[PR2024-00477 (U.S. Patent No. 7,336,260)

Further, as explained in further detail in § VI.A.2, a plain and ordinary reading
of Claim 1 requires that the steps of detecting a first pressure, second pressure, and
third pressure and providing a corresponding first tactile sensation, second tactile
sensation, and third tactile sensation are performed in the order recited in the claim.
In view of the plain language of the claim, it would make no sense for these steps to
be performed out of order. See, e.g., Rambus Inc. v. Rea, 527 F.App'x 902, 907 (Fed.
Cir. 2013) (Finding the Board’s interpretation for performance of claim steps out of
order to be erroneous where “a plain reading of claim 1 evinces a specific order [...]
It would make no sense for the second step to be performed first.”).

VI. PETITIONER HAS NOT MET ITS BURDEN TO SHOW THAT
GROUNDS 1-3 HAVE A REASONABLE LIKELIHOOD OF SUCCESS

Petitioner raises three grounds of unpatentability. The asserted Grounds and
Challenged Claims are as follows:

(1) Claims 1-7 are anticipated by and/or rendered obvious over Komata;

(2) Claims 1-7 are anticipated by and/or rendered obvious over Tsuji; and

(3) Claims 1-7 are anticipated by and/or rendered obvious over Rosenberg.
As detailed below, all three of these grounds fail to show a reasonable likelihood of
success as to any of the Challenged Claims 1-7.

A.  Ground 1: Petitioner Fails to Show that Challenged Claims
1-7 are Anticipated by and/or Obvious Over Komata
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1. Overview of Komata

Komata discloses a method and computer to provide control of vibrations of
a controller used in video game machines provided with the controller. EX1005 at
Abstract. The system is shown in Figure 1, reproduced below, which includes an

Entertainment System 500 connected to controller 200.

200 500 408
s 4 s
ENTERTAINMENT
CONTROLLFR  f——>¢ > V
SYSTEM T

The internals of the system 500 are shown in Figure 5, and controller 200 is shown

in Figure 6, both reproduced below.
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Komata’s system includes two of these controllers each having a pressure-

sensitive unit and a vibration unit connected to a video game system to allow the two
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players to play a game against each other. The system 500 reads a pressure-sense
value from a switch in one controller and provides a corresponding drive signal for
driving the motor in the other controller. /d. at 9 7, 32.

Komata discloses “a head-to-head timing” game between two players who are
holding controllers connected to an entertainment system 500 (Fig. 1). /d. at § 34. In
the game, a first player pushes a pressure sensitive switch on her controller to
generate a vibration in a second player’s controller, and the second player reacts and
pushes a switch on his controller. EX1005 at 99 34-35; Abstract (“Based on the
output value from the pressure-sensitive unit of one of the controllers, vibration is
caused in the vibration unit of the other controller, and based on the output value
from the pressure-sensitive unit of the other controller, vibration is caused in the
vibration unit of the first one of the controllers.”). The system awards points to the
reacting player based on the speed of the response time—a faster response time
receives more points. /d. at 9 35, 48.

Figure 2 of Komata shown below is a table that maps the pressure-sense value
detected in a controller to the drive signal for applying in the other controller. /d. at

q 36.
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The system 500 receives a pressure-sense value from detecting a button pressed on

the first player’s controller and provides a drive-signal, derived from the mapping

table in Figure 2, to the second player’s controller to cause it to vibrate. /d. at 99| 34-

36. Komata mentions in passing that vibration may be provided in both controllers.

Id. at 99 34-35. However, in the context of Komata’s game, vibration is only
provided to the other player’s controller, as shown in Steps S4 or Sé6. /d. at Fig. 3.

2. Petitioner Fails to Show that Komata Discloses Detecting a First,

Second, and Third Pressure Levels in Progressive Sequence

Applied to an Input Device and Providing Corresponding First,

Second, and Third Tactile Sensation to the Input Device as
Required by Claim 1.

Petitioner has failed to show a reasonable likelihood of success for Ground 1
alleging that Komata anticipates and/or renders obvious Claims 1-7 of the ’260

Patent. Specifically, the Petition has not shown that Komata discloses the ordered
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steps of detecting a first, second, and third pressure applied in progressively
increasing sequence as claimed in the *260 Patent.

a) The Order of Steps in Claim 1

Claim 1 of the *260 Patent recites steps to be performed by a processor in a
specific order. First, the processor detects a first pressure applied by the user and
then provides a corresponding first tactile sensation. See EX1001 at Claim [1a]-[1b].
Second, the processor detects a second pressure that is greater than the first pressure
and then provides a corresponding second tactile sensation. See id. at Claim [Ic]-
[1d]. Third, the processor detects a third pressure that is greater than the second
pressure and then provides a third tactile sensation. See id. at Claim [1e]-[11].

It is well-settled Federal Circuit law that a “claim requires an ordering of steps
when the claim language as a matter of logic or grammar requires that the steps be
performed in the order written.” Mformation Techs. Inc., v. Research in Motion, Ltd.,
764 F.3d 1392, 1398-99 (Fed. Cir. 2014); see also Rambus Inc., 527 F.App'x at 907
(steps of a method are limited to a specific order if the claim language itself explicitly
or implicitly requires it). In Rambus, the first step of the claim “specifies that a write
operation be initiated in the memory device,” and the second step “indicates when
the memory device is to begin sampling write data.” Id. There, the court held that
the steps must be performed in the order written because “[i1]t would make no sense

for the second step to be performed—telling the memory device to begin sampling
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write data—before the memory device was even instructed to perform a ‘write’
operation.” Id.

Here, the same holds true. For example, the first step of Claim 1 detects a first
pressure. The second step provides a first tactile sensation based at least in part on
the first pressure detected. Then, the third step detects a second pressure that is
greater than the first pressure. It would not make sense for these steps to be
performed out of order. For instance, it would make no sense to provide a first tactile
sensation—that is based on the first pressure—before detecting the first pressure;
nor would it make any sense to detect a second pressure—that is greater than the
first pressure—before detecting the first pressure. Similarly, it would make no sense
to detect a third pressure—that is greater than the second pressure—before detecting
the second pressure or before detecting the first pressure. Indeed, a POSA would
understand that the logical relationships between the first, second, and third
pressures (e.g., second pressure greater than the first pressure or third pressure
greater than the second pressure) that are explicitly recited by the claim evinces a
specific order. EX2002 at 99 68-69.

Further, the claim was drafted in this way to require that the processor perform
this specific order of steps (for detecting pressure levels and providing
corresponding tactile sensations) in accordance with the embodiments illustrated in,

for example, Figures 4 and 5. Mformation Techs., Inc., 764 F.3d at 1398-99 (a claim
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requires an ordering of steps be performed in the order written when the specification
directly or implicitly requires it); see also, e.g., Apple Inc. v. Motorola, Inc., 757
F.3d 1286, 1309 (Fed. Cir. 2014); Wi-Lan, Inc. v. Apple Inc., 811 F.3d 455, 462-63
(Fed. Cir. 2016) (reading claim steps in the order consistent with the specification).
The order in which these steps are to be performed by the claimed processor is rooted
in the problems with the prior art that the inventors of the patent were trying to solve.
EX2002 at 99 70-74; EX1001 at 1:60-2:12.

In the prior art, a user may not be able to consistently or reliably sense the
degree of pressure he or she is applying to an input device touchscreen. /d. More
importantly, the user may not be able to consistently or reliably sense how the
pressure he or she is increasing or decreasing when pressing on touchscreen buttons
in which a single button can support multiple input functions. /d. For example, in
Figure 5 reproduced below, the softkey button 361 can have different pressure levels
applied to it such that the letters, W, X, Y, or Z can be input depending on the specific
pressure level applied in increasing order. For a user to apply and sense the amount
of varying pressure to achieve these different letter inputs via a single softkey button

remained a challenge in the prior art. /d.
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The *260 Patent overcame this problem by detecting different pressure levels
as the user moves the softkey from one position to the next (e.g., from Wto X to Y
to Z) such that when a first level of pressure is applied to move a softkey from a first
position (such as a rest position) to a second position, a corresponding first tactile
sensation is produced. Id. at 12:33-55. Increasing the applied pressure to move the
softkey to a third position will cause the generation of a second tactile sensation. /d.
at 12:45-50. Continuing to further increase the applied pressure in successive order
as Claim 1 recites will move the softkey to a fourth position causing the generation
of a third tactile sensation. /d. at 12:33-55. As further discussed below, the plain
language of Claim 1 reflects this way in which distinct pressures are detected in

progressively increasing order—i.e., by reciting first pressure, second pressure, and
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third pressure and reciting logical relationships between the pressure levels where
each is greater than the preceding one. See EX1001, Claim 1 (e.g., “the second
pressure greater than the first pressure” or “the third pressure greater than the second

pressure”). This is also described in the context of Figure 4 reproduced below.

///// : ,,//

FIG.4

Id., FIG. 4. The ’260 Patent states in pertinent part that as the user presses on the
button with increasing pressure, “the keys pass sequentially” through a second
position 25, third position 26, fourth position 27, and fifth position 28 such that each
pressure level is detected in that order:

As illustrated, the keys 10 are initially in a rest position 23. A biasing
member arrangement (not shown) as is available and understood in the
art is used to hold the keys in the rest position 23. An object 24, for
example the user's finger or a stylus, is used to select one or more of

the keys 10 by applying pressure in the direction of arrow A. This
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pressure causes the selected key to progress through a plurality of
positions. As illustrated, after leaving the rest position 23, the keys
pass sequentially through a second position 25, a third position, 26,
a fourth position 27, and a fifth position, 28 as greater and greater
pressure is applied to the button 10.

Id. at 8:62-9:5 (emphasis added); see also id at 6:11-25 (describing sequential

detection of progressively increasing pressure applied to the button 101).

In light of this embodiment, a POSA would understand that the claimed steps
of detecting pressure and providing corresponding tactile sensations must be
performed by the processor in the order recited. EX2002 at 9 73-74; Mformation
Techs., Inc., 764 F.3d at 1398-99 (a claim requires an ordering of steps when the
claim language, as a matter of logic or grammar, requires that the steps be performed
in the order written, or the specification directly or implicitly requires an order of
steps). Indeed, in addition to the written description of the *260 Patent, the claim’s

9 ¢

usage of the plain language such as “first pressure,” “second pressure greater than
the first pressure,” and “third pressure greater than the second pressure” further

supports reading the detection steps to be performed in order.

b)  Komata Does Not Disclose the Ordered Steps of Claim 1

Petitioner has failed to demonstrate that Komata discloses the detection of a
first pressure, second pressure, and third pressure and the provision of their

corresponding tactile sensations in the ordered sequence recited in Claim 1.
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Petitioner contends that Komata discloses the sensing of pressure when the button
on the video game controller is pressed. Pet. at 19-20. To show that Komata discloses
detecting a pressure level applied to the game controller button, Petitioner cites to
Komata’s statement that “analog output from the pressure-sensitive devices is
converted by an A/D converter to digital values in the range of 0-255.” Id. at 20
(citing EX1005 at 9 [0032]; FIG. 2, reproduced below). In this way, Petitioner

contends that, for example, “Pressure-Sense Value 17 is detected.
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To show that Komata discloses also detecting the next successive levels of
increasing pressure applied by the user, Petitioner merely states that “[u]sing that
same process [as for detecting Pressure-Sense Value 1], the CPU can also detect
digital Pressure-Sense Value 10,” for example, when the user has pushed the button

in a manner that would generate “Pressure-Sense Value 10.” Pet. at 24-25.
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Komata, however, does not disclose detecting three progressively increasing
pressure levels that were applied to the game controller button in the successive order
recited in Claim 1 of the 260 Patent. Komata only discloses the table shown above
that provides a correlation of pressure-sense values to drive signals in the range of 0
to 255. Komata is devoid of any disclosure for a user applying progressively
increasing pressure levels in sequence to begin with. Komata also lacks any
disclosure for detecting pressure levels in the sequence they were applied to provide
corresponding tactile sensations. EX2002 at 99 77-78. Petitioner attempts to gloss
over this deficiency by arbitrarily hypothesizing that in one instance a button press
could result in the detection of Pressure-Sense Value 1, and in another instance, a
button press could result in the detection of Pressure-Sense Value 10. Pet. at 24-25.
Indeed, a POSA would understand that the mere disclosure of the table in Figure 2
does not teach the ordered steps of detecting progressively increasing pressure
levels—the claimed feature that is uniquely tailored to the problem that the 260
Patent faced in the prior art. EX2002 at 99 77-78.

Further, Petitioner has not shown that Komata performs the claimed steps in
order either expressly or inherently. “For a claim to be anticipated, each claim
element must be disclosed, either expressly or inherently, in a single prior art
reference, and the claimed arrangement or combination of those elements must also

be disclosed, either expressly or inherently, in that same prior art reference.”
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Therasense, Inc. v. Becton, Dickinson & Co., 593 F.3d 1325, 1332-1333 (Fed. Cir.
2010). “[ A]nticipation by inherent disclosure is appropriate only when the reference
discloses prior art that mustnecessarily include the unstated limitation
[...]” Transclean Corp. v. Bridgewood Servs., Inc., 290 F.3d 1364, 1373 (Fed. Cir.
2002). “Inherency, however, may not be established by probabilities or
possibilities. The mere fact that a certain thing may result from a given set of
circumstances is not sufficient.” Cont'l Can Co. USA, Inc. v. Monsanto Co., 948 F.2d
1264, 1269 (Fed. Cir. 1991) (quoting In re Oelrich, 666 F.2d 578, 581 (CCPA
1981)); see also Trintec Indus., Inc. v. Top-U.S.A. Corp., 295 F.3d (Fed. Cir.
2002) (“Inherent anticipation requires that the missing descriptive material is
‘necessarily present,” not merely probably or possibly present, in the prior art.”
(quoting In re Robertson, 169 F.3d 743, 745 (Fed. Cir. 1999))). Here, Petitioner’s
mapping to Komata is nothing more than conjecture that pressure could be applied
and detected in the progressively increasing order that is recited in Claim 1 of the
’260 Patent.

Accordingly, the Petition fails to show that Komata discloses the ordered steps
of detecting a first, second, and third pressure applied in progressively increasing
sequence as claimed, and thus, fails to show a reasonable likelihood of success in

establishing that Komata anticipates and/or renders obvious independent claim 1.
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3. Petitioner Fails to Show that Dependent Claims 2-7 are
Anticipated by and/or Obvious Over Komata

Claims 2, 3, and 5 depend from independent Claim 1. Claim 4 depends from
dependent claim 3, and claims 6-7 depend from claim 5. As described above in §
VII.A.2, the Petition fails to show that Komata anticipates or renders obvious
independent Claim 1. Specifically, Petitioner has not shown that Komata discloses
the ordered steps of detecting a first, second, and third pressure applied in
progressively increasing sequence as recited in Claim 1. Therefore, Petitioner fails
to show a reasonable likelihood of success in establishing that Komata anticipates
and/or renders obvious dependent claims 2-7 for the same reasons as those
articulated in above in §VI.A.2 above.

B.  Ground 2: Petitioner Fails to Show that Challenged Claims
1-7 are Anticipated by and/or Obvious Over Tsuji

1. Overview of Tsuji

Tsuji discloses two hardware configurations for an information display device
with a touchscreen such as an automatic teller machine (ATM). In the first
configuration, display unit DP is illustrated in Figures 3 and 4 reproduced below,
and includes a transparent operation panel 10 positioned over a liquid crystal display
panel 20. EX1007 at 9 [0045]-[0046]. As shown in Figure 4, Regions R1 through
R7 are selectable by the user, for example to initiate a function such as deposit or

withdrawal. Id. at q [0047].
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Tsuji discloses using piezoelectric elements E1-E4 positioned on the corners
of the display, which are used both to detect which of the operation areas were
pressed by a user and the force of the operation press, and also used to vibrate the
operation panel 10. /d. at 44 [0046], [0048].

In the second configuration, the operation panel 10 of display operation unit
DP is replaced by a touch panel 10T, as shown in Figure 15 reproduced below. The
hardware control circuit of the Figure 15 embodiment is illustrated in Figure 16. See

id at 9 [0133]-[0144]; Figs. 15-16.
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Figure 7 reproduced below discloses a hardware control circuit CT that is used
with the first ATM embodiment. Figure 8, also reproduced below, discloses the

internal configuration of the Operation Unit 51 in Figure 7.

Fig. 7
cT ~Db6 ~60
52 51
L o |SR First d
e P B [ oceessie unt
lf53 Second 102
'ff}'l | I F{gfgiu-?_ | A processing unit
assilication
- Dperaling force C
§ delermining [ B 7 i Display L~T1
'ﬁ 55 ) | driver
E Dperating Tm:eku\ Y
) claasification : !
|
75 | Liquid crystal 20
i ' | -‘IE [ display panel
T I Drive mode selecting fe——- ?‘.4
2 v
— § ) ] ;'?3
76 Crive moda siorage

@

37



Patent Owner’s Preliminary Response
[PR2024-00477 (U.S. Patent No. 7,336,260)

Fig. 8
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Position calculating unit 51b in Figure 8 determines the operation position through
a series of calculations performed by unit 51b and outputs operation position signal
SP, which is provided to region determining unit 52. /d. at 4 [0084], [0087]. Region
determining unit 52 in Figure 7 determines whether a user contacted any of the
operation regions R1 through R7 or non-operation region R0, and outputs region
determining signal SR to indicate the contacted region. Id. at 9 [0088]-[0091];
EX2002 at q 83. In the second embodiment of control circuit unit CT, operating
position specification unit 51T outputs operation position signal SP, and the rest of
control circuit unit CT operates as it does in the first embodiment. EX1007 at q

[0139]-[0140].
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The operating force calculating unit 51b in Figure 8 calculates the force
applied to the operating surface and outputs an operating force signal SF. Id. at 49
[0085]-[0086]. In Figure 7, operating force signal SF is “is applied to an operating
force determining unit 54.” Id. at 9 [0092]. The operating force determining unit 54
in Figure 7 includes hardware circuitry shown in Figure 12 that determines whether
the force falls within one of the thresholds F1 to F4, and outputs two signals FC
(operation enabling signal) and a force determining signal FB. Id. at 9 [0095]-
[0102]; see also id at Figs. 7, 11, 12.

If a user contacts the operating surface at a pressure below Fh1 (such as during
a tracing operation), the operating enabling signal FC is at a non-active level. If FC
is not enabled, the AND gate 57 inhibits any vibration as shown in Figure 7. Id. at
49 [0104]-[0105]; EX2002 at q 85. The operation of the operating force calculating
unit 51b in Figure 8 is similar in the embodiment of Figure 16. EX1007 at § [0143].
Tsuji discloses activating a selection only when both the region determining signal
SR indicates the touch is within a valid region (e.g., R1) and the location is pressed
with a predetermined threshold force. Tsuji does not disclose multi-function input
buttons. For example, region R3 or the withdrawal button only supports a single
function, i.e., to initiate a withdrawal. In other words, Tsuji does not disclose
activating different input selections or functions by applying different pressure levels

to single region or button.
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The region determination signal SR and force determining signal FB are both
inputs into a drive mode selection unit 72 in Fig. 13, reproduced below. The drive
mode selection unit 72 selects a single drive mode (e.g., S23) based on the signals

SR and FB, and will cause a single operating surface to vibrate. /d. at § [0108].
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As shown in Figure 11 above, force classifications F1, F2, F3, and F4 signify certain
levels of applied force within force threshold levels Fhl through Fh4, respectively.
Thus, referring to the truth table of Figure 13 above, if a force level of F1 is applied
to region R1, for example, then code S11 will be selected to specify a certain
vibration mode. If a greater force level F3 is applied to region R1, then code S13
will be selected to specify a stronger vibration mode than that of code S11, for

example. Id. at  [0111]. Tsuji, however, does not disclose applying force levels F1
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through F3 in progressive sequence. EX2002 at § 88. Rather, Tsuji merely discloses
a truth table in which if a user applies a certain force level to a certain region, then a
certain vibration mode is selected, and if a user applies another force to the region,
then a different vibration mode is selected. /d.

Tsuji also discloses different drive modes (as illustrated in Fig. 14 reproduced
below) which are stored in the drive mode storage unit. I/d. at Y [0110]-[0111].
Figures 14(a) — (b) are continuous drive modes having small and large amplitudes,
respectively. Figure 14(c) 1s a continuous drive mode having a different frequency
from drives modes 14(a) and 14(b). If the vibration selected is one of modes 14(a) —
14(c), the vibration continues until the operation is larger than the minimum
threshold F1. When a user weakens the force applied to the display panel or removes
his finger, the vibration stops. /d. at § [0126]. Figures 14(d) —(e) show drive modes
where the user instead simply received a single or double vibration. Figure 14(f)

shows a drive mode that provides a oneshot pulse. /d. at § [0110].
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Tsuji discloses a further embodiment implemented as a game device 200,
shown in Figures 17-19. Id. at 49 [0145]-[0152]. In this embodiment, “operating
regions R1 through R4 displayed by the liquid crystal display panel are visible
through the operating surface 11 in FIG. 17.” Id. at § [0146]. Tsuji states that when
a user presses on one of the operating regions R1 to R4 with pressure larger than a
predetermined threshold, the operating surface is vibrated. /d. (““When the position
of this pressing operation is sensed, if the pressing force thereof is larger than a
predetermined threshold, the operation input is accepted, a displayed object 210

(FIG. 18) on a screen changes, and the operating surface 11 is vibrated or slightly
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displaced based on a predetermined mode.”). Tsuji does not disclose the detection
of multiple pressure levels applied to operating regions R1 to R4 in Figures 17-18.
EX2002 at 990.

2. Petitioner Fails to Show that Tsuji Discloses Detecting a First,
Second, and Third Pressure Levels in Progressive Sequence
Applied to an Input Device and Providing Corresponding First,
Second, and Third Tactile Sensation to the Input Device as
Required by Claim 1.

Petitioner has failed to show a reasonable likelihood of success for Ground 2
alleging that Tsuji anticipates and/or renders obvious claims 1-7 of the 260 Patent.
Specifically, the Petition has not shown that Tsuji discloses the ordered steps of
detecting a first, second, and third pressure applied in progressively increasing
sequence as claimed in the 260 Patent.

As explained above in § VI.A.2, Claim 1 of the *260 Patent recites steps to be
performed by a processor in a specific order. First, the processor detects a first
pressure applied by the user and then provides a corresponding first tactile
sensation. See EX1001 at Claim [1a]-[1b]. Second, the processor detects a second
pressure that is greater than the first pressure and then provides a corresponding
second tactile sensation. See id. at Claim [1c]-[1d]. Third, the processor detects a
third pressure that is greater than the second pressure and then provides a third

tactile sensation. See id. at Claim [1e]-[1f].
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As also discussed above in § VILA.2, a POSA would understand that these
claimed steps of detecting pressure and providing corresponding tactile sensations
must be performed by the processor in the order recited, in view of the plain claim
language itself, as well as the embodiments set forth in the 260 Patent. See id. at
8:62-9:5, 12:33-55, Figs. 4-5; Mformation Techs., Inc., 764 F.3d at 1398-99.

Petitioner has failed to demonstrate that Tsuji discloses the detection of a first
pressure, second pressure, and third pressure and the provision of their
corresponding tactile sensations in the ordered sequence recited in Claim 1.
Petitioner contends that Tsuji discloses detecting a pressure level when a user presses
on the operating regions displayed on the electronic device such as an ATM screen
or video game device. Pet. at 42-43. Petitioner states that ‘“voltages from
piezoelectric elements E1-E4 within device 100 are used to detect pressure that is
applied to the display, e.g., when a finger presses an operating region.” Id (citing
EX1007 at 99 [0018], [0051], [0081]-[0085]). Accordingly, Petitioner contends that,

for example, a pressure within the F1 classification is detected. Pet. at 43.
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To show that Tsuji allegedly discloses also detecting the next successive
levels of increasing pressure, Petitioner relies on the mere fact that Tsuji has five
force classifications FO to F4, which correspond to the detected levels of force
applied to an operating region on the touchscreen. Pet. at 46. In the truth table shown
above, a certain feedback signal, e.g., S11, is output if a certain level of force, e.g.,
F1, is applied on a certain region, e.g., R1. /d. Thus, Petitioner conjectures that in
one instance a force level of F1 is detected as applied on a region, and then in another
instance, a force level of F2, which is greater than F1, is detected as applied on the

same region. /d.
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Tsuji, however, does not disclose detecting three progressively increasing
pressure levels that were applied to the touchscreen in the successive order recited
in Claim 1 of the 260 Patent. Tsuji only discloses the table shown above that
provides a correlation of detected force classifications (F1-F4) to drive mode signals,
e.g., S11, S12, etc. Nowhere in Tsuji is there any disclosure of a user applying
progressively increasing pressure levels and detecting pressure levels in the
sequence they were applied to provide corresponding tactile sensations. EX2002 at
9197.

Petitioner makes much of the statement in Tsuji that says, “a stronger
vibration is to be applied as the operating force F gets larger.” Pet. at 46 (citing
EX1007 atq[0111]). This, however, is simply describing the nature of the truth table
of Figure 13, reproduced above, which clearly shows that for higher Force
classifications, a stronger drive signal is generated. In other words, this statement
explains the logic of Tsuji’s system in accordance with the truth table—that is, if a
certain force is applied, then a certain drive signal is generated, and if a stronger
force is applied, then a stronger drive signal is generated. A POSA would understand
that neither Figure 13 nor this statement in Tsuji discloses the ordered steps of
detecting progressively increasing pressure levels—the claimed feature that is
uniquely directed to the problem in the prior art that the 260 Patent solves. EX2002

at 49 98-99. Further, similar to the discussion above in §VI.A.2 for Komata,
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Petitioner’s mapping to Tsuji here is nothing more than conjecture that pressure is
applied and detected in the progressively increasing order that is recited in Claim 1.
Thus, Petitioner has not shown that Tsuji performs the claimed steps in the order
written either expressly or inherently. Cont'l Can Co. USA, Inc., 948 F.2d at 1269
(“Inherency [...] may not be established by probabilities or possibilities. The mere
fact that a certain thing may result from a given set of circumstances is not
sufficient.”).

Accordingly, the Petition fails to show that Tsuji discloses the ordered steps
of detecting a first, second, and third pressure applied in a progressively increasing
sequence as claimed, and thus, fails to show a reasonable likelihood of success in
establishing that Tsuji anticipates and/or renders obvious independent Claim 1.

3. Petitioner Fails to Show that Dependent Claims 2-7 are
Anticipated by and/or Obvious Over Tsuji

Claims 2, 3, and 5 depend from independent Claim 1. Claim 4 depends from
dependent claim 3, and claims 6-7 depend from Claim 5. As described above in
§VIL.B.2, the Petition fails to show that Tsuji anticipates or renders obvious
independent Claim 1. Specifically, Petitioner has not shown that Tsuji discloses the
ordered steps of detecting a first, second, and third pressure applied in progressively
increasing sequence as recited in Claim 1. Therefore, Petitioner fails to show a

reasonable likelihood of success in establishing that Tsuji anticipates and/or renders
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obvious dependent Claims 2-7 for the same reasons as those articulated in above in
§VI.B.2 above.

C. Ground 3: Petitioner Fails to Show that Challenged Claims
1-7 are Anticipated by and/or Obvious Over Rosenberg

1. Overview of Rosenberg

The Rosenberg reference is a 1999 patent application by inventor Louis
Rosenberg, who is the founder of Patent Owner Immersion. Rosenberg discloses a
low-cost force feedback interface device designed to enhance user interactions in
environments displayed by a computer such as in video games or virtual reality
environments. EX1008 at Abstract. The force feedback device is manipulatable by
the user in its planar workspace and includes a sensor to detect movement of the
device in the workspace. The sensor can also detect button presses on the device. /d.
The device also includes an actuator to generate output force in a direction that is
perpendicular to the plane of the device’s movement in the workspace. /d. The force
feedback interface device and its interaction with the user are illustrated in Figure 1,

reproduced below.
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In one embodiment disclosed in Rosenberg, the force feedback interface
device is a computer mouse movable in a planar workspace. Id. at 23:15-24:3. The
mouse includes a sensor to detect button presses and the precise position of the
button in its range of motion when it is pressed. /d. at 23:15-24:3, 25:33-26:4, 28:20-
25. The sensor can alternatively be a force sensing switch to detect the amount of

force applied to the button as it is being pressed to determine the position of the
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button within its degree of freedom. Id. at 28:20-25. Based on the determined
position of the button, a force feedback output is provided to the user. /d. at 25:33-
26:4. This force feedback sensation is a spring force provided by actuator 318 as
shown in Figure 9, reproduced below. Id. at 30:29-34. Rosenberg states that the
magnitude of this force feedback is dependent on the distance of the button from the
origin of the spring shown in the illustration. /d. The further the button is moved
from the rest position or spring origin, the greater the spring force opposing that
motion. /d. As explained in greater detail below in §VI.C.2, a POSA would not
consider this type of blunt or resistive feedback force to be a tactile sensation.

EX2002 at 4 102.

In another embodiment disclosed in Rosenberg, the force feedback mouse is

designed to provide sensations that make user interaction with graphical objects
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more compelling and intuitive. Id. at 29:14-21. This embodiment is illustrated in
Figure 12, reproduced below, which is a diagram of display screen 326 of host
computer 314 showing a graphical user interface for use with the mouse. /d. In
Figure 12, a cursor 446 is controlled by the mouse to select and manipulate the
graphical objects on the screen. Id. The position of the cursor corresponds to a

position of the mouse on its planar workspace. /d.
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FIG. 12

In this embodiment, tactile feedback such as vibration sensations and textured

sensations are output using actuator 318 in the mouse based on the user-controlled
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cursor’s movements in the displayed graphical environment and the cursor’s
interactions with the graphical objects. /d. at 29:20-30:6. For example, sensations
described as texture bumps are output depending on whether cursor has moved over
the location of a bump in a graphical object. /d. In other words, when the sensed
position of the mouse moves over a designated texture area, the sensation is output
by the actuator. /d. Thus, in this embodiment of Rosenberg, tactile sensations are
provided based on the spatial location of the movable mouse 1n its planar workspace,
and not based on any pressure applied to the mouse button.

2. Petitioner Fails to Show that Rosenberg Discloses Providing

Tactile Sensations Based on Pressure Levels Applied to an Input
Device as Required by Claim 1

The Petition has failed to show that Rosenberg discloses providing tactile
sensations that correspond to the detection of a first, second, and third pressure
applied to the input device, i.e., the mouse in Rosenberg. Instead, what Petitioner
points to as tactile sensations in Rosenberg is the blunt push-back or resistive effect
that the user experiences when pushing down on the mouse button. As explained
below, this force feedback effect does not meet the claimed tactile sensation
limitation in the *260 Patent.

Petitioner maps Claim 1 of the *260 Patent to an embodiment disclosed in
Rosenberg that mimics the spring effect when the mouse button is pressed. For

example, Petitioner contends that “the ‘force’ applied to button 316 ‘detects’ the
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‘pressure’ applied to the button.” See Pet. at 61. Petitioner then contends that the
claimed limitation for providing a corresponding tactile sensation is met because
Rosenberg allegedly teaches “a force sensation that mimics a mechanical spring so
‘[t]he magnitude of this force sensation is dependent on the distance of the button
from the origin of the spring™ as illustrated below.® Id. at 62; see also id (“the
magnitude of the force sensation that the actuator provides on button 316a increases

as the pressure applied by the user increases to push the button further down”).

6 Petitioner and its expert also contend that the actuator of the mouse produces
“vibration” sensations. Pet. at 62 (citing EX1008 at 3:14-15, 17:17-18:5 (discussing
vibration sensations) and EX1003 at 99 328-329). As further explained below,
however, Petitioner cannot conflate the sensations produced by the actuator in the
Figure 12 spatial movement-based embodiment with the sensations produced by the
actuator in the Figure 9 button press embodiment. The vibration sensations that
Petitioner and its expert refer to are produced based on the location of the mouse in
the planar workspace; not based on the position of the mouse button that is pressed
in simulating a mechanical spring. See, e.g., EX1008 at 30:1-4 (“This type of
[textured or vibration] force is spatially-dependent, i.c., a force is output depending

on the sensed position of the mouse as it moves over a designated textured area”)

(emphasis added).
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Y FIG. 9
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A POSA would understand that this type of blunt force feedback effect that is
provided to mimic a mechanical spring as shown above is not a tactile sensation that
is required by the *260 Patent. EX2002 at 9 102, 106-07. For example, the *260
Patent explains that a tactile sensation is an effect with vibrations, and which can be
created by varying the frequency, amplitude, and waveform output by the actuator.

The apparatus 1 shown in FIG. 1 also includes a vibrotactile actuator 6
in communication with the input device 2. Preferably, the actuator 6 is
configured to output a plurality of distinct tactile feedback sensations
to the input device 2. Suitable tactile sensations include vibrations,
for example, jolts and textures, and a plurality of distinct tactile
sensations can be created by varying the frequency, amplitude and
waveform output by the actuator 6. The actuator 6 is selected to

deliver the desired tactile sensations to the input device 2
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EX1001 at 3:44-52; see also id at 3:56-60 (“the actuator [6] can include a flexure,
for example an arrangement of flexible material, couple to the rotating shaft of a DC
motor or step motor to transform the rotation of the motor shaft into vibrations or
other haptic sensations™), 4:35-38 (“the actuator [6] is an existing eccentric mass
motor as is used, for example, as a vibrating ringer in a pager or mobile telephone™),
4:39-42 (“[t]he vibrotactile actuator 6 can also be mounted to a portion of the case
or housing of the electronic device in which the apparatus 1 is disposed,
communicating the tactile sensations to the entire electronic device”).

A POSA would understand that Rosenberg’s simulation of a spring effect in
a mouse button is not the same as the vibrotactile sensations described in the *260
Patent. EX2002 at 9 106-09. In contrast, the type of tactile sensation required by
the claims of the *260 Patent are provided in Rosenberg’s second embodiment (as
discussed above in § VI.C.1), which involve vibrotactile sensations such as “textured
bumps.” See supra § VI.C.1 (citing EX1008 at 29:14-30:6). That embodiment,
however, provides vibrotactile feedback based on the spatial position of the mouse
(i.e., the position of the user-controlled cursor on the graphical display), not based
on detecting pressure applied to the mouse button as required by the 260 Patent.

In any event, the Petition cannot point to this second embodiment for its
vibrotactile sensations since there is no showing that the features of the two

embodiments in Rosenberg can be interchanged or combined. See, e.g., Abiomed,
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Inc. v. Maquet Cardiovascular, LLC, IPR2017-01204, Paper 8 at 11, (PTAB Oct.
23, 2017) (denying institution of IPR because petitioner failed to show that the
features of disparate embodiments in the prior art reference were interchangeable or
combinable). Accordingly, the Petition fails to show that Rosenberg discloses
providing tactile sensations based on detecting pressure applied to the input device,
and thus, fails to show a reasonable likelihood of success in establishing that
Rosenberg anticipates and/or renders obvious independent Claim 1.

3. Petitioner Fails to Show that Dependent Claims 2-7 are
Anticipated by and/or Obvious Over Rosenberg

Claims 2, 3, and 5 depend from independent Claim 1. Claim 4 depends from
dependent Claim 3, and Claims 6-7 depend from Claim 5. As described above in §
VI.C.2, the Petition fails to show that Rosenberg anticipates or renders obvious
independent Claim 1. Specifically, Petitioner has not shown that Rosenberg
discloses tactile sensations based on detecting pressure applied to the input device.
Therefore, Petitioner fails to show a reasonable likelihood of success in establishing
that Rosenberg anticipates and/or renders obvious dependent Claims 2-7 for the
same reasons as those articulated above in §§ VI.C.2 above.

VII. INSTITUTION SHOULD BE DENIED UNDER 35 U.S.C. § 314(A)

As explained above, Petitioner fails to set forth evidence establishing even a

reasonable likelihood that it will prevail, much less that such evidence is
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“compelling” under the Interim Procedure for Discretionary Denials in AIA Post-
Grant Proceedings with Parallel District Court Litigation, PTO Director’s
Memorandum (June 21, 2022) (“Interim Guidance”). As Director Vidal recently
clarified, “the compelling merits standard is a higher standard than the standard for
institution set by statute,” and is met only “if it is highly likely that the petitioner
would prevail with respect to at least one challenged claim.” CommScope
Technologies LLC, v. Dali Wireless, Inc., IPR2022-01242, Paper 23, 3-4 (PTAB
Feb. 27, 2023) (emphasis added). Moreover, a compelling merits inquiry is not a
substitute for a full Fintiv analysis. Id. at 4.

Here, the merits of the Petition are not compelling. As discussed above in §
VI, Grounds 1-3 asserted in the Petition suffer from several deficiencies fatal to the
merits of Petitioner’s arguments, including, for example, the absence of any
disclosure in the Komata and Tsuji references for detecting, in the claimed order,
progressively increasing pressure levels applied or Rosenberg’s failure to disclose
tactile sensations based on detected pressure levels.

In addition, under the Interim Guidance, a petition should not ordinarily be
denied in accordance with the Fintiv factors where Petitioner has offered a Sotera
stipulation “that if the IPR is instituted, the Petitioner will not pursue in the District
Court Litigation any ground raised or that could have been reasonably raised in an

IPR for the challenged patent.” The inverse is also true: if, as here, the Petitioner has
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not offered a Sotera stipulation, then the Board should exercise its discretion and
deny institution on the basis that “Petitioner has not submitted a Sotera-type
stipulation that would make discretionary denial inappropriate.” Zhuhai Cosmx
Battery Co., Ltd. v. Ningde Amperex Technology Limited, IPR2023-00587, Paper 12
at 15,27 (PTAB Sept. 22, 2023) (discretionarily denying institution where Petitioner
stipulated not to re-raise same grounds in district court as in I[PR but where
stipulation “does not extend to any ground ‘that could have been reasonably raised,’
pursuant to Sotera.”)

Petitioner has not offered a Sotera stipulation—or even a weaker commitment
not to assert duplicative grounds in the District Court proceeding—and thus the
sound logic recognized in Zhuhai applies with even more force here. The Board
should accordingly find that Petitioner’s decision not to offer a Sotera stipulation
neutralizes the effects of the pre-institution stay recently entered by the District
Court, and under the circumstances merits denial under a holistic analysis of the
Fintiv factors due to the duplication of the invalidity grounds asserted in the parallel
District Court proceedings. See Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11
(PTAB Mar. 20, 2020) (precedential) at 2-3; see also Cisco Sys., Inc. v. Oyster
Optics, LLC, IPR2021-00238, Paper 10 (Jun. 1, 2021) (Panel exercising discretion

to deny institution after holistic analysis of Fintiv factors).
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A.  Whether the Court Granted a Stay or Evidence Exists That
One May Be Granted if a Proceeding Is Instituted

The first Fintiv factor addresses the likelihood of a stay if this proceeding is
instituted. Patent Owner recognizes that a stay of District Court proceedings, when
coupled with a Sotera stipulation, can make discretionary denial under Fintiv
inappropriate. But here, Petitioner has not offered a Sotera stipulation, and there is
no reason to conclude that the District Court’s stay reflects any analysis regarding
the merits of Petitioners’ invalidity defense. As such, the Board should not weigh
the pre-institution stay against using its discretion to deny institution.

Here, the District Court in the Western District of Washington instituted a stay
of proceedings despite the fact that (a) no institution decisions have been made on
any of the seven patents asserted in the District Court litigation; (b) Petitioner did
not offer a Sotera stipulation; (c) Petitioner has not asked the Board to construe any
terms; and (d) contrary to Petitioner’s insistence, in seeking the stay, that the mere
filing of its IPR petitions will inevitably simplify the District Court case, only 29 of
the 463 patent claims owned by Immersion that have been subject to IPR

proceedings have been canceled, and in each of those cases the Petitioner ultimately
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took a license to Immersion’s patent portfolio.” Because the District Court entered
the stay (a) before the Board has made any institution decisions and (b) before the
District Court had the opportunity to consider the merits of Petitioner’s invalidity
positions, and further (c) the District Court’s order entering the stay contains no
analysis of the merits of Petitioner’s invalidity positions, there is no reason for the
Board to infer that the District Court’s entry of the stay reflects its assessment of the
merits of Petitioner’s invalidity positions. EX2005. The Board should thus give the
stay little weight in its Fintiv analysis because if the Board denies institution and the
stay is lifted, the litigation can resume status quo ante.

B.  Proximity of the Court’s Trial Date to the Board’s Projected
Deadline for a Final Written Decision

In the parallel Western District of Washington litigation, before the Court
stayed the case the District Court set trial for June 2025 (EX2006 at 1),
approximately 1.5 months before the expected Final Written Decision date of July
24,2025, if the Board institutes proceedings. If the Board denies institution and the

matter proceeds with an approximate delay of 3.5 to 4 months from the previous

"https://www.businesswire.com/news/home/20180129005190/en/Immersion-

Reaches-Global-Settlement-With-Apple.
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schedule, the District Court action will head to trial on or about December 2025.
Moreover, the District Court can hear not only Petitioner’s invalidity defense but
can resolve infringement and damages as well. As such, especially in light of
Petitioner’s failure to offer a Sotera stipulation, it is more efficient to allow this
matter to proceed in front of the District Court.

C. Investment in the Parallel Proceeding by the Court and the
Parties

The third Fintiv factor addresses the District Court’s and parties’ investments
into the parallel proceeding. Here, the parties have already invested time and effort
in the District Court such that Institution would be inefficient. The parties served
invalidity and infringement contentions over six months and two months ago
respectively (EX2006 at 1-2, EX2007), and were in the midst of claim construction
briefing when the Court stayed the case (EX2006 at 2). Fact discovery in the parallel
litigation was underway and could efficiently be resumed if the stay is lifted. See
EX2006.

In fact, Petitioner has already served nearly 2,000 pages of invalidity
contentions including the same Komata, Tsuji, and Rosenberg references that are
asserted in this IPR, as well as similar references with cumulative subject matter.

See EX2007 at 9-10. As a result of this overlap, and the absence of a Sotera
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stipulation, there will be no inefficiencies that result from resuming proceedings in
front of the District Court.

D. Overlap Between the Issues Raised in the Petition and the
Parallel Proceeding

The fourth Fintiv factor, which addresses the overlap between the issues raised
in the Petition and the parallel proceeding, should also weigh in favor of denial. In
the parallel litigation, Petitioner has attacked the validity of the challenged claims in
view of the same prior art addressed in the Petition. See, e.g., EX2007 at 9-10.

By failing to offer a Sotera stipulation, Petitioner has not even indicated that
it would reduce its invalidity assertions based on the outcome of the Board’s
institution decision. Petitioner is seeking two bites at the invalidity apple. This
violates the fundamental tenet of IPRs, which is that a litigant cannot simply hedge
its bets on the forum in which to pursue invalidity until it can better weigh its
chances, but instead should make a concerted decision regarding where it wishes to
litigate its invalidity challenges, and then honor that decision. See 77 Fed. Reg.
48680-01 (Aug. 14, 2012) (IPRs are intended “to create a timely, cost-effective
alternative to litigation”) (emphasis added). This factor weighs in favor of denial.

E.  Whether the Petitioner and the Defendant in the Parallel
Proceeding are the Same Party

The fifth Fintiv factors addresses whether the Petitioner and the defendant in

the parallel proceeding are the same party. Petitioner admits that it is the defendant
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in the parallel litigation. Pet., 75. As a result, this factor weighs in favor of denial.
Cisco Sys., Inc. v. Oyster Optics, LLC, IPR2021-00238, Paper 10 at 16-17.

F.  Other Circumstances That Impact the Board’s Exercise of
Discretion, Including the Merits

Finally, the sixth Fintiv factor addresses other circumstances that impact the
Board’s exercise of discretion. As explained above, Patent Owner raises substantive
reasons why the Petition should be denied on the merits and has demonstrated those
merits are far from “compelling.” These reasons also serve as factors relevant to
discretionary denial under this sixth Fintiv factor.

VIII. CONCLUSION

Petitioner has not established a reasonable likelihood that it will prevail on
Grounds 1-3 to establish unpatentability of challenged claims 1-7 of the 260 Patent,

and therefore the Board should decline to institute inter partes review.

Respectfully Submitted,

Dated: April 26, 2024 /David D. Schumann/

David D. Schumann (Reg. No. 53,569)

Palani P. Rathinasamy (Reg. No. 63,541)

Moses Xie (Reg. No. 74,491)

Folio Law Group PLLC

1200 Westlake Ave. N., Suite 809

Seattle, WA 98109

Tel: (206) 880-1802

Email: david.schumann(@foliolaw.com
palani@foliolaw.com
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moses.xie@foliolaw.com

Timothy Dewberry (Reg. No. 62,947)
Folio Law Group PLLC

13492 Research Blvd.

Ste. 120, No. 177

Tel: (206) 880-1802

Email: timothy.dewberry@foliolaw.com

Attorneys for Patent Owner
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CERTIFICATION UNDER 37 C.F.R. § 42.24(d)
Under the provisions of 37 C.F.R. § 42.24(d), the undersigned hereby certifies
that the word count for all portions of the foregoing Patent Owner’s Preliminary
Response totals 12,094 words per Microsoft Word, which complies with the

requirement of 14,000 words allowed under 37 C.F.R. § 42.24(d).

Dated: April 26, 2024 /David D. Schumann/
David D. Schumann (Reg. No. 53,569)
Folio Law Group PLLC
1200 Westlake Ave. N., Suite 809
Seattle, WA 98109
Tel: (206) 880-1802
Email: david.schumann@foliolaw.com

(Case No. IPR2024-00477) Attorneys for Patent Owner
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CERTIFICATE OF SERVICE

As authorized by Patent Owner’s Mandatory Notice, I hereby certify that on
April 26, 2024, a copy of this document has been served in its entirety by electronic

mail on Petitioner’s lead and backup counsel.

Richard F. Giunta
Rgiunta-PTAB@wolfgreenfield.com

Thomas F. Foley
TFoley-PTAB@wolfgreenfield.com

Nathan R. Speed
NSpeed@wolfgreenfield.com

Dated: April 26, 2024 /David D. Schumann /
David D. Schumann (Reg. No. 53,569)
Folio Law Group PLLC
1200 Westlake Ave. N., Suite 809
Seattle, WA 98109
Tel: (206) 880-1802
Email: david.schumann@foliolaw.com

(Case No. IPR2024-00477) Attorneys for Patent Owner
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