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Instituted Grounds

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 2

Claims 35 U.S.C. § Prior Art

1-2, 4-14, 21, 27 103 Oborne

3, 22-26, 28-33 103 Oborne & Purves

1-2, 4-18, 20, 21-27 103 Oborne & Neafsey

3, 19, 22-26, 28-33 103 Oborne, Purves & Neafsey

1, 3-5, 7-16, 18-20, 
21-26, 28-33

103 Stafford & Purves

2, 6, 17, 27 103 Stafford, Purves & Neafsey

’531 Patent:



Instituted Grounds

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 3

Claims 35 U.S.C. § Prior Art

1-17 103 Oborne

1-17 103 Oborne & Neafsey

1-17 103 Stafford, Purves & Neafsey

’854 Patent:



Instituted Grounds

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 4

Claims 35 U.S.C. § Prior Art

1-2, 4-10, 13-14, 16-21 103 Oborne

3, 11-12, 15 103 Oborne & Purves

1, 3-4, 6-9, 11-12, 14-17 103 Stafford & Purves

2, 5, 10, 13, 18-21 103 Stafford, Purves & Neafsey

’859 Patent:



Instituted Grounds

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 5

Claims 35 U.S.C. § Prior Art

1-2, 4-7, 16-17 103 Oborne

3, 8-15 103 Oborne & Purves

1, 3, 5-8, 10, 12-15 103 Stafford & Purves

2, 4, 9, 11, 16-17 103 Stafford, Purves & Neafsey

’973 Patent:



The Common Specification

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 6

EX1001, Abstract, Fig. 1, 3:50-67



’531 Patent Claim 1

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

1. A computer-implemented method comprising:

[1.1] storing, in a memory of an officially verifiable electronic representation (OVER) generation and 
verification engine, information associated with a credential of a user for proving the user's identity or 
qualifications;

[1.2] receiving, from an OVER file storage client device of the user, an OVER file generation request to 
provide authentication of the user based on the information associated with the credential;

[1.3] generating, by a processor of the OVER engine, an OVER file comprising a virtual representation of the 
credential that has been verified by an issuing agency to be an official representation of the credential, based 
on the information associated with the credential of the user;

[1.4] transmitting, to the OVER file storage client device of the user, the OVER file in response to the OVER 
file generation request;

[1.5] receiving, from an OVER file third-party client verifying device, a verifying request to verify that the 
OVER file transmitted to the user authenticates the user based on a scan associated with the OVER file on the 
OVER file store client device of the user;

[1.6] verifying that the scan associated with the OVER file corresponds with the information associated with 
the credential of the user that is stored in the OVER engine, in response to the verifying request; and

[1.7] transmitting, to the OVER file third-party client verifying device, an authentication message comprising 
an indication of whether the scan associated with the OVER file on the device of the user corresponds to the 
information associated with the credential of the user that is stored in the OVER engine.

7

EX1001, claim 1



Claim Construction

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

486-Pet. 12-14

Term Petition PO response

OVER File
[all patents]

“encompassing a file comprising 
an image of (or associated with) 
the credential … [or] a file 
comprising a token”

No dispute

Scan
[’531 and ’854 patents]

“encompasses an optical scan… 
[or] an NFC interaction”

No dispute

“…verified by an issuing 
agency…”

[all patents]

“an issuing agency ha[s] verified a 
virtual representation in an OVER 
file as being an official 
representation of a credential”

No dispute

8



Prior Art: Oborne

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1011, ¶¶47-48, Figs. 1B, 4

9



Prior Art: Stafford

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1012, Abstract, ¶¶31-32, 65, Figs. 2-3

10



Prior Art: Purves

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1013, Abstract, ¶¶83, 85, 107, Fig. 12a

11



Prior Art: Neafsey

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1015, Abstract, ¶¶49, 61, Fig. 4; EX1016, 10, 12, Fig. 4

12



Oborne Combination Grounds

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

486-Pet., 42-54; 487-Pet., 34-48; 486-EX1005, ¶¶295, 318, 345

13

Oborne+Neafsey Oborne+Purves

Oborne+Neafsey+Purves



Oborne: Issuing Agency Verification [Element 1.3]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

486-Pet., 22-23

• Oborne teaches or suggests verification by an issuing agency:

- (1) Token generated by funding source is a verified token

14

EX1011 (Oborne), ¶¶29, 58

486-EX1005 (Shamos Decl.), ¶240



Oborne: Issuing Agency Verification [Element 1.3]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

486-Pet., 23, 33; 486-EX1005, ¶¶219, 240-42; 486-Reply, 2-6

• Oborne teaches or suggests verification by an issuing agency:

- (2) Oborne teaches verification of virtual representation by checking credential 
data, meeting PO’s example of verification of virtual representation

PO’s example of verifying
a virtual representation:

15

EX1005 (Shamos Decl.), ¶219

486-POR, 12
(quoting EX1001, 6:44-52)

EX1011 (Oborne), ¶¶47, 108



Oborne: Issuing Agency Verification [Element 1.3]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

486-Pet., 23; 486-Reply, 4-7

• Oborne teaches or suggests verification by an issuing agency:

- (3) Verifying token as official representation would also have been obvious:

• PO’s expert does not dispute
validly linking token to
account would have been
desirable:

16

EX1005 (Shamos Decl.), ¶241:

EX1047 (Malek Tr.), 50:20-51:7:



Oborne: OVER Engine [Claim 1 – All Elements]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

486-Pet., 16-17, 21, 27; EX1011, Fig. 4

• Petition identified Oborne’s disclosure of the OVER Engine:

17



Oborne: Dependent Claim 2

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

486-Pet., 31-32; 486-Reply, 8-11

• “…a second OVER file…invalid for use in the first OVER file storage client device”

• Oborne teaches users have different devices, as PO’s expert admits:

• Oborne teaches device fingerprinting for device-specific tokens:

18

EX1047 (Malek Tr.), 9:20-10:4

EX1011 (Oborne), ¶¶26, 47-48



Oborne: Dependent Claim 2

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

486-Pet., 31-32; 486-Reply, 8-11; 486-EX1005, ¶¶213-18

• “But even if one possible obvious combination falls outside of the claims, it fails to 
undercut the fact that the other possible obvious combination lies within their 
scope.” ACCO Brands Corp. v. Fellowes, Inc., 813 F.3d 1361, 1367 (Fed. Cir. 2016)

19

EX1005 (Shamos Decl.), ¶254



Oborne: Dependent Claims 7 and 20

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

486-Pet., 36, 52; 486-Reply, 11-12

• “the status indicator indicates an invalid credential and the credential information 
indicates a reason for the invalid credential”

• Petition provided numerous examples of status indicators meeting this limitation 
that were obvious over Oborne

• Dr. Shamos confirmed conventionality of such status indicators, e.g.:

20

See generally EX1005, ¶¶264, 219-27 (citing, inter alia, 
EX1032, 88; EX1040, 125; EX1044, ¶46)

486-Pet., 36:



Oborne: Dependent Claims 8 and 29

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

486-Pet., 37; 486-Reply, 13

• “reference to a remotely stored credential”

21

EX1011 (Oborne), ¶¶133, 150

468-EX1005 (Shamos Decl.), ¶¶61, 266



Oborne: Dependent Claims 12-13

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

486-Pet., 38-40; 486-Reply, 13-14

• Petition’s “credential identifier” in claims 12-13 consistent with claim 11

• Claim 11—credential identifier may
be account number or token indicator
(where one token refers to others):

• Claims 12 and 13—same token identifier is credential identifier that is compared
with stored credential:

22

EX1011 (Oborne), Fig. 1B 
(excerpt) (showing token 
105 identifying other 
tokens 101b and 102b by 
their token ids)



Oborne, Neafsey, and Purves: Dependent Claim 19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

486-Pet., 53-54; 486-Reply, 14-15

• “the OVER file comprises a credential image”

• PO’s expert admits Purves’ user device stores credential images:

     EX1047 (Malek Tr.), 69:16-71:18

• PO fails to identify any legitimate security concerns, as addressed for Stafford 
grounds

23



Oborne and Purves: Dependent Claims 23-26, 28-33

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

487-Pet., 34-39; 486-Reply, 15

• Purves teaches generating new credential and adding credential to wallet account, 
including obtaining requested credential information from issuer

• Petition explained usefulness of applying Purves’s approach to adding new 
credentials when addressing request recited in claim 23

24

EX1013 (Purves), ¶¶83, 107-08



Stafford + Purves

486-Pet., 54-70

25DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

486-EX1005 (Shamos Decl.), ¶¶355-56, 366-68



Stafford + Purves [Element 1.3]

486-Pet., 59-64; 486-Reply, 16-28

26DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

key signature, generated
based on pad associated
with credential, encoded
as QR code

generic or redacted
credential image
provided by issuer
as official virtual
representation

EX1013 (Purves), ¶¶64, 85, 111; EX1054 (Hairamani), Fig. 2

486-EX1005 (Shamos Decl.), ¶370



Stafford + Purves: Key Signatures [Element 1.3]

486-Reply, 16-19

• Stafford’s key signatures are based on information (e.g., IdPads) associated with a 
credential, which was verified by issuing agency

• They are electronic, virtual representations of credential documents

27DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Dr. Shamos:

EX1047 (Malek Tr.), 31:25-34:5
EX1048 (Shamos Reply Decl.), ¶10

Dr. Malek:

EX2009 (Malek Decl.), ¶164



Stafford + Purves: Card Images [Element 1.3]

486-Reply, 19-21

• No dispute that Purves’s card images are virtual representations verified by issuer 
as official representations

- Arguments against Stafford key signatures fail to address combination as a 
whole

• PO’s arguments against Purves fail

- Purves’s card images are stored

- PO distorts claim language to manufacture requirement of verification using 
virtual representation

28DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 



Stafford + Purves Teach Storing Card Images

486-Pet, 64; 486-Reply, 19-20

• Stafford teaches
storage of virtual
representations, e.g.:

• Both experts agree Purves’s images were stored on user device:

29DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1047 (Malek Tr.), 69:16-71:18

EX1047 (Shamos Reply Decl.), ¶25

EX1012 (Stafford), ¶97



Stafford + Purves: Verification Limitations

486-Reply, 20-21; EX1001, claim 1; 486-Pet., 61-66; 486-POR, 57 

• POR:

• No requirement that the virtual representation be used for verification

• Element 1.3 requires virtual representation that has been verified, not used for 
verification

• Element 1.5’s verification step does not require use of virtual representation, only a 
“scan associated with the OVER file”

30DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 



Stafford + Purves: Rationale to Use Card Images

486-Reply, 21-23

• PO:

• Stafford’s key signature
generation (Fig. 2) occurs first;
its use to release credential
to 3P (Fig. 3) can occur later

31DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1048 (Shamos Reply Decl.), ¶¶32-33

EX2009 (Malek Decl.), ¶164



Stafford + Purves: Rationale to Use Card Images

486-Reply, 21-23

• Purves’s wallet has single-use items like tickets and other accounts
(EX1013, ¶¶54, 102):

• Stafford’s system supports varied credential types for different transactions
(EX1012, ¶¶81, 109):

• Stafford’s users can have many credentials prepared for release
(EX1012, ¶118):

32DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 



Stafford + Purves: Rationale to Use Card Images

486-Reply, 23-25

• PO does not address representative images in POR and claims obscured images 
pose security risk

• Purves expressly teaches use of representative images and obscured images:

• Representative images, obscured images, and partial numbers routinely used:

33DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1048 (Shamos Reply Decl.), ¶35

EX1013 (Purves), ¶¶85, 122



Stafford + Purves: Rationale to Use Card Images

486-Reply, 23-25

• No dispute unrecoverable redactions were known

34DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1047 (Malek Tr.), 79:16-82:1

EX1048 (Shamos Reply Decl.), ¶36



Stafford + Purves: “Security Issues” Don’t Undermine Rationale

486-Pet., 61-64; 486-Reply, 25-27

• Stafford and Purves teach secure transmission may be used

35DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1047 (Malek Tr.), 24:6-9, 76:7-14

EX1012 (Stafford), ¶97 EX1013 (Purves), ¶152

EX1048 (Shamos Reply Decl.), ¶52



Stafford + Purves: “Security Issues” Don’t Undermine Rationale

486-Pet., 55, 63; 486-Reply, 25-27

• Purves teaches using QR codes in transactions like Stafford’s ecommerce 
transactions, confirming lack of security risk

36DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1047 (Malek Tr.), 28:9-16

EX1013 (Purves), ¶64

EX1012 (Stafford), ¶106

• Dr. Malek’s misunderstanding:• Proposed combination:

486-EX1005 (Shamos Decl.), ¶¶353, 356



Arguments for ’531 Patent Apply to ’854 Patent

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

• Arguments for ’531 claims apply similarly to each disputed claim in the ’854 Patent: 

37

’854 Claims ’531 Claims

Independent Claims 1, 8 & 15
Claim 1, with claim 2 addressing 
“second OVER file” limitations

Dependent claims No dispute by PO



Arguments for ’531 Patent Apply to ’859 Patent

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

• Arguments for ’531 claims apply similarly to each disputed claim in the ’859 Patent:

38

’859 Claims ’531 Claims

Independent Claims 1, 9, 18 & 20
Claim 1, with NFC/Bluetooth 
taught by Oborne and Purves

Claims 2, 10, 19 & 21 Claim 2

Claims 6 & 14 Claims 8 & 29

Claim 12 Claims 23-26 and 28-33 



Arguments for ’531 Patent Apply to ’973 Patent

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

• Arguments for ’531 claims apply similarly to each disputed claim in the ’973 Patent:

39

’973 Claims ’531 Claims

Independent Claims 1, 8 & 16
Claim 1, with NFC/Bluetooth 
taught by Oborne and Purves

Claim 8 “requesting” limitation Claims 23-26 and 28-33

Claims 2, 9 & 17 Claim 2

Claims 5 & 12 Claims 8 & 29



’859 Patent – Claims 19 and 21

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

489-Pet., 10, 14, 30-31, 41, 43, 78-80; 489-Reply, 12-14, 489-EX1005, ¶¶271, 276

• Petition explained that claims 2, 19, and 21 recite same limitations:

• Detailed analysis provided for claim 2:

• Dr. Shamos confirms same obviousness reasoning applies to claims 19 and 21:

• Headings, statement of precise relief, and conclusion also asserted Oborne rendered 
claims 19 and 21 obvious, just as for claim 2

40
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