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PROCEEDINGS

JUDGE JUNG: Please be seated.

JUDGE PETRAVICK: We’regoingtotake amoment to boot up
our computers here.

JUDGE JUNG: Thiswill be the oral argument for IPR2024-00491
and 492. In these proceedings, Petitioner Fox Factory challenges certain
claimsof U.S. Patent Numbers 7,147,207 and 10,328,993. Both patents are
owned by SRAM, LLC.

Beginning with Petitioner’s Counsel and then followed by the
Patent Owner’s Counsel, please state your names for the record.

MS. BHATTACHARYYA: Arpita Bhattacharyya from Perkins
Coie, on behalf of Petitioner Fox Factory.

MR. WALSH: Rick Walsh on behalf of SRAM, LLC.

MR. HICKEY: Michael Hickey on behalf of SRAM, LLC.

JUDGE JUNG: Thank you. A few reminders for this hearing.
Please refer to demonstratives, papers, and exhibits by slide or page number.
Andthereisa public connectionto the hearing. Petitioner andPatentOwner
each have 60 minutes of total time to argue for both of these cases.

Ms. Bhattacharyya, when you’re ready, you may begin.

MS. BHATTACHARYYA: Thank you, Your Honor. Your
Honor, may | reserve five minutes for rebuttal?

JUDGE PETRAVICK: Thiswill countdownto 60 minutes from
your total time..

MS. BHATTACHARYYA: Thankyou. lwill start with the 491

3
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IPR, which is for Patent Number 10,328,993.

Your Honors, my goal here today is to answer any questions you
may have. I, of course, have slides that I’m happyto go through, but if you
have any questions, | would appreciate it if you’d ask. And I’m happy to
jump around.

JUDGE JUNG: Okay. So before we begin your presentation, just
a question about your combinations. So if we added Denk to your first one
of those three combination, in any bicycle, is it your position that that would
meet the claim during assembly for steerer tube?

MS. BHATTACHARYYA: Yes, Your Honor. Our position is
that Denk teaches a tubular component for all bicycles, any tubular
component of a bicycle, including a steerer tube.

And Denk has been combined with Moechnig because Denk
doesn’t actually teach how you would mount it conventionally to a bicycle,
for which we are relying on Moechnig. Yes, Denk’stube, it can beusedasa
steerer tube, and it can be mounted just as Moechnig teaches.

JUDGE JUNG: Juststicking with Denk, if we just mounted Denk
into any bicycle, you would havea tube with its maximum thickness in line
with the vertical plane of the bicycle or, in other words, meeting the claim
limitation. Is that correct?

MS. BHATTACHARYYA: Yes, Your Honor, because Denk
teachesthe bearing thickness by having the elliptical inner contour and the
circular outer contour. And because Denk teaches that the maximum
stresses in impact happen in the vertical plane of the frame, which is the
same asthe plane of travel, reading Denk, a person skilled in the art would

know to orient the maximum thickness in the plane of travel.
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JUDGE JUNG: Okay. And now, bringing in the secondary
reference of Moechnig, as Patent Owner points out, thereis a teaching there
that you want to increase the flexibility of the fore-and-aft direction. It
seems to teach against the combinationsyou’re proposing. So, in your brief,
| know you touched on it, but can you address it here directly?

MS. BHATTACHARYYA: Yes, Your Honor.

JUDGE JUNG: Given these two references, why would one
ordinary skill in the art still put Denk into the bicycle but not follow the rest
of the teachings as well of the secondary reference?

MS. BHATTACHARYYA: Your Honor, Moechnig is a
particular-use case. Right? Nowheredoes Moechnig say that the maximum
stresses are not occurringin the planeof travel. Moechnigonly says that to
Increase the compliance in the fore-and-aft direction. And I’m reading from
Slide 15 here.

And as Petitioner’s expert testified, Moechnig’s particular-use case
Is not contrary to the common knowledge that the steerer tube bears the
highest loads in the plane of travel, which is aligned with the fore-and-aft
direction. Andin fact,aPOSITA would have understood that to withstand
the high loads in the plane of travel, one could either increase the stiffness
and strength of the tube in the fore-and-aft direction or increase compliance
of the tube in that direction to bend with the load and absorb shock to the
rider and frame.

So Moechnig teaches increase the compliance in the fore-and-aft
direction so that you can bendwith the load to manage the load. And it’sthe
sameasan oak treeand areed. Areed will bendwith the load, whereas an

oak tree will absorb the impact. So it is a design choice.
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Nowhere does Moechnig say that the stresses are not happening in
the fore-and-aft direction. Moechnig simply says increase the compliance in
the fore-and-aft direction to manage theload. And then Moechnig goes on
tosay thatthat increases the comfort level of the rider because a lot of the
stresses are not transmitted to the rider, and also, it distributes the load over
a greater load of impact.

And again, it depends. I’m saying it’s a particular-use case
because it depends on what type of bicycle it is. Because if it’s a mountain
bike -- if it’s a steerer tube for amountain bike, you would want it to have
stiffness in order to withstand the impact.

Butifit is a steerer tube for a cruiser, you’re riding down a city
road, you don’twantto takeon alot of the impact. You want the ride to be
smooth and with less impact, so you then increase the compliance in the
fore-and-aft direction. Sothat’s the difference between Moechnig and what
Denk is teaching.

JUDGE JUNG: Although you’ve characterized it as a particular-
use case, it seems when you read the reference overall, it seems to be the
onlyuse. Thisisnotonlythe preferred use, but this is the whole point of the
reference, trying to increase the compliance in the fore-and-aft direction.

So given that, why would one of ordinary skill in the art still
follow Denk and without considering this additional teaching from the
secondary referencethat you need to increase the compliance in the fore-
and-aft direction? I know you call it a design choice, but it seems to be more
than just a design choice, given the two references you picked.

MS. BHATTACHARYYA: Your Honor, Denk explicitly teaches

toincrease compliance in the fore-and-aft direction, right? So that is the
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primary reference. Sowe are saying thata POSITA will follow the primary
reference -- the teachings in the primary reference.

And Denk explicitly teaches,and thisis in Denk’s column 2, that
the actual requirements -- so the wall thickness of the tube should be adapted
to the actual requirements with regard to strength and rigidity.

And Denk goes on to say that particularly high loads occur in the
vertical plane of the frame, which is the sameas the plane of travel, since the
weight of therider acts essentially in the vertical direction and the impact
load’s acting on the front and rear likewise essentially occur within the
vertical plane.

So Denk is explicitly saying high stresses occur in the plane of
travel and then says that the actual requirement, the thickness, should be
adapted to the actual requirement. So the primary reference teachesto align
the area of maximumthickness and maximum strength with the plane of
travel, and we are following the primary reference. Moechnig is a different
use case.

JUDGE JUNG: Why isa person of ordinary skill going to follow
just the primary reference and ignore the additional teaching from the
secondary reference?

MS. BHATTACHARYYA: Becausea person of ordinary skill in
theart will know that thisis an engineeringdesign choice. You can follow
the primary reference or you can follow the secondary reference and either
increase strength in that direction or compliance.

And it dependson the use case. Like in this particular case, the
steerer tube, if it is going to be designed for a mountain bike, you would

follow Denk and increase thickness in the fore-and-aft plane of travel.
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JUDGE JUNG: Okay. All right, let me just move on to a new
topic. Patent Owner has also argued that you’re presenting a new motivation
in the reply. Can you address that?

MS. BHATTACHARYYA: | think that is incorrect. In the
Petition itself, Petitioner had used Denk as the source of motivation. From
what I read in Denkin column 2, it is expressly in Denk that you should put
the area of maximumthickness in the plane of travel. So this is not a new
argument that comes up in the Reply, but because Patent Owner has argued
in the PatentOwner’s Response that Denk doesn’t teach it and Moechnig
teaches the opposite, and Patent Owner has also argued in the Patent
Owner’s Response that they apparently discovered that the bicycle bears the
highestloads in aplane of travel. Thatisabsolutely nottrue. Nothing in the
’993 Patent actually says that Patent Owner discovered this phenomenon.

So just to address their point, in the Reply, Petitioner added a
couple other references that also teach that the bicycle bears the highest
loads in the plane of travel. Andso for Klein, for instance, is one of those
reference which teaches reinforcing the strength of the fore tube, including
the steerer tube in the fore-and-aft direction.

And Klein in column 4, starting at line 21, teachesthat the heaviest
loads will come from vertical bumps or head-on impact and or braking
forces. Both vertical andlongitudinal forces stress the front fork at a fore-aft
cantilever bending. In a simple analysis, it appears that increasing the
strengthof the fork blades and steerer, fore-and-aft cantilever would be the
correct approach.

So Klein is head-on saying that highest impacts happen in the fore-

and-aft direction. And I will just notethat Klein, just with respect to the fork

8



© 00O N O O Ao W N P

N RN NN NDNN R B R R P B R R R
o 0N W N PFP O © 0 N O o W N kB O

IPR2024-00491 (Patent 10,328,993 B2)
IPR2024-00492 (Patent 7,147,207 B2)

blades, not the steerer, says that the forces might be slightly on the inside,
but it gives no caveat for the steerer tube.

JUDGE JUNG: Okay. Klein was not originally cited in the
Petition, buthow do you wantusto treat Klein? Asknowledge in theart, or
just as a --

MS. BHATTACHARYYA: Yes, Your Honor. It’sjustto address
the pointthat -- I mean, it’salready in Denk, but it just bolsters Denk that
Klein is again saying that it was known that the highest impacts in the
steerer tube happen in the fore-and-aft direction. Thisisnot something that
Patent Owner discovered.

JUDGE JUNG: If we agree with you on that proposition, that
Denk does show that you needto increase strength of the vertical plane, we
don’t have to reach Klein at all. We don’t have to bring that into the
obviousness analysis. It’s already something that’s already in Denk. Is that
your position?

MS. BHATTACHARYYA: Your Honor, it just bolsters Denk, but
| agree that it’salready in Denk. And Galasso also teaches the same thing,
and Galasso was actually -- it was used as a prior art reference during
prosecution. And Galasso also teaches that the maximum stressesare in the
fore-and-aft direction.

JUDGE JUNG: There’salso dispute about each side’s declarant
and whether or not they’re a person of ordinary skill in the art. Anything
you want to say on that?

MS. BHATTACHARYYA: Absolutely, Your Honor. I would just
pointtoour Slide 6. So, YourHonor, Petitioner’s expert, Dr. Slocum, he is

a POSITA under either party’s definition.
9
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Now, Patent Owner has provided a definition that requires a
POSITAto have amaster’sdegree or higherin mechanical engineering with
experience in design of vehicle components or like technology.

Petitioner’s expert, Dr. Slocum, he has extensive experience with a
lot of technologies that are related to vehicle components. And Dr. Slocum,
he’s a professor of mechanical engineering at MIT with decades of
experience in the design of optimal mechanical and structural design.

At a minimum, Dr. Slocum has experience with like technology,
and he has experience with vehicular technology as well. It’s in his CV in
his deposition transcript, but we’re saying that at a minimum, he has
experience with like technology.

| also want to address here that Patent Owner criticizes Dr. Slocum
as beingageneralist. He is not. He is a professor. His research is geared
towards precision engineering, so he has lots of expertise in the design of
mechanical components.

And frankly, Your Honor, Patent Owner’s expert, Dr. Parnell, he is
even more of a generalist if you’re going to compare because he provides
expert consulting services for even non-engineering subjects, like budgetary
planning. And I mean, he’s a full-time expert consultant. He has no other
day job. And he provides consulting services in a lot of different fields.

And Dr. Parnell, Patent Owner’s expert, he’s alleged to have
extensive experience in vehicular components, but those are all related to
four-wheel vehicles like ATVs and trucks, not bicycles and motorcycles,
which are the subject of the 993 patent.

JUDGE JUNG: | don’t have any more questions. Do you have

any other remarks you want to bring up about the 491 case?

10
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MS. BHATTACHARYYA: Yes, Your Honor. | mean, we have
addressed so many different points, so | will just quickly go through my
slides to see if there’s anything else.

| just want to quickly touch on the Galassoreference. Your Honor,
as | mentioned earlier,and Galasso was applied by the examiner during the
prosecution. And Galasso is discussed in Petitioner’s Slide 12.

And contrary to Patent Owner’s assertion, Galassoteaches that its
design can be applied to all the tubes of a fork chassis. And Galasso
expressly says that the steerer tube is one of the primary structural elements
of a fork. And this is in Galasso’s column 2, lines 45 to 63.

So Galasso saysyou can use this design for any component of a
fork chassis and then explicitly lists steerer tube as the primary structural
element of the fork chassis. So from this, a POSITA would know that
Galasso’s design can be applied to a steerer tube.

And then Galassoagain explicitly teaches that higher stresses are
happening in the fore-and-aft direction. And as Galasso’s Figure 2 shows
the maximum thickness of the tubeis aligned in the fore-and-aft direction.

The only way Patent Owner amended around Galasso during
prosecution was by adding that the outer circumference of the tube is
circular, whereas in Galasso, if you see in Figure 2a, the outer circumference
is elliptical and the inner circumference is circular, but it still has the
maximum thickness of the tube aligned in the fore-and-aft direction.

So Galasso is just another reference -- and thiswas in our Petition
as well -- and along with Klein and Denk, that teaches that the areas of the
maximum thickness of the tube should be aligned in the fore-and-aft

direction. And I also want to point out --

11



© 00O N O O Ao W N P

N RN NN NDNN R B R R P B R R R
o 0N W N PFP O © 0 N O o W N kB O

IPR2024-00491 (Patent 10,328,993 B2)
IPR2024-00492 (Patent 7,147,207 B2)

JUDGE JUNG: Justto be clear, Galasso was actually not part of
your 103 combination for any of the challenges. How do you propose that
we --

MS. BHATTACHARYYA: | would use Galasso also as a
teachingreference. It addressesthe pointthatit was known at the time the
’993 Patent was filed that a bicycle steerer tube experiences or bears the
highest loads in the fore-and-aft plane of travel.

Once you know that fact, and then you see Denk, and Denk’s
orientation, and given all the discussions in Denk, you would know how to
orient Denk’s areas of maximum thickness in the plane of travel. And --

JUDGE JUNG: Are you using Galasso to bolster Denk or just
anotherexample of something that’s already in Denk? In other words, is
Denk missing something that you’re trying to cover with Galasso?

MS. BHATTACHARYYA: No, Your Honor. Denk is not
missinganything, Your Honor. And the reason we bolstered it and added
this reference in the Reply is just to counter the point the Patent Owner
makes in the Patent Owner’s Response that they sort of discovered this
phenomenon that the highest loads occur in the fore-and-aft direction. And
we’re saying that, no, like, all of these prior art references teach that.

And the other reason we added this is Denk teaches all of this
reference, all of this, but Denk -- and maybe I should -- I’ll just go to Slide
Number18. Patent Owner hasalso argued that a POSITA would not have
used Denk as a steerer tube. And so, and that’s why we brought in other
references that are specific to a steerer tube, to further enhance Denk.

| just want to address that Denk doesn’t say the word steerer tube

expressly, but Denk, in column 4, says that the lightweight tube design is
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suitable for practicallyall tubular components of a bicycle. That is the top
tube, down tube, seat tube, head tube, fork tube.

Anda POSITAwouldknow that the steerer is a fork tube. And
Patent Owner disagrees with that, but there is a lot of evidence that shows
thata POSITA will understand when it says fork tubes that the steerer is part
of a fork tube.

And | alsowant to pointto Denk’s Claim 18, which says that the
lightweight component is designedin such away that it is formed as part of
the bicycle fork. Ijustwanttoemphasize, it’snottalking about tubes. It’s
saying, “as part of a bicycle fork.” And even Patent Owner’s own expert,
Dr. Parnell, agrees that the steerer tube is a key component of a bicycle fork.

Soit’sall there. Denkis saying you can use it as a fork tube. It
says you can use it as part of a fork. And Your Honor, this isan obviousness
combination. You’re not talking about anticipation here. So reading Denk,
a POSITAwould know that you can use Denk’s design as a steerer tube.

So again, | just wantto emphasize that Denk has everything, but
just to address Patent Owner’s arguments, we applied Klein and Galasso and
all of those other references, too.

JUDGE JUNG: Justto summarize the result of your statement,
just to make sure everythingis clear, we don’t really have to reach Galasso
for anything. For Petitioner, there is enough in Denk combined with the
secondary reference according to the Petitioner. Is that correct?

MS. BHATTACHARYYA: Yes, Your Honor. Denk has
everything. Andthe onlyreason we even applied Moechnig is just because
Denk doesn’t say how to mount your tubular bicycle.

There was a claim element about the bottom of the tube being

13
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attached to the crown and the top of the tube being attached to the
handlebars, and those are very common elements. They are in the
background section of the *993 Patent, but we just added Moechnig just in
addition to applicant’s admitted the prior art.

JUDGE JUNG: Okay. Now you’realmost halfway through your
time. Do you wantto say any last things about this case before we move on
from it?

MS. BHATTACHARYYA: | just wantto address Campagnolo for
one second because | know Patent Owner has said that Campagnolo teaches
the opposite of Denk in everything. So Campagnolo -- and this is in Slide
19.

Campagnoloteaches that a bicycle tube should take into account
the actual stresses involved and their possible variations. Now, and
Campagnoloalso teaches the inner circular cross-section and outer elliptical
cross-section.

Now, Campagnolo is all about the frame tubes. And Petitioner
doesn’t disagree that for the frame components, unlike the fork tubes, the
stresses do happen side to side more because of the torsional effect. But the
teachingin Campagnolo that the tube should account for the actual stresses
involved and their possible variations still applies, and the design that’s
shown in Campagnolo still applies. So I just wanted to point out that.

And if Your Honors don’t have any other questions about the
dependent claims or anything, I’ll just move to the 492,

JUDGE JUNG: | have no further questions.

MS. BHATTACHARYYA: So Your Honor, do you have

questions that I could start with for the 492 before | jump into my slides?
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JUDGE JUNG: | don’t know if we indicated this clearly in our
positions, but we had some issues with your 102 Ground, so rather than
focusingon the 102 Ground, maybe it’sjust better if you just discuss your
103 Grounds for this case instead.

MS. BHATTACHARYYA: Absolutely, Your Honor. I’ll just
start withthe 103 Grounds then. Your Honor, I’ll just start with Slide 9.
And this addresses both Grounds 1 and 2 because it’s with respect to Fox,
the Fox reference.

So Ground1is an anticipation groundbased on Fox, and Ground 2
Is an obviousness ground based on Fox in combination with JP °279 and
Nagai. And YourHonor, with respect to the Fox Grounds, Patent Owner
currently argues that the background section of the 207 Patent criticizes
prior art such as Fox.

That is not correct. Nowhere does the background of the *207
Patent mention Fox. Andit also doesn’tdescribe prior art like Fox because
Fox’s camshaft, the camshaft 58, has a rotary cam surface 56, and that rotary
cam surface has variableradii. Andthat’show you can adjust or fine tune
the compression-damping characteristics by rotating in that rotary cam
surface.

Andnothing in the background section of the *207 Patent talks
about a camshaft having a rotary surface with variable radii or all of that, so
it’s nowhere mentioned there. Sothe background of the 207 patent is very
different from Fox or any of the prior art that is applied here. So I just
wanted to mention that before | jumpto the Fox-based obviousness ground.

Patent Owner’s primary argument for both the Fox-based Ground

2 andthe Yi-based Ground 3 is that the tapered surface is added to the entire
15
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camshaft. That meansall the different cam surfaces. And so if you adjust
one position, all of the positions will be adjusted.

That isentirely incorrect, and it mischaracterizes the record. And
I’ll just go to Slide 10. As shown here, the Petition, the expert decs, the
Reply all make it abundantly clear that in the Fox Ground, JP *279’s tapered
surface isadded to only the Fox, that the cam surface 56, which isthe rotary
surface.

The taper is not added to the unrecessed portion of the camshaft,
which corresponds to the closed position. Sothe rotary surface corresponds
to the open position. The unrecessed surface corresponds to the closed
position. So it’s just added to one position.

In Y1, the JP °279 taper is added to Yi’s camshaft only at the cam
surface, which corresponds to the second medium-velocity position. So in
neither of the obviousness grounds is the taper added to the entire camshaft.

And because it’s only added to one portion, and if you are now
doing fine-tuning by axially moving the camshaft left andright, because the
other surfaces are flat, the damping characteristics of those other positions
corresponding to the other surfaces are not changed. Only the surface that
has the taper, the damping characteristics will change there.

And Patent Owner pointsto some CAD drawings that Petitioner’s
expert, Dr. Slocum, had presented, but Dr. Slocum made it very clear that
this is just for illustration purposes. And he just wanted to show how a
tapered cam interacts with the driver rod to change the valve characteristics.

In his declaration, he makes it very clear that only a portion of the
camshaft can have the taper, the other portions can be flat. And so here,

with Fox and Yi, thetapered portion corresponds to the position that is being
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adjusted.

So | think | addressed that point. If there’s any questions, I’'m
happy to answer that. If not, I’ll just move to Slide 11.

Your Honor, I’m just going through the counterpoints that Patent
Owner hasraised. And they’re kind of similar for both the two obviousness
grounds, so I’m just going to just go through and address all the points that
Petitioner -- sorry, Patent Owner has raised.

JUDGE JUNG: Do you agree that both sides” arguments for these
two different obviousness grounds are substantially similar because the
primary reference is substantially similar?

MS. BHATTACHARYYA: Yes, Your Honor. The only
difference between Fox and Yi is that Fox’s camshaft has two surfaces, two
cam surfaces. There were three cam surfaces in theunrecessed portion that
correspond to the open and closed positions. Yi has three cam surfaces
corresponding to low-velocity, medium-velocity, and high-velocity flow.

Petitioner’s position for both these obviousness grounds is that you
would add JP ’279’s tapered surface to one of the positions. And 1 alsowant
to address this, with Fox, for instance, Patent Owner’s argument that the
taper is added to all the surfaces makes even less sense because closed
positionisclosed. Closedisclosed. You donothavetoadjustthat further.
It’sonly in the open position that the taper makes any sense because you
would want the open position to be adjustable to adjust the amount of flow --
hydraulic fluid flow that is happening between the two chambers.

So movingto Slide 11, Patent Owner has argued that there is no
motivationto add JP 279’s taper to Fox or Yi. Andthatis, again, incorrect

because JP ’279 expressly teaches fine-tuning of both compression and
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rebound damping.

So the fine-adjustment concept is expressly taught by JP ’279.
Andsoa POSITA would have been motivated to add the taper to both Fox’s
camshaft and Yi’s camshaft in order to fine-tune or customize the
compression damping setting. Going to Slide 12 --

JUDGE JUNG: When you say fine adjustment, what does that
mean?

MS. BHATTACHARYYA: Fineadjustmentisthat you can have
very fine resolution control. And it’s in slide 12.

Petitioner’sexpert, Dr. Slocum, has explained JP ’279’s tapered
surface configuration allows for fine resolution control as compared to the
cam lever arrangement of Fox. Andthisis because the combination of the
taper with Nagai’s bolt mechanism for moving the camshaft left to right
would adjust the damping characteristics in a linear manner as opposed to a
non-linear adjustment by a lever and cam surface.

Itis a linear way of adjusting. So if you have a taper, and you’re
using a bolt mechanism, which is like a screw, you can make very fine
adjustments. You can make very fine adjustments. You cannot have the
same control with justaleveranda cam. You’re just moving a lever, da-da-
da. It’sveryhardtohavethat linear transition, linear control of adjustment.

And so Nagai’s bolt mechanism, which is the adjuster assembly, in
combination with the taper, you can have that fine resolution control. And
that gives thefine adjustment or the finetuning, which you just cannot have
with Fox’s cam lever arrangement.

Yes, you can do adjustments. You can do adjustments in the rotary

surface, but it won’t be fine adjustments because you can’t have that
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resolution with just a lever and a cam. So that’s what we mean by fine
adjustments.

JUDGE JUNG: Justto verify, Fox has two positions, 100 percent
damping and O percent damping. And then when you do the proposed
modification in JP °279, you have the 100 percent and the O percent
damping. And at the 0 percent damping, you haveto fine adjust, let’s say 0,
and slope that to 100 percent. Is that right?

MS. BHATTACHARYYA: Yes, Your Honor. And again, it
depends on how much taperyou’readding, whether you’re going to get from
0 to 100 percentoryou’re goingto get 0to 50 or 60 percent. It would sort
of depend on the slope of the taper and everything, but yes. In an open
range, you will have a lot of gradation or continuum, if you will, to get that
fine adjustment.

And really, it’s the combination of the taper and Nagai’s bolt
mechanism, butagain, as Dr. Slocum has testified, it’s -- let me make sure |
have the slide -- as testified, just with the taper itself, you will get some fine-
tuning becauseit’s really easy to adjust. It’seasy to fine-tune with ataper as
compared to a rotary cam surface.

Now, Patent Owner has argued that if you roll out the rotary cam
surface of Fox, it will just be like a taper, but in practical sense, it is much
easier to move along and slide, as Dr. Slocum has testified, than using a
lever to kind of rotate around a rotary cam surface. So we’re talking
practical, thetaper combined with Nagai’sbolt mechanism would give you
the high-resolution control.

JUDGE JUNG: That argument was also the subject of a

contention by Patent Owner that that is something new that wasn’t originally
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in the petition. Is that correct?

MS. BHATTACHARYYA: That is absolutely not correct. The
fine-adjustment point is in the Petition, and I’m happy to give the cites. But
the fact that JP *279 expressly teaches fine adjustment was in our petition.
And that is why, Your Honors, in the Institution Decision found that
Petitioner’s motivation to combine is not based on hindsight, because that
teaching is already in JP <279.

And Petitioner -- sorry, Patent Owner has also argued that tapered
camsarea new thing. And that was an argument that they raised in the
Patent Owner Response. Soin Petitioner’s Reply, Petitioner has provided
some, several different references: Exhibit 1019, 1020, 1021, 1022. These
are all, actually, very old references that all teach tapered cams.

In Exhibit 1020, for example, also says that tapered cams are very
easy to manufacture. And Petitioner’s expert, Dr. Slocum, has also testified
that tapered cams have been known at least 100 years, for probably 200
years or more.

So thisargument, it’snotanew reply argument. It is responding
to Patent Owner’sargument in the Patent Owner Response that tapered cams
are anewthing. And these references say, like, they are not. They have
been known for a very long time in many different mechanical arts.

Like, some of the references are in electrical arts, some are in
medical arts, and they all talk about tapered cams. And this, again, is
another motivation why, you know, youwould use JP °279’s taper with Fox
and Yi. lalso want to address that fine-tuning of compression damping was
also well known. And I just want to mention on the record that the tapered

cam references, they are all in Slide 13.
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And moving to Slide 14, during prosecution, Patent Owner
admitted that the prior art reference, Wicker, was applied where the
examiner found it taught fine and coarse tuning. Specifically, Patent Owner
argued during prosecution that the actuator nut 28 in Wicker is merely a
fine-tuning device that necessarily changes the damping characteristics
corresponding to all positions of the operating handle 32.

So during prosecution, Patent Owner admitted that fine-tuning was
already known intheart. Andforthemtoargue inthisIPR proceeding that
fine-tuning is a new thing that they came up with, that just mischaracterizes
the record.

And during prosecution, Patent Owner also argued that Wicker
doesn’t teach independence between the different positions, so if you’re
fine-tuning one position, another position would also change, but the
examiner did not agree with that. Andthe onlyway the claims got allowed
was by adding in the independent claim 1 that the valve-actuating assembly
comprises a camshaft.

So that limitation about a camshaft was added into the independent
claim, and that’s how the claimswere allowed. And here, in both Fox and
Y1, the valve-actuating assembly has a camshaft. And just to emphasize,
Wicker teachesfine-tuning, and JP *279 also teachesfine adjustment of both
compression and rebound damping.

Patent Owner hasarguedthat JP °279’s tapered surface 45, which
Is used for the rebound damping, provides fine adjustment relative to the
tapered surface 44, which is for compression damping.

So Patent Owner’s argument that this is just fine-tuning relative to

the compression and rebound damping, that is not correct. And as
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Petitioner’s expert, Dr. Slocum explains, even just one of those tapered
surfaces provides fine-adjustment capability over having no wedge.

Andthenhe, Dr. Slocum, goes on to explain that compression and
rebound damping are being fine-adjusted in JP °279. One is not done
relative to the other. You are adjusting one finely to do one thing,and at the
same time, you’re adjustinganother one to do something finer. And this is
in Slide 14.

Andso | want toaddressthe bodily incorporation argument that
Patent Owner makes, and thisis in Slide 15. Patent Owner has argued that
JP ’279’s taper and Nagai’s bolt mechanism, they won’t fit into the boxes or
the eyelets, which is the top part of the shock.

But it is well established that the test for obviousness is not
whetherthe features of the secondary reference can be bodily incorporated
into the structure of the primary reference, rather, what are all of these
references teaching in combination.

And here, aPOSITA would haveknown that the combination of
Fox or Yiwith JP °279 and Nagai would improve compression damping to
account for the rider’s weight, skill level, terrain, et cetera. Fine-tuning or
customization is desired. In fact, all of these references say that kind of
customization isdesired. So a POSITA would have been motivated to do
that.

And also, all of these references, these are teaching in very basic
mechanical components like gears and cams and axles. Any mechanical
engineer would be able to resize, design, and kind of come up with this
invention.

And staying with Slide 15, | also want to address that Patent
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Owner’s other argument, with respect to Yi, that you don’t have to combine
Yiwith JP 279 or Nagai because Yi itself can be resized or redesigned to
provide the fine-tuning. But that is not a correct legal argument because to
establish obviousness, Petitioner doesn’t haveto show that the combination
Is somehow it’s the best option.

There’sacase cited in Slide 15, Intel v. Qualcomm, that says that it
IS not necessary to show thata combination is the best option, only that it is
a suitable option. And here, Petitioner has shown that the combination of Yi
with Nagaiand JP °279 is a suitable option to provide fine adjustment of
compression damping.

And lastly, Patent Owner has argued that Grounds 2 and 3, which
Is the Fox and Yi Grounds, do not have a separate adjuster assembly. And
that is, again, incorrect.

Your Honors, the Petition expressly states that JP 279 has a
mechanism with the gear 49 and the feed axle with which you can actually
move the camshaft left and right along the longitudinal axis. But then the
Petition goes on to say thata POSITA would have been motivated to use a
simplified mechanism, such as Nagai’s bolt 141, in place of JP °279’s gear
and feed axle.

And Nagai’s mechanismalso has an inbuilt limiting means. So it
is not just providingthe axial movement. It has the limiting means. So a
POSITA would have been motivated to use Nagai’s bolt mechanism in place
of the gear and feed axle taught by JP °279 for the axial movement. Andthis
Is discussed in Slide 16.

So Patent Owner’s argument that there is no distinct adjuster

assembly in the Petition discussion, that completely mischaracterizes the
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record because the record is very clear that yes, JP °279 has a gear and axle
mechanism which will serve as the adjuster assembly, but then Nagai also
teachesa far simpler mechanism with a limiting means and that a POSITA
would choose amechanism like Nagai’s. And Nagai’s mechanism, it’s a
distinct mechanism that would be added to the camshaft.

Do Your Honors have any other questions for the Yi or the Fox-
based obviousness grounds?

JUDGE JUNG: Isthere anything you’d like to add about the level
of skill argument specific to 492 that we haven’t already discussed with
491?

MS. BHATTACHARYYA: Yes, Your Honor. And I’ll just go to
Slide 5.

So as with the 491 IPR, Petitioner’s expert, Dr. Slocum, is a
POSITA under either party’s definition. And so, Patent Owner actually
deviates from their own expert’s definition of a POSITA to argue that a
master’s degree or higher in mechanical engineering with experience in
design, vehicle components, or like technology is required.

If you look at Patent Owner’s expert, Dr. Parnell’s, declaration, he
basically says a master’s degree or higher in mechanical engineering is
required. Patent Owner adds that you needthat additional experience with
the design of vehicle components or like technology.

Either way, Dr. Slocum has that. As | mentioned previously for
the 491 IPR, Dr. Slocum s a professor of mechanical engineering at MIT.
He has decades of experience in the design of technologies that are related to
bicycles, and vehicle suspensions and other vehicular components. So he is

a POSITA under either party’s definition.
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| just also want to note that Patent Owner’s definition for both the
IPRs, right, they say thata POSITA has to have experience with the design
of vehicle components. |justwantto note thatthat isa very broad definition
because, | mean, if you have experience in the design of bicycle pedals, that
doesn’t mean you can address what’s happening with the steerer tube or the
shocks. So the definition that Patent Owner proposes is really broad, and it’s
not appropriate for the purposes of either the ‘993 or the ‘207 Patents.

Petitioner’s definition, which is more geared towards the design of
vehicle suspension technology, or in the case of the ‘993, the structural
element, isamore appropriate definition, but either way, Petitioner’s expert
meets the definition of both parties.

JUDGE JUNG: Anything else you want to bring up for the Yi
reference? We didn’t really discuss in detail --

MS. BHATTACHARYYA: TheYireference, yes, I’m happyto -
frankly, Your Honor, the Yi reference is probably the cleanest of all the
three. TheYiGround isprobably one of the strongest grounds, or the Fox
sounds pretty good.

JUDGE JUNG: You aredown to about 14 minutes of your total
argument, though, so keep that in mind as well.

MS. BHATTACHARYYA: 1 think I’ll spend some time on Yi
before | save the rest for rebuttal. So I will jump to Slide 19.

So Yi hasa valve-actuating assembly comprising a lever 201, an
eccentric camshaft 2 and damping adjusting rod 10. And Yi’s camshaft is
rotatable between three positions. The first is low-velocity position, the
second mediumvelocity and thethird high-velocity flow. And here we’re

talking about the flow of the hydraulic fluid between the two compressions
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and the rebound chambers.

As the Petition explains,a POSITA would have been motivated to
add JP °279’s tapered surface to Yi’s cam surface corresponding to the
medium-velocity setting to allow finetuning. And the Petition says that you
could add it to the high-velocity setting as well, but it makes more sense to
add it tothe midpoint,and then you can have a much broader range. But
you could add it to anything, but the Petition really focuses, as an example,
on the medium-velocity position.

And because the tapered surface is added to only one of the cam
surfaces corresponding to the medium-velocity position, axial displacement
of the camshaft does not affect the damping characteristics of the first or the
third position, those remain flat. AndaPOSITA would have known how to
axially move Yi’s camshaft along the longitudinal axis using the guide’s
stopper bolt 141, which is the adjuster assembly.

Going to Slide 20, there is sufficient motivation to combine Yi
with JP 279 and Nagai, and also reasonable expectation of success. And
this is because Yi expressly talks about the fine adjustment, and JP 279
talks about fine adjustment. Yi also talks about adjustment being desired,
and it is also in Fox, and all the references says that fine adjustment is
desired to account for the rider’s weight, terrain, and all of the conditions.

And as Petitioner’s expert, Dr. Slocum, has testified, the proposed
combination would be simple, cost-effective, and would have yielded
predictable results. Andthisisbecausethe tapering process through CNC
machining, it’s a very simple process.

Earlier, | mentionedthat Exhibit 1020 talks about how easy it is to

make a tapered cam, and CNC machining has been known for decades now.
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So it’snot a very difficult process to create a tapered cam surface. And as |
previously mentioned, this is a very simple mechanical concept that a
POSITA would have known how to put together, so there would be a
reasonable expectation of success with the combination.

So | can go on, but I’m happy to stop here. | can also address the
anticipation ground if Your Honors have any questions. But I’ll just save
the rest of the 10 minutes for rebuttal. Thank you, Your Honors.

JUDGE JUNG: Thank you.

MR. HICKEY: Good afternoon, Your Honors. Michael Hickey
for SRAM, LLC. I’m going to be speaking on the *207 Patent. 1 figured
that since we just talked about the *207 Patent, the 492, it would be easiest to
just move right into that. And then Mr. Walsh will talk about the 993
Patent.

Obviously, I’m happy to talk about the anticipation argument. |
think that the Board understands that based on the papers that have been
submitted, I think our position about the structure that’s required for both an
adjuster assembly and a valve-actuating assembly, and having sufficient
structure to distinguish the two and not have something that’s completely
subsumed by the valve-actuating assembly is required by the claim
language, as well as the Specification and consistent with the prosecution
history.

I’d also just say, even by virtue of the claim language that says that
those two components are operatively connected, a valve-actuating
assembly, if theadjuster assembly is completely subsumed within it, it can’t
be operatively connected to itself. Andso | think from that standpoint, Fox

cannot anticipate every move of the lever, and Fox results in unique
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damping characteristics.

So what I’d like to do is move immediately to the obviousness
grounds unless there are any questions on anticipation.

JUDGE JUNG: No.

MR. HICKEY: Okay. So starting with Ground 2, Judge Jung,
you’ve pointed out the, you know, similarities between the Yi and Fox
references. So a lot of what | say here is going to be equally applicable.

But I think it’s really, we have anumber of arguments that | think
the Board already understands in terms of what Dr. Slocum has done in
terms of applying cam surfaces to the entirety. And we can go back into
that. | think that his models are very clear as to what he did and the
adjustments that are necessarily required, but I think I’m just going back to
the Institution Decision.

And the Institution Decision at page 25, with respect to the
obviousness combination of Fox and JP 279, as well as with Nagai, at page
25, it says, Petitioner’s position appears tobe that Fox and JP °279 provide
different amounts of adjustment to damping characteristics.

There’sasimilar statement that the Board made in its Institution
Decision at page 32 with the combination of Yi and JP ’279 and Nagai. At
page 32, the Board said, Petitioner, however, implicitly argues that Yi’s
damping adjustment is not as fine as JP *279’s damping adjustment.

And | think that’s really critical to focusin on what those questions
were that theBoard had. The Board further said on page 32 that this was
exactly thekind of issue that needed to be developed further through the
record.

And what you do through the record is you provide evidence. It’s
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not just speculation. It’snot justsuggestions. It’s evidence. And what we
did was we came forward with evidence. We came forward with evidence
from a POSITA, Dr. Parnell.

We could get into the definitions of what a POSITA is. We
obviously have some differences about that. What | would point out, and |
think, Petitioner has, you know, somewhat disparaged Dr. Parnell. He is a
PhD in mechanical engineering from Stanford University. | realize that’s
not the same as MIT, but it’s got a pretty good reputation.

And the suggestion that he lacks any design experience in vehicle
suspension technology, as it applies in this instance to the suspension system
for the 492 IPR, is just not true. In footnote 1 of the Sur-reply, we
specifically call out that Dr. Parnell testified extensively about his many
years of experience in the vehicle suspension technology area. Andthat’s at
Exhibit 1018, page 15, line 20 through page 29, line 23 of his deposition.

And there’s nothing in the 492 that limits vehicle suspensions to
bicycles. It’s actually just a shock absorber for a suspension system
generally. Soljust want to make that clear. So we brought forward this
evidence from Dr. Parnell andwhat it keys in about this issue of fine-tuning,
JP ’279 does use the word or the phrase fine-tuning. But if you look at Dr.
Parnell’s declaration, and | would encourage you to do so at paragraph --
and that’s at Exhibit 2016 -- paragraphs 81 through 88, there’s a lengthy
description about what is fine-tuning. And Judge Jung, you asked that, what
Is that meaning?

Well, it’sa relativeterm. It only means something compared to
something that’s coarse. And the Wicker reference did talk about fine

versus coarse tuning. JP ’279 talks about fine-tuning because there are
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differentslopesto the slider. So it’s talking about one slope of the slider
being, you know, more finely tuned than the other.

But when you’re talking about that fine-tuning, and then you’re
trying to compareit to a different reference that you don’t know the shape
of, that you don’t know the size of, you don’t know whether the addition of
JP ’279 will, in fact, provide a benefit. And that’sthe key aspect is when the
Board raised this issue about the implicit argument of whether it was as fine
or whether it provided differing amounts of damping-to-damping
characteristics, that was centered on really the question of, is there a benefit
to thiscombination? Wouldone of ordinary skill in the art want to do this
because they perceived a benefit?

And in Slide 19 of our presentation, we maintain that Fox is
already capable of providing any damping characteristics between closed
and fully open, and that the damping adjuster of JP °279 is not finer or
superior to Fox’s damping adjuster, and that they each provide a full range
of suspension settings and damping characteristics.

And in fact, the reason | hadn’t pulled into full-slide mode,
presentation mode on theslide, is because | want to point something out that
| think is critical from the Petition itself, which is Paper 1 of the Petition.
And this is talking about Fox.

And it says that the assertion by the Petitioner is that the actuator
arrangement54 of Fox’s shock absorber 10 is an adjuster assembly that’s
operatively connected to Fox’s valve-actuating assembly. We obviously
disagree with that, but look at the next line.

It says actuator arrangement 54 finely adjusts the damping

characteristics of at least the open position of the valve-actuating assembly.
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The Petition has taken the position that Fox does fine adjustment already.
So then what are we comparing?

JUDGE CHERRY: Mr. Hickey, the law is clear that although a
benefit could be a basis of a motivation to combine, KSR tells us that, if
something is known, if it could improveit, if it’sa known method, it’s likely
obvious. So, I think whether there’s abenefitis just one aspect. | mean, it
was known to do this type of fine adjustment, correct?

MR. HICKEY: But why would you combine JP ’279 with a
device that already did fine tuning?

JUDGE CHERRY:: Well, doesn’t the Petition allege that it would
improve the fine tuning?

MR. HICKEY: Andthat’s what the Petition alleges, but there’s no
evidence of that. That’s just speculation. And in fact, what happens --

JUDGE CHERRY: Doesn’t Dr. Slocum say that?

MR. HICKEY: What’s that?

JUDGE CHERRY: Doesn’t Dr. Slocum say that?

MR. HICKEY: Well, Dr. Slocum actually reverses himself
because in his supplemental declaration, in reply, he takes the new position
that Fox and Yionly provide coarse adjustment. That’s a new argument.
That’s a new argument that is put forward.

| realize why he did it, because the Petition doesn’t support what
hesaid in the first place. And so he has come up with the new argument
about coarseness versus fineness because ourevidence showed that fineness
and coarsenesswere only relative. Andthat’sin the Parnell Declaration, not
just at paragraph 81 to 88, but at paragraphs 32 to 34 with respect to Fox and
paragraphs 100 to 106.
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Andso | take it from the standpoint of the evidence from one of
skill in the art in thefirst instance as opposed to taking a position and then
changing it is that there is not a benefit. There’s not an improvement
because what you’re talking about -- and if I, you know, turn to Slide 21,
thisisa demonstration that theslider of JP °279is not inherently finer than
Fox’s cam 56. They have the same adjustment range.

If you go to Slide 22, in the same way that moving slider 44 right
or left moves the adjuster rod 34 up or down, rotating Fox’s cam 56 moves
Fox’s adjuster rod or driver 34 up or down. It’s the same effect.

JP °279, like | said before, just simply says that one of its two
angled surfaces is finer than the other. And that allows for smaller
adjustments due to a lesser slope, but that doesn’t suggest a general level of
fineness or a benefit above any other damper.

And this aspect, the new argument that is raised in reply by
Petitioner and their proffered expert, Dr. Slocum, is this linear-nonlinear
distinction, that that is something that is this considerable benefit, that you
have this greater resolution that is possible with a linear versus a nonlinear
surface.

But again, looking at the evidence from Dr. Parnell, Exhibit 216 --
thisis Slide 25, paragraphs 84 to 88 -- is that a cam can provide the exact
same output as a tapered surface. And so if you look at a particular cam
shape on theleft, you look at that cam output at the adjuster rod, and then
you comparethat to an inclined plane output like you would have for JP
’279’s slider 43, they can achieve the exact same output. And so --

JUDGE PETRAVICK: Counsel, are you saying that the two

devices are the sameand they’re basically the same mechanism performing
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the same function?

MR. HICKEY: I’m sorry. Was that a question?

JUDGE PETRAVICK: Yes. Isthat what your position is?
Therefore, because they’re exactly the same sort of thing, it would not be
obvious to swap one out for the other?

MR. HICKEY: What I’m sayingisthere’sno clear benefit shown
by the evidence of swapping out one for the other.

JUDGE PETRAVICK: Butthere isnoadvantagefrom one to the
other. It’sjustthatthey’rethesame, and one is not better than the other?
They’re both the same type of mechanical invention, they do the same thing,
and they function the same way?

MR. HICKEY: Correct, correct.

JUDGE PETRAVICK: So why isn’t that a substitution of one
known mechanical device for another? Why wouldn’t that be obvious?

MR. HICKEY: Again, | go back to the idea of obviousness. Is
why would there be a motivation to combine? Why would there be a
motivation to substitute these elements is to get a particular benefit.

JUDGE PETRAVICK: Counsel, what I’m confused about your
argument, and I’m trying to figure out what your argument is. You keep
talking about a benefit, the benefit Petitioner talks about.

I’m thinking about obviousness law and KSR. It’s clear that a
simple substitution of one element performing the same function could be
obvious. Sowhy doesn’tthat law apply to what you’retellingme about the
evidence that these two things are the same, and therefore there’s no benefit
from one or the other, but they’re both the sameand theywould operate the

same way and provide the same function?
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MR. HICKEY: Well, then I should be clear in saying that the
structures are not the same. They are different structures. And applied,
trying to apply the slider to the cam surface of Fox or Yi, it’s not clear how
thatactually would be done. What | was saying was that the output of these
two different structures or two different devices can achieve the same
benefit.

JUDGE CHERRY: Would you say that a person of ordinary skill,
a person with a master’s degree in mechanical engineering, wouldn’t
combine these two references? Didyou say that? Do you have any reason
why that would be your position concerning that?

MR. HICKEY: Actually, I do think that that’s set forth in Dr.
Parnell’s declaration where he sets forth that thereare problems combining.

Andhold on. Let me just jump to -- turning to slide 30, we do
raise this problem of inoperability with respect to the combination of Yi and
JP ’279 and Nagai because Yi’s camshaft can’t be moved axially in the
figure on therightas Petitioner posits because of the fixed location of the
driving unitand the associated gear coupling. Andso it’snot clear howthat
detent system would operate if it was axially displaced. Sowe did make that
operability argument on that combination.

JUDGE CHERRY:: My problem with all your arguments is that
you seem to be assuming some kind of bodily incorporation of these
differentelements from the references. The references generally teach that
there’s this possibility for acamshaft, say at the surface, that allows for fine
tuning.

So why couldn’t a person of ordinary skill in the art with a

master’s degree in mechanical engineering adjust these very simple
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mechanical components? ThisisnotaPorsche911. Thisis a bicycle and a
very simple hydraulic system for a bicycle. It’s not that complicated. |
guess I’m just having a lot of trouble with what you’re saying.

MR. HICKEY: Well, again, | take it from the standpoint of it’s not
just a mere possibility. It’s not whether something could be done, but
whetherit would be done. Andso I’m looking at whether you would make
that combination when you can --

JUDGE CHERRY:: These are equivalent structures. AndasJudge
Petravick explained, KSR tells us that when we have two structures that do
the same thing, the law of obviousnessisit’s justa simple substitution. So
why aren’t we in that realm of obviousness law?

MR. HICKEY: Well, again, I think| clarified that | wasn’t saying
that they have the same structure, that theyare different structural elements.
They do achieve the same output, assuming that you could put it in a
position where it’s operable. And I don’t think that there is sufficient
evidence to showthat you could make that operation and be in combination
with JP °279.

We have to turn to the ‘993, so I think I’ll turn to the “993.

MR. WALSH: Thank you, Your Honor. 1°d like to first start
addressing your questions, Judge Jung, from the first one. What | heard
Petitioner say with respect to Moechnigwas that they do say that Yi should
Increase strength in the fore-and-aft direction, andthat’s just the opposite of
what Moechnig actually says.

| would cite to the Moechnig reference and to page 1, paragraph 8,
where it says it teachesthe exact opposite. It saysthe increase in a fore-and-

aft rigidity of the steerer assembly detrimentally affects the fore-and-aft
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performance of the steering assembly by communicating greateramounts of
fore-and-aft direct loading of the front wheel to the rider. It saysnottodoit.
It says the exact opposite. It teaches side to side.

The second thing I heard stated was that Moechnig just appliesto a
regular bicycle. Andif it wasa mountain bike, you just use Denk without it.
And Moechnigdoes specifically say it is applied to a mountain bike. That’s
on page 3, paragraph 33, where it says, this is a street or road bike as it’s
commonly understood, but it’s apparentthe steering assembly is applicable
to other bicycle configurations such asa mountain and/or dirt bike. That’s
in paragraph 33.

The next thing | wanted to go to with respect to the reference of
Denk in general was the statement that Denk says that you have to orientthe
asymmetry in the plane of travel. Andthat’s just completely wrong, Your
Honor.

First of all, travel is only mentionedonce in Denk, justonce. And
it is done in the second column where it talksabout the fact that the loading
that he’s talking about -- I’m sorry, the second column, about halfway down,
where he’stalkingabout theload on the bicycle is all vertical. The weight
of the rider coming down, that’s what it is.

It does not talkabout or use the phrase plane of travel, which was
used consistently by Petitioner throughout that when they first speak about
it. Itdoesn’t. Ittalksaboutthe plane ofaframe. Howisa plane of a frame
different than a plane of travel?

Here’sthe frame of abicycle on my left hand. On my right hand
will be the bicycle front wheel, which is attached to a steering tube up here.

The plane of travel of the bicycle follows that, and it changes and shifts like
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this. The plane of the frame stays like this, the vertical weight going down,
whereasthe front tube, the front fork, and the steering tube is subject to
these different stresses and pressures with respect to the ability to turn.

The next thing I°d like to briefly turn to is the statement that
Campagnoloteaches that there shouldbe a form of stiffness, and it does just
the opposite. Firstofall, it’s interestingto note that what Petitioner tried to
do is combine thisandsay it’s not enough to combine it with Campagnolo.

Campagnolois a world-famous bicycle brand that’s been around
forever, et cetera. Andwhatisthat? Whatdo those engineers who are real
POSITAs teach? It teaches side to side.

Now I’m referring to the second page, lines 29to 31, where it talks
about planes having high transversal stiffness and the need to be stiff
withoutusing lightness, which isside to side. Page 3 in the reference lines
of, again, 29 to 31, the structures are all positioned so that their cross-
sectionsare arranged with their minimum thickness in correspondence of the
plane of the frame. So it’s the opposite of what the 993 is.

Andthen thesame thing with respect to the Klein reference, even
though it was a new reference that’s not part of the Petition, where the
Petitioner read you somethingthat said that all these forces where you have
a uniformthickness, it’s increasingall those strengths. 1t’sasimple analysis
that appears increasingthe strength of the fork legs and the steerer fork can
be viewed as the correct approach.

The very next sentence contradicts that and says no. It says,
however, it’sbeen discovered through actual testing and detailed analysis
that forces in the fork blades are displaced to the side where the steerer

attaches or the wheel or inside the fork a small amount to the optimum.
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Here it’s mentioned it’s not direct fore-and-aft reinforcement, but two
reinforcements thicker walled are shifted to the inside of the fork, as you see
in the drawings attached.

So that’swhat we’re being, | think, faced with, Your Honor. We
are just people saying, oh, yes, it shows this, and that’s kind of the problem.

Let’s speak fora moment about Petitioner’s expert. He’s a very
smart person. He’sagreat engineer, but here’s what he’s not. He’s not a
bicycle person. He’snotsomeone that works on vehicles. When asked to
do it, he talks about different things, et cetera.

That type of a person can talk abouta mechanical force, but what
they can’ttalk about is all POSITAs will know, all these POSITAs know.
Because thisisabout -- and you reference it in the decision. You reference
It on page 22 of the decision whereyou say, this needs more development as
to what those forces are.

Okay, now we have the trial, andthe trial’s about evidence. Bring
forth the evidence. And what did Petitioner bring forth? The Petitioner
didn’t bring forth even one person who was an engineer, who works in this
field, who works on suspension, who works on steering tubes because it’s a
company that does those things, not one.

It doesn’t have its expert that it hiresto talk to one of those people
and say, what are the forces that are affected? What do people know? So
they can’teven havethat hearsay, noneof that. Sothat’safailure of themto
go out and develop and show that, whereasthe actual prior art that’s in front
of you is art that says the opposite of what they’re trying to tell you and what
their expert’s trying to say all POSITAs know.

You can’t say, I’m going to take Denk and I’m just going to
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combine it with Moechnig, for example, which isthesame thing. Moechnig
Is stressingin incredible terms the side-to-side reinforcement and whythat’s
necessary, and yet they say it shows the fore-and-aft as well. It doesn’t. It’s
a completely different thing.

That’swhy it’s very different to go through this and to claim that
all these thingsjustdo. That’swhy it’s so -- we have to be fearful, | think,
of just hiringan expert to say, this iswhat all POSITAs know, because then
you’re going to be able to invalidate any patent because they don’t go out
and actually find that evidence.

This is a bicycle company that is the Petitioner. They have many,
many, many patents. All of those patents show that there is a difference
between a steerer tube and a fork tube. And thereisnothingin evidence that
says it’s the same except for a hired person who says, oh, POSITAs would
know, when it’s the exact opposite, Your Honor. You can’teven follow that
if you want to because what’sreally being taught from the art that’s in front
of you is the opposite.

So those are the things that | wanted to run through kind of
quickly, Your Honor. Ifthere’sotherquestions, I’m happy to answer them.
I’m happy to go through some quick notes and thoughts as well, but |
wanted to go after those directly.

JUDGE JUNG: I haveaquestion, Mr. Walsh. Could you speak a
little about ordinary skill and the declarants’ experience? Ithinkthat’s how
much weight you should give to the testimony. Is there anything else that
you want to say?

MR. WALSH: There is, Your Honor. In fact, I’m going to try

to -- I’ll try to advance to that so | can get to that slide.
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If you want to jump to that, Michael, that would be of help, where
we talk about the two people.

| don’t disagree that if you look at our expert, he’s -- they’re all
smart people. They’rePhDs from fine institutions, et cetera, but he has had
consulting and inspection projects regarding suspension systems and vehicle
technology. Atthe same time, he’s not telling you, here’s what all these
other people are going to know.

And Dr. Slocum, hedidn’t identify any experience or design work
in vehicles, suspension technology, or shock absorbers. When he was asked
about it in his deposition, he said -- or vehicle or cycle-related experience --
he mentioned a shield beam connector for testing semi-connectors, water jet
cutters, offshore wind fans, not anything related to bicycles.

And the reason that’s important is because, | agree with you that it
does go totheweight. I’mnottryingtosay thatif he hadenough time, and
he went through thisentire process, he got things, he tested them, et cetera,
like the inventors did, he wouldn’t be able to come up with the answer, but
that’s not what a POSITA can testify about.

In other words, he’s just saying -- he’s looking at the result and
saying well everyone would have come tothat conclusion, when on top of
that, all the other prior art says the opposite. It’s teaching the opposite.
That’s what you cannot accept as someone who’stestifying about something
that’s completely valid.

JUDGE JUNG: Thatwouldbe, I think, acombination. You heard
Petitioner verify that if he just took things as is, without any modification,
just putit intoabicycle, forexample, he would meet all the limitations of

claim 1.
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But your position is that some POSITAs would have preferred
restricting the side-to-side of the tube as opposed to the fore-and-aft. It
seems like both of those are valid options. Maybe one is better than the
other foramountain bike or a street bike, but it seems like both of those are
viable optionsthat are both known in the art. So it seems like it would have
been obvious.

MR. WALSH: 1 don’t think they are known in the art, Your
Honor. Because what Denk is talking about is if you take any tube and you
narrow out some side of it, et cetera, you can keep strength in one part of it.
That’s what it’s talking about. With respect to bicycles, it’s all about that
vertical force going down.

And they don’ttalk about, it doesn’t talk about the idea of it being
In a steer tube except for this person saying, oh, everyonewouldknow that a
fork tube is a steerer tube, which is just false, Your Honor, because there’s
nothing else out there. They would have brought in another patent that
showed you that because they’re not -- the ones that they have and have
brought forward here, as it’s their burden to show, say the opposite. They
haven’t given one.

Once you get by that, that force is going up and down. As I told
you before, on a steerer tube, you’re going like this. You’re going side to
side. Andit’sadifferentorientation, a different orientation to that tube, as
well as the other elements.

I’m ignoring the other elements with respect to the length and the
size and how it goes from circular to elliptical, et cetera, and how it tapers
and all those other dependent forces, et cetera, but you couldn’t just turn that

into you wouldn’tjust do it, especially when Denk doesn’t teach that and the
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other places of prior art teach the opposite.

| don’t thinkit’sadesign choiceto say, I’m goingto do this side to
side, because what Moechnig is teaching in terms of side to side, what
Campagnolo, the numberone name of bicycles, is teaching is that what is
Important is side to side. You can’t ignore that that’s a design choice.
Otherwise, you’d be saying, I’m going to orient it in a way that it’s weak.
Where the 993 is saying, this is where the stiffness hasto be, that that’show
it hasto be oriented. Andnothingis like that, Your Honor. Nothing is like
that.

So that’swhy I thinkit’snot fair to simply say you can just take
Denk, and it has a tube of different sizes in or out, as well as the other
things, the other elements | talked about. So that’s the response to Denk.

And let me sort of run through some of these things. You may
come up with other questions alongthe way. As | said before, steerer tubes
are not fork tubes. And it’svery clear in all of the configurations in the art
that’s before you that there’s a difference about it. And yet Petitioner just
says, they’rethe same thing because they’ve mentioned fork tubes. And
they have an expert say, all POSITAs would know it’s the same thing.

You can’t say, I’m a very smart person, | have a PhD, and so
therefore all the POSITAs are going to knowsomething, and the art teaches
the opposite. That’s just not something that is credible or should be
acceptable.

And so we had to show these things to show that they’re reinforced
side toside, they’re symmetrical or reinforced the other way around. There
Isn’t anything out there. There’s no prior art that teaches those unique

stresses thatare on a steerer tube and have something in the fore-and-aft
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direction and with all the other elements of it.

And you noted that in your decision. You asked for more
developmentof that, and there wasn’t more development. What happened
was they came up with other grounds. They came up with, oh, I’m going to
come up with -- I’m going to bring in Klein and Galasso as new things,
which shouldn’t be considered anyway, but they don’t help them.

For example, Klein contradicts. Kleinis using it just for the fork
tubes, not for the steering tubes. It has a steering tube, doesn’t mention
anything about it, and when it mentions it, they’re not in the plane of travel,
et cetera, butthen it contradicts the fore-and-aft because it says it has to be
canted in a different way, as | just mentioned before.

And Galasso is the same thing. It’s stanchions. It’s not a fork
tube. It’snotin the plane of travel of the bicycle. It doesn’t have an axis
that’s related to the steeringtube, et cetera, and it doesn’t give you a reason
for combining it,which -- KSR is clear that you have to have an apparent
reason to combine known elements in a particular fashion.

Andwhen the priorart is teaching the opposite, you can’t say, oh,
If | just take this that teaches from side to side but | orient it front to back,
thatdoesthetrick. 1don’tthinkthat’s fair or teaches the ground that you
should do it.

It’s not a steerer tube. It’s obviously oriented fore and aft, as |
said. Denkdoesn’tshowa valid reason to combine with anything. If they
said it could be applied to pickles, that isn’t going to work, hang gliders,
airplanes, golf clubs, anythingin the world. It doesn’treally teach -- it’d be
very interestingto see what it’s really trying to teach because it’s not really

oriented that same way.
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Campagnolo, we’ll talk about that. Ithasaheadtube, whichisthe
closest. It’sanosteerertube,sidetoside. It hasaheadtube,anditsaysthe
exact opposite. Itshould be side to side. You can’t use that to bootstrap
into, no, | would orient it the way the *993 did.

Galasso is the same thing. It’s a motorcycle. It’s not a steerer
tube. It’sstanchions. Fork tubesdon’t have an access. It’s not a plane of
travel.

Klein, I think, issimilar, as | told you before. Klein is interesting
from the standpoint that it says, even though Petitionerread to you, oh, this
IS what it says, the next sentence that wasn’t read says that’s not theway it’s
supposedtobe. Idon’t think that’s how a POSITA is going to read that.
They’re not going to stop. You can’t just admit it.

Moechnig, I think, isthe samething, YourHonor. It teaches side
toside, lateral stiffness. It teaches an improvement that all increases that
stiffness. That’sin paragraph 6. And then it specifically says that fore-and-
aftis detrimental. Itdoesn’tjustsayit. It doesn’t just say that you do side
to side. It says fore-and-aft is detrimental.

It says to increase the fore-and-aft rigidity detrimentally affects the
fore-and-aft stiffness performance of the steerer assembly. That is not
something that you would pick up and say, I’m going to take it and I’'m
going totake the detrimental aspect of it and apply it to a steerer tube. That
doesn’t make sense to me, Your Honor.

| think the Denk-based grounds fail. They don’t anticipate. It
obviously doesn’tinclude a steerer tube. | don’t see in these things a real
motivationto modify. Denk doesn’tsay, oh, gee, there’s other things that

mightbe added to it. It doesn’t say to go out and look for something. It
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doesn’t do that.

JUDGE PETRAVICK: Counsel, I’m looking at Denk right here.
As Petitioner pointed out, it specifically says the lightweight component for
bicycles is suitable for practically all tubular assembly types. So that teaches
with abicycle with tubular components, and it gives you examples of a top
tube, down tube, rear tube, head tube, fork tube, and so on, and the body.
It’s not even closed in that way.

So it’s specific to bicycles, tubular components of bicycles. And
the reference itself teaches that you want to strengthen in the deformation
direction as opposed to the perpendicular direction. So those are pretty
specific teachings as to which ways you want to strengthen or not
strengthen.

It seems to me that what you need to add to Denk, which
specifically talks about puttingthis in bicycles and tubular components of
bicycles, notanything and everything. We can hone in on that teaching
there, and it talks about that you want something thicker in the deformation
direction as opposed to the perpendicular directions.

Wouldn’t we just need a teaching that says with a steering tube, the
deformation direction is in the fore-and-aft direction?

MR. WALSH: So let me take thatthought. There is no teaching
that Petitioner hascome up with that shows you that other than the *993.
Thereisnoteachingthat says a deformation-direction steeringtube is in the
fore-and-aft direction other than the *993.

In fact, the other prior art that was presented to you says the
opposite. Moechnig says the opposite. Campagnolo says the opposite.

JUDGE PETRAVICK: Canyouwalk usthroughwhere it saysthe
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opposite, where you think those references say the opposite --

MR. WALSH: Yes, sure.

JUDGE PETRAVICK: --whatthedeformation direction is for a
steering tube?

MR. WALSH: Right. Well, first of all, adeformation direction is
really different than all the forces on the steering tube. What they’re talking
about in Denk is when a rider sits, a 200-pound person sits on top of a
bicycle, it deforms it andpushesit down. So it wantedthat weight there, but
as | told you before, the steering tube is going this way. It’s a different
direction.

JUDGE PETRAVICK: Soifa steering tube has forces on it and
it’s different, where are those forces? Those would be in front, if it’s
steering --

MR. WALSH: Well --

JUDGE PETRAVICK: --orisitontheside? Can you explain to
me where?

MR. WALSH: The 993 teachesyou that it’s in the fore-and-aft
direction. The 993 in the very beginning of it says, the large stiffness and
strength of the fore-and-aft plane of travel of the bicycle. That’s what
they’re doing because the bending stiffness isn’t as critical on the lighter
side loads. Soit’sreferencingand diminishing the side loads and showing
that the fore-and-aft is critical.

Moechnig, which is an asymmetric steerer tube, says the exact
opposite. Moechnigsays, the increase in fore-and-aft rigidity of the steerer
assembly detrimentally affects the fore-and-aft stiffness. That’s in

paragraph 8 of Moechnig. That’s the opposite of what it is.
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JUDGE PETRAVICK: And the other references? Walk us
through the other references.

MR. WALSH: Yes. SoCampagnolo, whichthey cite, on page 3,
in the paragraph that beginson line 26 through 31, when it talks about, it’s
relatingto framesfor bicycles, it says, the structures have all positions so
that their cross-sections are arranged with their minimum thickness in
correspondence to the plane of the frame. Their minimum thickness, so
that’s the opposite, side to side. The thickness partofit is side to side. The
minimum is fore and aft.

Those are the only teachings that are direct that says, this is what
affects. Moechnigisasteerertube itself. Campagnolo is a bicycle frame.

And thentheotherthing | wanted to just touch on is the beginning
of your sentence, which is, Denk applies to any tubular component. It lists
lots of tubes in a bicycle. It does not list a steering tube.

JUDGE PETRAVICK: We’re not limited to the list. It says
practically all tubular. What | just read is what it says. Practically all
tubular components of a bicycle. It has a list --

MR. WALSH: | agree.

JUDGE PETRAVICK: Itsuggeststhatwe look at all the tubular
components. The fact that it doesn’t specifically say steering tube is not
persuasive to me because that sentence is broader. Itsaystoone of ordinary
skill in the art, look at the tubular components of a bicycle, and this concept
can be applied to it.

| read that as asuggestion of, look at all the tubular components of
a bicycle. Asteeringtube isatubular component. Now I have to figure out

which way the forces are on the thing that | want to --
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MR. WALSH: Okay.

JUDGE PETRAVICK: Andsothat’s what I’m looking for in this
prior art, a reference that teaches that element of where the forces are
applied of the height of the steering tube.

MR. WALSH: Correct.

JUDGE PETRAVICK: Andwhatyou’retellingmeisthatthey’re
not there in all of the prior art that’s availablein this record. So | just want
you totell me -- you’re telling me that actually it’s the opposite; they’re on
theside. Soljust want to know -- | want you to walk me through in the
prior art where that is.

MR. WALSH: Sonumberone, the onlything that talks about an
asymmetrical steerer tube is Moechnig. And Moechnig teachesthatit hasto
be reinforced side to side, not fore and aft. Andyet, the Petitioner wants to
combine Denk with Moechnig. Denk is reinforced topand bottom. It is not
reinforced fore and aft.

Campagnolo, the other reference, and Moechnig, as | just read to
you, it disparages side to side -- it disparages fore and aft. Campagnolo does
the samething. Campagnolo does it at column 2, lines 23 through 31, and
column 3at lines 26 through 31. It’smentionedin detail on page 16 of our
Sur-reply.

So those are two direct prior art references that Petitioner has used
that teach the opposite of what the *993 does, the opposite. The other
references that they talk about do not teach that a steerer tube should be
reinforced in a fore-and-aft position.

Klein’snotasteerer tube. It’s obviously not part of the grounds

that was petitioned, it’s not before you, Your Honor, but it’s not a steerer
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tube. And it contradicts the idea that it should be fore-and-aft because it
can’t sit at a different plane.

Valat isa uniform, which is another one they use, a uniform of
reinforcement all over. It’snotasymmetrical. It doesn’tdoanything that’s
up and down -- that’s elliptical or crosses back and forth.

Galasso, another reference that they had, which is also not part of
their Petition that they just came up with, let mesay that -- I don’t want to be
repetitive of what Mr. Hickey said, but the idea of confronting after a
decision’s been entered for new material -- and then the references in the
’993 are just it’s common knowledge. It’scommon sense, so I’m going to
get my PhD expert to say it’s common knowledge that this would be that.

My point isyou cannot rely uponthat. It’snottruthful if the prior
art says the opposite. And I gave you two references to prior art that they
brought up that says the exact opposite. The only one that | know about that
says do it in the fore-and-aft position isthe ’993. The otherreferences | can
go through.

Valat isuniform. Galasso is not part of the Petition, but it’s not a
steerer tube. Ittalksabout stanchions in a motorcycle that have different
forces. It doesn’thave an axisin the center of the headtube. It’s not in the
plane of travel. Andof course, | talked about Denk being vertical, up and
down.

My point is that the Petitioner has the burden. When the Petitioner
getsin hereand says, hey, everyone knows that when you reference a fork
tube, you mean a steeringtube, there should be lots of different patents out
there, including ones that the company that they represent have, that says

that exact thing.
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You’re not going to find it. It’s nowhere. It’s not before you
because it doesn’texist. They’revery differentthings,andthat’s why all of
these things makeclear distinctions between fork tubes and steerer tubes.
And that’s why you can’t just add it.

And in the decision granted, you said, develop this. Develop it,
comeupwithit. That didn’thappen. There isnoadditional thing that says,
okay, I’m going to bring forks to you -- the people that designed these
products, that designed forks, to say everyone knows that the pressure, the
forces are in the fore-and-aft direction. It’s nowhere out there. The only
place it’s in is in the *993.

Unless you have any other questions about the *993, I think we’ll
reserve the rest for rebuttal. Thank you.

JUDGE JUNG: 1 do not.

MR. WALSH: Thank you.

MS. BHATTACHARYYA: Your Honors, I’ll first address Patent
Owner’sargument for the 492 IPR, which is for the *207 patent. Patent
Owner mischaracterizes Dr. Slocum’s supplemental expert declaration to say
that he changed his position on Fox and he changed coarse adjustments.
That is not correct.

Thisis in Dr. Slocum’s declaration, Exhibit 1017, at paragraphs 21
and 29. Dr. Slocumsaid thata POSITA would understand that when you
rotate the camshaft in Fox between the open and the closed dampening
settings, that’s a coarse adjustment. Just going from open and closed, that’s
a coarse adjustment.

Andin Yi, if you rotate from the low velocity to medium velocity,

then high velocityand vice versa, that’sa coarse adjustment. And then the
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references recognize that within one of those positions, for example, the
open position in Fox or the medium velocity position in Yi, there’s a desire
to do fine adjustments. Andthatis what JP ’279 is teaching and the other
prior art references are teaching.

So hedidn’t reversecourseor anything. | just wanted to pointthat
out, that he made a distinction between coarse and fine adjustment.

And as Judge Cherry and Judge Petravick also brought up, Patent
Owner’s main argument seems to be that, why would you improve Yi or Fox
because they already provide adjustments. Butas Your Honors have pointed
out, KSR recognizesthat a simple substitution for one element for another
known element is obvious.

| also wantedto point out another more recent Federal Circuit case
thataddresses thishead-on. Itis PAR Pharmaceuticalsv. TWiPharma. Itis
at 773 F.3d 1186 at pages 1197 t0 98. It’s a Federal Circuit 2014 decision,
which very clearly says that obviousness does not require the modification to
be better or preferred over the original.

As | said in my earlier opening argument, the obviousness
combination just hasto be asuitable option. It doesn’t have to be the best
option. And PAR Pharma specifically says that it doesn’t have to be better
or preferred over the original.

But that said, as Dr. Slocum has testified, both the Fox obviousness
ground and the Yi grounds do provide more finer control. And he has
explained that this is not just about theoretical fine adjustments. When you
combine the taperwith Nagai’s bolt mechanism, it ismuch easier to slide the
rod up and down the taper. You just get this fine resolution control.

That’s the term that Dr. Slocum uses, fine resolution control,
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because the bolt mechanismis kind of a screw. Soyou can make very linear
movements across the taper that you just cannot have by rotating a lever
over a rotary cam surface with your hand. Soyou just haveto think about JP
’279’s taper in combination with the Nagai bolt to get that fine adjustment.

Unless there are any questions, I’ll move on.

JUDGE CHERRY: I’d like to ask a follow-up on the 491. Can
you address Judge Petravick’s point about Denk suggests that there is a
benefit from placement in the deformation direction, and what evidence do
you have to connect that teaching to a replacement that you put in the
petition? Ifyou could addressthat, I think that would be helpful. Thanks.

MS. BHATTACHARYYA: Absolutely, Your Honor.

JUDGE PETRAVICK: Canyou specifically speak to theevidence
in the record which teaches that the fore-and-aft direction on the steering
tube is where there is the highest part of the force?

MS. BHATTACHARYYA: Absolutely, Your Honor. So first of
all, Denk explicitly teachesthat thereis the deformation or the greatest -- it
bearsthe highest load in the fore-and-aft direction. So Denk uses the term
vertical plane of the frame, and | just heard Patent Owner argue that that’s
not the same as the plane of travel. That is incorrect.

If you look at Figure 1 of the *993 patent, it very clearly shows that
the plane of travel isaligned, it’s coplanar with the frame, the vertical plane
of the frame. And the District Court construed this term. The District Court
said the plane of travel is the vertical plane aligned with the traveling
direction.

The traveling direction is the fore-and-aft direction. The ’993

patent makes it very clear. Soljust wantto pointoutthat thisdifferentterm
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used, vertical plane of the frame, is coplanar, is the same as the plane of
travel. That’sin thefore-and-aft direction,and Denk very clearly said that.

JUDGE CHERRY: And Dr. Slocum, does he not?

MS. BHATTACHARYYA: Yes, Dr. Slocum has said that in his
expert report as well, and it is in our Petition as well.

JUDGE CHERRY:: Okay.

MS. BHATTACHARYYA: There is not a single reference that
says that the greatest loads for deformation direction is not in the fore-and-
aft direction.

| think Judge Petravick, you hadasked, is thereanything that says
that the greatest loads are side to side? It’snot there. None of the references
say the greatest loads are anywhere other than in the fore-and-aft direction.

JUDGE PETRAVICK: Okay. Tell me exactly where in the
references is the evidence that the greatest load is in the fore-and-aft
direction on the steerer tube.

MS. BHATTACHARYYA: On a steerer tube. | would address
Denk then, Your Honor, because Denk is generic to a bicycle tube, but Denk
definitely says fore-and-aft direction has the greatest loads.

Klein talks about both the steerer tubeand the fork blades. Patent
Owner triesto kind of ignore this part of steerer tube and only talk about
blades, but Kleinin column 4, startingat line 21, says that the heaviest loads
will come from the vertical bumps or head-on impact and/or braking forces.

And then it goes on to say, in a simple analysis, it appears that
increasing the strength of the fork blades and steerer, fore-and-aft cantilever
would be the correct approach. So it says fork blades and steerer, the

highest impact happening in the fore-and-aft cantilever bending direction,
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which would be this direction.

And it’stalking about head-on impacts, braking forces. It’s not
talking about just theweight of the rider. It clearly says for fork blades and
steerer, the impact is in the fore-and-aft direction. And it makes a small
caveat just for the fork blades. Inthe fork blades, it may be a little bit on the
Inside, but it doesn’t say anything about steerer. For the steerer, Klein is
saying the greatest impacts are happening in the fore-and-aft direction.

Galasso teaches the samething. And Galasso, again, Galasso says
that this design can be used for all parts of the fork chassis and explicitly
lists steerer tube as part of the fork chassis. Earlier, Patent Owner mentioned
that none of the references say that the steerer tube is a fork tube or
something like that. Galasso lists the steerer tube as a primary structural
element of the fork.

And Galasso at column 5, lines 10 to 16, is teaching a fork tube
design where the thickness of the tube is maximum along the fore-and-aft
direction, 34 and 35, such that the fork will be in its stiffest front to rear
setting.

It teaches thefork to be in the stiffest front to rear setting, andthen
says the fork includes the steerer tube. So you wantthe entire -- all the fork
elements, including the blades, which are the fork blades and the steerer, to
be in its stiffest in the fore-and-aft direction. And this is presented in
Petitioner slide 12.

So yes, Klein and Galasso, those are specific to a steerer tube and
are saying the greatest force is in the fore-and-aft direction. Make it
stronger, give it more stiffness in the fore-and-aft direction.

And I’ll just quickly address Campagnolo.
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JUDGE PETRAVICK: You’re out of time, but we’ll give you a
couple more minutes, we’ll also give Patent Owner a couple more minutes.

MS. BHATTACHARYYA: Thankyou, Your Honor. | appreciate
that. | just want to -- I’ll make this quick.

Campagnolo is saying there is a greater impact side to side, but
Campagnolo is just about the frame component. And Petitioner is not
disagreeing with that. We were showing Campagnolo just for the shape, the
elliptical inner and circular outer shape, but Campagnolo doesn’t say
anything about the steerer.

And for just the frame component, it says increase stiffness side to
side. So Campagnolo doesn’t contradict what Denk, Klein, and Galasso are
teaching.

And Moechnig, nowhere does Moechnig say that the greatest
forces or impact stresses, whateverword you want to use, that the greatest
stresses are side to side in the steerer tube. It does not say that. Moechnig
simply says increase compliance in the fore-and-aft direction for the comfort
of the rider, so that the impacts are not transferred to the rider’s hands.

And as Dr. Slocum testified, that’s a use case, increase in
compliance in the fore-and-aft direction to bend with the load or increase
stiffness there in order to withstand the load.

And Your Honor, | just want to quickly address the point about the
definition of POSITA. I justrealizedthat Patent Owner keeps saying there
Is noevidence in the record because their position is that Dr. Slocumisnot a
POSITA, so histestimony is not evidence. AsJudge Jung pointed out, it’s
just goes to the weight.

But even setting aside Dr. Slocum on this point about the fore-and-
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aft stiffness, two different patent offices have found that it would have been
common knowledge at the time the *993 patent application was filed that the
greatest impact, the highest stresses occur in the fore-and-aft direction. This
Is in slide 13 of the 491 IPR. The USPTO examiner applying Galasso
explicitly found that.

And in the counterpart Chinese patent application, there was a re-
examination based on Denk, and the claims in China were not allowed based
on Denk. And there, the examiners in the re-examination said that it is
common knowledge in the art that the steerer tube of a bicycle bears the
greatest stress in thetraveling plane. They repeatedly say that. And that’s
Exhibit 1004.

JUDGE PETRAVICK: All right. You need to wrap it up.

MS. BHATTACHARYYA: Thank you, Your Honors. | really
appreciate the extra time. Thank you.

JUDGE PETRAVICK: Patent Owner, I’m goingto set your clock
at 14 minutes. You had 10 and a half minutes, and Petitioner used about
three and a half minutes extra.

MR. WALSH: Thank you.

JUDGE PETRAVICK: So I will increase your time to 14 minutes.

MR. WALSH: Thank you, Your Honor. | think we’ll just
continue with the *993.

So | don’t know how to address the hearsay of what was just
referenced from a Chinese examiner. That’swhy hearsay is not admissible
Into evidence, because you just can’ttalk aboutit. In any event, | did want
to address the following things.

Oneofthethingsisthatthereisno -- | vehemently disagree with
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Petitioner on what she says. Klein, for example, does not say that the
heaviest loads are the fore-and-aft stress. It says the opposite. It’s a
different thing to do.

What it says is that the heaviest loads will come from vertical
bumps andhead-on impacts. Whenyou look at a plane of a bicycle, you’re
sitting on a bicycle, what Denk is talking about and what Klein is talking
about isavertical plane, meaning bumps up and down from the 200-pound
rider hitting a pothole.

The ’993 is talking about something different. It’s talking about
going forward like this in a plane that moves when you steer it. That’s very
different from a vertical force pushing down. Thatdirection, if it’s saying it
right, then Denk is clearly in an up and down direction. It’s notside to side.
It’s not in a fore-and-aft direction.

And Klein specifically says, yes, it’swrong. It wouldn’t be in the
fore and aft. It would be different.

Galasso, | think, is the same way. First of all, Galasso is not a
steeringtube. Itisastanchionthat’sconnected toa motorcycle. It doesn’t
have an axis. It doesn’thave the other things connected to it, but what it
does talk about is that if you increase stiffness of the stanchion, if it’s
aligned parallel to the center plane, the fork will be in its stiffest form front
to rear.

That doesn’t mean that that is what you want in a bicycle steering
tube. That’s in a fork holding the wheel. And of course, Klein says
something different because it cants it out differently.

The other thing | want to reference is Moechnig again. | can’t

disagree again more. It specifically says, increase in the fore-and-aft rigidity
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of the steering assembly detrimentally affects the fore-and-aft stiffness
performance of the steering assembly. How can that be any more clear that
that’s not what you should do?

Andyet, in all of these grounds, Petitioner is trying to combine
Denk with Moechnigto realign the orientation in a fore-and-aft direction
that Moechnig says, don’tdo. That’snotwhatyoudo. That’s not how you
do it.

It’s Petitioner’s burden of proof. Petitioner could have come
before the Court not with an expert that says, all POSITAs would know this,
but with real evidence. Priorartis real evidence. Testimony that you can
depose people who work at Fox, who designed forks and shock absorbers,
that’s real evidence.

JUDGE CHERRY: Well you got to depose Dr. Slocum, evidence
Is evidence. We determine the weight. We don’t say it’s real evidence or
fake evidence. You had a chance to depose Dr. Slocum.

| think just stick to attacking Dr. Slocum’s reasoning and not
saying that somehow some typesof evidence are better than others. If Dr.
Slocum is well reasoned, then it’s entitled to weight, but if he hasn’t given
us good reasoning, then it’s not entitled to weight.

| think Judge Petravick kind of pointed out where a gap is in this.
Andwe’retryingto find - we’re trying to put it all together. Maybe if you
focuson that gap and what evidence there is on that gap, then maybe that
will help you or it may hurt you, but that’s where we should focus our
attention, I think, rather than is it real or fake evidence.

MR. WALSH: Your Honor, I’m not saying something is fake

evidence. What I’m saying, there are lots of different types of evidence.
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And what I’m saying is that just having an expert say, every
POSITA knows that thisiswhere the forces are, to me, it’s not entitled to
weight when the actual evidencethat supports it and that is in front of the
panel are things that say the exact opposite.

In other words, Moechnig says the exact opposite and so does
Campagnolo. Andthereisnoother piece of prior art that says, yes, where
the forces come from and where they should be put is in the fore-and-aft
direction except the *993.

And so my point is, maybe what I’m saying inartfully, is that you
can’t overcomea lack of evidence by hiring an expert to say all these people
would know because you would have lots of examples of that. You’d have
other pieces of prior art. You’d have other things in learned books or
treatises that say this is where all the forces would be.

None of that is before the panel because it’s not out there. The
only thingthat we’ve been able to find -- and we did depose Dr. Slocum. He
wasn’t able to comeup with these things. When we asked him about his
background in vehicles, et cetera, it was things that weren’t vehicles.

So that’s the point, Your Honor, that this is supposed to be about a
trial. It’s supposed to be about evidence, not conjecture, not attorney
argument. And Il understand howan attorney could argue you just turn Denk
any way you want, okay, but that’s not what this is about. It’s supposed to
be about the evidence.

Andsothat’swhy when I look at the grounds here, and it’s Denk
and Yi and Moechnig, it’s basically telling you -- it’s combining something
that teaches the opposite of what the ’993is. And |l don’t thinkyou get over

it by the idea that’s just a design choice because they would have had
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something out there that said this is where the forces are.

| think KSR is pretty clear. You have to have an apparent reason
and a motivationto do it, combining thosethings. The motivation would be
side toside, and so it would be opposite. That’s the case. Denk is not, as
referenced again, as being fore and aft. It’s not. It’s vertical. It’s up and
down. That’s what it is.

Thesslide that I have in front of you is Moechnig isthe only steerer
tube with symmetrical reinforcement. And it talks about side to side, and
tellsthatyou havetodoit. It shows fore-and-aft is detrimental. It doesn’t
say it’s better. It says it’s detrimental. That’s the opposite of the *993.

The same with Campagnolo. It’s not a steering tube, but it has
side-to-side, lateral reinforcement. And Denk is not fore-and-aft
reinforcement. There’s complete failure to show any prior art or teachings
or other evidence that should be acceptable that shows that the unique
stresses and strengths in a steering tube are in the fore-and-aft direction and
that’swhere you need to put the strength except for the ’993. That’s the
Issue.

So unless you have further questions, I’ll let Mr. Hickey talk about
the ‘207. Thank you.

JUDGE PETRAVICK: Thank you, Mr. Walsh.

MR. WALSH: Thank you for your time.

MR. HICKEY: Okay, justacouple of points. And | do wanttogo
to, Judge Cherry and Judge Petravick, what you were focused on in terms of
that that KSR issue.

Before | get there, | do want to point out with respectto Counsel’s

reference on the coarse adjustment in Dr. Slocum’s declaration -- that is in

60



© 00O N O O Ao W N P

N RN NN NDNN R B R R P B R R R
o 0N W N PFP O © 0 N O o W N kB O

IPR2024-00491 (Patent 10,328,993 B2)
IPR2024-00492 (Patent 7,147,207 B2)

1017 -- that was submitted in reply. If you look for the word coarse in his
original declaration, it is nowhere to be found. There’s no distinction
between coarse and fine adjustment in that declaration.

Perhaps |, too, was inartful in terms of describing the substitution
Issue that you were raising, Judge Petravick, in terms of structure versus
function. To be clear, what the obviousness combination here is not
substituting a slider for a cam or a cam for a slider. It is modifying the
camshaft of Fox or modifying the camshaft of Yi with this other slider
mechanism that JP *279 shows.

What | pointthe Board to, pages 41, 42, 43, as well as 53, 54, and
55 of the Patent Owner Response, talking about how these are not known
elements that you’re just simply substituting, or known methods.

The record evidence shows that what you’re trying to do here in
terms of arranging different movement systems at perpendicular angles
when the surface of the camshaft curves, that wasn’t something that was
known. Using two different adjustment methodologiestogether to adjust an
adjuster rod, that was not known.

And that’ssupported not only by Dr. Parnell’s declaration, Exhibit
216 at paragraph 89, but it also comes from admissions that Dr. Slocum
made in his deposition.

Similarly, at page 53, JP *°279 doesn’t show, alongwith any of the
other references, teach or suggest an inclined plane surface that’s placed
onto the curved exterior surface of the camshaft or any other curved surface,
and thenarranging that inclined surface tangentially to the curvature of the
cam when you havethis complicated shaft shaping that’s suggested by the

Petitioner.
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So these are to the point of, this just simply, hey, this is an easy
system, it’s simply substituting known elements. No, it’s not. These are
things that hadn’t been done before. And this combination is not just
swapping out the cam and the slider.

It’s making this modification andtryingto rearrange this shape in
such away that getsto the key of what the invention of the 207 patent is.
Namely, can we come up with asystem that has certain preset positions of
the lever that have known damping characteristics and then get to one
position where you can do, we’ll call it fine tuning, but where you can do
that adjustment of damping characteristics in that one position without
affecting anything else.

The fact is nothing else had done that before. These concepts that
are put together by Dr. Slocum, by Petitioner, are things that the
combination of these elementswere not known. Andagain, I think that the
perceived benefit because -- again, here I goto the Patent Owner Response
at page 40. It really calls this out.

It's because we don’t know the size and shape of the cam of the
slider of JP <279 or the cam of Fox or the cam of Yi, that directly affects the
level of fineness. And that’s what Dr. Parnell says in his declaration,
Exhibit 2016, at paragraphs 81 to 88.

So you could have an adjusterthat’s designedto be finer than the
other, but because the sizes and slopes of those surfaces are unstated, noone,
Petitioner, Petitioner’sintended expert, noone else knows what the relative
fineness of those adjusters would be.

I’ll end by again pointing to the Petition itself, page 16, which says

that Fox already provides fine adjustments. Andthenthat’s reversed in the
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course of the briefing and the evidence that’s submitted to say that it only
provides coarse adjustment, different spelling than the course of briefing.
So thank you for your time. We appreciate the opportunity to be

heard.

MS. BHATTACHARYYA: Thank you, Your Honors.

JUDGE PETRAVICK: We are adjourned.

(Whereupon, the above-entitled matter went off the record at 3:09
p.m.)
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