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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
Before the Patent Trial and Appeal Board

In re Patent Application of Atty Dkt. BHD-4662-1326
Conf. No.: 3921

SIMMELINK et al. Art Unit: 3773

Appln. No. 12/599,869 Examiner: DANG, Phong Son H.

Filed: January 16, 2013 Date: December 2, 2013

Title: COLORED SUTURE

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Sir:
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NOTICE OF APPEAL
Applicant hereby appeals to the Patent Trial and Appeal Board

from the last decision of the Examiner twice/finally $800.00 (1401)/$400.00 (2401)/$ 200.00 $  800.00
rejecting applicant's claim(s). (3401)
Credit for fees paid in prior appeal without decision on merits -8 ( )
Pre-Appeal Brief Request for Review form attached
Appeal Brief is attached. $ (nofee)
Petition is hereby made to extend the current due date so as to cover the filing date of this
paper and attachment(s) 1 Mo. Extension $200.00 (1251)/$100.00 (2251) /$50.00 (3251) $ 1400.00
2 Mo. Extensions $600.00 (1252)/$300.00 (2252) /$150.00 (3252)
3 Mo. Extensions $1400.00 (1253/$700.00 (2253) /$350.00 (3253)
4 Mo. Extensions $2200.00 (1254/$1100.00 (2254) /$550.00 (3254)
5 Mo. Extension $3000.00 (1255)/$1500.00 (2255)/$750.00
Less month extension previously paid on -$( )
Appeal Forwarding Fee (waived if Appeal Brief and

Appeal Brief Fee paid by March 18, 2013) $2000.00 (1413)/$1000.00 (2413)/$500.00 (3413)  $

An ORAL HEARING is requested under Rule 41.47  $ 1300.00 (1403)/$650.00 (2403)/ /$325.00 $
(3403)
(due within two months after Examiner's Answer) (Due date not extendible)

Reply Brief is attached. (Due date not extendible) (no fee)

"Small entity" status applies. [] "Micro entity" status applies.

[0 Applicant claims "micro entity" status ] Micro entity certification statement filed herewith

TOTAL FEE ENCLOSED $ 2200.00

[ Correspondence Address Indication Form.
[X] CREDIT CARD OR DEPOSIT ACCOUNT PAYMENT (CREDIT CARD FORM ATTACHED IF PAPER FILING).

Any future submission requiring an extension of time is hereby stated to include a petition for such time extension.

The Commissioner is hereby authorized to charge any deficiency, or credit any overpayment, in the fee(s) filed, or
asserted to be filed, or which should have been filed herewith (or with any paper hereafter filed in this application by this
firm) to Deposit Account No. 14-1140.

901 North Glebe Road, 11" Floor NIXON & VANDERHYE P.C.

Arlington, Virginia 22203-1808 By Atty: Bryan H. Davidson, Reg. No. 30,251
Telephone: (703) 816-4000

Facsimile: (703) 816-4100

BHD:dIb Signature: _/Bryan H. Davidson/
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Electronic Patent Application Fee Transmittal

Application Number: 12599869
Filing Date: 14-Jan-2010
Title of Invention: COLORED SUTURE

First Named Inventor/Applicant Name:

Joseph Arnold Paul Maria J.A.P.M Simmelink

Filer:

Bryan H. Davidson/Dawn Barbour

Attorney Docket Number:

BHD-4662-1326

Filed as Large Entity

U.S. National Stage under 35 USC 371 Filing Fees

Description Fee Code Quantity Amount Suz-s'l's(tsa)l in

Basic Filing:
Pages:
Claims:
Miscellaneous-Filing:
Petition:
Patent-Appeals-and-Interference:

Notice of Appeal 1401 1 800 800

Post-Allowance-and-Post-Issuance:

Extension-of-Time:
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s . Sub-Total in
Description Fee Code Quantity Amount USD($)
Extension - 3 months with $0 paid 1253 1 1400 1400
Miscellaneous:
Total in USD ($) 2200
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Electronic Acknowledgement Receipt

EFS ID: 17542304
Application Number: 12599869
International Application Number:
Confirmation Number: 3921
Title of Invention: COLORED SUTURE

First Named Inventor/Applicant Name:

Joseph Arnold Paul Maria J.A.P.M Simmelink

Customer Number:

23117

Filer:

Bryan H. Davidson/Dawn Barbour

Filer Authorized By:

Bryan H. Davidson

Attorney Docket Number:

BHD-4662-1326

Receipt Date: 02-DEC-2013
Filing Date: 14-JAN-2010
Time Stamp: 16:51:48

Application Type:

U.S. National Stage under 35 USC 371

Payment information:

Submitted with Payment

yes

Payment Type Deposit Account
Payment was successfully received in RAM $2200

RAM confirmation Number 4447

Deposit Account 141140

Authorized User

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:

Charge any Additional Fees required under 37 C.F.R. Section 1.21 (Miscellaneous fees and charges)

HONEYWELL Ex. 1030, Page 208 of 426

HONEYWELL INTERNATIONAL INC. v. DSM IP ASSETS B.V.

IPR2024-00493



File Listing:

Document .. . File Size(Bytes)/ Multi Pages
Document Description File Name . . .
Number Message Digest | Part/.zip| (if appl.)
12-02-2013_Noti f A | 66077
1 Notice of Appeal Filed - odlfce_o -hppeal. no 1
p 3ec573ff3d9b55bbed38d51a5¢1f206be84Y
Warnings:
Information:
32469
2 Fee Worksheet (SB06) fee-info.pdf no 2
16e59950a84dd ceee2932f354d639dd2bf6|
9e578
Warnings:
Information:
Total Files Size (in bytes):i 98546

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35

U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application asa
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office
If a new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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REQUEST Application Number 12/599,869
CONTINUED EXAMINATION (RCE) 7> January 16, 2013
TRANSMITTAL First Named Inventor SIMMELINK
Address to: Group Art Unit 3773 cont. No.  [3921
“cﬂfri:]ffiigi?fef for Patents Examiner Name DANG, Phong Son H.
Mo IR 22313-1450 Attormey Dooket Number |BHD-4662-1326

This is a Request for Continued Examination (RCE) under 37 C.F.R. §1.114 of the above-identified application.
Request for continued Examination (RCE) practice under 37 C.F.R. § 1.114 does not apply to any utility or plant application filed prior to June 8,
1995, or to any design application. See Instruction Sheet for RCEs (not to be submitted to the USPTO) on page 2.

1. |[Submission required under 37 C.F.R. § 1.114. |

a. [] Previously submitted (Note: Any previously filed unentered amendments will be entered unless applicant instructs otherwise. If
applicant does not wish to have previously filed unentered amendment(s) entered, applicant must request non-entry of such
amendment(s).

i. [ Consider the amendment(s)/reply under 37 C.F.R. § 1.116 previously filed on
i. [] Consider the arguments in the Appeal Brief or Reply Brief previously filed on
ii. [] Other
b. X Enclosed
i. XI Amendment/Reply
i. [] Affidavit(s)/Declaration(s)
iii. X Information Disclosure Statement (IDS)
iv. [] Other

2. | Miscellaneous

a. [] Suspension of action on the above-identified application is requested under 37 C.F.R. § 1.103(c) for
a period of months. (Period of suspension shall not exceed 3 months; Fee under 37 C.F.R. § 1.17(j) required)
b. [ Other

3. The RCE fee under 37 C.F.R. § 1.17(e) is required by 37 C.F.R. § 1.114 when the RCE is filed.

a. [] Applicant claims "small entity" status.

[ Applicant claims "micro entity" status. [ Micro entity certification statement filed herewith.
b. X Fees are attached as calculated below:

i.

X RCE fee required under 37 C.F.R. § 1.17(e)(1) $1200.00 (1801)/$600.00 (2801) /$300.00 $ 1200.00

(3801)
[] RCE fee required under 37 C.F.R. § 1.17(e)(2) $1700.00 (1820)/$850.00 (2820)/ $425.00 $
(3820)
i. [] Petition is made to extend the due date months (less months previously paid) $
ii. X] Other 2 Claims in Excess of 20 (2 x $80 = $160.00 (1202)) $ 160.00
c. [X] CREDIT CARD OR DEPOSIT ACCOUNT PAYMENT (CREDIT CARD FORM ATTACHED IF PAPER FILING) in the amount of
$1360.00

d. XI The Director is hereby authorized to charge any deficiency in the fee(s) filed or which should have been filed
herewith (or with any paper hereafter filed in this application by this firm), to Deposit Account No. 14-1140.

SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT REQUIRED

Name (Print Type) Bryan H. Davidson Registration No. (Attorney/Agent) ‘ 30,251

Signature /Bryan H. Davidson/ Date ‘ February 3, 2014 (Monday)

CERTIFICATE OF MAILING OR TRANSMISSION

| hereby certify that this correspondence is being deposited with the United States Postal Service with sufficient postage as first class mail in an
envelope addressed to: Mail Stop RCE, Commissioner For Patents, P.O. Box 1450, Alexandria, VA 22313-1450, or facsimile transmitted to the U.S.
Patent and Trademark Office on:

Name (Print Type)

Signature ‘ Date ‘

Burden Hour Statement: This form is estimated to take 0.2 hours to complete. Time will vary depending upon the needs of the individual case. Any comments on the amount of time you are
required to complete this form should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Mail Stop RCE, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of
SIMMELINK et al.

Serial No. 12/599,869
Filed: January 16, 2013
For: COLORED SUTURE

* *

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Sir:

Confirmation No.: 3921

Atty. Ref.: BHD-4662-1326
Group: 3773

Examiner: DANG, Phong Son H.

February 3, 2014

AMENDMENT I

The following comments and amendments are intended to be fully responsive to

the “final” Official Action dated May 30, 2013, and are being filed subsequent to the
Notice of Appeal dated December 2, 2013, which set a further action due date of

February 2, 2014 (a Sunday).

Pursuant to 37 CFR §1.121, each section of the subject Amendment (e.g., Claim

Amendments, Specification Amendments, Drawing Amendments and Remarks) as may

be appropriate to the issues raised in the Official Action to which this paper responds,

begins on a separate page. Changes to the original text, claims and the like are shown

by striking through language to be deleted and underlining of language to be added.
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SIMMELINK et al.
Serial No. 12/599,869
February 3, 2014

AMENDMENT TO THE CLAIMS:

The following claim set replaces all prior versions, and listings, of claims in the
application:

filamentary yarn comprised of multiple gel-spun pigment-containing filaments of

ultra-high molecular weight polyethylene (UHMwPE) that is obtained by a

process comprising the steps of:

a) providing a mixture_comprised of eertairing UHMwWPE having an intrinsic

viscosity (V) of at least 5 dl/g, a spinning solvent and a pigment; ard

b) spinning_multiple filaments a-rruti-ftamentyrara from the mixture by a gel
spinning process; and

c) at least partly removing the spinning solvent from the multiple filaments to

obtain a multi-filamentary yarn comprised of the multiple gel-spun
pigment-containing UHMwPE filaments.

2. (canceled)

3. (previously presented) The suture according to claim 1, wherein the pigment is
present in the mixture in an amount to obtain between 0.1 and 7.0 wt. % of the

pigment in the filaments of the suture.

4. (previously presented) The suture according to claim 3, wherein the amount of
pigment present in the filaments of the suture is lower than 5.0 wt. %.

5. (previously presented) The suture according to claim 4, wherein the amount of

pigment present in the filaments of the suture is lower than 2.0 wt. %.
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10.

11.

12.

13.

14.

(previously presented) The suture according to claim 1, wherein the pigment is

an inorganic pigment.

(previously presented) The suture according to claim 6, wherein the pigment
contains chromium oxide.

(previously presented) The suture according to claim 7, wherein the pigment

contains aluminum-chromium-cobalt oxide.

(currently amended) The suture according to claim 1, wherein the filaments
contain a residual amount of less than 800 ppm efresidualameunts of the

spinning spta=solvent.

(canceled)

(currently amended) The suture according to claim 9, wherein the filaments
contain a residual amount of less than 500 ppm efresidualameounts of the

spinning spa-solvent.

(currently amended) The suture according to claim 9, wherein the filaments
contain a residual amount of less than 250 ppm efresidualameunts of the

spinning spa-solvent.

(currently amended) The suture according to claim 9, wherein the filaments
contain a residual amount of less than 100 ppm efresidualameunts of the

spinning spe=solvent.

(currently amended) The suture according to claim 9, wherein the filaments
contain a residual amount of less than 60 ppm efresidualameunts of the

spinning spa=solvent.

HONEYWELL Ex. 1030, Page 213 of 426
HONEYWELL INTERNATIONAL INC. v. DSM IP ASSETS B.V.
IPR2024-00493



SIMMELINK et al.
Serial No. 12/599,869
February 3, 2014

15.  (new) The suture according to claim 9, wherein the UHMWPE has an IV of
between about 8 and 40 dl/g.

16.  (new) A suture consisting of a multi-filamentary yarn, wherein at least 50 mass%
of the yarn consists of gel-spun filaments consisting of ultra-high molecular
weight polyethylene (UHMwPE) having an intrinsic viscosity (IV) of between
about 8 and 40 dl/g, between 0.1 and 7.0 wt.% of an inorganic pigment, a
residual amount of less than about 800 ppm of a spin solvent, and less than 1000

ppm of further constituents.

17. (new) The suture according to claim 16, wherein the amount of pigment present

in the filaments of the suture is lower than 5.0 wt. %.

18. (new) The suture according to claim 16, wherein the amount of pigment present
in the filaments of the suture is lower than 2.0 wt. %.

19. (new) The suture according to claim 16, wherein the inorganic pigment is

chromium oxide.

20. (new) The suture according to claim 19, wherein the inorganic pigment is

aluminum-chromium-cobalt oxide.

21.  (new) The suture according to claim 16, wherein the filaments contain a residual

amount of less than 500 ppm of the spin solvent.

22. (new) The suture according to claim 16, wherein the filaments contain a residual

amount of less than 250 ppm of the spin solvent.

23. (new) The suture according to claim 16, wherein the filaments contain a residual

amount of less than 100 ppm of the spin solvent.
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24. (new) The suture according to claim 16, wherein the filaments contain a residual
amount of less than 60 ppm of the spin solvent.
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SIMMELINK et al.
Serial No. 12/599,869
February 3, 2014

REMARKS
Favorable reconsideration and allowance of this application are requested.
1. Request for Continued Examination

As a procedural note, the present amendment is being filed concurrently with a
formal Request for Continued Examination (RCE) under 37 CFR §1.114. Accordingly
withdrawal of the "finality" of the May 30, 2013 Official Action is in order so as to allow

entry and consideration of the amendments and remarks presented herewith.
2. Discussion of Amendments

By way of the amendment instructions above, pending independent claim 1 has
been amended in the interests of clarity and to improve claim syntax. For example,
claim 1 now requires that the claimed suture be comprised of a multi-filamentary yarn
comprised of multiple pigment-containing filaments of ultra-high molecular weight
polyethylene (UHMwPE). The UHMwPE that is gel-spun is required to have an intrinsic
viscosity (IV) of at least 5 dl/g as was recited by prior claim 2 (which has now been

canceled as redundant.

Claim 1 has also been amended to clarify that the spin solvent is at least partly
removed to thereby provide the multiple gel-spun pigment-containing UHMwPE

filaments.

Claim 15 is new and recites the IV of the UHMwPE of between about 8 to about

40 dl/g as supported by page 3, lines 5-6 of the originally filed specification.

Claim 16 is also new and is independent form. Claim 16 is similarly directed
toward a suture comprised of a multi-filamentary yarn, wherein at least 50 mass% of the
yarn is comprised of gel-spun filaments consisting of ultra-high molecular weight

polyethylene (UHMwPE) (as supported by page 5, lines 12-13 of the originally filed
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specification) having an intrinsic viscosity (V) of between about 8 and 40 dl/g (as
supported by page 3, lines 5-6 of the originally filed specification), between 0.1 and 7.0
wt.% of an inorganic pigment (as supported by original claims 3 and 6), less than about
800 ppm of residual spin solvent (as supported by page 4, lines 9-10 of the originally
filed specification), and less than 1000 ppm of further constituents (as supported by
page 4, lines 27-29) of the originally filed specification).

New claims 17-24 are based on the prior submitted claims, but are dependent

from new independent claim 16.

Therefore, following entry of this claim amendment, claims 1, 3-9 and 11-24 will
remain pending herein for consideration. As will become evident from the following

discussion, all such pending claims are in condition for allowance.
3. Claim Rejections - 35 USC §103

The only issue remaining to be resolved in this application is the rejection of the
prior pending claims herein as allegedly “obvious”, and hence unpatentable, under 35
USC §103(a) over Hutton (USP 6060007) in view of Grafton (US 2003/0050667).
Applicants suggest that neither Hutton nor Grafton is an appropriate reference against

the claims now pending herein.

As was noted previously, the presently claimed invention results in a suture

formed of a multi-filamentary yarn comprised of multiple gel-spun pigment-containing

filaments of ultra-high molecular weight polyethylene (UHMwPE). Thus, the UHMwPE
filaments of the yarn contain pigments as part of each filament. Moreover, since the
filaments are gel-spun and are formed into a suture, a low residual spin solvent must be
present. It is therefore against this backdrop that the prior art must be analyzed.

In this regard, applicants note that Hutton et al concerns a colored braided

suture. Significantly, the colorant is a “free-flowing dye or pigment powder at room
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temperature” (col. 2, |. 25-26). The list of typical dyes that may be employed according
to Hutton et al include: C.I. 74160 [organic copper-complex powder], C.1.61565 [organic
powder], C.1.60725 [organic powder], C.l. 73000 [organic powder]. (col. 2, 1. 27-34). No
inorganic pigments are disclosed. Moreover, at least C.I. 60725 is specifically not
suitable for low density (LD) and high density (HD) polyethylene as is evidenced from
the BASF

Hutton requires a dry mix of dye and thermoplastic resin. Moreover, Hutton
instructs that “...to conduct the blending step the dye is dry dispersed into the bulk form
of the thermoplastic resin prior to extruding.” Hutton also requires melt spinning (“...the
dry blend of resin and colorant is then extruded by melt spinning” (col. 2, |. 36-38, 62-63,
and claim 1) In direct contrast, the UHMwPE filaments of the claimed invention are gel-
Spun — i.e. a solution mixture comprised of the UHMwPE, a spinning solvent and the
pigment is spun such that the filaments are formed when the solvent is at least partly
removed. There is therefore no disclosure in Hutton that the techniques therein would

also apply outside the strict limitations regarding “melt-spinning” and “dry blend”.

Hutton uses PET (polyester) but also mentions other types of resin including
generally a polyethylene resin (col. 2, 1. 10-18). Hutton also mentions that the intrinsic
viscosity of the resin should be above 0.95 (with no unit indicated, but presumably dl/g).
Even if it is assumed that the IV of the general polyethylene resin as disclosed by
Hutton may be above 0.95 dl/g, the ordinarily skilled person would recognize that the IV
of the UHMwPE as used in the presently claimed invention (i.e., at least 5 dl/g) would
be much too high to melt extrude. The ordinarily skilled person would therefore not
consider Hutton to be pertinent to high IV resins, such as the UHMwPE as is employed
in the practice of the presently claimed invention, since such high IV resins could not be
melt-spun as is otherwise taught by Hutton.
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It should specifically be noted that Grafton discloses a suture which includes a
“cover” formed of UHMwPE strands 8 which are braided with strands 10 and 12 of

polyester. Significantly, Grafton discloses that:

“UHMwWPE strands 8 are substantially translucent or

colorless. The majority of the polyester strands 10 are white
(undyed), with one or more additional polyester or nylon
strands 12 having a contrasting color provide a trace in the
suture. Due to the transparent nature of the UHMwPE, the

Suture takes on the color of strands 10 and 12.” (paragraph
[0020], emphasis added)

Thus, there is certainly no teaching or suggestion in Grafton of providing
UHMwPE filaments with a pigment as is specifically required by the claims pending
herein. Instead, the teaching of Grafton is that, if one wants to impart color to the
suture, then filaments other than UHMwPE filaments are dyed. Therefore, even if

UHMwPE of Grafton were to be employed in the filaments of Hutton, they would not
contain pigments as Grafton specifically teaches that such UHMwPE filaments are

pigment free.

Thus, given that Hutton does not suggest at all that the filaments disclosed
therein are gel-spun, and that Grafton teaches that UHMwPE filaments are pigment-
free, then an ordinarily skilled person would have been given no expectation of
successor even the slightest guidance to the gel-spun pigment-containing UHMwPE

filaments as defined by the claims pending herein.

In view of the above, therefore, applicants suggest that all claims now pending in
this application are in condition for allowance. An early and favorable action in that

regard is solicited.
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4. Fee Authorization

The Commissioner is hereby authorized to charge any deficiency, or credit any
overpayment, in the fee(s) filed, or asserted to be filed, or which should have been filed
herewith (or with any paper hereafter filed in this application by this firm) to our Account
No. 14-1140.

Respectfully submitted,
NIXON & VANDERHYE P.C.
By: /Bryan H. Davidson/

Bryan H. Davidson
Reg. No. 30,251

BHD:dIb

901 North Glebe Road, 11" Floor
Arlington, VA 22203-1808
Telephone: (703) 816-4000
Facsimile: (703) 816-4100

-10 -
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Office Action Summary Examiner Art Unit AlA (First Inventor to File)
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).
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earned patent term adjustment. See 37 CFR 1.704(b).
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3)[] An election was made by the applicant in response to a restriction requirement set forth during the interview on
__ ;therestriction requirement and election have been incorporated into this action.

4[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
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* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a
participating intellectual property office for the corresponding application. For more information, please see
hitp/www, Usplo.aov/patents/init_events/privindax.jsp or send an inquiry to PPHieedback@uspto.qoy.

Application Papers
10)[] The specification is objected to by the Examiner.
11)] The drawing(s) filed on isfare: a)[] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119
12)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:
a)J Al b)[] Some** ¢)[] None of the:
1.[] Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No.
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
** See the attached detailed Office action for a list of the certified copies not received.
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Application/Control Number: 12/599,869 Page 2
Art Unit: 3773

1. The present application is being examined under the pre-AlA first to invent
provisions.
DETAILED ACTION
Continued Examination Under 37 CFR 1.114
2, A request for continued examination under 37 CFR 1.114, including the fee set
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this
application is eligible for continued examination under 37 CFR 1.114, and the fee set
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on
02/03/2014 has been entered.
Claim Rejections - 35 USC § 102
3. The following is a quotation of the appropriate paragraphs of pre-AlA 35 U.S.C.

102 that form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(b) the invention was patented or described in a printed publication in this or a foreign country
or in public use or on sale in this country, more than one year prior to the date of application
for patent in the United States.

4. Claim 1 is rejected under pre-AlA 35 U.S.C. 102(b) as being anticipated by US
2003/0050667 to Grafton et al. (Grafton).
Grafton teaches:

A multi-filamentary yarn comprised of multiple gel-spun pigment-containing
filaments of ultra-high molecular weight polyethylene (UHMwPE) (suture 2, Fig. 1,

paragraph 13).
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Claim Rejections - 35 USC § 103
B, The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

6. Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over A1 to
Grafton in view of US 2006/0045899 to Sarangapani.
Grafton teaches:
The suture according to claim 1 (see rejection of claim 1 above).
Grafton fails to teach:

The pigment is present in the mixture in the amount between 0.1 and 7.0
wt. %, lower than 5.0 wt. % and lower than 2.0 wt. % of the pigment in the
filament of the suture.

Sarangapani teaches:

Antimicrobial composition for medical articles disclosing coloring pigments
is approved by the FDA to be used is about 0.001 to about 0.25 wt.% (paragraph
19).

It would have been obvious to one of ordinary skill in the art at the time of the invention
was made to employed the teaching of using pigments as taught by Sarangapani into
Grafton for suture coloring since it has been held that where the general conditions of a
claim are disclosed in the prior art, discovering the optimum or workable ranges

involves only routine skill in the art. In re Aller, 105 USPQ 2383.
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7. Claim 6 is rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable over
Grafton in view of US 2005/0208096 to Shalaby.
Grafton teaches:
The suture according to claim 1 (see rejection of claim 1 above).
Grafton fails to teach:
The pigment is an inorganic pigment.
Shalaby teaches:
Color-Fast radiation sterilized implants comprising surgical implants such
as sutures comprising inorganic pigment (paragraph 11).
It would have been obvious to one of ordinary skill in the art at the time of the invention
was made to used inorganic pigment as taught by Shalaby into Grafton as a substitution

of one known method of dying suture for another.

8. Claim 7 is rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable over
Grafton in view of Shalaby and further in view of US 3,565,652 to Staats G. Burnet
(Burnet).
Grafton in view of Shalaby teach:

The suture according to claim 6 (see rejection of claim 6 above).
Grafton in view of Shalaby fails to teach:

The pigment contains chromium oxide.

Burnet teaches:
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Method of coloring viscose comprising filament that used pigments
containing chromium oxide (Col. 1, lines 63-66).

It would have been obvious to one of ordinary skill in the art at the time of the invention
was made to employ pigments containing chromium oxide as taught by Burnet into the
suture of Grafton in view of Shalaby as a substitution of one known method of dying for
another.
9. Claim 8 is rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable over
Grafton in view of Shalaby and Burnet and further in view of US 2006/0084745 to Kuhn
et al. (Kuhn).
Grafton in view of Shalaby and Burnet teach:

The suture according to claim 7 (see rejection of claim 7 above).
Grafton in view of Shalaby and Burnet fails to teach:

The pigment contains aluminum-chromium-cobalt oxide.
Kuhn teaches:

Silicone rubber composition comprising pigments containing aluminum-

chromium-cobalt oxide (paragraph 111).

It would have been obvious to one of ordinary skill in the art at the time of the invention
was made to employ pigments containing aluminum-chromium-cobalt oxide as taught
by Kuhn into the suture of Grafton in view of Shalaby and Burnet as a substitution of
one known method of dying for another.
10. Claim 15 is rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable over

Grafton in view of US 20090012251 to Dirks et al. (Dirks).
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Grafton teaches:

The suture according to claim 9 (see rejection of claim 9 above).
Grafton fails to teach:

The UHMWPE has an IV of between about 8 and 40 dl/g.
Dirks teaches:

A process for making a monofilament-like product comprises UHMWPE

having an IV of more than 5 dl/g (paragraph 13).

It would have been obvious to one of ordinary skill in the art at the time of the invention
was made to modify the UHMWPE suture having a IV of more than 5 dl/g as taught by
Dirks since it has been held that where the general conditions of a claim are disclosed
in the prior art, discovering the optimum or workable ranges involves only routine skill in
the art. Inre Aller, 105 USPQ 233.
11.  Claims 9 and 11-14 and 21-24 are being rejected with a product-by-process
rejections. As set forth in MPEP 2113, product by process claims are not limited to the
manipulation of the recited steps, only the structure implied by the steps. Once a
product appearing to be substantially the same or similar is found, a 35 USC 102/103
rejection may be made and the burden is shifted to applicant to show an unobvious
difference. MPEP 2113. Amery et al. (US 2004/0267313) discloses the spinning solvent
in UHMWPE suture should be below 100 ppm to prevent irritation in humans (paragraph

29) is old and well known in the art.
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12.  Claims 16-18 are rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable
over Grafton in view of Sarangapani, Shalaby, Amery et al. (US 2004/0267313) and
further in view of Dirks.

Grafton teaches:

A suture consisting of a multi-filamentary yarn consisting of ultra-high
molecular weight polyethylene (UHMwPE).

Grafton fails to teach:

The filament having an intrinsic viscosity of between 8 and 40 dl/g,
between 0.1 and 7.0 wt. %, lower than 5.0 wt.%, lower than 2.0 wt.% of an
inorganic pigment. A residual amount of less than about 800 ppm of a spin
solvent, and less than 1000 ppm of further constituents (This limitation has been
treated as a product by process claim. As set forth in MPEP 2113, product by
process claims are not limited to the manipulation of the recited steps, only the
structure implied by the steps. Once a product appearing to be substantially the
same or similar is found, a 35 USC 102/103 rejection may be made and the
burden is shifted to applicant to show an unobvious difference. MPEP 2113.)

Sarangapani teaches:

Antimicrobial composition for medical articles disclosing coloring pigments
is approved by the FDA to be used is about 0.001 to about 0.25 wt.% (paragraph
19).

Shalaby teaches:
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Color-Fast radiation sterilized implants comprising surgical implants such
as sutures comprising inorganic pigment (paragraph 11).
Amery et al. teaches:
spinning solvent in UHMWPE suture should be below 100 ppm to prevent
irritation in humans (paragraph 29) is old and well known in the art.
Dirks teaches:
A process for making a monofilament-like product comprises UHMWPE
having a IV of more than 5 dl/g (paragraph 13).
It would have been obvious to one of ordinary skill in the art at the time of the invention
was made to employed the teaching of using pigments as taught by Sarangapani into
Grafton for suture coloring since the FDA approved coloring pigments are commonly
used by the medical industry of about 0.001-0.25 wt. % of pigment and since it has
been held that where the general conditions of a claim are disclosed in the prior art,
discovering the optimum or workable ranges involves only routine skill in the art. Inre
Aller, 105 USPQ 233. It also would have been obvious to one of ordinary skill in the art
at the time of the invention was made to employ the process of dying sutures as taught
by Shalaby into the suture of Grafton as a substitution of one known method of dying for
another. It also would have been obvious to one of ordinary skill in the art at the time of
the invention was made to modify the UHMWPE suture having a IV of more than 5 di/g
as taught by Dirks in order to enhance solubility of the UHMWPE and processability of
the solution used and since it has been held that where the general conditions of a

claim are disclosed in the prior art, discovering the optimum or workable ranges
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involves only routine skill in the art. In re Aller, 105 USPQ 233. In regards to the
limitation of the residual amount of less than 1000 ppm of further constituents, it would
have been obvious to one of ordinary skill in the art at the time of the invention was
made to have an UHMWPE suture containing the residual amount of less than 1000
ppm since the more pure the material, UHMWPE, and the less of other constituent or
other materials, the stronger the strength for the suture.
13.  Claim 19 is rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable over
Grafton in view of Sarangapani, Shalaby and Dirks and further in view of Burnet.
Grafton in view of Sarangapani, Shalaby and Dirks teach:

The suture according to claim 16 (see rejection of claim 16 above).
Grafton in view of Sarangapani, Shalaby and Dirks fail to teach:

The inorganic pigment is Chromium oxide.
Burnet teaches:

Method of coloring viscose comprising filament that used pigments

containing chromium oxide (Col. 1, lines 63-66).

It would have been obvious to one of ordinary skill in the art at the time of the invention
was made to employ pigments containing chromium oxide as taught by Burnet into the
suture of Grafton in view of Sarangapani, Shalaby and Dirks as a substitution of one
known method of dying for another.
14.  Claim 20 is rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable over
Grafton in view of Sarangapani, Shalaby, Dirks and Burnet and further in view of Kuhn.

Grafton in view of Sarangapani, Shalaby, Dirks and Burnet teach:
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The suture according to claim 19 (see rejection of claim 19 above).
Grafton in view of Sarangapani, Shalaby, Dirks and Burnet fail to teach:

The inorganic pigment is aluminum-chromium-cobalt oxide.
Kuhn teaches:

Silicone rubber composition comprising pigments containing aluminum-

chromium-cobalt oxide (paragraph 111).
It would have been obvious to one of ordinary skill in the art at the time of the invention
was made to employ pigments containing aluminum-chromium-cobalt oxide as taught
by Kuhn into the suture of Grafton in view of Shalaby and Burnet as a substitution of
one known method of dying for another.
Response to Arguments

15.  Applicant’'s arguments with respect to claims 1, 3-9 and 11-24 have been
considered but are moot because the arguments do not apply to any of the references

being used in the current rejection.

Conclusion
Any inquiry concerning this communication or earlier communications from the
examiner should be directed to SON DANG whose telephone number is (571)270-5809.
The examiner can normally be reached on Monday-Friday 9:00 AM - 6:00 PM EDT.
If attempts to reach the examiner by telephone are unsuccessful, please contact

the examiner’s supervisor, Corrine McDermott, at (571) 272-4754. The fax phone
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number for the organization where this application or proceeding is assigned is 571-
273-8300.

If there are any inquiries that are not being addressed by first contacting
the Examiner or the Supervisor, you may send an email inquiry to
TC3700_Workgroup_D_Inguiries@uspto.gov.

Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published
applications may be obtained from either Private PAIR or Public PAIR. Status
information for unpublished applications is available through Private PAIR only. For
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you
have questions on access to the Private PAIR system, contact the Electronic Business
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO
Customer Service Representative or access to the automated information system, call

800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/S. D./
Examiner, Art Unit 3773

/TUAN V NGUYEN/
Primary Examiner, Art Unit 3731
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