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U.S. Patent No. RE47,842 (“the ’842 patent”)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 5-7 and 9-11.
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U.S. Patent No. RE47,842 (“the ’842 patent”)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 3-5 (EX1001, ¶¶25-26) .

Background:

Alleged “key focus” of patent:

“Well known”:

EX1002, 5:54-62.

EX1002, 4:50-59.

EX1002, 1:36-67.
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U.S. Patent No. RE47,842 (“the ’842 patent”)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 19-30

Independent Claim 1:

EX1002, 9:7-47.
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The Petition

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner elected to never 

cross-examine Dr. Bims.

Pet., 1-2
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Issues Not Disputed by Patent Owner

Patent Owner never disputed:

1. The cited references of 

Grounds 1-3 disclose each 

and every element of the 

Challenged Claims;

2. There are multiple 

“motivations” to combine 

the cited references; and

3. The evidence establishes 

that a POSITA would have 

had a reasonable 

expectation of success for 

each obviousness 

combination.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 15-16. 
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Issues Disputed by Patent Owner

1. Lorex Guide and Lorex 

Video are prior art (i.e., 

whether the §102(b)(1)(A) 

exception applies);

2. The Throughtek-2012

publication is prior art (i.e., 

whether new matter was 

added after the provisional 

application’s filing date).

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply 1; POR, 4-5, 8-9, 

Patent Owner instead disputed whether:
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Issue 1:

Lorex Guide And Lorex Video Are Prior Art

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. 2 (citing EX1011, ¶¶5-10), 12-14, 37-38

Testimony of Mr. Vlad Kardashov:
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. 14, 20-21 (Element [1.1], 38-39, 40-41 (Element [1.1], 58, 63-64)

Grounds 1-2 in the Petition:

• did not contend that the Lorex publications 

disclosed the subject matter for a network 

server to establish “P2P” connectivity. 

– the Petition plainly cited to the Kim reference for a 

conventional teaching of the claimed server to 

“establish P2P connections.”

• did cite to Lorex Guide and Lorex Video for the 

traditional input of the camera ID:

– the security camera having the QR code (“image 

pattern” attached on the “first networked monitoring 

device”).

– the mobile phone that captures the QR code (“…the 

image pattern is captured to the terminal device…”)

Ground 3 in the Petition:

• cited Lorex Video only for negative limitation 

recited in Element [1.6]

– the Petition plainly cited to the Throughtek-2012 

reference for a conventional teaching of the claimed 

server to “establish P2P connections”
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. 14, 20-21 (Element [1.1], 38-39, 40-41 (Element [1.1])

Patent Owner elected to never 

cross-examine Dr. Bims nor rebut 

this testimony evidence.

Ground 1 in the Petition

Dr. Bims:

EX1001, ¶63.

EX1001, ¶¶74-75.
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. 14, 20-21 (Element [1.1], 38-39, 40-41 (Element [1.1])

Ground 2 in the Petition

Dr. Bims:

Patent Owner elected to never 

cross-examine Dr. Bims nor rebut 

this testimony evidence.

EX1001, ¶113.

EX1001, ¶¶ 120, 122.
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 58-59, 63 (Element [1.5]).

Ground 3 in the Petition

Dr. Bims:

Patent Owner elected to never 

cross-examine Dr. Bims nor rebut 

this testimony evidence.

EX1001, ¶156.

EX1001, ¶167.
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

POR, 4, 6; Reply, 1-2.

Patent Owner’s Response

35 U.S.C. §102(b)(1)(A) Exception:

(b)Exceptions.—

(1) … A disclosure made 1 year or less before the effective filing date of a claimed 

invention shall not be prior art to the claimed invention under subsection (a)(1) if—

(A) the disclosure was made by the inventor or joint inventor or by another who 

obtained the subject matter disclosed directly or indirectly from the inventor or a joint inventor
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 3-13.

Three flawed assumptions underlying Patent Owner’s 

position that the §102(b)(1)(A) exception applies:

1. The “subject matter” shortcoming

2. The temporal impossibility

3. The legal error: ignoring the plain text 

of §102(b)(1)(A) and PO’s burden 
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 5-7; Pet. 12-14, 37-38.

The “subject matter” shortcoming

Reply, 4-5.

Pet., 14.
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 5-7; Pet. 12-14, 37-38.

The “subject matter” shortcoming

Pet., 14.

subject matter was admittedly “well known”:

EX1002, 5:54-62.

’842 patent, col. 5:
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 7; Pet. 3.

The “subject matter” shortcoming

Mr. Kao (Patent Owner’s witness):Mr. Kardashov (1st declaration):

Mr. Kardashov (2nd declaration):

Patent Owner elected to never 

cross-examine Mr. Kardashov 

after the second declaration nor 

rebut this testimony evidence.
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 8-10.

Three flawed assumptions underlying Patent Owner’s 

position that the §102(b)(1)(A) exception applies:

1. The “subject matter” shortcoming

2. The temporal impossibility

3. The legal error: ignoring the plain text 

of §102(b)(1)(A) and PO’s burden 
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 8-9, 14.

The temporal impossibility

Reply, 8-9.

Mr. Kardashov (2nd declaration):

Patent Owner elected to never 

cross-examine Mr. Kardashov 

after the second declaration nor 

rebut this testimony evidence.
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 5-7; Pet. 12-14, 37-38.

The temporal impossibility Mr. Kardashov (2nd declaration):

(Reply, 9-10.)

Patent Owner elected to never 

cross-examine Mr. Kardashov 

after the second declaration nor 

rebut this testimony evidence.
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 10-14.

Three flawed assumptions underlying Patent Owner’s 

position that the §102(b)(1)(A) exception applies:

1. The “subject matter” shortcoming

2. The temporal impossibility

3. The legal error: ignoring the plain text 

of §102(b)(1)(A) and PO’s burden 
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 10-11.

The legal error: ignoring the plain text of §102(b)(1)(A) and PO’s burden  

(Reply, 9-10.)
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 11-12.

K/S Himpp v. BRAGI GmbH, IPR2023-00901, Paper 39, p. 16 (PTAB Nov. 24, 2024):

The legal error: ignoring the plain text of §102(b)(1)(A) and PO’s burden  
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Lorex Guide And Lorex Video Are Prior Art 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 12-14.

(Reply, 12.)
Mr. Kao:

(EX1101, ¶¶7-8.)

Mr. Kardashov (2nd declaration):
Never 

cross-

examined

nor 

rebutted.

The legal error: ignoring the plain text of §102(b)(1)(A) and PO’s burden  
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Issue 2:

Throughtek-2012 is Prior Art

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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Throughtek-2012 Is Prior Art (Ground 3)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. 8-11

Negative Limitation added by Amendment
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Throughtek-2012 Is Prior Art (Ground 3)

Facts that are not disputed for 

Throughtek-2012’s prior art status:

1. Throughtek-2012 published on June 

6, 2012.

2. The provisional application did not

expressly describe the feature 

described in the negative limitation.

3. The utility application was filed on 

July 13, 2013—more than a year 

after Throughtek-2012’s publication 

date.

4. Patent Owner added the negative 

limitation via amendment on Sept. 

20, 2016—more than a year after 

Throughtek-2012’s publication date.

5. The Novartis precedent is 

applicable here.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 8-11; POR, 10-11; Reply, 21-24. 

Reply 24. 

Pet., 10-11. 
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Throughtek-2012 Is Prior Art (Ground 3)

Sole issue that is disputed for 

Throughtek-2012’s prior art status:

• The provisional application does 

not “inherently” describe the 

feature described in the negative 

limitation.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 9-10 (citing EX1001, ¶¶51-53); POR, 10-11; Reply, 21-24. 

Patent Owner Response:

Petition:
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Throughtek-2012 Is Prior Art (Ground 3)

The Novartis precedent:

Silence is generally not disclosure. See Seabed Geosolutions (US) 

Inc. v. Magseis FF LLC, 8 F.4th 1285, 1288 (Fed. Cir. 2021) 

(“[S]ilence does not support reading the claims to exclude gimbaled 

geophones.” (citations omitted)); MPEP § 2173.05(i) (9th ed. Rev. 

10.2019, June 2020) (“The mere absence of a positive recitation is 

not a basis for an exclusion.”). If it were, then every later-added 

negative limitation would be supported so long as the patent makes 

no mention of it.

***

When the specification is itself silent regarding a negative limitation, 

testimony from a skilled artisan as to possibilities or probabilities that 

the recited element would be excluded would not suffice, lest such 

testimony could effectively eliminate the written description 

requirement. If silence were generally sufficient, all negative 

limitations would be supported by a silent specification. If, however, 

a patent owner could establish that a particular limitation would 

always be understood by skilled artisans as being necessarily 

excluded from a particular claimed method or apparatus if that 

limitation is not mentioned, the written description requirement would 

be satisfied despite the specification's silence. 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 9-10 Reply, 21-23. 

General Rule

Patent Owner’s 

exact shortcoming 

in this proceeding

Public policy

Novartis Pharms. Corp. v. Accord Healthcare, Inc., 38 F. 4th 1013, 1017 (Fed. Cir. 2022)
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Throughtek-2012 Is Prior Art (Ground 3)

Dr. Bims:

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 9-10 (citing EX1001, ¶¶51-53); Reply, 22-23. 

Reply (pp. 22-23):

Patent Owner elected to never 

cross-examine Dr. Bims.
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