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The Petition explained how the parallel district court proceeding did not 

justify discretionary denial under Fintiv.  Pet. 68-73.  All the arguments made still 

apply, including that Petitioner was barred from filing the IPR petition until 9 months 

after the ’554 patent issued, which was already roughly 19 months after the ongoing 

parallel district court case was filed.  Id.   

Relevant facts and circumstances relating to the Fintiv factors, however, have 

since changed and they now weigh even more strongly against discretionary denial.  

Petitioner underwent a Chapter 11 bankruptcy proceeding, during which the district 

court proceeding was stayed and the dates for discovery, dispositive motions, and 

trial were vacated.  Petitioner accordingly requested authorization on June 20, 2024, 

to file a Reply to Patent Owner’s Preliminary Response to address changes in 

circumstances relating to the Fintiv factors, which was granted on June 24, 2024.  

See EX3001.  As authorized, Petitioner addresses below the bankruptcy proceedings, 

the stay of the parallel district court litigation, and their impact vis-à-vis Fintiv. 

I. BANKRUPTCY PROCEEDING AND DISTRICT COURT STAY 

Petitioner filed for Chapter 11 bankruptcy on February 4, 2024.  EX1066.001-

.002.  The parallel district court proceeding (Case No. 22-cv-00261) was then stayed, 

and the trial date vacated, on March 14, 2024.  EX1067.   

On June 14, 2024, the district court lifted the bankruptcy stay and substituted 

Bruker Spatial Biology, Inc. and Bruker Nano, Inc. for NanoString as defendants.  
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EX1068.  The parties are working to reach an agreement as to trial schedules for the 

parallel district court litigation and related patent litigation not involving the ’554 

patent.  EX1069.001-002.  Patent Owner has proposed a trial date for the parallel 

district court litigation in late June or early July, however, no agreement has been 

reached.  Id.; EX1070.  Thus, there is currently no trial schedule and no trial date, 

although the district court may enter a schedule shortly.  

II. IMPACT ON THE FINTIV FACTORS  

A. Factor 1: Likelihood of a Stay 

When the Petition was filed, the then-scheduled district court trial date was 

September 16, 2024.  EX1071.  That was well before the expected date of August 

2025 for the final written decision to issue if an IPR were to be instituted.  Paper 7.  

Following the bankruptcy stay, however, the scheduled district court trial date was 

vacated and has not yet been rescheduled.  EX1069.001. 

This factor now weighs more in favor of institution.  See, e.g., IOENGINE, 

LLC v. PayPal Holdings, Inc., 2019 U.S. Dist. LEXIS 141545, at *10-11 (D. Del. 

Aug. 21, 2019) (liberal stay policy applies to IPR proceedings, including where less 

than all asserted patents and claims are subject to IPR).  While five additional patents 

are asserted in the parallel district court litigation, there are strong non-infringement 

defenses for each because their claims are method claims that are not performed 

entirely within the United States.  See NTP, Inc. v. Rsch. In Motion, Ltd., 418 F.3d 
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1282, 1318 (Fed. Cir. 2005) (“[U]se of a patented method does not infringe unless 

‘each of the steps is performed within this country.’”).  Further, the parallel district 

court litigation is at a relatively early stage, as discussed for Factor 3 below, making 

a stay realistic.  See, e.g., ThreatModeler Software Inc. v. IriusRisk, Inc., 1-22-cv-

00912 (D. Del. Nov. 20, 2023) (“a stay pending final resolution of…IPR proceedings 

is in the best interest of the parties and promotes judicial economy because discovery 

is in its early stages”).  This factor now favors institution.  

B. Factor 2: Proximity of Trial Date to Final Written Decision 

Prior to the bankruptcy stay, the scheduled trial date of September 16, 2024, 

fell roughly a year before the expected date for a final written decision of August 

2025 if IPR were to be instituted.  EX1061.002.  Now, however, as discussed above, 

there is no scheduled trial date.  EX1069.001; EX1070.   

This fact alone weighs strongly against discretionary denial.  Oticon Med. AB 

v. Cochlear Ltd., IPR2019-00975, Paper 15 at 23–24 (PTAB Oct. 16, 2019) 

(precedential in relevant part) (lack of trial date weighs against discretionary denial, 

even when “discovery is ‘well underway’”); Micron Tech., Inc. v. Godo Kaisha IP 

Bridge 1, IPR2020-01008, Paper 10 at 12 (PTAB Dec. 7, 2020) (failure to formally 

set a trial date and uncertainty as to date weighs against denial).   

That being said, the parties are in the process of discussing proposed trial 

dates, and it is likely that the district court will enter a schedule soon.  When this 
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happens, this factor will still weigh in favor of institution.  Indeed, based on the 

parties’ latest correspondence, Patent Owner is not even proposing that trial take 

place until late June or early July 2025.  This is nearly a year away and, if this ends 

up being the trial date and there is no further delay, it would be less than two months 

prior to the expected August 2025 date for the final written decision if IPR is 

instituted.  Paper 7; EX1070.   

To the extent Patent Owner speculates using median time-to-trial statistics, 

the Board has recognized that these are not necessarily useful, particularly in 

circumstances deviating from a typical case.  See, e.g., Tesla, Inc. v. Charge Fusion 

Technologies, LLC, IPR2023-00062, Paper 13 at 14 (PTAB May 11, 2023) 

(declining to speculate as to a trial date based on time-to-trial statistics where a case 

had been transferred to a different division of district).  Here, the circumstances are 

not those of a typical case, not just for the reasons above but also because the ’554 

patent was not asserted in the complaint as originally filed on February 28, 2022, but 

only in a second amended complaint that was not filed until March 1, 2023.  EX1062; 

EX1063.  Further, the median time to trial for civil actions in the District of Delaware 

is now 38 months.  EX1072.014.  Even if a typical case, with a filing date of February 

28, 2022, the projected district court trial date would still not be before April 2025.  

This factor now favors institution. 
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C. Factor 3: Investment in Parallel Proceeding   

Much effort will remain after the date of the institution decision.  EX1070.  

Based on proposed schedules being discussed by the parties, fact discovery will not 

close until roughly December 2024 and expert discovery, including expert reports, 

will not be completed until April or May 2025.  Id.  Further, dispositive motions and 

responsive briefing will continue into May or June 2025.  Id. 

The investment analysis focuses on work completed “at the time of the 

institution decision” that concerns “the merits of the invalidity positions.”  Apple 

Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 9-10 (PTAB Mar. 20, 2020) 

(precedential); Sand Revolution II, LLC v. Cont’l Intermodal Group – Trucking LLC, 

IPR2019-01393, Paper 24 at 10 (PTAB June 16, 2020) (informative).  Here, where 

discovery will not be completed and dispositive motions not due until well after the 

decision on institution, the investment remaining after the institution decision is 

significant.  Further, “the most burdensome parts of the case—filing and responding 

to pretrial motions, preparing for trial, going through the trial process, and engaging 

in post-trial motions practice—all lie in the future.”  CyWee Grp. Ltd. v. Samsung 

Elecs. Co. Ltd., No. 2:17-cv-00140-WCB-RSP, 2019 WL 11023976, at *6 (E.D. 

Tex. Feb. 14, 2019).  This factor now favors institution. 
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