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On July 25, 2024, the Board authorized Petitioner Samsung to file a five-page 

Preliminary Reply to address: (1) the likelihood of a stay being entered by the 

District Court (“Samsung Litigation”); (2) expenses incurred by the parties; and 

(3) Petitioner’s submission of a Sotera stipulation.  See Paper 12.   

1. The Samsung Litigation Is Now Stayed Pending Motion to Transfer 

On July 26, 2024, the District Court stayed the Samsung Litigation sua sponte 

“pending the Court’s resolution of Defendants’ Motion for Inter-District Transfer to 

the Northern District of California.”  EX1021.  With the stay already granted (Factor 

1) and no trial date in place (Factor 2) (see EX1021), the facts strongly weigh against 

discretionary denial under Fintiv Factors 1 and 2.  Samsung Elecs. Co., et al. v. 

Jawbone Innovations, LLC, IPR2022-00865, Paper 15 at 12-14 (finding that vacatur 

of the trial schedule and the median time to trial to not significantly precede the final 

written decision to weigh against discretionary denial). 

Even if the Court resolves the pending transfer motion quickly, the likelihood 

of the Court continuing the current stay (Factor 1) and not setting a new trial date 

(Factor 2) is high because the parties have agreed that a stay would be proper until 

resolution of a motion pending in a different case–namely, Texas Instruments, Inc. 

(“TI”)’s Motion for Summary Judgment (“MSJ”) of Invalidity.  Specifically, 

concurrently with the Samsung Litigation, Patent Owner brought a separate action 

against TI asserting the same set of patents.  Sung v. Texas Instruments Inc., Case 



Petitioner’s Preliminary Reply to Patent Owner’s Preliminary Response  
IPR2024-00533 (U.S. Patent No. 8,974,270) 

 

2 

No. 4:23-cv-00523 (“TI Litigation”).  On March 13, 2024, TI filed a MSJ of 

Invalidity (EX1023), and on May 14, 2024, the District Court stayed the TI 

Litigation pending resolution of TI’s MSJ (EX1024).  Subsequently on May 21, 

2024, Samsung filed a Motion to Stay the Samsung Litigation Pending Resolution 

of TI’s MSJ (EX1025).  During the briefing of Samsung’s stay motion, Patent Owner 

acknowledged that the stay would be proper, but argued that such stay should be 

entered at the end of Markman briefing (completed on July 17, 2024).  EX1026, 8 

(Dr. Sung “agreeing to stay these proceedings at the end of Markman briefing.”).1   

Now that the Markman briefing has concluded (EX1022), even if the pending 

transfer motion is resolved quickly, the current stay will likely remain pending the 

resolution of TI’s MSJ, which weighs against discretionary denial under Fintiv 

Factor 1.  Moreover, given the historical average time it takes for Judge Jordan to 

resolve a summary judgment motion, even if the Patent Owner were to prevail in 

TI’s MSJ, any new trial date will almost certainly be after the Board’s final written 

decision.  EX1036 (showing that Judge Jordan takes, on average, 266 days to resolve 

a MSJ, and in one case, took as long as 550 days).  Thus, discretionary denial under 

Fintiv Factor 2 is also disfavored. 

 
1 Petitioner also submits herewith the completed briefs, which include Samsung’s 

Opening and Reply and Dr. Sung’s Opposition and Sur-Reply.  EX1028-EX1031. 
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In addition, the likelihood of the Court extending the current stay until the 

resolution of the IPRs upon their institution is very high, disfavoring discretionary 

denial under both Factors 1 and 2 again.  Specifically, Samsung has already notified 

the Court that Samsung intends to file a Motion to Stay upon institution of the IPRs.  

EX1027.  Since the Samsung Litigation is already stayed and will likely remain 

stayed at least until the institution decision, there is a high likelihood that the Court 

will extend the stay until resolution of the IPRs if IPRs are instituted.  Indeed, both 

the Eastern District of Texas—where the Samsung Litigation is currently pending—

and the Northern District of California—to which the Samsung Litigation may be 

transferred—have routinely granted stays based on already instituted IPRs in cases 

that weren’t already stayed.  See, e.g., Commc’n Techs. v. Samsung Elecs. Am., No. 

2:21-CV-00444-JRG, 2023 WL 1478447, at *5 (E.D. Tex. Feb. 2, 2023) (“[G]iven 

that inter partes review has been instituted on all claims…and on multiple grounds, 

the likelihood of simplification of issues is material. This factor weighs in favor of 

a stay under these facts.”); Synthego Corp. v. Agilent Techs., No. 5:21-CV-07801-

EJD, 2022 WL 2704121, at *2 (N.D. Cal. July 12, 2022).  Because the Court will 

likely stay the case until the resolution of IPRs upon institution, discretionary denial 

is again disfavored under both Fintiv Factors 1 and 2. 

In short, (1) the current stay that is in place pending resolution of the transfer 

motion, (2) a stay pending resolution of TI’s MSJ—which the parties have agreed is 
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appropriate, and (3) the high likelihood of a stay pending resolution of the instant 

IPR upon institution all weigh heavily against exercising the Board’s discretion to 

deny institution under Fintiv Factors 1 and 2. 

2. Patent Owner’s Discovery Disputes Were Significant In The TI 
Litigation–Not The Samsung Litigation 
 

Patent Owner asserts that the “parties are now entrenched in discovery 

amongst themselves and several third parties, incurring considerable expense.”  

POPR at 16.  The Patent Owner’s point is now moot; parties are no longer 

“entrenched” in any discovery due to the stay.   

But at any rate, even before the entry of the stay, Patent Owner’s purported 

“extensive, hard-fought third-party discovery” (POPR at 14) predominantly 

occurred in the TI Litigation.  For example, Patent Owner, TI, and a third-party 3M 

were involved in significant discovery—including a motion to quash a subpoena, a 

motion to compel pursuant to a subpoena, a motion for sanctions, and a discovery 

hearing—in connection with 3M’s prior art pad conditioners.  EX1032 (3M’s Nov. 

16, 2023 motion to quash subpoena in the District of Minnesota); EX1033 (Sung’s 

Nov 22, 2023 cross-motion to compel and motion for sanctions); EX1034 (Sung’s 

Nov, 27, 2023 motion to compel in the [Northern District of Texas]); EX1035 (court 

entry showing a discovery hearing before the District of Minnesota).  In contrast, in 

the Samsung Litigation, no motions to compel related to third party subpoenas have 
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been filed and no hearings other than the initial scheduling conference have been 

held.  Patent Owner’s purportedly significant expense in a different litigation 

involving a different party has limited bearing, if any, in the instant IPR. 

Indeed, the Patent Owner is no longer asserting any ’270 Patent claims in the 

Samsung Litigation, and as a result of the Patent Owner’s voluntary omission 

Petitioner has not served invalidity contentions.  POPR at 18 (“Relying on 

Defendants’ representation, Plaintiff is no longer alleging infringement [of the ’270 

Patent].”).  As such, discovery expenses in Samsung Litigation have limited 

relevance, if any, to the Fintiv Factors for the ’270 Patent.   

To the extent Patent Owner incurred some discovery expenses in the Samsung 

Litigation, Fintiv Factor 3 still disfavors discretionary denial because “the District 

Court has not issued any substantive orders, a Markman hearing has not yet been 

conducted, and expert reports have not been exchanged.”  Samsung Elecs. Co., et al. 

v. Fendgo LLC, IPR2024-00113, Paper 11 at 10 (P.T.A.B. May 20, 2024).   

3. Fintiv Factors Disfavor Denial Even Without A Sotera Stipulation 

Given the current stay and the high likelihood of the ’270 Patent dropping out 

of the Samsung Litigation, Petitioner submits that Fintiv Factors disfavor 

discretionary denial even without a Sotera stipulation.  Hence, Petitioner respectfully 

declines submission of a Sotera stipulation but will continue to be bound by the Sand 

Revolution stipulation entered at the time of filing the Petition. 
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Dated: July 31, 2024 
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Facsimile: 212-351-3401 
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/Yung-Hoon Ha/ 
Yung-Hoon Ha (Reg. No. 56,368) 
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electronic mail to the following addresses: 

 
Alex Chan, Reg. No. 52,713  
Devlin Law Firm LLC  
1526 Gilpin Avenue  
Wilmington, DE 19806  
Phone: (302) 449-9010  
Fax: (302) 353-4251  
achan@devlinlawfirm.com  
 
 
dlflitparas@devlinlawfirm.com 

Joel Glazer, Reg. No. 76,493 
Andrew Sherman, Reg. No. 74,042  
Jason Shapiro, Reg. No. 35,354   
Devlin Law Firm LLC  
1526 Gilpin Avenue  
Wilmington, DE 19806  
Phone: (302) 449-9010  
Fax: (302) 353-4251  
jglazer@devlinlawfirm.com 
asherman@devlinlawfirm.com  
jshapiro@devlinlawfirm.com 
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Yung-Hoon Ha (Reg. No. 56,368) 
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