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On July 25, 2024, the Board authorized Petitioner Samsung to file a five-page
Preliminary Reply to Patent Owner’s Preliminary Response (“POPR”) and Patent

Owner to file a five-page Sur-Reply thereto. See Paper 12.

I. THE CURRENT STAY IS BRIEF AND IRRELEVANT

Petitioner alleges that the parallel litigation has “no trial date in place” because
a brief stay concerning a motion to transfer was granted in the parallel litigation, and
therefore “the facts strongly weigh against discretionary denial under Fintiv Factors
1 and 2.” (Reply at 1.) This is incorrect.

Petitioner ignores that the current stay is unrelated to the Petition and instead
concerns a Motion for Inter-District Transfer to the Northern District of California.
(Ex. 1021.) But Fintiv Factor 1 considers stays related to the substance of the
Petition, not completely unrelated stays. Apple Inc. v. Fintiv, Inc., IPR2020-00019,
Paper 11, at 6-9 (P.T.A.B. Mar. 20, 2020) (precedential) (“Fintiv I’). Regardless,
the Court indicated that its previously-scheduled pretrial dates will remain and could
change only as “may be necessary”: “Following the Court’s ruling on the motion to
transfer, and as may be necessary, the Court shall enter a separate order providing a
new trial date and any necessary pretrial deadlines.” (Ex. 1021 (emphasis added).)
Petitioner thus took a giant leap without any assurance from the Court that this stay

would impact the existing trial schedule. Fintiv Factor 2, concerning the trial date
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being “at or around the same time as the projected statutory deadline” for the Board’s
Final Written Decision (“FWD”), remains in favor of discretionary denial, or neutral,
with the remaining factors in favor of denial as indicated in the POPR. (Fintiv I,
IPR2020-00019, Paper 11, at 9; see also POPR at § 11.B.)

Petitioner argues that the parties had purportedly agreed to a stay pending
resolution of a Motion for Summary Judgment of Invalidity (“the MSJ”) filed in a
co-pending case Sung v. Texas Instruments Inc., Case No. 4:23-cv-00523 (“TI
Litigation”). As stated during the conference, no such agreement was reached and
Petitioner incorrectly interpreted a proposal, which Petitioner rejected, as an
agreement. Specifically, Petitioner approached Patent Owner and proposed to stay
the underlying proceeding but Patent Owner countered with a proposal that the
proceeding be stayed after the parties had completed their Markman briefing (see
Ex. 1031 at 8) but Petitioner rejected that proposal and moved to stay in an attempt
to obtain a ruling from the Court before Petitioner’s deadline for filing its responsive
claim construction brief. Petitioner took that gamble but it did not pay off—as of

today, the Court still has not ruled on that stay motion. (See Exs. 1028-1031).

Tellingly, Judge Jordan has only ruled on a single MSJ to date,! making

' To date, only two Motions for Summary Judgment have been filed with Judge
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Petitioner’s statistics unreliable and tenuous at best. Further, as the MSJ, which
focuses solely on invalidity of the same patent here (i.e., the same issue being
resolved in this [PR), remains pending, the risk of duplicative and superfluous efforts
is very high if institution is granted prior to resolution of the MSJ. For example,
duplication would ensue if the Court were to grant that MSJ by the likely date for
Final Determination (i.e., Sept. 28, 2025)—a date that falls well within Petitioner’s
suggested average timeline of 266 to 550 days for resolving a MSJ by Judge Jordan.
By that point, both the Board and the parties would have already consumed immense
resources on this IPR (should institution be granted). Thus, the fact that the Court is
already assessing invalidity actually favors exercising discretionary denial of a
proceeding in which the Board would also be assessing the invalidity issue involving

the same patent.

II. BOTH PARTIES HAVE ALREADY INCURRED IMMENSE
EXPENSES IN THE DISTRICT COURT LITIGATION

Jordan: one in Vantage Micro LLC v. Texas Instruments Incorporated, No. 4:19-cv-
00733 (E.D. Tex. Oct. 7, 2019), which was mooted, and another in Cellport Systems,
Inc. et al. v. Harman International Industries, Inc. et al., Case No. 4-22-cv-00808
(E.D. Tex. Sept. 21, 2022), which was a Motion to Dismiss that the Court converted

to a Motion for Summary Judgment under Fed. R. Civ. P. 12(d).
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Petitioner’s argument that the “parties are no longer ‘entrenched’ in any
discovery due to the stay” in the District Court (Reply at 4) ignores that considerable
discovery has already occurred (including no less than twenty (20) subpoenas served
on various third parties by Petitioner alone) and some of such parties having
produced physical samples for examination and analysis. Petitioner’s claim that
Patent Owner’s expenses “predominantly occurred” in the TI Litigation (Reply at 4-
5) is thus unavailing—it ignores its own voluminous subpoenas already served on
numerous entities spanning chipset and conditioner manufacturers with Patent
Owner also having already served subpoenas on some of these same entities.
Petitioner also conveniently omits Patent Owner’s discovery requests already
propounded on Petitioners since January of 2024, including document requests and
interrogatories (as well as Petitioner’s own discovery served on Patent Owner that
same month) in addition to both parties having deposed their respective expert.
These amount to considerable time and expense already invested in the District
Court litigation without comparison to what was spent in the T1 Litigation.

Petitioner attempts to draw a distinction between discovery expenses spent on
the *270 patent versus those spent on the other two patents in the District Court

litigation. (Reply at 5.) This distinction is meaningless because all three patents

cover overlapping subject matter, are asserted in the same complaint, and are
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encompassed by the same written discovery propounded on both parties as well as
all third parties. Thus, immense time and expense have been invested in the District
Court litigation, not only with respect to discovery, but also extensive motion
practice, including Markman briefing. (See POPR at § 11.B.3.) Fintiv Factor 3 still

favors discretionary denial.

III. PETITIONER WILL PRESENT THE SAME THEORIES IN THE
DISTRICT COURT

Petitioner maintains its refusal to submit a Sotera-type stipulation. (Reply at
5.) This clearly reveals Petitioner’s intention to game the system by reserving its
ability to make the same invalidity arguments in the District Court litigation as in
this IPR. (See also POPR at § 11.B.4.) Thus, in addition to the District Court already
assessing invalidity of the *270 patent as part of the MSJ, the District Court would
also be forced to consider the same invalidity arguments currently before the Board.
This duplication of effort strongly favors discretionary denial under Fintiv Factor 4.

IV. CONCLUSION

Petitioner’s arguments regarding the first four Fintiv Factors fall well short of
tipping the scale toward disfavoring discretionary denial. Indeed, Petitioner all but
admits that the Board’s efforts will be duplicative should institution be granted.
Because at least five of the Fintiv factors weigh in favor of discretionary denial, with

the sixth being neutral at best, the Board should deny institution under § 314(a).
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Dated: August 7, 2024

Respectfully submitted,

/s/Alex Chan

Alex Chan (Reg. No. 52,713)
DEVLIN LAW FIRM LLC
1526 Gilpin Avenue
Wilmington, DE 19806

Tel: (302) 449-9010
achan@devlinlawfirm.com

Counsel for Patent Owner
Chien-Min Sung
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