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The ‘802, ‘862, and ‘270 Patents

IPR2024-00535, Pet. at 13
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Chemical Mechanical Polishing (CMP) Overview

IPR2024-00533, Pet. at 6-8; Ex. 1009, Fig. 2; Ex. 1002, ¶¶37-40

IPR2024-00534, Pet. at 7-8; Ex. 1011, Fig. 2; Ex. 1002, ¶¶37-40

IPR2024-00535, Pet. at 6-8; Ex. 1013, Fig. 2; Ex. 1002, ¶¶38-41

• CMP pad dresser “revives” the pad surface by “cutting” the surface of the CMP pad 

to generate new asperities

• CMP pad dresser rotates as it is pressed against the CMP pad
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CMP Pad Dressers Having Leveled Diamond Tips Were Known

• CMP pad dressers having diamond tips leveled within 50 µm were known

IPR2024-00535, Pet. at 9; Ex. 1015, Fig. 4; Ex. 1002, ¶¶52-53

IPR2024-00534, Pet. at 12; Ex. 1015, Fig. 4; Ex. 1002, ¶¶48-49

“Design, Characteristics and Performance of Diamond Pad Conditioners,” Mater. Res. Soc. Symp. Proc., Vol 1249, 2010

“[I]llustrates the improvements in flatness and diamond height distribution”
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CMP Pad Dressers

“The Organic Diamond Disk (ODD) for dressing of Polishing Pads of Chemical Mechanical 

Planarization,” International Conference on Planarization / CMP Technology, 25-27 October 2007 

• CMP pad dressers have diamond particles attached to substrate using brazes or 

organic materials

“The Effect of CMP conditioner diamond shape on pad topography and oxide wafer performances,” 

International Journal of Advanced Manufacturing Technology, 55:253-262, 2011

IPR2024-00535, Pet. at 8-10; Ex. 1006, Figure 3; Ex. 1008, Figure 3

IPR2024-00534, Pet. at 9-11; Ex. 1005, Figure 3; Ex. 1014, Figure 3

IPR2024-00533, Pet. at  8; Ex. 1013, Figure 3

Organic Diamond Disk (ODD)

Brazed Diamond Disk (BDD)
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Brazed CMP Pad Dressers (BDD) Made Using Reverse Casting

IPR2024-00533, Pet. at 25-28; Ex. 1005, [0082]-[0086], Figures. 7-10

spacer layer

temporary 

substrate

low-melting point 

braze layer

low-melting point 

braze layer

low-melting point 

braze layer
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Organic CMP Pad Dressers (ODD) Made Using Reverse Casting

IPR2024-00534, Pet. at 18-21; Ex. 1004, [0083]-[0092] Figures 2-8

IPR2024-00535, Pet. at 27-28, 56-57; Ex. 1005, [0083]-[0092], Figures 2-8
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IPR2024-00535

U.S. Patent No. 9,724,802
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The ‘802 Patent

Pet. at 13
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Outline

Overview of the ʼ802 Patent

Overview of the Prior Art

The Disputed Issues

A

C

B
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The ʼ802 Patent

Ex. 1001
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Overview of the ʼ802 Patent

Pet. at 11-12; Ex. 1001, Fig. 1, claim 1

• A CMP pad dresser having a layer of superabrasive particles:

• [1D] each superabrasive particle aligns along a designated profile with 

variation of about 5-100 microns

• [1E] two highest tip height difference ≤ 50 

microns

• [1F] highest 1% tip height difference ≤ 80 

microns
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Overview of the ʼ802 Patent 

Pet. at 11-12; Ex. 1001, 25:14-22

• Reverse casting is one exemplary technique to fabricate the claimed CMP pad 

dresser
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Outline

Overview of the ʼ802 Patent

Overview of the Prior Art

The Disputed Issues

A

B

C
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Prior Art References Relied Upon

Pet. at 6

Ground Challenged Claims References

IA/IB

(102/103)
1-5, 13, 15, 19-21 Tsai

II 1-3, 6-14, 16-18 Tsai with Sung’026

III 1-7, 13-21 Sung’146 with Sung’026
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Overview of Tsai

• Describes an Organic Diamond Disk (“ODD”)

Pet. at 27-29; Ex. 1004, Figs. 2, 6, 5:3-6:6

• ODD made by the same reverse casting 

method to make the claimed CMP pad 

dressers

• Teaches tip-to-tip variation of about 19.8 

microns

BDD

ODD
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Overview of Sung’026

• Same reverse casting method to make CMP pad 

dressers

• “[T]ips vary from the designated profile by from 

about 1 micron to about 150 microns”

Pet. at 56-57, 62, 70, 78; Ex. 1005, [0052], [0056], [0083]-[0084], Figures 2, 5-6
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Outline

Overview of the ʼ802 Patent

Overview of the Prior Art

The Disputed Issues

A

B

C
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• Whether Tsai, Sung’026, and Sung’146 are prior art based on

lack of priority to earlier filed applications

• Grounds IA/IB: Whether Tsai teaches the claimed tip height

variation and designated profile (limitations [1D]-[1F])

• Grounds IA/IB: Whether Tsai teaches equal spacing across

the CMP pad dresser (claims 2-5 and 20-21)

• Ground II: Whether Tsai teaches and/or Tsai and Sung’026

render obvious working superabrasive particles (claims 8-12)

The ‘802 Patent Specific Disputed Issues

1

2

3

4
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The ’802 Patent’s Proper Priority Date Is Its October 3, 2014 Filing Date

Pet. at 16-22
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1. Dr. Sung’s Prior Litigation Against Kinik Regarding The ‘802 Patent

• Dispute between Kinik and Dr. Sung regarding ownership of the ‘802 Patent

• Judge Andrews held “Plaintiff clearly stated that he only claims priority to October

3, 2014”

Pet. at 19; Reply at 14; Ex. 1011, ¶¶ 15, 16; Ex. 1012, 2
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1. Dr. Sung Disclaimed Earlier Priority Dates To Avoid Joint Ownership
With Kinik

October 28, 2013

Pet. at 16; Ex. 1011 at 5 

Reply at 11

• Dr. Sung’s declaration from Kinik Litigation
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1. Dr. Sung’s Counsel Disclaimed Earlier Priority Dates

Reply at 11-15; POR at 8, 55; Ex. 1059 at 8, 26

October 28, 2013

Kinik Litigation:

Instant IPR:
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2. Co-Pending Application Requirement Never Demonstrated

Reply at 6-9

DI at 48-49

• Board specifically requested analysis 

on this issue in the Institution Decision

POR at 34

• Patent Owner distinguished Hollmer 

based on facts of the case only
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2. Co-Pending Application Requirement Never Demonstrated

Reply at 5-9

• Patent Owner did not attempt to show that any of the intervening applications satisfy 

the co-pending application requirement

X

X
X
X

X
X
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2. Co-Pending Application Requirement Never Demonstrated

“[W]hen a patent owner attempts to 

antedate an asserted prior art reference 

[in an IPR proceeding,] the patent owner 

assumes a temporary burden of 

production.”

Parus Holdings, Inc. v. Google LLC, 70 F.4th 1365, 1371 (Fed. Cir. 2023)

“[C]laims in a patent or patent application 

are not entitled to priority under § 120 at 

least until the patent owner proves 

entitlement to the PTO, the Board, or a 

federal court.” 

Natural Alternatives, Inc. v. Iancu, 904 F.3d 1375, 1380 (Fed. Cir. 2018) (citing 

PowerOasis, Inc. v. T-Mobile, USA, Inc., 522 F.3d 1299, 1305-06 (Fed. Cir. 2008))

POR at 34; Reply at 6-7
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2. Co-Pending Application Requirement Never Demonstrated

Reply at 6-9; Ex. 1057, 2-4 

• ‘6786 App issue date: Jan. 7, 2014

• ‘802 Patent filing date: Oct. 3, 2014

• So ‘704 App priority claim must allow

continuous priority chain to ‘786 App

• But ‘704 App never made a continuous

chain of priority back to the ‘786 App

X
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3. ’817 Application Fails to Provide Support For [1E] & [1F] 

Reply at 6-13; Ex. 2001, 1 

“35 U.S.C. §120 requires an applicant to 

meet the disclosure requirement of §112, 

¶1 in a single parent application in order 

to obtain an earlier filing date for 

individual claims.”

Studiengesellschaft Kohle, M.B.H. v. Shell Oil Co., 112 F.3d 1561, 1564 (Fed. Cir. 

1997)

X

X
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3. ’817 Application Fails to Provide Support For [1E] & [1F] 

POR at 11, 13

POR at 11, 13; Ex. 2001 at 14:14-15:1

• ‘817 Application never specifically discusses protrusion distance (1E) between the highest 

and second highest protruding tip or (1F) between the highest 1% of the protruding tips
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3. ’817 Application Fails to Provide Support For [1E] & [1F] 

Pet. at 16-22; Reply at 12

“There is therefore no force to Purdue’s argument that the 

written description requirement was satisfied because the 

disclosure revealed a broad invention from which the [later-

filed] claims carved out a patentable portion.”

Purdue Pharma L.P. v. Faulding Inc., 230 F.3d 1320, 1328 (Fed. Cir. 2000);

see also Regents of the Univ. of Minnesota v. Gilead Scis., Inc., 61 F.4th 1350, 1356-58 (Fed. Cir. 2023) 
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3. ’817 Application Fails to Provide Support For [1E] & [1F] 

POR at 11, 13

POR at 11, 13; Ex. 2001 at 14:14-15:1

• Patent Owner cites to ‘817 Application as allegedly providing support for [1E] and [1F]

`

`

`
`
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3. ’817 Application Fails to Provide Support For [1E] & [1F] 

• Patent Owner’s assertion in the Sur-Reply:

• “designated profile” = “highest protruding tip”

• So “difference in protrusion distance” from “highest protruding tip” is taught

Sur-Reply at 3, 6; Ex. 2017; Ex. 1055, 180:18-186:6
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3. ’817 Application Fails to Provide Support For [1E] & [1F] 

Reply at 21; Ex. 1055, 15:17-16:7

Q: Did you apply that understanding of the term “profile” as written in column 

6, lines 21 through 25, when you read the term “designated profile” in Claim 1?

A: No. Those definitions I just talked about are frequently seen during research 

or measurement. In other words, you need to do the research and 

measurement. You need to define it first. Just like if you run 100 meters on the 

running, then you need to have a starting point.
Dr. Tsai

PO’s Expert

• Dr. Tsai did not even apply the definition of “profile” in interpreting “designated profile”

Reply at 21; Ex. 1001, 6:21-28
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3. ’817 Application Fails to Provide Support For [1E] & [1F] 

Dr. Tsai

PO’s Expert Reply at 19-20; Ex. 1048; Ex. 1055, 14:11-16

Q: When you read the ’802 patent, Claim 1, the word ‘designated profile,’ you were 

thinking either the substrate or the highest protruding tip, is that right?  

A: Yes.

’802 Patent’s 

“designated profile”

EX1048

• During cross, Dr. Tsai testified designated profile refers to either (1) the highest protruding 

tip or (2) the substrate
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3. ’817 Application Fails to Provide Support For [1E] & [1F] 

Dr. Tsai

PO’s Expert

Q: Can you please clarify for the record which one is the accurate reflection of what 

you believe to be the designated profile for the ’802 patents and Exhibit 1004?

A: This [Exhibit 2014] here… 

Reply at 22-23; Ex. 2014; Ex. 1055, 156:13-19

’802 Patent’s 

“designated profile”

EX2014

• ‘802 Patent’s “designated profile” is only the “highest protruding tip” comes from Dr. Tsai’s 

re-direct testimony

X
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3. ’817 Application Fails to Provide Support For [1E] & [1F]

POR at 11, 13

POR at 11, 13; Ex. 2001 at 14:14-15:1

• ‘817 Application never specifically discusses protrusion distance (1E) between the highest

and second highest protruding tip or (1F) between the highest 1% of the protruding tips
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3. ’817 Application Fails to Provide Support For [1E] & [1F] 

Sur-Reply at 3, 6; Ex. 2017; Ex. 1055, 180:18-186:6



38DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Conclusion: Tsai, Sung’026, And Sung’146 Are Prior Art

Pet. at 3-4, 16-22; Reply at 5

• Tsai: 2012

• Sung’026: 2007

• Sung’146: 2012

• ‘802 Patent Priority Date: Oct. 3, 2014
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• Whether Tsai, Sung’026, and Sung’146 are prior art based on 

lack of priority to earlier filed applications

• Grounds IA/IB: Whether Tsai teaches the claimed designated 

profile and tip height variation (limitations [1D]-[1F])

• Grounds IA/IB: Whether Tsai teaches equal spacing across the 

CMP pad dresser (claims 2-5 and 20-21)

• Ground II: Whether Tsai teaches and/or Tsai and Sung’026  

renders obvious working superabrasive particles (claims 8-12)

The Disputed Issues

1

2

3

4
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Claims 1-5, 13, 15, And 19-21 Are Unpatentable Under Grounds IA/IB

Pet. at 6; Ex. 1004

Ground Challenged Claims References

IA/IB

(102/103)
1-5, 13, 15, 19-21 Tsai

II 1-3, 6-14, 16-18 Tsai with Sung’026

III 1-7, 13-21 Sung’146 with Sung’026
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[1E]/[1F]: Tsai “Tip-to-Tip Variation” Meets [1E] And [1F]

Pet. at 28-29, 36-40; Ex. 1004, Fig. 6, 8:14-24; Ex. 1002, ¶¶81-85, 131-135

• Tsai teaches or suggest the tip-to-tip variations that meets [1E] and [1F] for two 

independent reasons
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[1E]/[1F]: No Dispute Tsai’s “Tip-to-Tip Variation” Meets [1E] And [1F]

Reply at 25

• POR repeats verbatim the arguments the Board previously rejected in the DI

• Sur-Reply does not address limitations [1E]/[1F]
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• Patent Owner’s argument: 

• “tip variation” cannot be taught because Tsai does not teach a designated profile

• Sur-Reply focuses only on purported lack of “designated profile” in Tsai

[1D]: Patent Owner Argues No “Designated Profile”

POR at 43

Sur-Reply at 14
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[1D]: Tsai Teaches “Designated Profile” 

POR at 36; Ex. 1004 

Dr. Tsai

PO’s Expert

• Dr. Tsai, as a co-author of Tsai, declares “there is no designated profile in Tsai”
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[1D]: Dr. Tsai’s Understanding Of “Designated Profile” Changes

Dr. Tsai

PO’s Expert Reply at 19-24; Ex. 1055, 14:11-16, 156:13-19

Q: When you read the ’802 patent, Claim 1, the 

word ‘designated profile,’ you were thinking 

either the substrate or the highest protruding tip, 

is that right?  

A: Yes.

Reply at 20; Ex. 1048

’802’s “DP”

Cross: EX1048

Reply at 23; Ex. 2014

Redirect: EX2014

’802’s “DP”

’802’s “DP”

Tsai’s “DP”

Q: Can you please clarify for the record which one is the 

accurate reflection of what you believe to be the 

designated profile for the ’802 patents and [Tsai] Exhibit 

1004?

A: This [Exhibit 2014] here… 
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[1D]: Dr. Tsai’s Understanding Of “Designated Profile” During Direct

Reply at 23; Ex. 2014; Ex. 1069

Tsai’s “DP”

EX2014

POR at 36

Dr. Tsai

PO’s Expert

Redirect

Direct
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[1D]: Purpose of Tsai Was To Make Leveled CMP Pad Dresser

Advanced Diamond Disk (ADD) Organic Diamond Disk (ODD)

Pet. 26, Reply at 24; Ex. 1004, Fig. 2e, Fig. 3, 3:1-10; Ex. 1049, Fig. 3

Tsai (EX1004)

Tsai (EX1004)
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[1D]: Purpose of Tsai Was To Make Leveled CMP Pad Dresser

Dr. Tsai

PO’s Expert

Q: So ODD was really trying to mimic ADD, but trying to make it at a lower cost, is 

that fair?

A: That was what we intend to try using different approaches to first of all reducing 

the cost and also to minimizing the differences of the tip heights to try to make them 

into equal height.

Pet. at 27-28, 36-42; Reply at 16-17; Ex. 1004, Fig. 2, 3:1-10; Ex. 1055, 40:15-21



49DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

[1D]: Tsai Teaches A “Designated Profile”

Pet. at 37; Ex. 1004, Fig. 2e

• Tsai “designates a flat contour above the epoxy resin to which each of the tips of the 

diamond particles is intended to align.”
Pet. at 36 (citing Ex. 1004, 6:8-10, 5:23-24, 8:22-24, 8:14-16)

Pet. at 28-29, 36-40; Ex. 1004, Fig. 6, 8:14-24
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• Whether Tsai, Sung’026, and Sung’146 are prior art based on 

lack of priority to earlier filed applications

• Grounds IA/IB: Whether Tsai teaches the claimed designated 

profile and tip height variation (limitations [1D]-[1F])

• Grounds IA/IB: Whether Tsai teaches equal spacing across the 

CMP pad dresser (claims 2-5 and 20-21)

• Ground II: Whether Tsai teaches and/or Tsai and Sung’026  

renders obvious working superabrasive particles (claims 8-12)

The Disputed Issues

1

2

4

3
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Claims 2-5 And 20-21 Are Unpatentable Under Grounds IA/IB

POR at 45-48; Reply at 25

• Patent Owner argues partial segments of Tsai’s pad conditioner is not representative of 

the entire CMP pad dresser
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Patent Owner’s Expert Confirmed Tsai Teaches Equal Spacing

Dr. Tsai

PO’s Expert

Q: For the mesh that you utilized to make the ODD 

shown in Figure 5B, does the spacing of the holes on 

the right side of this new exhibit we’re generating 

[EX1051] approximately equal to the spacing of the 

holes on the left side of the image?  

A: We would do our best to make them equal.  

Q: And that's true on the top and the bottom 

portion of the image as well, correct?  

A: We will do our best to make them the same.  

Q: And in fact, that's true across the entire 

concentric circle of this image, correct?  

A: We will try to do our best to make them the same.

Pet. at 27-29; Reply 25-26; Ex. 1004, Fig. 2; Ex. 1051; Ex. 1055, 82:7-83:2



53DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Whether Tsai, Sung’026, and Sung’146 are prior art based on 

lack of priority to earlier filed applications

• Grounds IA/IB: Whether Tsai teaches the claimed designated 

profile and tip height variation (limitations [1D]-[1F])

• Grounds IA/IB: Whether Tsai teaches equal spacing across the 

CMP pad dresser (claims 2-5 and 20-21)

• Ground II: Whether Tsai teaches and/or Tsai and Sung’026  

render obvious working superabrasive particles (claims 8-12)

The Disputed Issues

3

1

2

4
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All Claims (Except 8-12) Unpatentable Under Grounds II And III

Pet. at 6; Reply at 15-16

Ground Challenged Claims References

IA/IB

(102/103)
1-5, 13, 15, 19-21 Tsai

II 1-3, 6-14, 16-18 Tsai with Sung’026

III 1-7, 13-21 Sung’146 with Sung’026

• Except for claims 8-12 in Ground II, no substantive arguments raised by Patent 

Owner other than to argue that Tsai, Sung’026, and Sung’146 are not prior art
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Patent Owner Argues Working Superabrasive Particles Not Taught

• Patent Owner’s sole argument

• No “working superabrasive particles” because no evidence that “all particles” are 

“cutting” the CMP pad

POR at 49-54; Ex. 1001, claims 8-12

Dr. Tsai

PO’s Expert
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1. Sung’026 Teaches “Cutting Depth”

Pet. at 64-66; Reply at 18; Ex. 1005, claims 3-4, [0051]

• Sung’026 teaches cutting

• Claim 3: “majority of the plurality of superabrasive particles protrudes to a 

predetermined height”

• Claim 4: “the predetermined height produces a cutting depth”
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1.  Tsai’s ODD Has More Than ~1,000 Cutters

Pet. at 64; Ex. 1004, 8:19-26

Reply at 17; Ex. 1004, 2:14-16

Q: All you know here is that the ODD has more cutters than the BDD, 

correct?

A: Yes.
Reply at 17; Ex. 1055, 57:21-23

Dr. Tsai

PO’s Expert

• Typical diamond disk (BDD) contains about ~1,000 “cutters”

• Tsai’s ODD has more cutters than BDD
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2. Tsai’s Particles Deform the CMP Pad

Reply at 18; Ex. 1052, 33:7-15 

Q: So it's your testimony when a hard diamond particle is rubbed against a 

polyurethane, a very soft material, you cannot opine whether deformations of 

the polyurethane will occur?

A: You are talking about deformation.  There are many, many types.  Of course, 

when this particle presses down to the soft material, that material will be 

pressed down.Dr. Tsai

PO’s Expert

• Patent Owner fails to address definition of “working superabrasive particles” 

include superabrasive particles that “otherwise deform” a CMP pad during 

dressing

• Patent Owner’s expert admits “many, many types” of “deformations” will occur 

when particle presses down to the CMP pad

Reply at 17; Ex. 1001, 4:46-48
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2. Sung’026 Particles Deform The CMP Pad

Pet. at 64-66; Reply at 18; Ex. 1005, claims 3-4, [0051]

• Sung’026 teaches the superabrasive particles can be “configured to uniformly distribute 

frictional forces across substantially each superabrasive particles”
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IPR2024-00534
U.S. Patent No. 9,138,862
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The ‘862 Patent

IPR2024-00535, Pet. at 13
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Outline

Overview of the ʼ862 Patent

Overview of the Prior Art

The Disputed Issues

A

C

B
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The ʼ862 Patent

Ex. 1001
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Overview of the ʼ862 Patent: 

Pet. at 12-13; Ex. 1001, Fig. 1, claim 1

• Method of conditioning CMP pads: 

• Pressing a CMP pad dresser against a CMP pad 

• Rotating the dresser against the CMP pad

• CMP pad dresser having diamond tips:

• Two highest tip height difference ≤ 10 microns

• Ten highest tip height difference ≤ 20 microns

• Maximum cutting depth ≈ 60 microns
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Overview of the ʼ862 Patent: 

Pet. at 13-14; 35; Ex. 1001, 17: 8-15 

• Reverse casting is one exemplary technique to fabricate the claimed CMP pad 

dresser
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Outline

Overview of the ʼ862 Patent

Overview of the Prior Art

The Disputed Issues

A

B

C
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Prior Art References Relied Upon

Pet. at 6

Ground Challenged Claims References

IA/IB

(102/103)
1-6, 9-12, 20 Sung’026

II 5-10 Sung’026 with SungICPT

III 13, 17-19 Sung’026 with Nishioka

IV 14 Sung’026 with Lin

V 15 Sung’026 with Kim

VI 16 Sung’026 with Koyama
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Sung’026 And The ‘862 Patent

IPR2024-00535, Pet. at 13
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Overview of Sung’026

• Describes the same reverse casting method to 

make CMP pad dressers

Pet. at 18-21, 29, 35, 61; Ex. 1004, [0083]-[0084], Figs. 2, 5-6
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Overview of Sung’026

• Tip variation: <1 µm from designated profile

• Designated profile: a plane

• Cutting depth: 1–20 microns

Pet. at 18-21, 30-32, 35-38, 62; Ex. 1004, [0010], [0052], [0053], [0056], Figs. 2, 5-6



71DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Outline

Overview of the ʼ862 Patent

Overview of the Prior Art

The Disputed Issues

A

B

C



72DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Whether a POSITA would have understood that Sung’026 

teaches pressing a CMP pad dresser against a CMP pad

• Whether Sung’026 teaches/renders obvious the claimed 

protrusion height differences (limitation 1C) of the 

monolayer of superabrasive particles (limitation 1B) and the 

claimed cutting depth (limitation 1D)

• Whether Sung’026 and SungICPT renders obvious CMP pad 

dresser with superabrasive particles located at a peripheral 

location of the dresser (claims 5-10)

The Disputed Issues

1

2

3



73DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Sung’026 And The ‘862 Patent

IPR2024-00535, Pet. at 13



74DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner Argues Only Scenarios (i) And (iii) Read On “Pressing A CMP Pad 
Dresser Against A CMP Pad”

POR at 19; Ex. 2011, ¶50

Scenario (i) Scenario (ii) Scenario (iii)



75DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Expert Admits Scenario (i) Is How CMP Pad Dressing Ordinarily 
Occurs To Meet “Pressing A CMP Pad Dresser Against A CMP Pad”

Reply at 5; Ex. 1049, 72:11-15

Q: Did  manufacturers press the CMP pad upward against the CMP pad 

dresser?

A: The first way is the ordinary way where you have the pad at the bottom, the 

diamond tips at the top and presses down to the pad.”

Reply at 5; Ex. 1045, Fig. 4

Dr. Tsai

PO’s Expert

Reply at 6; Ex. 1014, Fig. 4

POR, 19



76DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Simple Physics Regarding Equal And Opposite Forces Means Scenario (iii) 
Also Occurs To Meet “Pressing A CMP Pad Dresser Against A CMP Pad”

Reply at 6; Ex. 1045, Fig. 6POR, 19

Reply at 6; Ex. 1049, 31:19-25

Q: And based on Newton’s third law of motion, will there be an equal and 

opposite force that is acting against the force that’s shown here in Figure 6?

A: Just like I said, in theory it’s okay, but in reality, there are many factors to be 

considered.
Dr. Tsai

PO’s Expert



77DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Simple Physics Regarding Equal And Opposite Forces Means Scenario (iii) 
Also Occurs To Meet “Pressing A CMP Pad Dresser Against A CMP Pad”

Reply at 6; Ex. 1045, Fig. 6

Pet. at 27-28



78DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Frictional Forces Across Superabrasive Particles During CMP Pad Dressing Means 
Sung’026 Teaches “Pressing A CMP Pad Dresser Against A CMP Pad”

Pet. at 27; Ex. 1004, [0051]

“[T]he dispositive question is whether a 

skilled artisan would ‘reasonably 

understand or infer’ from a prior art 

reference that every claim limitation is 

disclosed in that single reference.”
Acoustic Technology, Inc. v. Itron Networked Solutions., 949 F.3d 1366, 1373 (Fed. Cir. 2020)

Reply at 4-5



79DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Whether a POSITA would have understood that Sung’026 

teaches pressing a CMP pad dresser against a CMP pad

• Whether Sung’026 teaches/renders obvious the claimed 

protrusion height differences (limitation 1C) of the 

monolayer of superabrasive particles (limitation 1B) and the 

claimed cutting depth (limitation 1D)

• Whether Sung’026 and SungICPT renders obvious CMP pad 

dresser with superabrasive particles located at a peripheral 

location of the dresser (claims 5-10)

The Disputed Issues

1

2

3



80DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Limitations [1B] Through [1D]

Pet. at 12-13; Ex. 1001, claim 1

• [1B]: monolayer of superabrasive

particles in a matrix layer

• [1C]: specific superabrasive particle tips

have specified tolerance levels

• Highest vs. second-highest ≤ 10µm

• Highest ten tips within 20µm

• [1D]: rotating tool that produces

maximum cutting depth is about 60µm



81DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

There is No Dispute that Sung’026 Teaches Limitations [1B]-[1D] 
Individually

• [1B]: Sung’026 teaches a monolayer of 

superabrasive particles in a matrix layer

• [1C]: Sung’026 teaches diamond tips 

are aligned within 1µm from a planar 

profile

• Highest vs. second-highest ≤ 10µm

• Highest ten tips within 20µm

• [1D]: Sung’026’s CMP pad dresser is a 

rotating tool that produces cutting 

depth of <60µm

Pet. at 28; Ex. 1004, [0074]-[0075]; see DI at 40 

Pet. at 31; Ex. 1004, [0056], Ex. 1002, ¶100; DI at 41

Pet. at 36; DI at 44-45; EX1004, [0052]; Ex. 1002, ¶111



82DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Three Assertions

POR at 28; Sur-Reply at 11, 18

• A POSITA would not have combined “separate aspects”

• Sung’026 did not provide an enabling disclosure

• There is no reasonable expectation of success to combine the “separate aspects”



83DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

1. Even The Claims of Sung’026 Combined Allegedly Different Aspects

Reply at 10-12



84DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

1. Patent Owner’s Own Expert Admits That Sung’026 Intended To Combine 
Aspects Recited In [1B]-[1D]

Reply at 8-9; Ex. 1049, 50:5–51:23

Q. So [Sung]’026 intends to make a diamond disk that has all the protrusions 

with identical heights and with the same orientation, which combines the three 

different aspects you described in paragraph 69, is that correct?

A. In addition, it also intends to control the depths of penetrating into the pad. 

For example, if I want to penetrate 10 micron into the pad, then the protrusion 

height should be at least 10 micron.

Q. And just to be clear, it’s not the ’862 patent, it’s the Sung’026 that’s trying to 

combine all of these three together, correct?

A. Well, that’s right, for [Sung]’026, to achieve that, I personally think that they 

should achieve those conditions. But I don’t know how other people do it. But 

for me, if I want to achieve a very perfect diamond disk, that is the way I would 

do.

Dr. Tsai

PO’s Expert



85DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

1. A POSITA Would Have Been Able To “At Once Envisage” The Claims

“[W]hen a reference discloses elements in different locations 

in the disclosure, the relevant question is whether the 

reference is sufficiently clear in disclosing the combinability 

of those elements such that a skilled artisan would ‘at 

once envisage’ the claimed combination.”

Chamberlain Grp., Inc. v. Techtronic Indus. Co., 935 F.3d 1341, 1350 (Fed. Cir. 2019)
Reply at 8

“However, a reference can anticipate a claim even if it ‘d[oes] not 

expressly spell out’ all the limitations arranged or combined as in the 

claim, if a person of skill in the art, reading the reference, would ‘at 

once envisage’ the claimed arrangement or combination.”

Kennametal, Inc. v. Ingersoll Cutting Tool Co., 780 F.3d 1376, 1381 (Fed. Cir. 2015)



86DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

2. Use of Reverse Casting To Achieve Tip-To-Tip Variation Means A POSITA 
Would Have Had A Reasonable Expectation Of Success

Reply at 13



87DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

3. Patent Owner’s Expert Admits Cutting Depth Is Enabled Based On 
Protrusion Height

Reply at 8-9; Ex. 1049, 50:5–51:23

Q. So ’026 intends to make a diamond disk that has all the protrusions with 

identical heights and with the same orientation, which combines the three 

different aspects you described in paragraph 69, is that correct?

A. In addition, it also intends to control the depths of penetrating into the pad. 

For example, if I want to penetrate 10 micron into the pad, then the protrusion 

height should be at least 10 micron.

Q. And just to be clear, it’s not the ’862 patent, it’s the Sung’026 that’s trying to 

combine all of these three together, correct?

A. Well, that’s right, for ’026, to achieve that, I personally think that they 

should achieve those conditions. But I don’t know how other people do it. But 

for me, if I want to achieve a very perfect diamond disk, that is the way I would 

do.

Dr. Tsai

PO’s Expert



88DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Whether a POSITA would have understood that Sung’026 

teaches pressing a CMP pad dresser against a CMP pad

• Whether Sung’026 teaches/renders obvious the claimed 

protrusion height differences (limitation 1C) of the 

monolayer of superabrasive particles (limitation 1B) and the 

claimed cutting depth (limitation 1D)

• Whether Sung’026 and SungICPT renders obvious CMP pad 

dresser with superabrasive particles located at a peripheral 

location of the dresser (claims 5-10)

The Disputed Issues

1

2

3



89DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

SungICPT Teaches CMP Pad Dresser With No Diamond Particles In 
Central Region

Pet. at 11, 21, 51, 61, 62; Ex. 1005, 1:9-11, 2:2-3, Fig. 1, 3

• Patent Owner argues that 

Petitioner “assumes from 

the lack of information” that 

there are no superabrasive 

particles within radius ab

Q. Are there diamond particles in the central ring, or region of that ODD disk 

[in Figure 1 of EX1005]?

A: Based on my profession, there’s no diamond at the center part of it.

Dr. Tsai

PO’s Expert Reply at 22; Ex. 1049, 55:10-13

POR at 47



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

IPR2024-00533
U.S. Patent No. 8,974,270



91DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The ‘270 Patent

IPR2024-00535, Pet. at 13



92DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Outline

Overview of the ʼ270 Patent

Overview of the Prior Art

The Disputed Issues

A

C

B



93DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The ʼ270 Patent

Ex. 1001



94DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Overview of the ʼ270 Patent 

Pet. at 13-14; Ex. 1001, claim 1

• CMP pad dresser having superabrasive particles:

• On both sides of a metal support layer

• Tip height variation ≤ 50 microns between the two highest tips

• Substantially the same distribution of tips on both sides

Pet. at 12; Ex. 1001, Fig. 5 (annotated);



95DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Prosecution History

• Filed a terminal disclaimer to overcome an obviousness-type double patenting 

against claims that eventually issued as US Patent No. 8,777,699 Patent

Pet. at 13-14



96DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

IPR2014-01523 Against The ‘699 Patent

Pet. at 14-15



97DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Outline

Overview of the ʼ270 Patent

Overview of the Prior Art

The Disputed Issues

A

B

C



98DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Prior Art References Relied Upon

Pet. at 6

Ground Challenged Claims References

I 1, 3-8 Chou with Sung’479

II 6-7 Chou with Sung’479 and SungECS

III 2 Chou with Sung’479 and Goers



99DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Chou + Sung’479

Pet. at 13-15, 28-39

Chou

Chou

Chou

Chou

Chou + Sung’479

Chou



100DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Overview of Sung’479

• Describes superabrasive tools made using low-melting point braze that can be 

leveled to within 1 microns using a “reverse casting” technique

Pet. at 17-19; Reply at 11; Ex. 1005, [0050], [0072], [0082], Fig. 10



101DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Outline

Overview of the ʼ270 Patent

Overview of the Prior Art

The Disputed Issues

A

B

C



102DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Whether Chou and Sung’479 teaches and enable the claimed

protrusion height differences

• Whether Chou and Sung’479 would have been combined

• Whether collateral estoppel appl

The Disputed Issues

1

2

3



103DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner Argues Sung’479 Does Not Enable Limitation [1B]

Dr. Tsai

PO’s Expert

POR at 20; Ex. 2004, ¶63



104DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Tsai’s Opinion Regarding Alleged Non-Enablement Is Not Credible

Dr. Tsai

PO’s Expert

Reply at 7-8; Ex. 2004, ¶63; Ex. 1050, 126:21-128:4

• No understanding of the underlying facts: “RA values”

Q: Let’s turn back to paragraph 63 [of your declaration]. … What’s an RA value?

A: (In English) I’m not sure. I need to check. (In Chinese) I need to check that ‘479 patent.

Q: I’m handing you Exhibit 1005 which is a copy of Sung’479. …

A: I don’t quite remember this RA value.



105DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Tsai’s Opinion Regarding Alleged Non-Enablement Is Not Credible

Dr. Tsai

PO’s Expert
Reply at 15-16; Ex. 1050, 20:7-16

• “RA values” is well-known in the art—as explained in the Petition, which Dr. Tsai did 

not review

Q: You did not read the petition [for the ‘270 patent] prior to drafting your ‘270 

declaration?

A: No.

Q: This is the first time you’ve seen the ‘270 petition, is that correct?

A: Yes, I see this the first time.

Petition at 31, footnote 9



106DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Tsai’s Opinion Regarding Alleged Non-Enablement Is Not Credible

Dr. Tsai

PO’s Expert

Reply at 8; Ex. 1050, 132:5-8, 132:19-24, 133:25-134:4

• “RA values” is claimed in Sung’479 itself

Q: Is the subject matter that you’re discussing in paragraph 63 of your declaration related to claim 28 of 

Sung’479?

A: Yes. They are related.

Q: Are you aware of a key requirement under U.S. Patent law that in order for you to have a patent claim, 

the patent claim has to be enabled?

A: I’m not sure.

Q: So who is more right? Is Dr. Sung correct that he believes this claim – that claim 28 is enabled or your 

opinion that claims 28 is not enabled?

A: I don’t know.



107DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Tsai’s Opinion Regarding Alleged Non-Enablement Is Not Credible

Dr. Tsai

PO’s Expert

Reply at 15; Ex. 1050, 18:14-18

Q: So you don’t understand the legal understanding sections in your declarations, 

correct?

A: For those, indeed, I don’t have much understanding.

• No understanding of the underlying law



108DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner Takes Contradictory Positions In IPR2024-00535

• For the identical limitation, relied on nearly identical teachings as allegedly 

providing priority (hence enabled)

Reply at 9-10



109DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner Takes Contradictory Positions In IPR2024-00535 Regarding
Alleged Non-Enablement

• Patent Owner argues ODD (‘786 Application) vs. BDD (Sung’479) require “vastly 

different manufacturing processes”

Sur-Reply at 11



110DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner Takes Contradictory Positions In IPR2024-00535 Regarding
Alleged Non-Enablement

• Both ‘786 Application and Sung’479 utilize “reverse casting method” as suitable 

manufacturing processes

Reply at 11



111DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner Takes Contradictory Positions In IPR2024-00535 Regarding
Alleged Non-Enablement

• Sung’479’s reverse casting

Sur-Reply at 11; Ex. 1005, Figs. 7-9; Ex. 1053, Figs. 2, 5, 6 

• ‘786 Application’s reverse casting



112DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Whether Chou and Sung’479 teach and enable the claimed 

protrusion height differences

• Whether Chou and Sung’479 would have been combined

• Whether collateral estoppel applies 

The Disputed Issues

1

2

3



113DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The Petition Relied On Combination Of Chou And Sung’479

• Chou

Pet. at 30-34;  Ex. 1005, [0069], [0072]

Pet. at 29-30; Ex. 1004, [0017]

• Sung’479

• Petition also included 6-page analyses of “Reason To Combine Chou 

With Sung’479” specifically in Limitation [1B]

Pet. at 34-39



114DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

POSITA Would Have Recognized Benefits Of Having Leveled Heights

DI at 21

• Leveled tip heights, within the ranges taught in Sung’479, would have provided 

improvements



115DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Both Chou And Sung’479 Utilize Brazing

DI at 21-22

• Both Chou and Sung’479 utilize brazing, demonstrating reasonable expectation 

of success

• Alleged differences in braze temperatures is irrelevant



116DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Whether Chou and Sung’479 teach and enable the claimed 

protrusion height differences

• Whether Chou and Sung’479 would have been combined

• Whether collateral estoppel applies 

The Disputed Issues

1

2

3



117DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Collateral Estoppel Issue Is Moot

Reply at 5

Petition at 57-59



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Who Qualifies As A POSITA?

IPR2024-00533;  U.S. Patent No. 8,974,270
IPR2024-00534;  U.S. Patent No. 9,138,862
IPR2024-00535;  U.S. Patent No. 9,724,802



119DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Definition Of A POSITA Is Consistent

Pet. at 23

IPR2024-00534, Pet. at 22

IPR2024-00533, Pet. at 19IPR2024-00535, Pet. at 23



120DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Definition Of A POSITA Is Inconsistent

IPR2024-00534, POR at 3

IPR2024-00533, POR at 3

IPR2024-00535, POR at 5



121DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s Expert Did Not Even Properly Articulate Requisite Education Level

IPR2024-00533, Reply at 2-3; Ex. 1052, 107:18-25

IPR2024-00534, Reply at 2; Ex. 1047, 107:18-25

IPR2024-00535, Reply at 2-3; Ex. 1052, 107:18-25

Q: So is a bachelor in mechanical 

engineering sufficient or not sufficient to 

meet the level of a POSITA? 

A: Well, personally, to my opinion, such a 

professional technology, I think it would 

take at least a master degree or Ph.D. 

degree. Then this person may have a better 

chance, but still no guarantee of that, but 

that would be my opinion.

Dr. Tsai

PO’s Expert

IPR2024-00533, Reply at 3; Ex. 1052, 109:2-8

IPR2024-00534, Reply at 2-3; Ex. 1047, 109:2-8

IPR2024-00535, Reply at 3; Ex. 1052, 109:2-8

Q: And I’m just trying to make sure that 

the record is clear, so it’s just a very simple 

question.  Do you want to change this 

from “at least a bachelor’s degree in 

mechanical engineering” to “at least a 

master’s degree in materials science? 

A: I’m not sure. I’m not sure. I’m not sure.  

I’m not sure.

IPR2024-00533, Ex. 2004



122DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO’s Expert Did Not Even Properly Articulate Requisite Education Level

Q: Do you want to add any statement about ‘a POSITA would have had at 

least a master’s in the field of material science’ to this sentence here? 

A: (In English) I’m not sure. I’m not sure.

Dr. Tsai

PO’s Expert

IPR2024-00534, Ex. 2011, ¶29

IPR2024-00535, Ex. 2011, ¶16

IPR2024-00533, Reply at 3; Ex. 1052, 109:2-8

IPR2024-00534, Reply at 2-3; Ex. 1047, 109:2-8

IPR2024-00535, Reply at 3; Ex. 1052, 109:2-8



123DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO Provides No Objective Rationale Regarding Alleged Requisite Skill

‘802 Patent’s POR

Dr. Tsai’s Declaration

IPR2024-00535, Ex. 2011, ¶¶21, 16

IPR2024-00535, POR at 5

For corresponding cites to IPR2024-00333 and -00334, please see slidess 144-147



124DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Objective Evidence Demonstrates “Integrated Circuit Experience” Is Correct 

IPR2024-00535, Reply at 3-4For corresponding cites to IPR2024-00333 and -00334, please see slidess 144-147



125DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Shanfield Qualifies Even Under PO’s Proposed POSITA

IPR2024-00533 Opp. To MTEE at 5; Ex. 2003, 18:5-12, 19:8-12, 19:16-20:9

IPR2024-00535 Opp. To MTEE at 5; Ex. 2004, 18:5-12, 19:8-12, 19:16-20:9

Q: … [A]re you an expert in CMP equipment design…?

A: I am very familiar with the design of CMP equipment…

Q: Would you call yourself an expert in CMP pad dressers themselves?

A: … I have familiarity with CMP dressers from multiple experiences of either 

watching the operation or actually performing the operation of CMP.

Q: Have you ever been involved in the manufacture of CMP pad dressers?

A: Yes.

Dr. Shanfield

Petitioner’s Expert

IPR2024-00535, Ex. 2011, ¶16

Patent Owner’s Alleged POSITA



126DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

QUESTIONS?



127DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

‘802 PATENT BACKUP SLIDES



128DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Sung’s Prior Litigation Against Kinik Regarding The ‘802 Patent

Pet. at 19; Reply at 14, Ex. 1011, ¶15, Ex. 1012, 2

Judge Andrews’ Findings



129DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

3a. ’817 Application Fails to Provide Support For [1E] & [1F] 

“The difference between ‘claim-supporting 

disclosures’ and ‘claim-anticipating disclosures’ was 

dispositive … ‘the description of a single embodiment 

of broadly claimed subject matter constitutes a 

description of the invention for anticipation purposes…, 

whereas the same information in a specification might 

not alone be enough to provide a description of that 

invention for purposes of adequate disclosure.”

Vas-Cath Inc. v. Mahurkar, 935 F.2d 1555, 1562 (Fed. Cir. 1991)

Pet. at 22



130DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

‘862 PATENT BACKUP SLIDES



131DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Sung’026 Can Enable The Claims But Still Fail To Provide Written Description 
Support

“[I]t is possible for a specification to enable 

the practice of the invention as broadly as it 

is claimed, and still not describe that 

invention” for the purposes of §112 support

Vas-Cath Inc. v. Mahurkar, 935 F.2d 1555, 1561 (Fed. Cir. 1991)

Reply at 17



132DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Sung’026 Is Presumptively Enabling

“[B]oth claimed and unclaimed materials 

disclosed in a patent are presumptively 

enabling.”

In re Antor Media Corp., 689 F.3d 1282, 1288 (Fed. Cir. 2012)

“[T]he scope of enablement, in turn, is that 

which is disclosed in the specification plus 

the scope of what would be known to one of 

ordinary skill in the art without undue 

experimentation.”

Nat’l Recovery Techs., Inc. V. Magnetic Separation Sys., 166 F.3d 1190, 1196 (Fed. Cir. 1999)

Reply at 17-18



133DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Sung’026 Teaches Peripherally Located Particles

Pet. at 43; Ex. 1002, ¶125; Ex. 1004, [0037] 

Pet. at 43; Ex. 1002, ¶125; Ex. 1004, [0036]

• Sung’026 teaches peripheral location of the disk is 

the annulus that extends outwardly from at least 

about 10% to 100% or from about 66% to 100% of 

the radius. 

• Sung’026 teaches “central location” can mean an 

“area [that] may extend outwardly from about 20% 

to about 90% of the radius.”

Pet. at 44-45; Ex. 1002, ¶128-129



134DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

No Opinion on Grounds III-VI 

Q. And do you see that grounds 2 to 6 rely on one additional prior art 

reference in combination with Sung’026?

A: Yes.

…

Q. Okay. So you provided no opinion regarding any of the references directed 

to SungICPT, Nishioka, Lin, Kim or Koyama, correct? 

A. Correct.

Dr. Tsai

PO’s Expert

Reply at 23; Ex. 1049, 67:7-24



135DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

‘270 PATENT BACKUP SLIDES



136DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Overview of Chou

• Describes an abrasive tool with superabrasive particles

• On both sides of a metal support layer to minimize warping

’270 Patent Chou

Pet. at 13; Ex. 1001, Fig. 5 Pet. at 15-17; Ex. 1004, Fig. 5D



137DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The Petition Relied On Combination Of Chou And Sung’479

• PO argues Petition relied solely on Sung’479 for limitation [1B]

Pet. at 13; Sur-Reply at 7



138DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Obviousness vs. Enabling Disclosure Of Individual References

“[T]o argue, as does [the patentee], that the 

sufficiency of each prior art teaching must be tested 

under the strict standard requiring an enabling 

disclosure is to shift the emphasis from obviousness 

in light of the prior art, taken as a whole, to the 

sufficiency of each prior art teaching separately 

considered.”

Raytheon Techs. Corp. v. GE, 993 F.3d 1374, 1381 (Fed. Cir. 2021)

Reply at 6
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DR. TSAI’S CREDIBILITY
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Dr. Tsai is Biased Towards Dr. Sung

IPR2024-00534, Reply at 24; Ex. 1050

IPR2024-00534, Reply at 24; Ex. 1051

IPR2024-00534, Reply at 24; Ex. 1052

IPR2024-00534, Reply at 24; Ex. 1053
IPR2024-00534, Reply at 24; Ex. 1054

IPR2024-00534, Reply at 24; Ex. 1055

IPR2024-00534, Reply at 24; Ex. 1056

IPR2024-00534, Reply at 24; Ex. 1057

IPR2024-00534, Reply at 24; Ex. 2003

Reply at 24; Ex. 2002 IPR2024-00535, Reply at 28; Ex. 1004, 1061-1067, 2010

IPR2024-00533, Reply at 16; Ex. 1042-1049, 2006-2007
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Dr. Tsai is Biased Towards Dr. Sung

Q. And without Kinik’s funding and tools, you could not have published many of your 

papers, correct?  

A. Well, then, it would be pretty difficult for me to do so.

Q. And you testified – and this is your own words – ‘In academic field, you need to publish 

papers in order to be promoted.’ Correct?  

A. That’s correct, generally we need to publish papers in order to be promoted.   

Q. So these papers did in fact help you get promoted? 

A. Some papers offered the help, but some not.

Q. So by thanking Dr. Sung, you were hoping that Kinik will provide more future financial 

support?  

A. That’s a typical Chinese way to do so in the hope that the company can give us further 

support in the future.

Dr. Tsai

PO’s Expert

IPR2024-00534, Reply at 24-25; Ex. 1048, 184:13-185:25, 226:21-25, 227:9-17; Ex. 1047, 60:13-23

IPR2024-00533, Reply at 16-17; Ex. 1051, 184:13-185:25, 226:21-25, 227:9-17; Ex. 1050, 60:13-23

IPR2024-00535, Reply at 28-29; Ex. 1053, 184:13-185:25, 226:21-25, 227:9-17; Ex. 1052, 60:13-23  
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Dr. Tsai Lacks Credibility

Q. So you don’t understand the legal understanding sections in your declarations, correct?  

A. For those, indeed, I don’t have much understanding.

Q. I’m going to hand you a copy of the petition that was filed in this proceeding.  Have 

you seen this petition before?  

A. No.  

Q. You have never seen the petition prior to submitting your declaration in this 

proceeding, Dr. Tsai? 

A. (In English) No.

Q. Did you specifically review columns 20 to 21 of the ’862 patent [that contains the 

claims] before rendering your opinion?  

A. I generally reviewed them.

Dr. Tsai

PO’s Expert

IPR2024-00534, Reply at 23-24; Ex. 1047, 18:14-18, 84:21-23; Ex. 1049, 66:1-8

IPR2024-00533, Reply at 15-16; Ex. 1050, 18:14-18, 20:7-1684:21-23

IPR2024-00535, Reply at 27-28; Ex. 1055, 97:14-99:5, 126:1-4, 124:22-25; Ex. 1054, 38:19-23, 69:23-70:4
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POSITA
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PO Provides No Objective Rationale Regarding Alleged Requisite Skill

POR

Dr. Tsai’s Declaration

IPR2024-00534, POR at 3

IPR2024-00534, Ex. 2011, ¶¶21, 28, 29
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PO Provides No Objective Rationale Regarding Alleged Requisite Skill

POR

Dr. Tsai’s Declaration

IPR2024-00533, POR at 3

IPR2024-00533, Ex. 2004, ¶¶27-29
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Reply at 3

Objective Evidence Demonstrates “Integrated Circuit Experience” Is Correct 
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Objective Evidence Demonstrates “Integrated Circuit Experience” Is Correct

IPR2024-00533, Reply at 3-4
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