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I. INTRODUCTION

Director Review is reserved for exceptional circumstances—it is not a vehicle
for relitigating the record.! The Final Written Decision (Paper 36, “FWD”)
grounded its findings in the explicit teachings of the prior art reference (Sung’026)
corroborated by confirmatory testimony from both parties’ experts. Patent Owner
nevertheless argues that the Board abused its discretion in four separate ways. Each
argument fails.

First, beginning with limitation [1D], the Patent Owner contends that the
Board ““ignored in its conclusion that ... Sung’026 disclosed nothing about the
structure producing the cutting depth it disclosed.” Request (Paper 37), 7. The
record shows otherwise. In addressing limitation [1C], the FWD already explained
that the CMP pad dresser with the structural characteristics claimed in limitation
[1C] also produces a cutting depth. The only added analysis in the Board’s analysis
for limitation [ 1D] was whether there was any dispute that the specific cutting depth
amount (i.e., “maximum cutting depth of about 60 microns”) was taught by
Sung’026. And on that specific point, the Board correctly noted that there is no
dispute between the parties that a cutting depth of about 10-20 microns meets the

claimed “maximum cutting depth of about 60 microns” recited in limitation [1D].

I See www.uspto.gov/patents/ptab/decisions/director-review-process, $I1.B.
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Board’s decision not to repeat the analysis it just carried out in limitation [ 1C] under
the very next sub-heading for limitation [1D] is not an abuse of discretion.

Second, with respect to limitation [1A], the Patent Owner argues that the
Board abused its discretion by supplementing Sung’026’s disclosure to meet
“pressing the dresser against the pad.” Request, 8-10. That is incorrect. The Board
found that Sung’026 teaches frictional/mechanical forces at the interface between
the CMP pad dresser and the CMP pad. That frictional/mechanical force generates
a “downward force,” which a POSITA would readily understand to teach “pressing.”
Patent Owner’s expert corroborated that understanding by admitting that a load
(including the dresser’s own weight) causes pressing of the CMP pad dresser against
the CMP pad when CMP pad conditioning is performed. Relying on the teachings
of Sung’026, as corroborated by Patent Owner’s expert’s admissions, is not an abuse
of discretion.

Third, for limitation [1C], Patent Owner argues the Board abused its
discretion by combining “separate embodiments,” because there is no single
disclosure “arranged or combined as recited.” Request, 10-12. But Sung’026
teaches combining these different embodiments into a single CMP pad dresser and
the Patent Owner’s own expert admitted that Sung’026 teaches the “combinability”
of the embodiments (same orientation/shape, same height, controlled penetration

depth). Relying on the teachings of Sung’026, as corroborated by Patent Owner’s
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expert’s admissions regarding what Sung’026 actually teaches is not an abuse of
discretion.

Finally, Patent Owner argues that the Board abused its discretion by
improperly conducting an obviousness analysis for limitations [1A] and [1D].
Request, 12-13. But Patent Owner articulates no explanation how or why the Board
conducted an obviousness analysis for limitations [IA] and [ID]. Indeed, as
discussed above, the Board determined that Sung’026 anticipates these limitations
based on the explicit teachings found in Sung’026 as further supported by the Patent
Owner’s own expert’s admissions.

In sum, Board did not abuse its discretion because the Board’s findings in the
FWD were (1) based on the explicit teachings found in Sung’026 and (2) supported
by the testimony proffered by both parties’ experts, including numerous admissions
proffered by Patent Owner’s own expert.

II. ARGUMENT

A.  The Patent Owner Ignores The Relevant Analysis Carried Out By
The Board In Limitation [1C] To Argue The Board Abused Its
Discretion In Its Analysis Of Limitation [1D]

Patent Owner argues the Board abused its discretion in its analysis of
limitation [1D]. See Request, 5-8. Patent Owner’s principal complaint is that
“Limitation [1D] does not simply claim a cutting depth, but rather specifically

requires that the recited cutting depth that results is produced by a particular dresser
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satisfying the structural characteristics recited in [IB] and [1C].” Request, 4.
According to the Patent Owner, “Sung 026 disclosed nothing about the structure
producing the cutting depth it disclosed,” (/d., 7) and the Board allegedly “abused
its discretion” because the Board spent only “seven lines summarizing the Petition’s
assertions that Sung 026 allegedly disclosed limitation [1D]” to “conclude[] that
Sung *026 discloses [1D].” 1d., 5.

But Patent Owner is putting form over substance in making such an argument.
As Patent Owner correctly notes, limitations [1B] and [1C] claim certain structural
characteristics of the CMP pad dresser:

[1B] the dresser including a monolayer of a plurality of superabrasive
particles protruding from a matrix layer,

[1C] wherein the difference in protrusion distance between the highest
protruding tip and the second highest protruding tip of the monolayer
of superabrasive particles is less than or equal to about 10 microns and
the difference in protrusion distance between the highest 10 protruding
tips of the monolayer of superabrasive particles are within about 20
microns or less; and

Limitation [1D] additionally requires:

[1D] rotating the dresser against the CMP pad such that asperities are
cut into the CMP pad having a maximum cutting depth of about 60
microns.

As Patent Owner concedes, “PO does not dispute that Sung’026 discloses

Limitation [1B].” Request, fn. 2.
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As for limitation [1C], the Board closely evaluated the evidence from both
parties and determined that not only the structural characteristics taught in limitation
[1C] were taught, but certain aspects of limitation [1D] were taught as well. For
example, the Board went through a lengthy discussion of what Sung’026 discloses
based on the schematics (reproduced below) that Dr. Shanfield generated to further

elucidate the teachings of Sung’026:

Designated profile
(plane)

A Designated profile |

Tip-tﬂ-dES‘lgnatEd F EEEEEEEEEEEES '..:-::“1:“::. LR LAY J ] —L Tip-ta-tip

profile £ 1um J maximum

;:;/\7/\:—;:/\3

Petitioner’s schematic annotated drawing
of the planar designated profile above a matrix layer.

Tip-to-designated distance = 2um

profile £ 1um }.-l.-‘{‘ anfamyasuanmnnss

: Diamond particle |

FWD, 45. The Board then considered and rejected Patent Owner’s argument that

“because Sung’026 fails to disclose these various aspects in a single embodiment as
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Claim Limitation [1C] recites, Sung’026 cannot anticipate claim 1.” FWD, 48. In
other words, the Board “credit[ed] Dr. Shanfield’s testimony (as summarized above
[in the FWD]) over Dr. Tsai’s declaration testimony, because Dr. Tsai’s deposition
testimony essentially agreed with Dr. Shanfield that Sung’026 discloses all the
aspects recited in claim 1 together in a single embodiment.” Id.

Of particular importance relevant to limitation [1D] was Patent Owner’s own
expert’s admission that Sung’026 intended to combine different embodiments—one
of which was to control the cutting depth: “first one is that you need to have the
same orientation, same shape so you can have the consistency; and No. 2, you would
like to have the same height; and No. 3, you would like to control the penetration
depths.”” FWD, 48-49 (quoting EX1049, 51:2-6); see also FWD, 49 (quoting
EX1049, 51:9-13) (“Q: So Sung’026 is trying to combine all three of those together,
correct? A: That’s correct, because if you can have a very good control of those,
then—and that time period back then, then you can make a very perfect diamond
disk.”). The Board further noted that Dr. Tsai admitted in his deposition that
Sung’026 “intends to make a diamond disk that has all the protrusion[s] with
identical heights and with the same orientation,” (FWD, 48 (citing EX1049, 50:2-
4)) and that Sung’026 “also intends to control the depth of penetrating into the

pad.” Id. (citing EX1049, 50:10-13). And “[b]ased on the evidence as discussed
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above [in the FWD], we determine that Sung’026 discloses the elements and
limitations in clause 1[C].” FWD, 49.

Patent Owner’s argument that “Sung’026 disclosed nothing about the
structure producing the cutting depth it disclosed,” (Request, 7), is incorrect because
as Dr. Tsai admitted, Sung’026 teaches “if I want to penetrate 10 micron into the
pad, then the protrusion height should be at least 10 micron.” FWD, 48 (citing
EX1049, 50:10-13).

Hence, the only remaining issue for limitation [1D] to be resolved by the
Board was whether Sung’026 discloses the added requirement “that asperities are
cut into the CMP pad having a maximum cutting depth of about 60 microns.” And
for that added requirement, the Board correctly noted that “Patent Owner[] does not
oppose the[] contention[]” (FWD, 51) that Sung’026 teaches cutting depth of about
10-20 microns (i.e., meeting the required “having a maximum cutting depth of about
60 microns”).

The Director should not overturn the Board’s findings simply because the
Board decided not to repeat the same analysis it explained with respect to limitation

[1C] in its limitation [1D] section. That is not an abuse of discretion.
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B. The Board Correctly Found That Sung’026 Anticipates Limitation
1[A]-“Pressing A CMP Pad Dresser Against A CMP Pad”

Patent Owner contends that Board ““abused its discretion by supplementing
the disclosure of Sung’026 in order to find anticipation.” Request, 8. According to
the Patent Owner, the Board “supplemented” Sung’026 and improperly relied on
probabilities (or inherency) because Sung’026 does not expressly state “pressing the
dresser against the pad.” Request, 8-10. That is incorrect.

As the Board noted, Sung’026 describes operation at the dresser—pad interface
in terms of uniform frictional/mechanical forces that has a “downward force.” This
explicit teaching in Sung’026 was credited by the Board to disclose “pressing a CMP
pad dresser against a CMP pad.” FWD, 42.

Indeed, Patent Owner’s own expert, Dr. Tsai, confirmed that Sung’026
discloses such “pressing.” When asked by Patent Owner’s own counsel Mr. Chan
during his redirect examination, Dr. Tsai testified that:

The first way is that if you add a load or a weight and press it
down, and to allow these two objects to rotate to each other, then
it will also reach the outcome of dressing. And second way is to
use its own weight, and that takes a holder to hold it. There’s

another force to push this holder so that it can do the dressing.

FWD, 42 (citing EX1049, 70:8-14).
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These findings by the Board are more than sufficient to find anticipation. For
anticipation, “the dispositive question is whether a skilled artisan would ‘reasonably
understand or infer’ from a prior art reference that every claim limitation is disclosed
in that single reference.” Acoustic Tech., Inc. v. Itron Networked Sols., Inc., 949
F.3d 1366, 1373 (Fed. Cir. 2020). And that is exactly the standard the Board
followed: it read Sung’026 the way a POSITA would have, further buttressed by
expert testimony, to properly conclude that Sung’026 discloses “pressing a CMP pad
dresser against a CMP pad.” FWD, 42. As such, Patent Owner’s argument that
Board abused its discretion is meritless.

C. Board Correctly Relied On Sung’026’s Explicit Teaching,

Corroborated By Both Sides’ Experts, That Different

Embodiments Would Have Been Readily Combined To Find
Anticipation For Limitation [1C]

Patent Owner asserts that “the Board abused its discretion by combining
separate embodiments of Sung’026 in order to find anticipation.” Request, 10.

Specifically, Patent Owner contends the Board’s reliance on a ‘“counterfactual

99 ¢6y

diagram created by Dr. Shanfield” and “Dr. Tsai’s testimony” “is not sufficient for

992

anticipation.”” Request, 10. But Patent Owner’s arguments lack merit.

2 Patent Owner never challenged the Board’s finding “that a preponderance of the

evidence supports Petitioner’s alternative ground 1B that claim 1 would have been
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The Board properly weighed the disclosure of Sung’026 and the testimonies
of both parties’ experts to arrive at the conclusion that Sung’026 does anticipate
limitation [1C], which requires that the protrusion distance between the highest
protruding tip and the second highest protruding tip is < 10 um, and the difference
in protrusion distance between the highest 10 protruding tips is < 20 pm.

The Board relied on Sung’026’s disclosure that the particles protrude to
predetermined heights along a designated profile, and that the designated profile may
be a plane. FWD, 44 (citing Sung’026, claims 36 and 37, and §[0053]). The Board
further relied on Sung’026’s disclosure that the particles’ tips vary from that
designated profile by less than about 1 um. FWD, 45-46 (citing Sung’026, 9
[0056], [0073]). The Board appropriately credited Dr. Shanfield’s explanation
regarding these explicit disclosures from Sung’026 that were illustrated using certain
schematic diagrams reproduced below. These diagrams generated by Dr. Shanfield
merely illustrate pictorially what Sung’026 explicitly teaches in its text: (1)

designated profile is plane, (ii) the deviation from that plane is < 1 pm; and (iii) the

obvious based on Sung’026.” FWD, 50. Patent Owner’s only complaint regarding
limitation [1C] is based on the Board’s anticipation directed to ground 1A. As
such, the Board’s ultimate conclusion based on obviousness theory under ground

1B remains unperturbed.

10
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arithmetic consequence that the tip-to-tip difference is < 2 um, which necessarily
satisfies [1C]. There is nothing new in these schematics over what Sung’026 already

teaches.

| Lowest protruding tip | | Highest protruding tip ‘ Second highest protruding tip

< 2pm < B P —
B T T
- I i :

sumnduadsnspetugen furfun
\ .
1/ A
|

FWD, 46 (citing Dr. Shanfield’s Declaration, 4104).

Patent Owner’s argument regarding the Board’s allegedly improper reliance
on “Dr. Tsai’s testimony directed to what Sung’026 ‘intends’ or ‘is trying,”” also
lacks merit. The Board merely credited Patent Owner’s own expert, Dr. Tsai, who
admitted in his deposition that a POSITA would have understood Sung’026 to teach
the desirability of combining the different embodiments of Sung’026 into a single
diamond disk. See FWD, 49 (quoting EX1049, 51:9-13) (“Q: So Sung’026 is trying
to combine all three of those together, correct? A: That’s correct, because if you can
have a very good control of those, then—and that time period back then, then you can
make a very perfect diamond disk.”); see also id., 48-49 (quoting Ex. 1049, 51:2-6)

(“[F]irst one is that you need to have the same orientation, same shape so you can

11
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have the consistency; and No. 2, you would like to have the same height; and No. 3,
you would like to control the penetration depths.”). Dr. Tsai’s admissions merely
corroborate what Sung’026 already teaches. See Section II.A supra.

The Board also considered and rejected Patent Owner’s reliance on Net
MoneyIN, Inc. v. VeriSign, Inc., 545 F.3d 1359 (Fed. Cir. 2008). See FWD, 48.
Similarly, the Board considered and agreed with Petitioner’s arguments that the
situation here “overcome the circumstances discussed in Net MoneyIN,” (id.),
because Net MoneyIN merely bars anticipation by cherry-picking unrelated snippets
without evidence a POSITA would tie them together—a situation not found here.
Here, Patent Owner’s expert admitted that a POSITA would have understood
Sung’026 to teach combining the different aspects together. See FWD, 48-49 (“So
contrary to Dr. Tsai’s Declaration testimony in Ex. 2011 9 69, Dr. Tsai clarifies in
his deposition testimony that Sung’026 intends to combine three distinct aspects or
embodiments.”). Indeed, it is well-settled law that a reference anticipates even if it
doesn’t “expressly spell out” every limitation arranged as in the claim, so long as a
POSITA reading the reference would at once envisage the claimed arrangement.
Kennametal Inc. v. Ingersoll Cutting Tool Co., 780 F.3d 1376, 1381 (Fed. Cir. 2015).

In sum, the Board did not abuse its discretion because the Board’s anticipation
finding with respect to limitation [1C] rests on the explicit teachings of Sung’026,

as further corroborated by both parties’ expert testimony and admissions.
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D. The Board Did Not Supplement [1A] or [1D]; The Board’s §103
Analysis Was Proper

Patent Owner argues that “the Board abused its discretion by applying
obviousness to claim limitations where the Petition only argued anticipation.”
Request, 12. Specifically, Patent Owner argues that the “Petition failed to raise any
obviousness argument for Claim Limitations [1A] and [1D].” Request, 12.° But
Patent Owner never articulates what aspects of the Board’s findings for limitations
[1A] and [1D] rely on an obviousness analysis. Rather, Patent Owner merely relies
on Net MoneyIN to argue that “because ‘all of the limitations’ in claim 1 of the 862
patent are not disclosed ‘within the four corners’ of Sung’026 ‘arranged or combined
in the same way as recited’” (Request, 13), the Board somehow committed an abuse
of discretion. Not so.

As already discussed above in Sections II.A and I1.B, in the FWD, the Board
found limitations [1D] and [1A], respectively, were anticipated by Sung’026 by

relying on the explicit teachings of Sung’026, corroborated by the testimony

3 “PO does not dispute that Sung’026 discloses Limitation [1B],” (Request, fn. 2)
and concedes that the Petition did include an obviousness argument for limitation
[1C]. See Request, 12 (“[T]he obviousness argument only addressed Claim

Limitation [1C]...”).
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proffered by both sides’ experts. The Board never made an obviousness finding
regarding limitations [1A] and [1D] in the FWD. FWD, 40-43 and 50-51. Patent
Owner cannot complain that the Board abused its discretion by carrying out an
obviousness analysis when it never did.

To the extent Patent Owner is arguing that the Board conducted an
obviousness analysis in the guise of an anticipation analysis, that is also untrue.
Board’s analysis is a straightforward determination of what Sung’026 teaches, aided
by the testimony proffered by both sides’ experts. Nothing about the Board’s
analysis “fills [any] gaps” in the disclosures of Sung’026. Indeed, Patent Owner
could not and did not identify any single factual gap—other than the ultimate
conclusion drawn by the Board—for either limitations [1A] and [1D] in its Request.
See Request, 12-13.

Finally, to the extent Patent Owner is arguing that the Board should never
have found obviousness for Ground IB because the Petition presented only Ground
I (not two separate Grounds IA and IB), that argument also lacks merit. The Board’s
Institution Decision clarified that because the Petition’s Ground I was drafted as an
anticipation or, in the alternative, an obviousness challenge, the Board split up
Ground I into two separate Grounds [A and IB. DI (Paper 14), 33. And Patent
Owner adopted that framing in its Patent Owner’s Response as well. See POR, 15-

38 (directed to Ground IA) and 39-46 (directed to Ground IB). Patent Owner cannot
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belatedly argue such splitting of Ground I to Grounds IA and IB was an abuse of
discretion when Patent Owner itself adopted that framing by the Board. And under
Ground IB, the Board properly “determine[d] that a preponderance of the evidence
supports Petitioner’s alternative ground 1B that claim 1 would have been obvious
based on Sung’026.” FWD, 50. Accordingly, Patent Owner’s assertions that the
Board abused its discretion lacks merit.

III. CONCLUSION

For at least the reasons provided above, Petitioner respectfully requests that

the Director denies Patent Owner’s request for Director Review.

Dated: October 27, 2025 Respectfully submitted,

/Yung-Hoon Ha/
Yung-Hoon Ha

Reg. No. 56,368
yha@desmaraisllp.com
DESMARAIS LLP

230 Park Avenue

New York, NY 10169
Telephone: 212-351-3400
Facsimile: 212-351-3401

Lead Counsel for Petitioner
Samsung Electronics Co., Ltd.
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Yung-Hoon Ha (Reg. No. 56,368)
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230 Park Avenue
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Lead Counsel for Petitioner
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