UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

SAMSUNG ELECTRONICS CO. LTD.,
SAMSUNG ELECTRONICS AMERICA, INC.,
SAMSUNG SEMICONDUCTOR, INC., and
SAMSUNG AUSTIN SEMICONDUCTOR, LLC,

Petitioners

V.

CHIEN-MIN SUNG,
Patent Owner

IPR2024-00535
U.S. Patent No. 9,724,802

PATENT OWNER’S REPLY
IN SUPPORT OF ITS MOTION TO EXCLUDE

Mail Stop PATENT BOARD
Patent Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

Submitted Electronically via PTACTS



Case IPR2024-00535
Patent No. 9,724,802
Patent Owner’s Reply I1SO Its Motion to Exclude

I. CERTAIN PORTIONS OF DR. SHANFIELD’S DECLARATION (EX.
1002) SHOULD BE EXCLUDED

First, Patent Owner agrees that a Motion to Exclude is not a proper vehicle for
addressing the weight of evidence, as stated in the Consolidated Trial Practice Guide
(Nov. 2019) (“CTPG”). Patent Owner contends that Dr. Shanfield’s opinions should
be given no weight and has not shied away from supporting that argument throughout
its briefing. Indeed, otherwise Patent Owner would not have relied upon its own,
qualified, expert Dr. Tsai. But as set forth in the Motion to Exclude, Dr. Shanfield’s
declaration includes substantial improper testimony, which should be excluded.

Second, Patent Owner does not advance merits arguments beyond those of the

POR and Sur-Reply. Even so, Petitioners assert the following “arguments” are new:

(1) “while broad expertise may suffice in some contexts, it cannot
substitute for the particularized knowledge needed to evaluate a highly
specialized technology, such as CMP and CMP pad conditioners” (Paper
31 at 3); and

(2) “Dr. Shanfield’s decision not to submit a rebuttal declaration
addressing Dr. Tsai’s deposition testimony ... either reflects a tacit
concession that Dr. Tsai is correct ... or it confirms that Dr. Shanfield

lacks the necessary technical competence to even engage with the
analysis.” (id. at 3) (citations omitted).

None of these is new or revelatory. Point (1) is encompassed in the POR, at least by
the following: “Patent Owner contends Dr. Shanfield is not qualified as a POSITA
because he lacks such experience. Atbest Dr. Shanfield states that he has worked with
CMP systems . . . but he does not profess any experience related to the design and
development of pad dressers.” (Paper 17 at 5) (citations omitted) (accord Paper 25,

PO Sur-reply, at 1-2, 22-23). Point (2) logically follows from Petitioners’ and/or Dr.
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Shanfield’s chosen tactic: No rebuttal to his lack of experience was made, because
none could have been.

In response, Petitioners state that “Dr. Shanfield has extensive experience in
integrated circuit processing and manufacturing” (Paper 31 at 4-5) and assert that he
“has particularized knowledge about both the use and design of CMP pad dressers”
(id. at 6). The latter claim is untrue: nothing in the cited 9 2-12 or App’x A of Ex.
1002 supports Petitioners’ claim that Dr. Shanfield has any such expertise—or indeed,
has any experience in CMP pad conditioning (as opposed to using CMP pads) at all.

And the former claim is irrelevant. Petitioners argue that an expert need only
be “qualified in the pertinent art,” not a POSITA. (Paper 31 at 3-4 (citing A.C.
Dispensing Equipment, Inc., v. Prince Castle LLC, IPR2014-00511, Paper 33 at 10
(PTAB Aug. 4, 2015) (citing Sundance, Inc. v. DeMonte Fabricating Ltd., 550 F.3d
1356, 1363-64 (Fed. Cir. 2008)).) But Patent Owner has made clear that Dr. Shanfield
is not “qualified in the pertinent art” of CMP pad conditioning. (Paper 30 at 3-7.)!
That remains unrebutted, as Petitioners have again failed to connect Dr. Shanfield’s
general familiarity with IC manufacturing or CMP to any qualifications “in the
pertinent art”—the design and performance of the dressers that condition the CMP

pads, which is a highly specialized branch of the overall IC fabrication process.

! And so, to quote Petitioners’ own cited case law, Dr. Shanfield may not “testify as
an expert on obviousness, or any of the underlying technical questions, such as the
nature of the claimed invention, the scope and content of prior art, the differences
between the claimed invention and the prior art, or the motivation of one of ordinary
skill in the art to combine these references to achieve the claimed invention.”
Sundance, 550 F.3d at 1364.
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Seeking to argue that Dr. Shanfield is nevertheless still qualified to opine here,
Petitioners rely upon the unfavorable outcome of a field and sub-field comparison in
Hirata v. S. Nev. Health Dist. (Paper 31 at 5-6 (citing No. 2:13-cv-2302-LDG-VCEF,
2016 U.S. Dist. LEXIS 185235, at *7 (D. Nev. May 31, 2016)).) But Petitioners
ignore Hirata’s explanations: “An expert witness may be qualified to testify on a
particular subject matter, but be unqualified to testify on a related subject matter” and
“la]n expert's general expertise in a subject area however will not automatically
qualify the expert to testify on a specific sub-category within that subject area.”
Hirata at *5, *7 (citing United States v. Chang, 207 F.3d 1169, 1172 n.2, 1173 (9th
Cir. 2000)). Hirata explained that, in Chang, the testimony was excluded because the

b [13

expert’s “general expertise in international finance did not render him qualified to
testify on the authenticity of bank certificates.” Id. at *5.

While Dr. Shanfield was not required to submit a rebuttal declaration, its
absence is telling. Petitioners claim that “[lJack of submission of a rebuttal
declaration is not a proper basis for excluding an expert’s opening declaration” (Paper
31 at 7), but they do not provide any legal authority. Its status as an opening report
does not prevent portions of Dr. Shanfield’s declaration from properly being excluded.

Third, Petitioners claim “Patent Owner’s argument is premised on the
erroneous assumption that the Board will adopt the definition of a POSITA proffered

by Patent Owner and Dr. Shanfield does not meet that definition.” (Paper 31 at 7-8.)

Petitioners over-rely on the Institution Decision’s adopting their initial POSITA
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definition to state that Dr. Shanfield remains qualified here. (/d. at 8.) But that
adoption was only “[f]or purposes of this Decision,” as the Board had not yet heard
from Patent Owner. (Paper 18 at 24.) Since the Institution Decision, the record has
developed and has better informed the definition of POSITA. The factual record has
shown the mismatch of Dr. Shanfield’s general qualifications to the specific art here,
which was not initially apparent.

Petitioners state that “Patent Owner proffers no objective rationale why the
level proffered by Patent Owner should be adopted, except for Dr. Tsai’s say-so.”
(Paper 31 at 8.) Not true. The Patent Owner Response identifies numerous instances
where Dr. Shanfield objectively erred, for example, by calculating numbers of
diamond particles based on isolated sections of Tsai’s ODD and assuming perfectly
regular particle distribution across the face of a pad conditioner—which resulted from
his lack of expertise. (See, e.g., Paper 20 at 45-46.) Dr. Tsai’s deposition testimony
identifies additional aspects of the research underlying Tsai that further demonstrate
why Dr. Shanfield’s broad conclusions based on Tsai are wrong. (Paper 25 at 18-22.)

Lastly, Petitioners claim that all of Dr. Shanfield’s opinions are “supported by
evidence in the prior art references relied on by Dr. Shanfield” in that he “cited
multiple disclosures” in the prior art. (Paper 31 at 9-10.) But this ignores that Dr.
Shanfield is not qualified to make these types of opinions and so relied on guesswork
as set forth in the Motion to Exclude, which Petitioners do not dispute. Furthermore,

if Dr. Shanfield truly believed that Tsai provides an objective basis for his opinions
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even after they were contradicted by the author of that reference, he (or Petitioners)
could have submitted his rebuttal declaration. That none was submitted speaks

volumes regarding both his qualifications and the soundness of those opinions.

II. EACH OF EXS. 1059 AND 1060 SHOULD BE EXCLUDED IN THEIR
ENTIRETY

Petitioners call Ex. 1059 and 1060 “rebuttal evidence in support of Petitioners
Reply that could not have been presented earlier because Petitioner was not aware that
Alex Chan would be the lead counsel on this IPR” (Paper 31 at 11), but they should
have provided any such evidence to support that argument in the Petition. But
Petitioners did not, so it is untimely and waived. Moreover, Petitioners never argued
that the identity of counsel in this case was relevant to the priority date, nor could they
have, because it has no bearing on the correct priority dates of the 802 patent claims.

Likewise, Petitioners characterize Exs. 1059-60 as “rebuttal evidence” because
“Petitioner was not aware . . . that Patent Owner would continue to take inconsistent
positions regarding the priority date of the *802 patent.” (Paper 31 at 11.) But that
makes no sense, because Petitioners’ only grounds for relying upon this untimely
evidence is to reiterate their argument—already present in the Petition—that Patent
Owner disclaimed earlier priority dates. (Reply at 14-15.) If Petitioners believed Exs.
1059-60 to be relevant, then they could have and should have submitted them in the
Petition. Exs. 1059-60 were filed late without proper authorization and are irrelevant,

misleading, confusing, and a waste of the Board’s time.
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