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I. INTRODUCTION

The only issue in dispute is whether the grandparent application' provides
written description support for the challenged claims. On this singular issue, the POR
(Paper 14) reiterates the same unsuccessful arguments raised in the POPR (Paper 7),
adds six pages of argument (Paper 14, 11-16), and cites additional testimony from
the named inventor (id., 22-23). This additional argument and testimony are
unavailing and fail to show entitlement to the grandparent application’s priority date.

Contrary to Patent Owner’s arguments, the description of a device capable of
communicating over Bluetooth and Wi-Fi does not provide sufficient written
description support for the claimed method of using Bluetooth to perform one action
(detect other devices) and then switching to Wi-Fi to perform a different action
(transferring media content to a detected device). E.g., id., 10-17. The grandparent
application does not describe using Wi-Fi for any particular action, much less the

particular action claimed, much less within the particular method claimed.

! Petitioner focuses on the grandparent application (the *948 application) because the
POR focuses on the grandparent application, but these arguments apply equally to
the parent application (the *650 application) since “each application in the chain ...
must comply with the written description requirement.” Lockwood v. American

Airlines, Inc., 107 F.3d 1565, 1571 (Fed. Cir. 1997).
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The additional ITC testimony from the named inventor merely describes what
he remembers contemplating roughly 16 years prior, rather than what he actually
included in the grandparent application. Paper 14, 22-23. That testimony is irrelevant
to the issue at hand. As correctly noted by the Institution Decision, written
description support comes not from what an inventor had in mind or intended to
convey, but from what the application actually discloses. Paper 10, 22 (citing
Lockwood v. American Airlines, Inc., 107 F.3d 1565, 1571-72 (Fed. Cir. 1997)).

The POR also reiterates the same legally incorrect assertion that the written
description suffices because it was obvious to use Bluetooth for detection and Wi-
Fi for data transfer. Paper 14, 19-20. But without more, disclosure that merely
renders a claimed invention obvious is insufficient for written description support.
Lockwood, 107 F.3d at 1571-72 (quoted by Institution Decision (Paper 10), 17, 21).

The Board should reject Patent Owner’s arguments and find all challenged
claims unpatentable.

II. THE GRANDPARENT APPLICATION DOES

NOT PROVIDE WRITTEN DESCRIPTION
SUPPORT FOR THE CLAIMED METHOD

The grandparent application does not provide written description support
because it does not convey with reasonable clarity that the inventors were in
possession of the claims’ specific method that includes using Bluetooth to detect

other WTRUSs and Wi-Fi to transfer media to a Bluetooth-detected WTRU (referred
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to herein as “the Bluetooth-to-Wi-Fi method™). Vas—Cath Inc. v. Mahurkar, 935 F.2d
1555, 1563-64 (Fed. Cir. 1991) (To satisfy the written description requirement, the
earlier application must “convey with reasonable clarity to those skilled in the art
that, as of the filing date sought, [the inventor] was in possession of the invention.”);,
see also Ariad Pharms., Inc. v. Eli Lilly and Co., 598 F.3d 1336, 1351 (Fed. Cir.
2010) (en banc).

The POR wrongly argues that the grandparent application provides written
description support for the Bluetooth-to-Wi-Fi method because: (1) the grandparent
application discloses that the WTRU includes both Bluetooth and Wi-Fi
technologies (Paper 14, 10-17); (2) the grandparent application discloses using
Bluetooth to detect other WTRUs and POSITAs knew that Wi-Fi offers better
transmission speeds than Bluetooth (id., 19-20); and (3) a named inventor testified
that he remembers contemplating a number of protocols for detection and transfer,
including Bluetooth and Wi-Fi (id., 22-23).

As explained in the Petition and below, the evidence shows that the
grandparent application does not provide written description support for the
challenged claims at least because it does even hint at, much less show possession
of, a method that uses Bluetooth to detect other devices and then uses Wi-Fi to
transfer of data to one of the detected devices. See Paper 3 (Petition), 22-29. One of

the named inventors even admitted that “Wi-Fi is not specifically mentioned” for
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data transfer in the written description shared by the ’933 patent and its family
members?. EX2006, 155:2-11.
A. Disclosure Of AWTRU That Includes Both

Bluetooth And Wi-Fi Technologies Is Insufficient
To Convey Possession Of The Claims’ Specific Method

The POR wrongly alleges that the grandparent application provides written
description support for the claims’ method because the grandparent application
discloses a WTRU that includes both Bluetooth and Wi-Fi technologies. Paper 14,
10-17. It even goes so far as to allege that the grandparent application “expressly
discloses each and every element of the Challenged Claims” (id., 13-14), including
“the claimed ‘species’ of WTRU detection (Bluetooth) and transmission (WiF1)”
(id., 28). See also id., 15, 29-31. This is simply false.

As explained by Petitioner’s expert, Mr. Rysavy, the “description of the mere
ability to use numerous communication technologies does not indicate a method
using just two of these technologies, each for a particular operation, in the particular

manner claimed by the [challenged] patent.” EX1203, 969 (cited by Petition (Paper

2 The written description and figures of the challenged patent and the ancestor
applications have no material differences, as acknowledged by the POR (e.g., Paper
14 at 10, 26, 32), and so any reference to the written description is a reference to the

written description for all applications in the chain.
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3), 26-27). Although the grandparent application discloses using a Bluetooth service
discovery protocol (SDP) to gather environment information about nearby WTRUs
(EX1282, [0034]), it nowhere suggests using a different protocol for transfer of
media content to a detected WTRU (much less to use Wi-Fi, specifically). Paper 3,
23-29; EX1203, 9964-70. As Mr. Rysavy explained, the written description “does
not say which protocol to use for the transfer, gives no indication that the WTRU
makes a decision as to which protocol to use for data transmission, and does not
provide any indication that the protocol used for data transmission is different than
the protocol used for device detection.” /d., §69. To the contrary, he explained, “the
[] application is altogether silent on which communication protocol / technology to
use for the transfer, leading a POSITA to understand that the same protocol used for
device detection is also used for the transfer.” Id.; see also EX2006, 155:2-11
(testimony from named inventor admitting that the written description does not
specifically mention Wi-Fi for transferring data).

Thus, the grandparent application at best provides written description support
for using a single protocol (e.g., Bluetooth)—and that protocol alone—for both
device detection and media content transfer. The grandparent application not only
fails to provide express disclosure for the claimed Bluetooth-to-Wi-Fi method, it
also fails to provide blaze marks that reasonably convey to a person skilled in the art

that the inventor had possession of this claimed methodology. Quake v. Lo, 928 F.3d
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1365, 1374 (Fed. Cir. 2019) (Although “ipsis verbis disclosure is not necessary to
satisfy the written description requirement of section 112 ... the disclosure [must]
reasonably convey to persons skilled in the art that the inventor had possession of
the subject matter in question. ... This court has analogized such a disclosure as
marking trails by making blaze marks on trees to find one’s way through the woods
of a specification such that a skilled artisan would be able to follow that trail and
understand what the inventors had invented.”) (cleaned up) (internal quotations
omitted).

The POR wrongly asserts that this case does not relate to “whether an entire
claim limitation is missing from the disclosure in the specification.” Paper 14, 30.
As correctly found by the Institution Decision, the grandparent application simply
fails to disclose the independent claims’ last limitation—using Wi-Fi to transfer
media content to a detected device. Paper 10, 22 (“[N]ot once does the application
disclose using WiF1 to transfer data.”). Moreover, as the Board further found
preliminarily, the grandparent application also fails to disclose performing this Wi-
Fi transfer after having detected the device using Bluetooth, as recited in an earlier
limitation of the independent claims. Paper 10, 21-22. The grandparent application
simply does not disclose using different protocols to perform different actions, let
alone using Wi-Fi to transfer content to a device after having detected that device

using Bluetooth.
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Although a predictable art may require less detail than an unpredictable art
(see Paper 14, 26-29), the complete lack of disclosure in the grandparent application
fails to satisfy the written description requirement even if arguendo this were a more
predicable field. Unlike the Hologic case cited by Patent Owner (id., 16-17, 27, 29),
the grandparent application here contains no detail on the claimed switch. In
Hologic, the Federal Circuit upheld the PTAB’s finding that the ancestor application
provided written description support for the claims’ “light guide” because the earlier
application disclosed a “fibre optics bundle” and “the parties d[id] not dispute that a
‘fibre optic bundle’ is a type of light guide.” Hologic, Inc. v. Smith & Nephew, Inc.,
884 F.3d 1357, 1362 (Fed. Cir. 2018). Here, by contrast, the grandparent application
does not even disclose using Wi-Fi to transfer content to another device, let alone
doing so after having detected the other device using Bluetooth. The grandparent
application simply does not disclose the claims’ use of a different communication
technology for transferring content than for detecting other devices and does not
disclose switching between different communication technologies to perform the
claimed detection and transfer actions.

In sum, a device’s inclusion of two technologies is insufficient to provide
written description support for a claimed method that recites a particular, ordered
use of those technologies for specific tasks. EX1203, 469; see also Paper 8 (Reply

to POPR), 3; Paper 3 (Petition), 24-25. The grandparent application’s disclosure
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that the WTRUs include Bluetooth and Wi-Fi technologies does not convey with
reasonable clarity to those skilled in the art that the inventors were in possession of
the claims’ specific method of using a different technology—specifically Wi-Fi—to
transfer media content to a WTRU than the Bluetooth technology used to initially
detect the WTRU.

B. Even If Wi-Fi’s Known Benefits Rendered The Claims Obvious,
That Is Not A Substitute For Written Description Support

Despite well-established case law that obviousness alone is not enough to
provide written description support, the POR nonetheless argues that the grandparent
application provides written description support for the claims’ Bluetooth-to-Wi-Fi
method because it was “well-known that WiF1 offered better transmission speeds as
an advantage over Bluetooth.” Paper 14 (POR), 20; see also id., 19; Paper 3
(Petition), 22-23; Paper 8 (Reply to POPR), 3; Paper 10 (Institution Decision), 21
(“[W]ritten description support requires actual disclosure of a claimed invention, not
disclosure that would render the invention obvious.”); Lockwood, 107 F.3d at 1572
(“One shows that one is ‘in possession’ of the invention by describing the invention,
with all its claimed limitations, not that which makes it obvious.”); id. (“It is not
sufficient for purposes of the written description requirement of § 112 that the
disclosure, when combined with the knowledge in the art, would lead one to

speculate as to modifications that the inventor might have envisioned, but failed to
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disclose.”); Hyatt v. Boone, 146 F.3d 1348, 1353-54 (Fed. Cir. 1998) (“It is ‘not a
question of whether one skilled in the art might be able to construct the patentee’s
device from the teachings of the disclosure.... Rather, it is a question whether the
application necessarily discloses that particular device.’”) (citations omitted).

Thus, even assuming it was “well-known that WiFi offered better
transmission speeds as an advantage over Bluetooth” (Paper 14, 20), this is
insufficient to provide written description support for a method that involves
switching to Wi-Fi to transfer content to another WTRU after first using Bluetooth
to detect that other WTRU. The grandparent application does not even suggest using
a different protocol for the transfer than for the detecting. Whether it would have
been obvious to use Wi-Fi for the transfer based on what was well known in the art
is not sufficient to satisfy the written description requirement.

C. The Inventor’s After-the-Fact ITC Testimony Cannot

Provide Written Description Support For The Claims, And Indeed
Confirms That The Grandparent Application Lacks That Support

The POR wrongly argues that the inventor’s ITC testimony provides written
description support because the inventor allegedly recalls contemplating Bluetooth
and Wi-Fi roughly 16 years prior. Paper 14, 20-26.

As explained in the Preliminary Reply and in the Board’s Institution Decision,
written description support is not based on what an inventor “had in mind” or

intended to convey in an application. Paper 8, 4; Paper 10, 22 “Instead, it is based
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on what an inventor actually disclosed in the application.” Id. (citing Lockwood, 107
F.3d at 1571-72). Whether or not an inventor is a competent witness to explain what
was intended to be conveyed by the specification, as argued by the POR (Paper 14,
21), such testimony is irrelevant for the written description requirement, which is
concerned only with what the specification actually discloses. /d. Thus, even
assuming the inventor’s testimony about what he remembers contemplating 16 years
prior were true, accurate, and free from bias (which Petitioner contests), this
testimony should be given no weight because it has no place in the written
description analysis.

Moreover, the inventor’s testimony confirms that the grandparent application
does not describe using Wi-Fi to transfer content to a WTRU, much less after having
detected the WTRU using Bluetooth. Specifically, when the inventor was asked
whether it was fair to characterize the application as not specifically disclosing
“using WiFi to transfer data,” the inventor responded affirmatively: “If you’re saying
that WiFi is not specifically mentioned, no, it’s not specifically mentioned.”
EX2006, 155:2-11.

Thus, the inventor’s after-the-fact testimony on what he “had in mind” or
intended to convey should be excluded or given no weight. And his testimony on the

ultimate issue of what the grandparent application discloses (or rather, does not
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disclose) shows that the grandparent application fails to provide written description
support.

D.  Written Description Support Would Have Required
Much More Than What The Grandparent Application Discloses

Written description support for the claims would have required more than
what can be found in the grandparent application. For example, a POSITA would
have expected the application to at least expressly disclose using a different protocol
for data transfer than for device detection and to specifically disclose using Wi-Fi
for data transfer. The numerous Bluetooth-to-Wi-Fi background references cited in
the Petition include such descriptions, confirming what a POSITA would have
expected from an application that showed possession of a method involving such a
switch. E.g., Paper 3, 8-9. For example:

o Mckillop discloses: “[T]he portable device includes circuitry for

providing wireless communications utilizing a low power, relatively
slow communications protocol, such as Bluetooth, to establish a
communications path between two wireless devices. When high speed
communications are preferred, the two devices can agree to switch to a
different, high speed protocol, such as Wi-Fi, for communications.”
EX1205, Abstract. See also id., [0002], [0006-7], [0013-18], [0034],

[0038], [0042-47], claims 2-4, FIGS. 2, 4.
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o Hoddie discloses: A device “searches for other devices available for
communication using Bluetooth.” EX1206, 3:30-31. The device “sends
the file to the [other device] across [a] Wi-Fi connection.” Id., 4:21. See
also id., 3:16-3:29, 3:31-4:20, 4:22-6:11, 9:9-14:9, claims 2, 4, FIGS 3-
4.

o Banerjea discloses: “First, a Bluetooth connection (BT connection)
110 may be established between the mobile communication devices
102 and 104 through a Bluetooth scanning and discovery process ....
Once the BT connection 110 is established ... a WiFi connection 112
may be established between the mobile communication devices 102
and 104.” EX1210, [0026]. “Multimedia data may be transmitted over
the WiFi connection 112.” Id., [0027]. See also id., [0008-10], [0037-
47].

o Kapur discloses: “[T]he Bluetooth® device 1002 may utilize its
Bluetooth® protocol stack to discover the second Bluetooth® device
1004. The Bluetooth® device 1002 and 1004 may be enabled to
communicate via a Bluetooth® connection 1006 and/or a high-speed
data connection 1008. The high-speed data connection 1008 may
comprise an 802.11 [(WiF1)] connection. ... Once the high-speed data

link 1008 1is established, data may be communicated between the
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Bluetooth® devices 1002 and 1004 using data rates that may be higher
than the data rates supported by the Bluetooth® connection 1006.”
EX1212, [0066]. See also id., [0022], [0029], [0065].

Adler discloses: “[E]stablishing a first connection between a first
device and a second device with a first networking standard ...
establishing a second connection between the first device and the
second device with a second networking standard ... [and] transferring
data between the first and second devices using the second networking
standard ... [wherein] the first networking standard is a Bluetooth
networking standard and the second networking standard is a WiFi
networking standard.” EX1213, Abstract. See also id., [0006-8], [0038-

56], claim 5.

Each of these other patents or applications provide detailed descriptions of

using Bluetooth to detect other devices and then Wi-Fi to transmit data to a detected

device. The 933 patent’s grandparent application lacks even a single sentence

suggesting that the named inventors might have contemplated such a method.

EX1286, 99.

The POR wrongly suggests that the “transmission instructions” described by

the grandparent application (e.g., EX1282, [0039]) somehow lend written
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description support for the claims. E.g., Paper 14, 18-20. Not so. Nothing in
paragraph 39 or any other paragraph of the grandparent application suggests
switching from the protocol used for detection to a different protocol for data
transfer. As explained by Mr. Rysavy, if the transmission instructions related to a
switch, then, barring express disclosure of such a switch, one of ordinary skill in the
art would at least expect disclosure of a change in an attribute that implicates a
change in protocol, such as a change in the radio signal transmission and/or
multiplexing techniques at Layer 1 (the physical layer). EX1287, 12, 14, 16-17, 21.
For example, Bluetooth and Wi-Fi use completely different radio signal
multiplexing techniques: Bluetooth uses a frequency hopping spread spectrum
(FHSS) with 1 MHz wide channels, while Wi-Fi uses different direct sequence
spread spectrum (DSSS), complementary code keying (CCK), and orthogonal
frequency-division multiplexing (OFDM) with about 16 MHz wide channels. /d.
The grandparent application, however, does not mention any change in the radio
signal transmission and/or multiplexing techniques at Layer 1, leading a POSITA to
understand that there is no protocol switch, and that instead, the same protocol that
was used for detection is also used for data transfer. EX1286, q10-11.

In sum, if Patent Owner truly possessed a method that involved using
Bluetooth for detection and Wi-Fi for data transfer, then the application could easily

have said so, even if just with a sentence or two. The application is silent, however,
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and a POSITA would have reasonably understood that the same communications
protocol is used for both detection and data transfer. Thus, the grandparent
application does not convey with reasonable clarity that the inventors were in
possession of the claimed Bluetooth-to-Wi-Fi method. EX1286, 12.

III. THE WRITTEN DESCRIPTION REQUIREMENT IS

ESPECIALLY IMPORTANT HERE, WHERE THE CLAIMS WERE
ADDED LATE, IN RESPONSE TO INDUSTRY DEVELOPMENTS

The written description requirement “is particularly important when, as here,
claims are added later during prosecution in response to development by others.”
Quake, 928 F.3d at 1373. As noted in the Petition (Paper 3, 15-16), Patent Owner
first pursued and obtained claims on the gesture-based sending of content that is the
focus of the specification. EX1249, passim; EX1251, passim. It was not until after

Apple released AirDrop for iPhones® that Patent Owner shifted course and drafted

3 In related IPR2024-00305, Patent Owner contends that AirDrop for iPhones was
released on September 18, 2013. Paper 22, 10. The claimed Bluetooth-to-Wi-Fi

methodology was added by amendment just over two months later, on November

19,2013. EX1202, 88-104.
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new claims attempting to cover AirDrop by reciting the claims’ Bluetooth-to-Wi-Fi

methodology. EX1202, 88-102.

Specifically, Patent Owner filed the grandparent application (the ’948

application) with broad claims directed to identifying a candidate WTRU based on

user input.

1. A method for controlling communication of data
in wireless communications, implemented in a wireless
transmit/receive unit (WTRU), the method comprising:

detecting environment information relating to at
least one candidate WTRU operating in a local area
associated with the WTRU;

receiving user input;

processing the user input and the environment
information; and

identifying at least one candidate WTRU as a target
WTRU based at least in part on the user input, and wherein
the user input relates to a selection of data for transfer

between the WTRU and the target WTRU.

EX1282 (as-filed grandparent application), 18 (claim 1).

Patent Owner was forced to narrow the claims to recite, inter alia, that the

user input indicates at least a direction for the transfer, i.e., gestural input. EX1248,

167-168, 178, 181-188.
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1. A method for controlling communication of data
in wireless communications, implemented in a wireless
transmit/receive unit (WTRU), the method comprising:

detecting, at the WTRU, environment information
relating to at least one candidate WTRU operating in a
local area associated with the WTRU:;

receiving, at the WTRU, user input that indicates

at least a direction and a selection of data for transfer

between the WTRU and a target WTRU;

processing, at the WTRU, the user input and the
environment information;

identifying, at the WTRU, at least one candidate
WTRU as the target WTRU based at least in part on the
user input; and,

transmitting the data to the target WTRU.

EX1249 (issued grandparent patent), 10:51-65 (claim 1) (emphasis added).

When filing the parent application (the 650 application), Patent Owner
expressly recited that the user input is gestural input and the claims were allowed as
such.

1. A method for use in a wireless transmit/receive
unit (WTRU), the method comprising:

detecting, at the WTRU, information relating to at
least one candidate WTRU in a geographic area associated

with the WTRU;
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receiving, at the WTRU, user input that includes a
gestural input and a selection of data for transfer between

the WTRU and a target WTRU;

processing, at the WTRU, the user input and the
information;

identifying, at the WTRU, the target WTRU from
the at least one candidate WTRU based at least in part on
the user input; and

transmitting the selected data to the target WTRU.

EX1281 (as-filed parent application), 18 (claim 1) (emphasis added).

1. A method for use in a wireless transmit/receive
unit (WTRU), the method comprising:

detecting, at the WTRU, information relating to at
least one candidate WTRU in a geographic area associated
with the WTRU;

receiving, at the WTRU, user input that includes a
gestural input and a selection of data for transfer between

the WTRU and a target WTRU;

processing, at the WTRU, the user input and the
information;

identifying, at the WTRU, the target WTRU from
the at least one candidate WTRU based at least in part on
the user input; and

transmitting the selected data to the target WTRU.

EX1251 (issued parent patent), 10:52-65 (claim 1) (emphasis added).
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In filing the application that would later lead to the challenged patent, Patent
Owner included identical claims, with this gestural input limitation. EX1202, 34.
Then, just over two months after Apple released AirDrop for iPhones, Patent Owner
cancelled the pending claims and added new claims directed to the Bluetooth-to-Wi-
F1 method. EX1202, 88-104. The Examiner then allowed the claims. /d., 108-113.

The written description requirement is especially important to guard against
this kind of overreaching where a Patent Owner claims more than what they
originally disclosed in an attempt to cover a competitor product. Quake, 928 at 1373.
Because Patent Owner did not disclose or even suggest using different protocols for
detection and data transfer, let alone using Wi-F1i, specifically, for the transfer after
having used Bluetooth to detect the device, Patent Owner is not entitled to claim
priority to the filing dates of the earlier applications in the family. Finding otherwise
would undermine the very purpose of the written description requirement’s quid pro
quo by allowing Patent Owner to overreach beyond what it originally disclosed. E.g.,
Novartis Pharms. Corp. v. Accord Healthcare, Inc., 38 F.4th 1013, 1016 (Fed. Cir.
2022) (“Disclosure is essential; it is the quid pro quo of the right to exclude.”)
(internal quotation marks omitted); Reiffin v. Microsoft Corp., 214 F.3d 1342, 1345
(Fed. Cir. 2000) (“The purpose of this provision is to ensure that the scope of the
right to exclude, as set forth in the claims, does not overreach the scope of the

inventor's contribution to the field of art as described in the patent specification™).
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In sum, Patent Owner described and claimed gesture-based sending of
content. After AirDrop was released, Patent Owner then claimed something else that
was not described in the specification—using Bluetooth for detecting nearby devices
and Wi-Fi for transferring content to a detected device. The written description
requirement prohibits this kind of overreaching. As such, the challenged patent’s
effective filing date should be limited to the filing date of the application that led to
the challenged patent—no earlier.

IV. CONCLUSION

For at least these reasons, the Board should maintain its findings in the
Institution Decision. The challenged claims are not entitled to the filing dates of the
ancestor applications because they do not provide written description support for the
challenged claims, including using Bluetooth to detect nearby devices and then using
Wi-Fi to transfer content to a detected device. As such, the Forutanpour reference is
prior art and every challenged claim should be cancelled based on the unpatentability
grounds raised in the Petition. The POR does not challenge the substance of these
unpatentability grounds, only whether Forutanpour is prior art. Since Patent Owner’s
written description argument fails, its entire case fails.

Respectfully submitted,
Dated: December 30, 2024 By: /Andrew M. Mason/

Andrew M. Mason (Reg. No. 64,034)
andrew.mason@klarquist.com

Petitioner’s Reply To The Patent Owner Response Page 20



IPR2024-00537
Patent 8,737,933

KLARQUIST SPARKMAN, LLP
One World Trade Center, Suite 1600
121 S.W. Salmon Street

Portland, Oregon 97204

Tel: 503-595-5300

Fax: 503-595-5301

Counsel for Petitioner

Petitioner’s Reply To The Patent Owner Response Page 21



IPR2024-00537
Patent 8,737,933

CERTIFICATE OF COMPLIANCE WITH
TYPE-VOLUME LIMITATION PURSUANT TO 37 C.F.R. § 42.24

This brief complies with the type-volume limitation of 37 C.F.R. § 42.24

(a)(1)(®).

The brief contains 4,308 words, excluding the parts of the brief exempted by
37 C.F.R. § 42.24(a).

The brief has been prepared in a proportionally spaced typeface using
Microsoft Word for O365 in a 14-point Times New Roman font.

Dated: December 30, 2024 By: /Andrew M. Mason/
Andrew M. Mason (Reg. No. 64,034)
andrew.mason@klarquist.com
KLARQUIST SPARKMAN, LLP
One World Trade Center, Suite 1600
121 S.W. Salmon Street
Portland, Oregon 97204
Tel: 503-595-5300
Fax: 503-595-5301

Counsel for Petitioner

Certificate Of Compliance Page 22



IPR2024-00537
Patent 8,737,933

CERTIFICATE OF SERVICE
IN COMPLIANCE WITH 37 C.E.R. § 42.6 ()(4)

The undersigned certifies that on December 30, 2024, a complete copy of
PETITIONER’S REPLY TO THE PATENT OWNER RESPONSE and
EXHIBITS 1286-1287 were served on counsel for the Patent Owner via electronic

mail as follows:

Scott W. Hejny

Richard A. Kamprath

McKool Smith P.C.

300 Crescent Court, Suite 1200

Dallas, TX 75201

Email: shejny@mckoolsmith.com
rkamprath@mckooksmith.com
IDG_Microsoft IPRs@mckoolsmith.com

George T. Fishback, Jr.

McKool Smith P.C.

303 Colorado Street, Suite 2100

Austin, TX 78701

Email: gfishback@mckoolsmith.com
IDG_Microsoft IPRs@mckoolsmith.com

By: /Andrew M. Mason/

Andrew M. Mason (Reg. No. 64,034)
andrew.mason@klarquist.com
KLARQUIST SPARKMAN, LLP
One World Trade Center, Suite 1600
121 S.W. Salmon Street

Portland, Oregon 97204

Tel: 503-595-5300

Fax: 503-595-5301

Counsel for Petitioner

Certificate Of Service Page 23


mailto:IDG_Microsoft_IPRs@mckoolsmith.com
mailto:IDG_Microsoft_IPRs@mckoolsmith.com

	EXHIBIT LIST
	LIST OF PREVIOUSLY FILED EXHIBITS
	I. Introduction
	II. The Grandparent Application Does  Not Provide Written Description Support for the claimed method
	III. The WRITTEN DESCRIPTION REQUIREMENT IS ESPECIALLY IMPORTANT HERE, WHERE the cLAIMS were added late, in response to industry developments
	IV. Conclusion
	CERTIFICATE OF COMPLIANCE WITH
	CERTIFICATE OF SERVICE

