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Pursuant to the Board email of June 6, 2024, Petitioner submits this Reply to 

the POPR (Paper 7). For at least the same reasons as in IPR2024-00306, involving 

the same patent, the sum of factors weighs against discretionary denial under Fintiv 

and the Board should institute this IPR. 

Factor 1 (stay) is neutral at best. Contrary to the POPR’s assertions (Paper 7, 

10), the district court has granted stays when a case is in its early stages and a trial 

date has not yet been set. E.g., Edge-Works Mfg. Co. v. HSG, LLC, No. 7:17-CV-

223-FL, 2018 WL 10604745, at *3 (E.D.N.C. Apr. 30, 2018). While the district court 

case includes other patents (Paper 7 at 10), that is not dispositive as to the stay issue. 

E.g., HP Co. v. ServiceNow, Inc., No. 14-00570-BLF, 2015 WL 5935368, at *2 

(N.D. Cal. Oct. 13, 2015) (staying case as to only two of many patents); cf. TeleSign 

Corp. v. Twilio, Inc., No. 15-3240, 2016 WL 6821111, at *3 (C.D. Cal. Mar. 9, 2016) 

(granting stay despite “the fact that all claims are not challenged in IPR”). 

Factor 2 (trial date) strongly favors institution because no trial date has been 

set and any trial would take place months after the projected final written decision 

date. E.g., Apple Inc., v. Fintiv, Inc., IPR2022-00976, Paper 9 at 10-11 (Nov. 15, 

2022); USPTO Memo., Interim Procedure for Discretionary Denials (June 21, 2022) 

(“Vidal Memo,” filed as EX2002), 9. The most recent median time-to-trial in the 

Eastern District of North Carolina is 31.2 months, putting trial in April 2026, roughly 

eight months after an FWD, assuming an August 28, 2024 institution. EX1287, 21. 



IPR2024-00538 
Patent 9,173,054 

Petitioner’s Reply To The Patent Owner Preliminary Response Page 2 

Factor 3 (investment in the district court) favors institution, given the limited 

investment in this patent in the district court. Though the district court has set a 

Markman hearing for July 25, 2024, it has not issued a Markman order and thus no 

set dates exist for the close of fact or expert discovery or the filing of dispositive 

motions. See EX2003, 8, 15-16 (scheduling order specifying that dispositive motions 

“shall be filed 30 days after the close of expert discovery,” which begins “30 days 

after the close of fact discovery,” which ends “90 days after entry of [a] claim 

construction order”); Fintiv, Inc., IPR2020-00019, Paper 11 at 10 (PTAB Mar. 20, 

2020). Patent Owner does not allege that depositions have taken place or that 

significant document production has occurred. Paper 7 at 11-12. 

Factor 4 (overlap of issues) favors institution because district court defendant 

Lenovo filed a stipulation agreeing not to raise the same prior art grounds in district 

court if IPR is instituted. EX1286; Sand Rev. II, LLC v. Cont’l Intermodal Group-

Trucking LLC, IPR2019-01393, Paper 24 at 12 (Jun. 16, 2020) (informative). 

Factor 6 (other factors) need not be evaluated since Factors 1-5 weigh against 

discretionary denial. CommScope Techs. LLC. v. Dali Wireless, Inc., IPR2022-

01242, Paper 23 at 4-5 (Feb. 27, 2023) (precedential). If considered, Factor 6 favors 

institution because the petition presents compelling merits. The POPR does not 

dispute that the asserted prior art (Forutanpour) satisfies all claim elements. It 

wrongly argues only that Forutanpour is not prior art because the challenged claims 
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are entitled to the ’948 application’s earlier filing date. Paper 7 at 2-3, 14-47. As 

explained by the petition, however, the ’948 application does not disclose a method 

that involves switching between different protocols for different functions, much 

less the specific protocols and functions recited in the claims. Paper 3 at 19-29. 

The POPR urges that the ’948 application provides written description support 

because it discloses devices that support both Bluetooth and WiFi. Paper 7 at 2-3, 

17-19. But disclosure of a device’s mere capability to support two protocols is 

insufficient to provide written description support for the claimed method of using 

one protocol (Bluetooth) for device detection and a different protocol (WiFi) for 

transfer of a media element to one of the detected devices. Paper 3 at 24-25. 

Without using the word “obvious,” the POPR essentially argues that the ’948 

application provides written description support for the challenged claims because it 

renders them obvious in view of a POSITA’s knowledge of the advantages of 

Bluetooth and WiFi. Paper 7 at 21-22 (“It was well-known that WiFi offered better 

transmission speeds … while Bluetooth … offered low power consumption. … For 

these reasons, a POSITA would understand that the ’948 application … 

contemplate[s] both Bluetooth detection of proximate WTRUs and WiFi data 

transfer of media elements ….”). As explained in the Petition, however, what a 

POSITA would have found to be obvious (e.g., based on what was well known) is 

insufficient for written description support. Paper 3 at 24.  
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The POPR also makes the legally incorrect argument that the ’948 application 

provides written description support for the challenged claims because a named 

inventor’s recent recollection is that he contemplated using Bluetooth for detection 

and WiFi for data transfer. This flawed argument relies on self-interested testimony 

from the challenged patent’s named inventor, Dr. Reznik, on “what was intended to 

be conveyed by the specification” (Paper 7 at 26) and what he had “in mind” when 

developing his technology (Paper 7 at 25). See generally Paper 7 at 3, 22-26. The 

test for written description, however, is not what the inventors “contemplated” or 

had “in mind” but failed to write down. Rather, it is whether “‘the four corners’” of 

the ’948 application reasonably convey to POSITAs that the inventors possessed the 

claimed subject matter. Paper 3, 23 (quoting Ariad Pharms., Inc. v. Eli Lilly and Co., 

598 F.3d 1336, 1351 (Fed. Cir. 2010) (en banc)). Moreover, Dr. Reznik admitted 

that he and his co-inventor had not contemplated which protocol was best for each 

of the claimed functions at issue (device detection and media element transfer), 

instead stating that there were “options on both sides.” Paper 7 at 25 (quoting 

EX2006, 64:2-17). 

Respectfully submitted, 

Dated: June 14, 2024 By:  /Andrew M. Mason/  
Andrew M. Mason (Reg. No. 64,034) 
andrew.mason@klarquist.com 
KLARQUIST SPARKMAN, LLP 
One World Trade Center, Suite 1600 
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121 S.W. Salmon Street 
Portland, Oregon 97204 
Tel: 503-595-5300 
Fax: 503-595-5301 
 
Counsel for Petitioner 
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One World Trade Center, Suite 1600 
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Counsel for Petitioner 
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