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In its email to the Parties of June 6, 2024, the Board authorized Microsoft to 

submit a Reply addressing “the relevance of Lenovo’s Sand II stipulation, the trial 

date or absence thereof, the trial court’s median time-to-trial statistics, and any 

alleged inaccuracies in the Fintiv analysis provided in Patent Owner’s preliminary 

responses.” Ex-2013, 1. Disregarding the Board’s instructions, Microsoft elected to 

focus almost entirely on Factor 6 and present new argument absent from its Petition 

while criticizing the arguments and evidence presented in InterDigital’s POPR 

without a showing of good cause. This is improper, and Microsoft’s untimely 

attempt to reargue the basis for its Petition should be rejected.  

Regardless, Microsoft has failed to show that its Petition presents a 

compelling case on the merits, and goes so far as to suggest that “Factor 6 (other 

factors) need not be evaluated since Factors 1-5 weigh against discretionary denial.” 

Paper 8, 2. Yet Microsoft then spends more than half of its allotted pages challenging 

InterDigital’s arguments in its POPR, recognizing that its Petition is flawed—which 

supports InterDigital’s contentions that institution should be denied on the merits. 

Paper 8, 2-4. 

Microsoft first suggests that “[t]he POPR does not dispute that the asserted 

prior art (Forutanpour) satisfies all claims elements,” but this argument is a straw 

man. Id. InterDigital need not even address Forutanpour because Forutanpour is, 

without question, not prior art to the ’933 or ’054 Patents. Paper 7, 14-46. Moreover, 
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Microsoft cannot escape the fact that a POSITA reading the plain language of the 

’948 Application, to which both the ’933 and ’054 Patents claim priority, would 

understand that the inventors were in possession of the idea that nearby WTRUs 

could be detected using Bluetooth and that data could be transferred between nearby 

WTRUs using Wi-Fi. See, e.g., Paper 7, 18-19; 34-45. Microsoft conflates “what a 

POSITA would have found obvious” (Paper 8, 3) with the fact that “the disclosure 

of the application relied upon [for priority] reasonably conveys to those skilled in 

the art that the inventor had possession of the claimed subject matter as of the filing 

date.” Paper 7, 19 (collecting cases). Nowhere does the POPR suggest that the 

claimed combination of using Bluetooth for detection and Wi-Fi for transmission 

would have been obvious to a POSITA; rather, InterDigital shows that “[a] POSITA 

would have understood the benefits and tradeoffs between customer and carrier 

demand and would have understood that the inventors, contemplating these 

tradeoffs, likewise understood the benefits of using Bluetooth for WTRU detection 

and WiFi for data transfer.” See, e.g., Paper 7, 22. 

Mr. Reznik, one of the named inventors of both the ’933 and ’054 Patents, 

testified that the inventors contemplated using Bluetooth for WTRU detection and 

Wi-Fi for data transfer. Paper 7, 23-26. Microsoft’s suggestion that Mr. Reznik’s 

testimony concerning his invention is “self-interested” is baseless. Paper 8, 4. Mr. 

Reznik was deposed by Microsoft RPI Lenovo, and the testimony cited in the POPR 
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was in answer to questions posed by Lenovo—not InterDigital. Mr. Reznik is 

employed by Dell, not InterDigital (Ex-2006, 15:11-23), has no monetary interest in 

this case or the underlying ITC investigation (Ex-2006, 201:8-25), and answered 

Lenovo attorneys’ questions in response to a Lenovo subpoena (Ex-2006, 14:11-20). 

Microsoft has not identified case law contradicting the Federal Circuit holdings that 

“[a]n inventor is a competent witness to explain the invention and what was intended 

to be conveyed by the specification and covered by the claims” and that “[t]he 

testimony of the inventor may also provide background information, including 

explanation of the problems that existed at the time the invention was made and the 

inventor's solution to these problems.” Paper 7, 23 (citations omitted). Mr. Reznik’s 

testimony is relevant to the priority issue raised by Microsoft in its Petition, and the 

fact that Microsoft goes to such lengths in its Reply to criticize this testimony does 

nothing more than prove its relevance to the priority challenge and the fact that 

Microsoft’s lead reference in both IPR2024-00537 and -00538—Forutanpour—is 

not prior art to the Challenged Claims. For these reasons, the Factor 6 analysis—

which Microsoft suggests need not be considered—shows that Microsoft’s Petitions 

are meritless. 

The other Fintiv arguments presented by Petitioner in its Reply (Paper 8) are 

unpersuasive, and institution should be denied for the reasons identified in the POPR 

(Paper 7). Rather than simplifying or streamlining existing proceedings, Petitioner 
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is seeking to offer its RPI, Lenovo, four distinct opportunities to challenge the claims 

of these patents. Factor 1 weighs in favor of denial. RPI Lenovo has not requested 

a stay of the district court case. Moreover, petitions for IPR have not been filed 

challenging other patents at issue in the case (IPR2024-00305 Paper 10, 2), which 

makes a stay unlikely. Factor 2 is at best neutral because Petitioner is asking the 

Board to speculate as to the trial date, which “is not by itself a good indicator of 

whether the district court trial will occur before the statutory deadline for a final 

written decision.” Ex-2002, 8. Factor 3 weighs against institution. As noted in the 

POPR, and despite Petitioner’s suggestions to the contrary, there continues to be 

substantial investment in the underlying district court litigation. That case is 

proceeding, without stay, toward claim construction, and fact discovery is open and 

ongoing. Paper 8, 2. Factor 4 at best weighs only slightly against discretionary 

denial. Petitioner has filed a Sand Revolution style stipulation in the district court 

case, but the Board has held that Sand Revolution stipulations, and even hybrid 

stipulations, which extend beyond the scope of Sand Revolution stipulations yet fall 

short of full Sotera stipulations, do not eliminate the concerns regarding duplicative 

proceedings and may be insufficient to merit institution. Samsung Electronics Co., 

Ltd. v. Mojo Mobility Inc., IPR2023-01092, Paper 11 at 15-17 (PTAB Jan. 8, 2024). 

Microsoft provides no argument suggesting that Factor 5 weighs against 

institution. 
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Dated: June 21, 2024   Respectfully submitted, 

      /s/ Scott W. Hejny  

Scott W. Hejny 
Reg. No. 45,882 
shejny@mckoolsmith.com  
Richard A. Kamprath  
Reg. No. 65,320  
rkamprath@mckoolsmith.com  
MCKOOL SMITH, P.C. 
300 Crescent Court, Suite 1200 
Dallas, Texas 75201 
Telephone: 214.978.4000 
Facsimile: 214.978.4044 
 
George Fishback 
Reg. No. 76,345 
gfishback@mckoolsmith.com  
MCKOOL SMITH, P.C. 
303 Colorado Street, Suite 2100 
Austin, Texas 78701 
Telephone: (512) 692-8700 
Facsimile: (512) 692-8744 
 
Counsel for Patent Owner, InterDigital 
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Andrew M. Mason 
Andrew.mason@klarquist.com 
Sarah Jelsema 
Sarah.jelsema@klarquist.com 
Samuel B. Thacker 
Samuel.thacker@klarquist.com 
Frank Morton-Park 
Frank.morton-park@klarquist.com 
KLARQUIST SPARKMAN, LLP 
One World Trade Center, Suite 1600 
121 SW Salmon Street 
Portland, OR 97204 
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Respectfully submitted, 
 
/s/ Scott W. Hejny 
Scott W. Hejny 
Reg. No. 45,882 


