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specifically contrast the term “on” from the term “directly on,” depending on whether there are any 

intervening elements present: 

“It will be understood that when an element such as a region, layer, section, 

substrate, or the like, is referred to as being “on” another element, it can be directly on the 

other element or intervening elements may also be present. In contrast, when an element is 

referred to as being “directly on” another element, there are no intervening elements 

present.”   

Ex. 2, ‘929 Patent at 3:32-38 (emphasis added).  Everlight’s proposed construction – “Mounted to 

the reflective surface with no intervening elements present” – is taken verbatim from the patent 

applicant’s own definition as stated in the patent specification.  The patent specification makes clear 

that the purpose of avoiding intervening elements is to allow for an efficient thermal path between 

the LED chips and metal substrate.  Id. at 4:60-65 (“Therefore, the LED chip 100 provides for 

different electrical and thermal paths to enable the LED chip 100 to be directly mounted to a metal 

substrate without the need for an insulating dielectric, thereby providing an efficient thermal path to 

reduce or minimize the degrading effects of heat on light output.”). 

The patentee also explained the purpose of mounting “directly on” with “no intervening 

elements present” in arguing over the prior art in PTO proceedings.  In U.S. Pat. Appl. No. 

12/240,011, the PTO examiner rejected Bridgelux’s claims over the reference Yamada.  Ex. 5, Final 

Rejection, April 23, 2012 at 2-3 (rejecting all pending claims over Yamada, including “a plurality of 

LED chips (2) mounted directly to the reflective surface of the metal substrate to allow for thermal 

dissipation.”)  In response to this rejection, Bridgelux argued to the Examiner that Yamada did not 

disclose the “mounted directly” element because it placed an insulating layer between the LEDs and 

metal substrate, as follows (with added emphasis): 

“To set the stage for the discussion, it is noted that the term “directly” is defined as 

excluding any intervening elements (between the plurality of LED chips and the surface of 

metal substrate), cf, above-identified application paragraph [0019]. Because in general 

metals have high thermal conductivity, such direct mounting results in creation of an 

efficient thermal path allowing heat to pass from the plurality of LED chips to the metal 
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substrate, cf. claim 1, application paragraph [0026]. As such, the claim language is not an 

intended use, but limitation, as explained below.  

*** 

“[T]he LED chips [in Yamada] are not mounted directly to the reflective surface of the metal 

substrate as the term is defined because of the present of an intervening insulating materials 

[sic] applied to the metallic base structure.”  

Ex. 6, Applicant’s Argument/Remarks Made in an Amendment, July 20, 2012 at 6, 8. 

The patentee—Bridgelux—thus explicitly defined “mounted directly to the reflective 

surface” to mean mounted to the reflective surface with no intervening elements present.  This is 

exactly the definition for this term proposed by Everlight and, respectfully, it should be adopted by 

the Court.  Indeed, on page 10 of its opening claim construction brief Bridgelux states that 

“Everlight’s proposed construction is consistent with the plain and ordinary meaning of the 

term…,” thus conceding the correctness and accuracy of Everlight’s proposal. 

Up to and including in the Joint Claim Construction and Prehearing Statement, Bridgelux 

took the position that no construction of this term was required.  However, in its opening claim 

construction brief, Bridgelux for the first time inserts new claim elements into the “mounted 

directly” term.1  More specifically, Bridgelux seeks to insert the phrase “by adhesive or other 

means” into Everlight’s proposed language, so that the term would be defined as “mounted / 

mounting directly to the reflective surface by adhesive or other means with no intervening elements 

present.” The problem with Bridgelux’s new proposal is that it would categorically permit all 

adhesives placed between the chip and substrate to meet the elements of the claim, which is not 

supported by the intrinsic record. 

 Bridgelux’s proposal—that all adhesives are not prohibited “intervening layers”—raises 

three problems.  First, it is a fundamental principle of claim construction that courts “do not read 

                                                 
1 The Court’s Standing Order for Patent Cases mandates that “if it becomes necessary for a party to 
propose a construction that is different from the one found in the joint claim construction statement, 
that party must clearly set forth the new construction and explain the basis for the change.”  
Bridgelux has not provided any explanation of basis for the change of its construction of this term.  
While Bridgelux cites Everlight’s invalidity contentions, that document was served over nine 
months ago and well before claim construction started. 
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limitations from the embodiments in the specification into the claims.”  Hill-Rom Services, Inc. v. 

Stryker Corp., 755 F.3d 1367, 1371 (Fed. Cir. 2014).  Here, Bridgelux expressly defined the term 

“directly on” to mean “no intervening elements present.”  There is no basis to read additional 

limitations into that express definition. 

Second, Bridgelux’s proposal ignores the objective of the patents: an efficient thermal path 

between the chip and substrate.  As the specification states, a chip that is “mounted directly” has an 

efficient thermal path to dissipate heat, resulting in benefits such as the reduction in loss of optical 

power:  

“By mounting the LED chip 100 directly on a metal substrate, an efficient thermal 

path is created (as indicated by the arrow 116) to allow heat to pass from the LED chip 100 

to the metal substrate.  By providing the efficient thermal path 116, the LED chip 100 is able 

to reduce or minimize any loss in optical power due to the effects of heating.”  

E.g., Ex. 2, ’929 Patent 4:45-59.  An “intervening element,” conversely, interferes with the efficient 

thermal path and is prohibited by the claim.   

The specification explains that an adhesive may be used to directly mount an LED chip to a 

substrate, provided that an efficient thermal path maintained.  Id.  It is the case that some adhesive 

layers have qualities that result in an efficient thermal path.  They are not “intervening layers” that 

interfere with efficient heat transfer, and therefore fall within the scope of the “mounted directly” 

claim element.  For example, the prior art reference EP Patent Publication No. 1 895 602 (“Sanpei”) 

discloses an adhesive layer that creates an efficient thermal path and, therefore, satisfies the 

“mounted directly” claim element.  Indeed, Sanpei is one of the references cited by Everlight in its 

Petitions for Inter Partes Review for the ‘929, ‘988, and ‘051 Patents.  E.g., Ex. 7, Petition For Inter 

Partes Review Of U.S. Patent No. 8,256,929 Under 35 U.S.C § 312 And 37 C.F.R. § 42.104.   

But Bridgelux’s proposed construction would categorically permit all adhesives placed 

between the chip and substrate to meet the elements of the claim, even if the adhesives are 

configured as an insulating layer that blocks an efficient thermal path between the LED chips and 

metal substrate.  If an adhesive layer obstructs or interferes with efficient thermal transfer, it would 

be considered an intervening element, and using such an adhesive layer would prevent the LED 

Nichia Exhibit 1026
Page 6



 

 10 Case No. 4:17-cv-3363-JSW 
EVERLIGHT’S RESPONSIVE CLAIM CONSTRUCTION BRIEF 

04646-00006/10356892.1  

1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

chip from being mounted “directly” to the substrate.  Thus, some adhesives may satisfy the claim 

element, others may not; that is a fact question to be determined for each product or prior art 

reference.  Bridgelux’s proposed construction oversimplifies this question and allows for any and 

all adhesives “or other means” to be positioned between the LED chips and metal substrate, even if 

they defeat the very purpose of the invention.  Everlight believes that its proposed claim definition 

most closely aligns with the intrinsic record and avoids Bridgelux’s overly-simplified view. 

Third, Bridgelux’s proposed language “or other means” has no basis in any asserted claim or 

patent disclosure.  There is no support in the specification text or drawings for “other means” of 

mounting the LED chip and adding this term will simply confuse the fact finder.  Moreover, adding 

the term “means” to the claim definition would arguably convert otherwise clear claim language 

into a Sec. 112(f) means-plus-function claim because of its use of the term “means.”  Applicable 

precedent forbids this change in claim scope in a judicial proceeding.  Cf. Keystone Bridge Co. v. 

Phoenix Iron Co., 95 U.S. 274, 278 (1877) (“[T]he courts have no right to enlarge a patent beyond 

the scope of its claim as allowed by the Patent Office…When the terms of a claim in a patent are 

clear and distinct (as they always should be), the patentee, in a suit brought upon the patent, is 

bound by it.”); Chef Am., Inc. v. Lamb-Weston, Inc., 358 F.3d 1371, 1374 (Fed. Cir. 2004) (“Thus, 

in accord with our settled practice we construe the claim as written, not as the patentees wish they 

had written it.”) 

Based on the foregoing, Everlight respectfully requests that its definition of “mounted 

directly” be adopted by the Court. 
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