
From: Tim Riffe
To: Director_PTABDecision_Review
Cc: Tyler Train; Usman Khan; weatherwax@lowensteinweatherwax.com; erik.halverson@klgates.com; Vivian Chew

Keller; jason.engel.ptab@klgates.com; hendifar@lowensteinweatherwax.com; Ruffin Cordell; Adam Shartzer;
mailto:Entropic_IPRs@lowensteinweatherwax.com; IPR45035-0031IP1; Vivian Chew Keller

Subject: RE: IPR2024-00560: Document(s) Filed - DISH Network L.L.C. v. Entropic Communications LLC
Date: Friday, September 20, 2024 7:15:54 PM
Attachments: IPR2024-00560 Request for Director Review.pdf

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

Dear Director Vidal,

Thank you for the opportunity for Petitioner to perfect the request for Director Review.  Petitioner
respectfully requests Director Review of the Institution Decision denying institution of IPR2024-
00560.  Attached is a copy of Petitioner’s Request for Director Review. 

The Request for Director Review requests the Director to consider the following issues (listed in
order of priority):

(a) an important issue of law or policy, and
(b) an abuse of discretion.

The issues above are related to the Panel improperly placing a burden on Petitioner to necessarily
identify benefits of modifying a prior art reference/combining two prior art references as part of the
obviousness analysis, in direct contradiction to Federal Circuit precedent, and the Panel’s
inconsistent decisions in this IPR proceeding and in IPR2024-00431.

Opposing counsel is also being cc’d on this email.

Sincerely,

Timothy W. Riffe
Counsel for Petitioner

From: Director_PTABDecision_Review <Director_PTABDecision_Review@uspto.gov> 
Sent: Friday, September 20, 2024 2:44 PM
To: jason.engel.ptab@klgates.com; Adam Shartzer <shartzer@fr.com>
Cc: Tyler Train <train@fr.com>; Tim Riffe <riffe@fr.com>; Usman Khan <khan@fr.com>;
weatherwax@lowensteinweatherwax.com; erik.halverson@klgates.com; Vivian Chew Keller
<keller@fr.com>; hendifar@lowensteinweatherwax.com; Ruffin Cordell <RBC@fr.com>
Subject: RE: IPR2024-00560: Document(s) Filed - DISH Network L.L.C. v. Entropic Communications
LLC

IPR2024-00560
Ex. 3100
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I. INTRODUCTION 


Pursuant to 37 C.F.R. § 42.71(d), and the Revised Interim Director Review 


Process (“RIDRP”), Petitioner requests the Director to review the Decision Denying 


Institution (Paper No. 11).  This request is directed to one issue. 


Petitioner’s request is particularly worthy of Director review because the 


Panel improperly required Petitioner to identify “benefits that would be achieved by 


the proposed modification” as part of the obviousness inquiry.  Paper No. 11 at 13.  


The Panel’s denial directly contradicts precedent on this exact question.  See Intel 


Corp. v. PACT XPP Schweiz AG, 61 F.4th 1373, 1381 (Fed. Cir. 2023) (holding that 


a combination need only be a “suitable option”—improvement in a “categorical 


sense” is not required).  Indeed, the Federal Circuit recently instructed the Board that 


“categorically requiring a motivation to achieve a specific benefit” is impermissible.  


See Cisco Sys., Inc. v. K.Mizra LLC, Case No. 2022-2290, 2024 U.S. App. LEXIS 


20720, at *10-11 (Fed. Cir. Aug. 16, 2024) (requiring that an IPR petitioner “show[] 


a motivation to combine [prior art references] independent of whether a skilled 


artisan would recognize any benefit in making the proposed combination”).1   


Although the Panel applied an incorrect and troubling legal standard in this 


proceeding, a different panel recently came to a different conclusion in a remarkably 


 
1 All emphasis added unless otherwise noted. 
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similar related proceeding that was instituted.  See Comcast Cable Commc’ns, LLC 


v. Entropic Commc’ns, LLC, IPR2024-00431, Paper 8 (P.T.A.B. Sept. 6, 2024).  


Petitioner submits that the Panel would have reached a different institution decision 


in the instant IPR proceeding had it applied the correct standard for the obviousness 


inquiry.  When viewed in the correct legal framework, the Petition should have been 


instituted. 


II. STANDARD FOR REVIEW 


The Director “may review final PTAB decisions and . . . issue decisions . . . 


on behalf of the Board.”  United States v. Arthrex, Inc., 594 U.S. 1, 4 (2021).  


Requests for Director Review must be filed within thirty days of the entry of a 


Decision on Institution.  RIDRP, Section 3.B; 37 C.F.R. 42.71(d).  Pursuant to the 


RIDRP, Section 2.B, “a party may [] seek Director Review of the Board’s (1) 


decision whether to institute a trial,” and such review may be of “decisions 


presenting (a) an abuse of discretion or (b) important issues of law or policy.” 


An “abuse of discretion occurs where the decision is based on an erroneous 


interpretation of the law, . . . or represents an unreasonable judgment in weighing 


relevant factors.”  Gose v. U.S. Postal Serv., 451 F.3d 831, 836 (Fed. Cir. 2006). 


Pursuant to the RIDRP, Section 3.E, “[t]he Director will not consider new 


evidence or new arguments not part of the official record.”  All arguments below 


were previously advanced in the Petition.  
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III. ANALYSIS 


A. The Panel’s Failure to Follow Precedent Presents Important 
Issues of Law and Policy Concerning Consistent Application 
of the Obviousness Inquiry 


The obviousness inquiry merely requires that “there must exist a motivation 


to combine various prior art references in order for a skilled artisan to make the 


claimed invention.”  Virtek Vision Int’l ULC v. Assembly Guidance Sys., Inc., 97 


F.4th 882, 887 (Fed. Cir. 2024); see also Belden Inc. v. Berk-Tek LLC, 805 F.3d 


1064, 1073 (Fed. Cir. 2015).  One way to determine if a motivation to combine exists 


is to ask “whether [a skilled artisan], facing the wide range of needs created by 


developments in the field of endeavor, would have seen a benefit to upgrading [the 


prior art].”  KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 424 (2007).  There is, 


however, no requirement “rigidly requir[ing the] show[ing of] an improvement or 


benefit in combining prior art references in a ‘categorical sense’ in order to show a 


motivation to combine.”  Cisco Sys., Inc., 2024 U.S. App. LEXIS 20720, at *10-11; 


see also Unwired Planet, LLC v. Google Inc., 841 F.3d 995, 1003 (Fed. Cir. 2016) 


(“For [a] technique’s use to be obvious, the skilled artisan need only be able to 


recognize, based on her background knowledge, its potential to improve the device 


and be able to apply the technique.”). 


Despite that legal backdrop, the Panel found that:  


Petitioner’s reasoning in support of the proposed modification of Grube 
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[prior art reference U.S. Pat. No. 5,521,906] is insufficient.  Even if we 
assume that one of ordinary skill in the [art] could apply Grube’s 
modulation techniques to a broadband coaxial network . . . , Petitioner 
does not adequately explain why a person of ordinary skill in the art 
would do so.  Petitioner does not identify any benefits that would be 
achieved by the proposed modification. 


Paper No. 11 at 13-14.  The Panel’s requirement that Petitioner identify benefits that 


would be achieved by the proposed modification of Grube directly contradicts 


longstanding case law that prohibits tribunals from “cross[ing] into forbidden 


territory when it applies a general princip[le] as a rigid rule.”  Cisco Sys., Inc., 2024 


U.S. App. LEXIS 20720, at *9. 


The Panel’s decision thus breaks with an established application of the 


obviousness inquiry and should be reversed to maintain a consistent application of 


patent law as instructed by the Supreme Court and the Federal Circuit.  Indeed, in 


its canonical KSR decision, the Supreme Court flatly rejected a “rigid” application 


of the “teaching, suggestion, or motivation” (“TSM”) test in lieu of an “expansive 


and flexible” approach to obviousness.  KSR Int’l Co., 550 U.S. at 415.  The Panel’s 


decision is a reversion back to the rigid TSM test that the Supreme Court held is 


wrong. 


B. The Panel Abused Its Discretion by Finding No Motivation 
to Modify Grube as Proposed by Petitioner 


The Panel concluded that “Petitioner does not adequately explain why a 


person of ordinary skill in the art would” “apply Grube’s modulation techniques to 
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a broadband coaxial network” simply because “Petitioner does not identify any 


benefits that would be achieved by the proposed modification.”  Paper No. 11 at 13-


14.  Notwithstanding the incorrect application of precedent as discussed above (see 


supra § III(A)), Petitioner did in fact identify the benefit of applying Grube’s 


modulation techniques to a broadband coaxial network.  Paper 2 at 15-18. 


For example, Petitioner submitted evidence that Grube recognized that its 


one-to-many communication method avoided costly new infrastructure expenses by 


using pre-existing wiring.  DISH-1005 (U.S. Pat. No. 5,521,906 (“Grube”)) at 4:24-


28; DISH-1003 (Williams Decl.) at ¶¶[0053], [0064]-[0070].  Petitioner further 


submitted that a person of ordinary skill in the art (“POSITA”) would therefore have 


been motivated to apply Grube’s modulation techniques to other types of pre-


existing wiring networks, including broadband coaxial networks, so as to facilitate 


a cheaper solution that still provides one-to-many communications.  Id.  The Panel 


failed to address these arguments and instead incorrectly concluded that Petitioner 


identified no benefit in its proposed obviousness combination. 


C. The Panel’s Decision on Institution Here Is Inconsistent with 
Another Decision on Institution  


Not only does the Decision on Institution misapply precedent on the 


obviousness inquiry, but it is also inconsistent with another Decision on Institution 


pertaining to a petition for inter partes review of U.S. Patent No. 7,295,518 (“the 
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’518 Patent”).  See IPR2024-00431, Paper 8.  The ’518 Patent and the ’450 Patent 


are both asserted by Patent Owner in the same parallel district court litigation. 


A different Panel instituted inter partes review of the ’518 Patent based on a 


combination of U.S. Pat. App. Pub. No. 2006/0218593 (“Afshary”) and EP Pat. No. 


1087586 (“Mirfakhraei”).  Id.  Afshary disclosed a coaxial cable network.  Id. at 13 


(citing Afshary at ¶[0008]).  Mirfakhraei disclosed bit-loading in the context of a 


telephone line network.  Id. at 15-16 (citing Mirfakhraei at ¶[0005]); see also 


Mirfakhraei at ¶[0015].  The Panel found that there was sufficient motivation to 


combine Afshary and Mirfakhraei, even though Afshary was directed to coaxial 


cable networks and Mirfakhraei was directed to telephone lines.  IPR2024-00431, 


Paper 8 at 22-26 (citing Intel Corp. v. Qualcomm Inc., 21 F.4th 784, 797 (Fed. Cir. 


2021) (a “motivation to combine ‘is not inherently suspect merely because it’s 


generic in the sense of having broad applicability or appeal’”)).  Despite Patent 


Owner’s attempts to refute Petitioner’s motivation-to-combine arguments, Petitioner 


prevailed on the basis that a POSITA would have combined known elements 


(Afshary’s coaxial cable network and Mirfakhraei’s modulator/demodulator) 


according to known methods (by incorporating Mirfakhraei’s functionalities into 


Afshary’s network) and that such a combination would simply apply a known 


technique (Mirfakhraei’s bit-loading protocol) to a known device (Afshary’s coaxial 


cable network).  Id. at 18. 
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Petitioner made the same arguments made in its petition for inter partes 


review in the instant proceeding.  Petitioner provided extensive arguments regarding 


why a POSITA would have applied the bit-loading techniques disclosed in Grube 


(which was, like Mirfakhraei, directed to telephone lines) into a coaxial cable 


network (either through a POSITA’s knowledge or another prior art reference, such 


as U.S. Pat. No. 6,473,438 (“Cioffi”)).  Paper 2 at 15-18, 58-63.  In contrast to its 


decision as to the ’518 Patent, the Panel here found the same argument unpersuasive. 


This inconsistency raises an important policy concern—Petitioners and Patent 


Owners alike rely on precedent from the Board when presenting inter partes review 


arguments, and inconsistent precedents are a source of confusion for all 


practitioners.  The very arguments at issue here will be raised over and over again in 


various petitions for inter partes review, and repetitively expending judicial 


resources on the same dispute is inefficient.  It is thus critical that this inconsistency 


between the two Decisions on Institution be rectified, and Petitioner respectfully 


requests reversal of the Panel’s Decision on Institution.   


IV. CONCLUSION 


The Panel has misapplied the obviousness inquiry, resulting in a decision that 


improperly denied institution and that questions longstanding case precedent on the 


subject.  The Director should intervene and reverse the Panel to maintain consistency 
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in the law for future panels to apply.  Petitioner respectfully requests the Director to 


institute inter partes review of the ’450 Patent.  


Respectfully submitted, 


Dated: September 16, 2024 /Adam R. Shartzer/ 
Adam R. Shartzer, Reg. No. 57,264 
Fish & Richardson P.C. 
60 South Sixth Street, Suite 3200 
Minneapolis, MN 55402 
T: 202-783-5070 
F: 877-769-7945 


Attorney for Petitioner
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CERTIFICATE OF SERVICE 


The undersigned hereby certifies that on September 16, 2024, a complete 


and entire copy of Petitioner’s Request For Director Review/Rehearing was 


provided via email to the Patent Owner by serving the email correspondence 


addresses of record as follows: 


 
Jason A. Engel, Lead Counsel 


USPTO Reg. No. 51,654 
K&L GATES LLP 


70 W. Madison Street, Suite 3100, Chicago, IL 60602 
Telephone: (312) 807-4236 
Facsimile: (312) 827-8145 


Email: Jason.Engel.PTAB@klgates.com 
 


Kenneth J. Weatherwax, First Back-Up Counsel 
LOWENSTEIN & WEATHERWAX LLP 
1016 Pico Blvd, Santa Monica, CA 90405 


Telephone: (310) 307-4503 
Facsimile: (310) 307-4509 


Email: weatherwax@lowensteinweatherwax.com  
Email: Entropic_IPRs@lowensteinweatherwax.com  


 
 
 
 
 


       /Crena Pacheco/    
       Crena Pacheco 
       Fish & Richardson P.C. 
       60 South Sixth Street, Suite 3200 
       Minneapolis, MN 55402 
       pacheco@fr.com  


 







[This email originated outside of F&R.]

 
Counsel,
 
As explained on the Director Review webpage, to request Director Review, a party must:  (1) file a
Request for Rehearing by the Director in P-TACTS, and (2) email the Director at
Director_PTABDecision_Review@uspto.gov, copying counsel for all parties to the proceeding.  “A
Director Review request is not perfected until both submissions are made.”  Available at
https://www.uspto.gov/patents/ptab/decisions/revised-interim-director-review-process at Section
3.A. 
 
In this case, Petitioner submitted its Request for Director Review in P-TACTS, but failed to send the
required email.  Accordingly, Petitioner is requested to submit the required email to
Director_PTABDecision_Review@uspto.gov to perfect the request for Director Review. 
 

From: P-TACTS Notifications <PTACTS_System@uspto.gov> 
Sent: Monday, September 16, 2024 5:41 PM
To: jason.engel.ptab@klgates.com; shartzer@fr.com
Cc: train@fr.com; riffe@fr.com; khan@fr.com; weatherwax@lowensteinweatherwax.com;
erik.halverson@klgates.com; keller@fr.com; hendifar@lowensteinweatherwax.com; cordell@fr.com
Subject: IPR2024-00560: Document(s) Filed - DISH Network L.L.C. v. Entropic Communications LLC
 

 
UNITED STATES PATENT AND TRADEMARK OFFICE

PATENT TRIAL AND APPEAL BOARD 

Document Filing Notice

AIA Review No.: IPR2024-00560
Petitioner: DISH Network L.L.C. of , CO
Patent Owner: Entropic Communications LLC of Plano, TX
Patent No.: 8631450
Submitted Date: 09/16/2024
Submitted By: Crena Pacheco, pacheco@fr.com

The following document(s) has/have been filed.
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1 12 Review - Institution
Decision

Petitioners Request
for Director Review

Petitioner for
everyone.

Questions regarding this receipt should be directed to the Patent Trial and Appeal Board at
571-272-7822 or e-mail to Trials@uspto.gov.

This e-mail is computer-generated. Do not reply to this e-mail because the e-mail box is not
monitored.
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