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l. INTRODUCTION

Patent Owner Targan submits this Additional Brief on Claim
Construction pursuant to the Board’s May 15, 2025 Order (Paper 32) and May
28, 2025 email granting PO an extension on the deadline for the filing thereof.
The Board authorized briefing on the claim construction issue of what is the
proper antecedent basis for “the chick” recited in the bodies of the independent
claims. PO contends the antecedent basis for “the chick” recited in the second
and third limitations of the claims is “an unrestrained chick,” recited in the
first limitation—immediately preceding the disputed term “the chick.” Under
PO’s construction, the claims require that the chick be unrestrained when the
claimed system stimulates and images the chick. Petitioners contend that the
antecedent basis for “the chick” is the term “a chick™ recited in the preamble.

PO’s construction is correct because it is: 1) compelled by the Federal
Circuit’s instructions in Shoes by Firebug LLC v. Stride Rite Children’s Grp.,
LLC, 962 F.3d 1362 (Fed. Cir. 2020) (“Firebug™); 2) supported by the express
claim language; and 3) supported by the prosecution history.

II.  THE INDEPENDENT CLAIMS

All independent claims recite the disputed terms, “an unrestrained chick”
and “the chick.” Claim 1 is representative and reproduced below, with the

relevant terms highlighted and the limitations numbered for ease of reference.



[pre.] 1. A system for determining the sex of EGHIGR comprising:

[lim. 1] a moving platform to support an unrestrained chick of a
particular breed;

[lim. 2] at least one stimuli to cause the chick to open its wings;

[lim. 3] an image capture device to capture at least one image of the
chiek; and

[lim. 4] a computer processor having a database of images of male and
female wing patterns for the particular breed, the computer
processor in communication with the image capture device,
whereby the image capture device captures at least one image of
the chick and transmits it to the computer processor where the
image is processed and compared to the database to determine
the sex.

[11. PO’s CONSTRUCTION IS CORRECT
A.  Firebug Confirms PO’s Construction Is Correct

Firebug controls here and confirms that the antecedent basis for “the
chick” is found in the first limitation, not in the preamble. Under Firebug, a
term used in the preamble does not provide antecedent basis when, after the
preamble, the term is reintroduced using an “a” (or “an”) article. That is the
case here where, after mention of the chick in the preamble, the chick is
reintroduced as “an unrestrained chick” in the first limitation. The subsequent
references in the second and third limitations to “the chick” thus refer to the
“unrestrained chick,” the term that immediately precedes them.

In Firebug, there were two patents at issue, the *574 patent and the *038
patent, and both were directed to a type of footwear. At issue was whether

the antecedent basis for the claim term “the footwear” recited in Claim 1 of



both patents was in the preamble or in the body of the claims. The court came
to different conclusions for each claim because one claim reintroduced the
term in the claim body but the other did not. For the *574 patent, the court
determined the antecedent basis for “the footwear” was in the preamble
because the term was not reintroduced in the claim body, but for the 038
patent the court found the antecedent basis was in the claim body because the
term was reintroduced in the claim body, as explained in more detail below.
Starting with the ’574 patent, Claim 1 is reproduced in relevant part:

1. An internally illuminated textile footwear comprises:
a sole and an upper;

an illumination system; ...
the illumination system being housed within the
footwear; and ....

Firebug, 962 F.3d at 1365. As can be seen above, the term “footwear” is
introduced in the preamble as “[a]n internally illuminated textile footwear.”
The next recitation of the term is in the body of the claim where it recites “the
footwear.” In this case, the only possible antecedent basis for “the footwear”
is “[a]n internally illuminated textile footwear” in the preamble. The court
thus held that for this claim the antecedent basis for “the footwear” was in the
preamble. Id. at 1368.

In contrast, the court found that, in the 038 patent claim, “the footwear”

found its antecedent basis in the claim body, not the preamble:



1. An internally illuminated textile footwear comprises:
a footwear;
the footwear comprises a sole and an upper; ....

Id. at 1365. As can be seen above, after its introduction in the preamble, the
footwear element is reintroduced in the body of the claim as “a footwear” in
the first limitation, using the article “a.” Thus, the term “the footwear” recited
in the second limitation, as the Federal Circuit held, finds its antecedent basis
in the first limitation’s recitation of “a footwear.” Id. at 1367-68.

The differentiating factor in Firebug was whether, after a claim term is
introduced in the preamble, the term is reintroduced in the body of the claim
using the article “@” (or by extension “an”). For the 038 patent, after its
recitation in the preamble, the term “footwear” was reintroduced as “a
footwear” in the first limitation. Thus, the second limitation’s recitation of
“the footwear” found its antecedent basis in the immediately preceding term
“a footwear,” not all the way back in the preamble. As the court explained,
“[n]otably, the first limitation of the body of claim 1 ... reintroduces ‘a
footwear’” and “[t]he preamble, then, cannot be said to provide essential
structure or necessary meaning to the claimed invention because the same
element—the footwear—is independently recited in the body of the claim.”
Id. In contrast, where there is no reintroduction after the preamble using an

“a” article, antecedent basis may be found in the preamble. Id. at 1368.



Under Firebug, the antecedent basis for “the chick” in the second and
third limitations is “an unrestrained chick” from the first limitation, not the
chick of the preamble because Claim 1 reintroduces the chick as “an
unrestrained chick™ in the body of the claims, as illustrated below. As such,
the term “an unrestrained chick” is the antecedent basis for “the chick”. This
conclusion is clear under both the instructions of Firebug as well as the

common understanding of how antecedents work.

1. A system for determining the sex of a w!ick comprising:

a moving platform to supportjan unrestrained chick}ofa particular breed;

at least one stimuli to cause the chick to open its wins;s;\
reintroduction

an image capture device to capture at least one image of the chick; and ...

During the Oral Argument, counsel for Petitioners argued that the issue
in Firebug was whether the preamble was limiting and not the question of
antecedent basis. However, as set forth in Section Il1I.A. above, the court’s
determination of whether the preamble was limiting turned upon whether the
“footwear” recited in the preamble provided an antecedent basis for the use of
“the footwear” in the body of the claim. The court instructed that (i) if the
preamble provided a necessary antecedent, then that supports a finding that
the preamble is limiting, but (ii) where the body of the claim provided an

antecedent of its own, then that supports a finding that the preamble is not



limiting. See id. at 1367 (“[D]ependence on a particular disputed preamble
phrase for antecedent basis may limit claim scope because it indicates a
reliance on both the preamble and claim body to define the claimed
invention.”). Thus, the issue of antecedent basis was at the heart of Firebug.

B.  The Claim Language Confirms PO’s Construction Is Correct

Even aside from Firebug, basic principles of grammar demonstrate
PO’s construction is correct because the term “an unrestrained chick” in the
first limitation immediately precedes “the chick” in the second and third
limitations. Petitioners would improperly skip over “an unrestrained chick”

and instead reach back into the preamble for antecedent basis:

X

1. A system for determining the sex o#a chick comprising:
: rained chick of a

particular breed;

at least one stimuli 0 open its wings;

an image cgptdre device to capture at least one image of

and

a computer processor having a database of images of male
and female wing patterns for the particular breed, the

Petitioners provided no reason to ignore the “an unrestrained chick™ limitation.

C. The Prosecution History Confirms PO’s Construction Is
Correct

Lastly, the prosecution history supports PO’s construction. Claim 1 as
filed recited only “a chick,” not “an unrestrained chick.” Ex. 1002 at 505.
The original claims were, however, rejected over Yavnai, which discloses a

system that restrains a chick when it is stimulated and imaged. To distinguish
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Yavnai, the applicants amended the claims to recite “an unrestrained chick”

(Id. at 184), and explained that the claimed invention was directed to “a
system that allows a chick to be moved unrestrained through the system.”
Id. at 196. The system mentioned is what is recited in the limitations of Claim
1, and thus includes the chick’s movement through the at least one stimuli and
image capture device. This accords with PO’s construction, which requires
that the chick be unrestrained during stimulation and imaging.

The Board noted (Paper 32 at 2) that “Petitioner takes particular issue
with [PO’s] statement that ‘[t]he claims required that the chick be unrestrained
throughout the recited process ....”” However, PO’s statement is entirely
consistent with what applicants explained to the Office during prosecution—
the chick is unrestrained as it moves through the system recited in the
independent claims. The POR’s mention of the “recited process” in this
context was a reference to the limitations of the claimed system relating to
moving, stimulating, and imaging the chick.

V. CONCLUSION

PO respectfully submits that the Board adopt PO’s construction.
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