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Petitioner IQE PLC(“IQE” or “Petitioner”) and Patent Owner Cornell 

Research Foundation, Inc. (“Cornell” or “Patent Owner”) have reached a settlement. 

Pursuant to 35 U.S.C. § 317(a) and 37 C.F.R. § 42.74, and pursuant to email 

authorization from the Board on December 6, 2024. IQE and Cornell jointly move 

to terminate the present inter partes review (IPR) proceeding. 

I. STATEMENT OF FACTS 

IQE and Cornell (collectively, the “Settling Parties”) have reached a 

Confidential Settlement Agreement (the “Settlement Agreement”) to resolve their 

disputes, including their disputes regarding the patent (U.S. Patent No. 7,250,360, 

“the challenged patent”) that is challenged in this proceeding. The challenged patent 

is also at issue in the following district court cases and PTAB proceeding: Akoustis 

Techs., Inc. v. Qorvo, Inc., No. 2:23-cv-180 (E.D. Tex.) and IQE KC, LLC v. 

Akoustis Techs., Inc., No. 2:24-mc-8 (E.D. Tex.) (“the District Court Litigation”); 

Qorvo, Inc. v. Cornell Research Foundation Inc., IPR2024-00758 (PTAB) (“the 

Additional PTAB Litigation”). In the Settlement Agreement, the Cornell entities, the 

Akoustis entities, Qorvo, and IQE KC, LLC have agreed to dismiss the District Court 

Litigation and the Additional PTAB Litigation. Apart from the present IPR 

proceeding, the Additional PTAB Litigation, and the District Court Litigation, there 

are no other litigations or proceedings involving the challenged patent between the 
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parties, and no litigations or proceedings involving the challenged patent between 

the parties are contemplated in the foreseeable future. 

Pursuant to 37 C.F.R. § 42.74(b), the Settlement Agreement is in writing, and 

a true and correct copy is being filed as Confidential Exhibit 2028. Apart from the 

Settlement Agreement, there are no collateral agreements or understandings made in 

connection with, or in contemplation of, the termination of this IPR proceeding. The 

Settlement Agreement is being filed electronically with access to “Board and Parties 

Only.” A “Joint Request to Treat Settlement Agreement as Business Confidential 

Information Pursuant to 35 U.S.C. § 317(b)” is being filed concurrently with this 

Joint Motion to Terminate Proceeding, to treat the Settlement Agreement as business 

confidential information and to keep it separate from the files of the involved patent 

pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c).   

II. RELIEF REQUESTED 

Termination of this inter partes review is requested, and the Settling Parties 

respectfully submit that such termination is justified. “There are strong public policy 

reasons to favor settlement between the parties to a proceeding.” Consolidated Trial 

Practice Guide 86 (Nov. 2019). “The Board expects that a proceeding will terminate 

after the filing of a settlement agreement, unless the Board has already decided the 

merits of the proceeding.” Id. (citing 35 U.S.C. §§ 317(a)). 
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The Board should terminate this proceeding, as the Settling Parties jointly 

request, for the following reasons.  

First, IQE and Cornell have met the statutory requirement that they file a 

“joint request” to terminate before the Office “has decided the merits of the 

proceeding.” 35 U.S.C. § 317(a). Under section 317(a), an inter partes review shall 

be terminated upon such joint request “unless the Office has decided the merits of 

the proceeding before the request for termination is filed.” There are no other 

preconditions recited in 35 U.S.C. § 317(a).  

Second, IQE and Cornell have reached a settlement as to all the disputes in 

this proceeding and as to the challenged patent between the parties. A true copy of 

the Settlement Agreement is being filed concurrently herewith. See Confidential 

Exhibit 2028. IQE and Cornell request that the Settlement Agreement be treated as 

business confidential information and be kept separate from the files of this 

proceeding in accordance with 37 C.F.R. § 42.74(c). No other such agreements, 

written or oral, exist between or among the Settling Parties.  

Third, termination upon settlement, as requested, would also further the 

purpose of inter partes review proceedings, which seek to provide an efficient and 

less costly alternative forum for patent disputes. Maintaining the proceeding would 

discourage further settlements, as patent owners in similar situations would have a 
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strong disincentive to settle if they perceived that an inter partes review would 

continue regardless of a settlement. 

III. CONCLUSION 

For the foregoing reasons, IQE and Cornell respectfully request termination 

of this inter partes review. 
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Dated: December 6, 2024   Respectfully submitted, 

      /s/ John B. Campbell 

John B. Campbell 
Reg. No. 54,665 
jcampbell@mckoolsmith.com  
MCKOOL SMITH, P.C. 
303 Colorado Street, Suite 2100 
Austin, Texas 78701 
Telephone: (512) 692-8700 
Facsimile: (512) 692-8744 
 
James E. Quigley 
Reg. No. 78,596 
jquigley@mckoolsmith.com  
MCKOOL SMITH, P.C. 
303 Colorado Street, Suite 2100 
Austin, Texas 78701 
Telephone: (512) 692-8700 
Facsimile: (512) 692-8744 
 
George Fishback 
Reg. No. 76,345 
gfishback@mckoolsmith.com  
MCKOOL SMITH, P.C. 
303 Colorado Street, Suite 2100 
Austin, Texas 78701 
Telephone: (512) 692-8700 
Facsimile: (512) 692-8744 
 
Counsel for Patent Owner, Cornell 
Research Foundation Inc. 
 
/s/ Graham C. Phero 

Ryan C. Richardson (Reg. No. 67,254) 
Graham C. Phero (Reg. No. 64,228) 
Brian G. Burke (Reg. No. 75,349)  
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STERNE, KESSLER, GOLDSTEIN & FOX 

PLLC 
1101 K Street, NW, 10th Floor 
Washington, DC 20005 
Telephone: (202) 371-2600 
Facsimile:  (202) 371-2540 
rrichardson-PTAB@sternekessler.com 
gphero-PTAB@sternekessler.com 
bburke-PTAB@sternekessler.com 
PTAB@sternekessler.com  
 
Counsel for Petitioner IQE plc 
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CERTIFICATION OF SERVICE 

The undersigned hereby certifies that the foregoing JOINT MOTION TO 

TERMINATE PROCEEDING has been served on Petitioner via email on the 

following counsel of record for Petitioner:  

Ryan Richardson 
Graham Phero 
Brian Burke 
PTAB@sternekessler.com   
 

 
Dated: December 6, 2024 By: /s/ John B. Campbell 

  

John B. Campbell 
Reg. No. 54,665 
 

 


