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Pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74, and the Board’s email 

of December 6, 2024, Petitioner IQE plc (“IQE” or “Petitioner”) and Patent Owner 

Cornell Research Foundation, Inc. (“Cornell” or “Patent Owner”) (collectively, the 

“Settling Parties”), which have reached a settlement, jointly request that the Board 

treat as business confidential information, the true and complete copy of the 

Confidential Settlement Agreement (Confidential Exhibit 2028, “Settlement 

Agreement”) between the parties, as referenced in the parties’ Joint Motion to 

Terminate Proceeding (pursuant to 35 U.S.C. § 317 and 37 C.F.R. § 42.74), filed 

concurrently herewith.  

35 U.S.C. § 317(b) provides that:  

At the request of a party to the proceeding, the agreement or 

understanding shall be treated as business confidential information, 

shall be kept separate from the file of the involved patents, and shall be 

made available only to Federal Government agencies on written 

request, or to any person on a showing of good cause.  

Likewise, 37 C.F.R. § 42.74(c) provides that:  

A party to a settlement may request that the settlement be treated as 

business confidential information and be kept separate from the files of 

an involved patent or application. The request must be filed with the 

settlement. If a timely request is filed, the settlement shall only be 
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available: 

(1) To a Government agency on written request to the Board; or 

(2) To any other person upon written request to the Board to make the 

settlement agreement available, along with the fee specified in § 

42.15(d) and on a showing of good cause. 

The present request, which is being filed contemporaneously with the 

Settlement Agreement, is timely and in accordance with the foregoing authority. 

Therefore, the Settling Parties request that the Settlement Agreement (Confidential 

Exhibit 2026): (i) be treated as business confidential information, (ii) be maintained 

separate from the publicly available file of the involved patent, and (iii) shall be 

made available only to Federal Government agencies on written request, or to 

persons showing good cause on written request, pursuant to 35 U.S.C. § 317(b) and 

37 C.F.R. § 42.74(c). Petitioner and Patent Owner consider the Settlement 

Agreement to contain highly sensitive business confidential information that would 

substantially harm their business interests if publicly disclosed.  

The Settling Parties also respectfully request that the Board inform the 

Settling Parties if anyone seeks production of the agreement and afford the Settling 

Parties an opportunity to address whether such request is supported by good cause. 
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Dated: December 6, 2024   Respectfully submitted, 

      /s/ John B. Campbell 

John B. Campbell 
Reg. No. 54,665 
jcampbell@mckoolsmith.com  
MCKOOL SMITH, P.C. 
303 Colorado Street, Suite 2100 
Austin, Texas 78701 
Telephone: (512) 692-8700 
Facsimile: (512) 692-8744 
 
James E. Quigley 
Reg. No. 78,596 
jquigley@mckoolsmith.com  
MCKOOL SMITH, P.C. 
303 Colorado Street, Suite 2100 
Austin, Texas 78701 
Telephone: (512) 692-8700 
Facsimile: (512) 692-8744 
 
George Fishback 
Reg. No. 76,345 
gfishback@mckoolsmith.com  
MCKOOL SMITH, P.C. 
303 Colorado Street, Suite 2100 
Austin, Texas 78701 
Telephone: (512) 692-8700 
Facsimile: (512) 692-8744 
 
Counsel for Patent Owner, Cornell 
Research Foundation Inc. 
 
/s/ Graham C. Phero 

Ryan C. Richardson (Reg. No. 67,254) 
Graham C. Phero (Reg. No. 64,228) 
Brian G. Burke (Reg. No. 75,349)  
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STERNE, KESSLER, GOLDSTEIN & FOX 

PLLC 
1101 K Street, NW, 10th Floor 
Washington, DC 20005 
Telephone: (202) 371-2600 
Facsimile:  (202) 371-2540 
rrichardson-PTAB@sternekessler.com 
gphero-PTAB@sternekessler.com 
bburke-PTAB@sternekessler.com 
PTAB@sternekessler.com  
 
Counsel for Petitioner IQE PLC 
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CERTIFICATION OF SERVICE 

The undersigned hereby certifies that the foregoing JOINT REQUEST TO 

TREAT SETTLEMENT AGREEMENT AS BUSINESS CONFIDENTIAL 

INFORMATION PURSUANT TO 35 U.S.C. § 317(B) has been served on 

Petitioner via email on the following counsel of record for Petitioner: 

Ryan Richardson 
Graham Phero 
Brian Burke 
PTAB@sternekessler.com   
 

 
Dated: December 6, 2024 By: /s/ John B. Campbell 

  

John B. Campbell 
Reg. No. 54,665 
 

 
 


