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Overview of the Technology
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Background | Gas Membrane Separation

POR, 10
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Background | Performance Characteristics

POR, 10-11

Selectivity. A membrane’s selectivity is a measure of its preference for permeating one gas relative to another 
gas. A high selectivity membrane may be more effective at separating one gas from another, but high 
selectivity generally comes with decreased permeability, increased energy consumption, and higher 
membrane costs. 

Permeance. Permeance is a measure of how effectively a certain gas can move through a membrane under a 
given set of conditions (e.g., temperature and pressure).

Membrane Composition: The chemical composition, physical structure, and thickness of a membrane can 
affect its permeance, selectivity and cost. For example, a membrane made of dense polymers typically offers 
high selectivity but lower permeability, while a relatively porous membrane may provide higher permeance at 
the expense of selectivity. 

Pressure Ratio. The pressure ratio for a membrane separation indicates the difference in pressure between 
the feed side (where gas is introduced) higher pressure than the permeate side (where gas exits the 
membrane), and this difference in pressure causes gas to permeate from the feed side to the permeate side. 
As the pressure ratio increases, more gas overall permeates through (and is separated by) the membrane.

Recycle Volume. The recycle volume refers to the amount of gas reintroduced into the feed stream for further 
separation after the gas has gone through an initial separation process. Recycling of gas streams generally 
achieves a higher overall purity of a separated gas at the expense of increased energy costs. 
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Overview of the Priske-’380 Patent
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Priske-’380

Patent No.: U.S. 10,471,380

Inventor: Marcus Priske

Assignee: Evonik Operations GMBH

Priority Date: December 29, 2014
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Claim 1

Ex. 1001, ’380 Patent, Claim 1

7



Demonstrative Exhibit – Not EvidenceDemonstrative Exhibit – Not Evidence 8

Priske-’380 | Prior Art Focuses on Energy Optimization

Ex. 1001, ’380 Patent,  1:7-14, 1:32-44
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Priske-’380 | Recognizing an Unmet Need 
in Low-Cost Energy Environments

Ex. 1001, ’380 Patent,  2:27-30
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Priske-’380 | Discovery of a Maintenance Cost Optimum

Ex. 1001, ’380 Patent,  2:27-40
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Figure 1 of the ’380 Patent

Ex. 1001, ’380 Patent, Fig. 1 (as annotated at Corrected Petition, 6)
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Reference Example 1 of the ’380 Patent

Ex. 1001, ’380 Patent, 16:26-40
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’380 Patent Disclosed Benefits of Claimed Invention

Ex. 1001, ’380 Patent, 2:13-26

13
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Reference Example 1 is the Same as CE1 of Ungerank

Ex. 1001, ’380 Patent, 16:21-25
Ex. 2018, Baker May Dep., 29:21-25

Sur-Reply, 8

14
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Example 1.1 Shows an Embodiment of the ’380 Patent

Ex. 1001, ’380 Patent, 16:41-17:46
POR, 16-17

15
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Example 1.2 Shows Another Embodiment of the ’380 Patent

Ex. 1001, ’380 Patent, 17:48-18:27
POR, 16-17
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Example 2 Shows Another Embodiment of the ’380 Patent

Ex. 1001, ’380 Patent, 19:20-20:5
POR, 16-17

17
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Examples 4-10 Show Additional Inventive Features of the 
’380 Patent

Ex. 1001, ’380 Patent, 27:61-28:59
POR, 16-17

18
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Examples 11 and 12 Show Embodiments
With Different Selectivities

Ex. 1001, ’380 Patent, 28:59-29:31

19
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Priske-’380 | Relevant Dependent Claims

Ex. 1001, ’380 Patent, 31:14-32:41

20
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Priske-’380 Defines Membrane Capacity

Ex. 1001, ’380 Patent, 2:53-67

21
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Priske-’380 Defines Membrane Capacity

Ex. 1001, ’380 Patent, 14:51-15:5

22
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Asserted Prior Art
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Asserted Prior Art | The Ungerank Patent

Patent No.: 8,999,038

Inventors: Ungerank, Baumgarten, 
Priske, Roegl

Assignee: Evonik Operations GMBH

Issue Date: Apr. 7, 2015

Ex. 1006, Ungerank Patent

24
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Asserted Prior Art | Ungerank Patent Teaches Multiple 
Configurations

Fig. 2

Fig. 3

Fig. 4

Fig. 5

Fig. 6

Fig. 7

Fig. 8

Fig. 9

Fig. 11

25

Ex. 1006, Ungerank Patent
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Asserted Prior Art |  Ungerank Patent Teaches Higher 
Selectivity

Ex. 1006, Ungerank Patent, 9:14-17
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Asserted Prior Art | Ungerank Patent Comparative 
Example 1

Ex. 1006, Ungerank Patent, 10:16-67
Ex. 2018, Baker May Dep., 29:21-25

Sur-Reply, 8

Ungerank Patent Comparative Example 1 is the same as Reference Example 1 in Priske-’380

27
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Asserted Prior Art | Ungerank Patent Comparative 
Example 1

28

Ex. 1006, Ungerank Patent, CE1
POR, 41



Demonstrative Exhibit – Not EvidenceDemonstrative Exhibit – Not Evidence

Asserted Prior Art | Ungerank Patent Example 1 is More 
Economically Favorable than Comparative Example 1

29

Ex. 1006, Ungerank Patent, Example 1
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Asserted Prior Art | Ungerank Patent Example 2 Teaches 
That It is Desirable to Minimize Methane Loss Below 0.5%

30

Ex. 1006, Ungerank Patent, Example 2
POR, 39 
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Asserted Prior Art | Scholz

31

Ex. 1007, Scholz
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Asserted Prior Art | Scholz Makes Certain 
Economic Assumptions

32

Ex. 1007, Scholz, Table 3
POR, 36
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Asserted Prior Art | Scholz, Figure 5

33

Ex. 1007, Scholz, Fig. 5



Demonstrative Exhibit – Not EvidenceDemonstrative Exhibit – Not Evidence

Asserted Prior Art | Scholz, Figure 7(a)

34

Ex. 1007, Scholz, Fig. 7(a)
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Asserted Prior Art | Scholz, Figure 7(b)

35

Ex. 1007, Scholz, Fig. 7(b)
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Overview of the Grounds
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Overview of the Asserted Grounds

Corrected Petition, 2

Ground Claims Challenged 35 U.S.C. § Reference(s)

I 1-5, 7, 9, 11-23 103 Ungerank 
Patent, Scholz

II 1-13, 16, 17, 21, 23 103 Scholz

37
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Disputed Issues
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Key Deficiencies of the Petition

• Ground I Is Statutorily Defective
̶ The Ungerank Patent Is Not Prior Art

̶ Assertion of the Ungerank Application First Identified in the Corrected 
Petition Would Have Been Time-Barred

• Petitioner’s Original Obviousness Theory Under Ground I is Legally 
Flawed and Technically Deficient

• Petitioner’s New Obviousness Theory Under Ground I in Reply is 
Untimely and Unsupported 

• Ground I Also Fails Because Petitioner Has Not Demonstrated 
Motivation to Combine

• Ground II Fails Because Petitioner’s Obviousness Theory Is Incorrect, 
Including Under Titanium Metals

39
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Ground I
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The Ungerank Patent is Not Prior Art
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The Original Petition Relied on § 102(a)(2)

42

Pet., 3
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The Ungerank Patent Is Not Prior Art Under 102(a)(2)

(2) DISCLOSURES APPEARING IN APPLICATIONS AND PATENTS.—A disclosure shall not be 
prior art to a claimed invention under subsection (a)(2) if–  

(C) The subject matter disclosed and the claimed invention, not later than 
the effective filing date of the claimed invention, were owned by the same 
person or subject to an obligation of assignment to the same person.

102(b) EXCEPTIONS.– 

Ex. 1006              Ex. 1001

43
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The Corrected Petition Purports to Rely on 35 U.S.C. § 
102(a)(1)

Corrected Petition, 3
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The Ungerank Patent Is Not Prior Art Under 102(a)(1)

Grant Date of Ungerank Patent: April 7, 2015

Priority Date of Priske-380: December 29, 2014

The effective date of the patent for the purposes of determining whether the patent 
qualifies as prior art under AIA 35 U.S.C. §102(a)(1) is the grant date of the patent.

MPEP § 2152.02(a) 

Ex. 1006, Ungerank Patent                       Ex. 1001, ’380 Patent
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Ground I Was Instituted Based On the Ungerank Patent

Decision Granting Institution, 7

Decision Granting Institution, 3

46
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Assertion of the Ungerank Application Would Have Been 
Time-Barred

2023 2024

May 1, 2024
Cor. Pet. filed attaching 
Ungerank Application

Feb. 23, 2024
Petition filed relying 
on Ungerank Patent

Feb. 23, 2023
District Court 
complaint served

1 Year Bar Date (35 U.S.C. § 315(b))

47

Pet., 2 Cor. Pet., 3, 70Pet., 3, 69

An inter partes review may not be instituted if the petition requesting the proceeding is 
filed more than 1 year after the date on which the petitioner, real party in interest, or 
privy of the petitioner is served with a complaint alleging infringement of the patent.

35 U.S.C. § 315(b)
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Issue Not Waivable

“The reviewing court shall …
(2) hold unlawful and set aside agency action … found to be …

(C) in excess of statutory … authority, or limitations …”

5 U.S.C. § 706

“[T]he Director exceeded his statutory authority by limiting the review to 
fewer than all of the claims SAS challenged.”

SAS Inst., Inc. v. Iancu

“It would not be proper for the Board to cancel claims on a ground that 
is unavailable in an IPR.”

Samsung Elecs. Am., Inc. v. Prisua Eng’g Corp.

584 U.S. 357, 371 (2018)

948 F.3d 1342, 1353 (Fed. Cir. 2020)
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Petitioner’s Original Obviousness Theory Is Incorrect
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Petitioner’s Original Theory Regarding UCE1

Corrected Petition, 19

50
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Petitioner’s Original Theory Regarding UCE1

Corrected Petition, 19

51

Ex. 1003, Baker Decl., ¶ 111

Corrected Petition, 18

Ex. 1003, Baker Decl., ¶ 153

Ex. 1003, Baker Decl., ¶ 134
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Petitioner’s Original Theory Regarding UCE1

Decision Granting Institution, 13

Decision Granting Institution, 19

52



Demonstrative Exhibit – Not EvidenceDemonstrative Exhibit – Not Evidence

Petitioner’s Original Theory Is Factually Incorrect:
The Membrane Area Ratios of CE1 are 1:1

53

Ex. 1006, Ungerank Patent, 10:16-27

Corrected Petition, 19

POR, 41
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Scholz Figures 7a and 7b Do Not Provide Capacity Values

54

Ex. 2007, Scholz, FIG. 7
POR 31
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Petitioner and its Expert Improperly Assume Capacity 
Means The Equivalent of Membrane Area

Ex. 2009, Baker Dec. Dep., 82:22-83:13
POR, 31

55
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Petitioner Fails to Address All Requirements of the Claim 

56

Ex. 1001, Priske-’380 Claim 1
POR, 31-32
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Petitioner Fails to Apply Proper Construction for Capacity

57

Ex. 1001, ’380 Patent, 2:15-67 Ex. 1001, ’380 Patent, 14:51:15:5

POR, 32
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Petitioner’s Assumption is Circular and Lacks Merit

Ex. 2008, Geise Decl., ¶69
POR, 32-33

58
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Dr. Baker does not Assert Error in Any Opinion Dr. Geise 
Offered

59

Ex. 2018, Baker May Dep., 12:12-17
Sur-Reply, 23
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Permeance Depends on a Number of Factors

Ex. 2008, Geise Decl., ¶70
POR, 32-33

60
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A POSITA Would Not Have Looked to Scholz Figure 7 

Ex. 2018, Baker May Dep., 45:21-47:24

Sur-Reply, 9

61
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A POSITA Would Not Have Looked to Scholz Figure 7 

Scholz Figure 5 Scholz Figure 7(b)

Sur-Reply, 9-10

62

Ex. 1007, Figure 5 Ex. 1007, Figure 7(b)
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Petitioner’s Motivation to Combine Theory 
is Legally Insufficient

POR, 39-40

63

No motivation to combine where the proposed combination “would not 
improve the functionality” of the proposed base reference.

Samsung Elecs. Co. v. Dynamics Inc.

“Board’s determination that St. Jude did not adequately or persuasively 
establish the motivation to make the particular combination it proposed 
in arguing obviousness.”

St. Jude Med., LLC v. Snyders Heart Valve LLC

977 F.3d 1232, 1243 (Fed. Cir. 2020) 

No. 2021-2352, 2022 WL 3041158, at *3 (Fed. Cir. Aug. 2, 2022) 
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Ungerank Comparative Example 1 is Functionally Complete

64

Ex. 2009, Baker Dec. Dep., 113:21-114:8;
POR, 42-43
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Figure 8b

Figure 8a

No Rationale for Selecting Figure 7(a) or 7(b) of Scholz

65

Figure 5 Figure 7a

Figure 7b

Scholz, FIG. 5, 7(a), 7(b), 8(a), 8(b)
POR, 45
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Figure 7(a) of Scholz Has Unacceptable Purity/Recovery 
Levels

66

Scholz, FIG. 7(a)
POR, 46-47
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Figure 7(b) Has Higher Costs and Lower Profitability

67

Scholz, FIG. 7(b)
POR, 47
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Petitioner’s New Obviousness Theory Is Also Incorrect
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Petitioner’s New Theory Regarding UCE1

69

Reply, 19
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Petitioner’s New Theory Regarding UCE1

Reply, 19

70

Reply, 19 Ex. 1041, Baker Supp. Decl., ¶ 30

Ex. 1041, Baker Supp. Decl., ¶ 29
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Petitioner’s New Theory of Obviousness Is Untimely and 
Should Be Disregarded

“The Board did not err in refusing the reply brief as improper under 37 C.F.R. § 
42.23(b).”

Intelligent Bio-Systems, Inc. v. Illumina Cambridge Ltd.

“[A] reply or sur-reply that raises a new issue or belatedly presents evidence 
may not be considered . . .  ‘Respond,’ in the context of 37 C.F.R. § 42.23(b), 
does not mean proceed in a new direction with a new approach.”

Appeal Board Consolidated Trial Practice Guide

The Board did not err in refusing to consider portions of a reply 
declaration “rais[ing] a new obviousness argument … that could have 
been made in the petition.”

Acceleration Bay, LLC v. Activision Blizzard Inc.

821 F.3d 1359, 1370 (Fed. Cir. 2016)

Nov. 2019 CTPG, 74

908 F.3d 765, 775 (Fed. Cir. 2018)

71

Sur-Reply, 7
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Petitioner’s New Theory Contradicts the Record

Sur-Reply, 8-9

72

Ex. 2018, Baker May Dep., 29:21-25

Ex. 1001, ’380 Patent, 16:21-25
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Petitioner’s New Theory Contradicts the Record

Sur-Reply, 8-9

73

Ex. 2018, Baker May Dep., 31:5-14
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A POSITA Would Not Confirm an “Intuition” using Scholz

74

Ex. 2018, Baker May Dep., 50:5-51:7
Sur-Reply, 10-11
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Petitioner Mischaracterizes the Problem to Be Solved
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Petitioner Mischaracterized the Problem Solved by Priske-’380

76

Corrected Petition, 20
POR, 34
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Purported Trade-offs Would Not Lead to Claimed Invention

77

Ex. 2008, Geise Decl., ¶72
POR, 34
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Priske-’380 is Directed to a New Problem in Gas Separation

78

Ex. 1001, ’380 Patent,  2:27-30
POR, 34-35



Demonstrative Exhibit – Not EvidenceDemonstrative Exhibit – Not Evidence

Petitioner Has Not Established That This Problem Was 
Recognized in the Prior Art 

79

Ex. 1003, Baker Decl., ¶125
Ex. 2009, Baker Dec. Dep., 164:4-7

POR, 34-35

Purported Evidence Baker’s Testimony
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Where Energy Cost is Different, Not Addressed in the Art

80

Ex. 2008, Geise Decl., ¶¶ 75-77
POR, 35
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Scholz Does Not Contemplate Low Energy Costs

81

Ex. 1007, Scholz, 4
POR, 36
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Without a Recognized Problem the Petition Fails

82

“[W]here a problem was not known in the art, the solution to that 
problem may not be obvious, because ordinary artisans would not 
have thought to try at all because they would not have recognized 
the problem.”

Forest Laboratories, LLC v. Sigmapharm Laboratories, LLC

Substantial evidence did not support finding that prior art references provided 
motivation to combine where there was “no evidence of a design need or 
market pressure.”

Virteck Vision Int’l ULC v. Assembly Guidance Systems, Inc.

Acceleration Bay, LLC v. Activision Blizzard Inc.

817 F.3d 928 (Fed. Cir. 2019)

97 F.4th 882 (Fed. Cir. 2024)

POR, 37



Demonstrative Exhibit – Not EvidenceDemonstrative Exhibit – Not Evidence

Petitioner Has Provided No Rationale For Why A POSITA 
Would Start With Ungerank CE1
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Ungerank Teaches that CE1 is Not Economically Favorable

84

Ex. 1006, Ungerank Patent, CE1, Example 1 (compared)
POR, 39-40



Demonstrative Exhibit – Not EvidenceDemonstrative Exhibit – Not Evidence

CE1 Results in an Undesirable Amount of Methane Loss

85

Ex. 1006, Ungerank Patent, 11:62-63

Ex. 1006, Ungerank Patent, 10:57-59

POR, 39
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Ungerank CE1 is not a Commercially Useful Starting Point

86

Ex. 2009, Baker Dec. Dep., 95:8-97:24, 126:19-127:11
POR, 40

…

…
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Ungerank CE1 is not a Commercially Useful Starting Point

87

Ex. 1041, Baker Supp. Decl., § 23
POR, 40
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Membranes Used in Ungerank CE1 Were Uncommon

88

Ex. 2009, Baker Dec. Dep., 142:25-143:8
POR, 40-41
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Petitioner’s Rationale for Starting With UCE1 Could 
Just as Well Apply to Scholz

Ex. 2008, Geise Decl., ¶82

89
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No Reasonable Expectation of Success
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Petitioner’s Argument is Legally Defective

“We … emphasize the clear distinction in our case law between a patent 
challenger’s burden to prove that a skilled artisan would have been 
motivated to combine prior art references and the additional 
requirement that the patent challenger also prove that the skilled 
artisan would have had a reasonable expectation of successfully 
achieving the claimed invention from the combination.” 

Eli Lilly & Co. v. Teva Pharms. Int’l GmbH

Corrected Petition, 24

91

8 F.4th 1331, 1344 (Fed. Cir. 2021) 

POR, 48
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Optimization of Membrane Separation Systems Depends 
on a Large Number of Interdependent Variables

Ex. 2007, Scholz, FIG. 7(b)
POR, 48-49

92
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Optimization of Membrane Separation Systems Depends 
on a Large Number of Interdependent Variables

Ex. 1009, Qi, FIG. 9
POR, 48-49

93
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Optimization of Membrane Separation Systems Depends 
on a Large Number of Interdependent Variables

Ex. 2008, Geise Decl., ¶97
POR, 48-49

94
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No Reasonable Expectation of Success

95

POR, 49-50

“To have a reasonable expectation of success, one must be motivated to do 
more than merely to vary all parameters or try each of numerous possible 
choices until one possibly arrived at a successful result.” 

Pfizer, Inc. v. Apotex, Inc., 

480 F.3d 1348, 1365 (Fed. Cir. 2007) 
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Even Small Changes Can Lead to Large Differences in 
Profits, Costs and Percent Recovery

96

Scholz Figure 7(a) Scholz Figure 7(b)

Ex. 1007, Scholz
POR, 50-51
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Scholz Model Assumes Ideal Gases,
Not Real World Applications

97

Ex. 2008, Geise Decl., ¶101
POR, 52-53
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Mixed Gases and Pure Gases Can Have Large Differences in 
Selectivities

98

Ex. 2008, Geise Decl., ¶102
POR 52-53
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No Reasonable Expectation of Success

99

Ex. 2008, Geise Decl., ¶102
POR 52-53
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No Reasonable Expectation of Success

Reply, 24

100
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Claims 9 and 12 are Not Obvious
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Dependent Claim 9 Is Not Obvious

102

Sur-Reply, 21-22

Ex. 1001, Priske-’380, claim 9

Ex. 1006, Ungerank, 10:62-64

“[P]roximity alone is not enough to establish a prima facie case of obviousness.”

566 F. App’x 1005, 1009 (Fed. Cir. 2014)

In re Patel
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Dependent Claim 12 is Not Obvious

Ex. 1001, Priske-’380, claim 12

Ex. 1006, Ungerank Patent, 10:66-67

103
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Dependent Claim 12 is Not Obvious

POR, 57-58

• Data pertains to cellulose acetate membranes, 
not polyimide membranes as in UCE1.

• No data for 61.2% CO2 stream as in UCE1.

Ex. 1013, Baker Textbook, Figure 8.8 (annotated)

Ex. 1013 (Baker Textbook), 345, Figure 8.8
Ex. 1006, Ungerank, 10:66-67

Ex. 1006, Ungerank Patent, 10:15-67

104
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Dependent Claim 12 is Not Obvious

Sur-Reply, 22-23

Reply, 26

“[A] reply or sur-reply that raises a new issue or belatedly presents evidence 
may not be considered.”

Appeal Board Consolidated Trial Practice Guide

Nov. 2019 CTPG, 74

105
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Ground II
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Petitioner Does Not Address Ground II in Its Reply

Reply, i

107
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Petitioner Does Not Address Ground II in Its Reply

Ex. 2018, Baker May Dep., 12:24-13:5

108
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Scholz Does Not Render Obvious Limitation 1.f.i

109

Ex. 1001, ’380 Patent, claim 1

Corrected Petition, 47
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Scholz Does Not Render Obvious Limitation 1.f.i

110

Claim: 0.3% molybdenum; 0.8% nickel
Prior art: 0.25% molybdenum; 0.75% nickel
Prior art: 0.31% molybdenum; 0.94% nickel

Prior art alloys had “proportions [that] are so close that prima facie one skilled 
in the art would have expected them to have the same properties.”

778 F.2d, 783 (Fed. Cir. 1985)

Titanium Metals Corp of Am. v. Banner

Decision Granting Institution, 27
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Scholz Does Not Render Obvious Limitation 1.f.i

111

Scholz Figure 7(a) Scholz Figure 7(b)

Ex. 1007, Scholz, Figures 7(a), 7(b)
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Scholz Does Not Render Obvious Limitation 1.f.i

Ex. 2009, Baker Dec. Dep., 133:7-134:12

112
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Scholz Does Not Render Obvious Limitation 1.f.i

Ex. 2008, Geise Decl., ¶ 118

113
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Scholz Does Not Disclose Limitation 1.f.ii

See slides 54-60.

114



Demonstrative Exhibit – Not EvidenceDemonstrative Exhibit – Not Evidence

Claim 8 | Scholz Does Not Render Obvious
the Claimed Range
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Ex. 1001, Priske-’380, claim 8

Corrected Petition, 56
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Claim 8 | Scholz Does Not Render Obvious
the Claimed Range
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See slides 55-60.



Demonstrative Exhibit – Not EvidenceDemonstrative Exhibit – Not Evidence

Claim 8 | Scholz Does Not Disclose a “Range”
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Scholz Figure 7(a) Scholz Figure 7(b)

Ex. 1007, Scholz, Figures 7(a), 7(b)

POR, 65-66
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Claim 8 | Scholz Does Not Render Obvious
the Claimed Range

Ex. 2008, Geise Decl., ¶ 125
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Demonstrative Exhibit – Not EvidenceDemonstrative Exhibit – Not Evidence

Claim 9 | Scholz Does Not Render Obvious
the Claimed Range
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Patent Owner’s Sur Reply, 21-22

Ex. 1001, Priske-’380, claim 9

Corrected Petition, 57
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Claim 9 | Scholz Does Not Render Obvious
the Claimed Range

See slides 109-113.
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Demonstrative Exhibit – Not EvidenceDemonstrative Exhibit – Not Evidence

Claim 10 | Scholz Does Not Render Obvious
the Claimed Range

Ex. 1001, Priske-’380, claim 10

Corrected Petition, 57
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Demonstrative Exhibit – Not EvidenceDemonstrative Exhibit – Not Evidence

Claim 10 | Scholz Does Not Disclose a “Range”

Ex. 1003, Baker Decl., ¶¶ 212-213
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Demonstrative Exhibit – Not EvidenceDemonstrative Exhibit – Not Evidence

Claim 10 | Scholz Does Not Render Obvious
the Claimed Range

Ex. 2008, Geise Decl., ¶ 134
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Demonstrative Exhibit – Not EvidenceDemonstrative Exhibit – Not Evidence

Claim 12 | Scholz Does Not Render Obvious
the Claimed Range

Ex. 1001, Priske-’380, claim 12

Ex. 1007, Scholz, Figures 7(a), 7(b)
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Dependent Claim 12 is Not Obvious

POR, 68-69

• No data for 50% CO2 stream as in Scholz 
Figure 7(a), or 65% CO2 stream as in Scholz 
Figure 7(b).

Ex. 1013, Baker Textbook, Figure 8.8 (annotated)

Ex. 1013, Baker Textbook, 345, Figure 8.8
Ex. 1007, Scholz, Figures 7(a), 7(b)

Reversing Board’s determination of obviousness where references lacked “any 
data or other information” regarding the proposed combination because 
“‘[m]ere speculation’ is not substantial evidence.”

939 F.3d 1375, 1382, 1385 (Fed. Cir. 2019)

OSI Pharms., LLC v. Apotex Inc.
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Scholz Does Not Teach Claim 17
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Ex. 2009, Baker Dec. Dep., 109:14-22
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Scholz Does Not Teach Claim 17 
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Ex. 2008, Geise Decl., ¶ 139



Demonstrative Exhibit – Not EvidenceDemonstrative Exhibit – Not Evidence

Petitioner Has Not Met Its Burden for Grounds 1 or 2
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Ground 1 Contains Several Fatal Flaws

129

In Ground 1, Petitioner is requesting the Board:

1. Look past statutory requirements and fix 
Petitioner’s errors in its alleged prior art bases

2. Accommodate new theories relying on “intuition” 
that Petitioner’s expert admitted are incorrect

3. Ignore Ungerank’s express teachings regarding the 
capacities of the membranes used therein



Demonstrative Exhibit – Not EvidenceDemonstrative Exhibit – Not Evidence

Ground 2 Similarly Fails

130

In Ground 2, Petitioner has:

1. Stopped arguing this ground entirely in its Reply

2. Ignored claim construction entirely, in the face of 
a defined term in the Priske-’380 Patent

3. Tortuously interpreted Scholz to teach “ranges” by 
looking at values in two distinct processes
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