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Pursuant to 37 C.F.R. § 42.71(d) and the Revised Interim Director Review 

Process adopted on July 24, 2023, Patent Owner iQar, Inc. respectfully requests 

Director review of the Board’s decision instituting inter partes review (Paper 7, 

“Institution Decision”) of U.S. Patent No. 10,850,616 (“the ’616 patent”).

I. INTRODUCTION 

This proceeding is not like most IPRs.  Rather than citing third-party prior art, 

the Petition relies on the publication of one the applications to which the ’616 patent 

claims priority (referred to as “Koebler650” or “Koebler”).  The ’616 patent is a 

direct continuation of Koebler650 and includes identical disclosure.  Despite this, 

the Petition argues that Koebler650 does not provide § 112 written description 

support for the ’616 patent’s claims.  It then goes on to argue that while the claims 

lack support—and thus are not entitled to the benefit of Koebler650’s filing date—

Koebler650 nonetheless either anticipates or renders the claims obvious. 

The Petition’s argument were already considered—and rejected—by the 

Office during prosecution of the ’616 patent.  Koebler650 is in the ’616 patent’s 

priority chain and thus was plainly before the Examiner.  Indeed, during prosecution 

of the ’616 patent, the Examiner considered § 112 written description and did not 

reject the challenged claims on that basis.  And the very ’616 patent claim elements 

that the Petition identifies as supposedly lacking support in Koebler650 were added 

to the claims by the Examiner via an examiner’s amendment before allowance. 
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Thus, the Examiner necessarily assessed both Koebler650 and the same § 112 

written description issue the Petitioner now raises.  Patent Owner pointed this out in 

its Preliminary Response and explained that in such circumstances Advanced Bionics 

and 35 U.S.C. § 325(d) require Petitioner to demonstrate that the Office materially 

erred during prosecution.  Petitioner did not do so.  In fact, the Petition fails to even 

recognize that Koebler650 and the § 112 written description issue were previously 

considered.  All the Petition does is express why Petitioner believes the claims lack 

§ 112 support.  It does not identify any allegedly material error by the Office.  This 

type of mere disagreement with the Office’s prior findings does not satisfy Advanced 

Bionics and merits denial pursuant to § 325(d). 

Precedential authority required the Board to “address this threshold issue 

first” and only proceed to the substance of the petition if the Board concludes 

discretionary denial is not dispositive.  Respectfully, the Board abused its discretion 

by reversing this analysis.  It first concluded that the petition presented a reasonable 

likelihood that a claim is invalid (see Institution Decision at 2-18) before it then 

briefly addressed Advanced Bionics.  Id. at 21-22.  The Board properly recognized 

that Koebler650 had already been considered by the Office.  But because it had 

already preliminarily accepted the petition’s argument, the Board simply assumed 

the Office had made some unidentified material error.  Thus, it declined to exercise 

its discretion to deny institution under § 325(d). 



-3-

The Board’s approach also presents an important issue of law and policy:  is 

the question of discretionary denial a threshold matter that must be resolved first or 

is the second prong of the Advanced Bionics test satisfied whenever the Board agrees 

with a Petition’s grounds?  The Board’s approach is plainly wrong.  If the Board 

substantively considers a petition’s argument before determining whether to exercise 

its discretion and then automatically institutes IPR in all cases in which it believes a 

petition shows a reasonable likelihood of success—even when the Office previously 

addressed the very same arguments raised by the petition but reached a different 

conclusion—Advanced Bionics would be rendered virtually meaningless.  Mere 

disagreement by the Board with the Office cannot possibly show that a material error 

occurred.  If it did, the underlying purpose of Advanced Bionics and §325(d)—

affording deference to past Office findings—would be negated. 

Because of this, Patent Owner respectfully requests that the Director review 

and reverse the Board’s decision to institute.  IPR is not appropriate in this case. 

II. BACKGROUND 

A. The ’616 Patent 

The ’616 patent describes devices, systems, and methods for managing the 

power consumption of an automotive vehicle, and thereby for optimizing the power 

consumption of the vehicle.  (Ex. 1001, 2:19-22.)  The ’616 patent explains that 

accurate control of fuel consumption may optimize the energy efficiency of a car.
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(Id., 1:25-27.)  Prior to the ’616 patent, drivers sought to manage fuel consumption 

in imprecise ways (e.g., slowing down, braking lightly, and carrying lighter loads), 

which did not effectively improve the energy efficiency of most cars.  (Id., 1:20-25.) 

The ’616 patent notes that many parameters can impact the optimal power 

consumption of a vehicle including external factors (e.g., forces and conditions that 

act on the vehicle), internal conditions (e.g., the status of the vehicle and component 

parts), operator commands (e.g., control commands from the operator preparing to 

or driving the vehicle), and operational parameters (e.g., performance / historical 

capabilities of the vehicle based on make and model).  (Id., 1:54-63.)  The patent 

collects data regarding these various parameters and then uses them—rather than 

imprecise manual control—to determine an energy efficient driving speed that 

optimizes power as the vehicle drives along a route.  (Id., 5:31-32.) 

B. The Asserted Grounds  

The Petition includes two grounds, both of which rely on Koebler650 either 

alone or in combination with other prior art.  See Petition (Paper 2) at 1.  Again, 

Koebler650 is the publication of one of the applications to which the ’616 patent 

claims priority.  Because of this, the Petition argues that while Koebler650 

anticipates and/or renders the ’616 patent claims obvious, it does not provide written 

description support for those claims.  In so arguing, the Petition focuses on the final 

element of claims 1, 15, and 16.  This element—which is the same in all three 



-5-

claims—requires determination of one of a variety of “current conditions.”  (See Ex. 

1001, claims 1, 15, 16.)  Per the Petition, Koebler650 purportedly does not reference 

determination of a sub-set of the claimed “conditions,” including “location of 

stoplights,” “timing of stoplights,” “weather,” “wind direction,” “wind velocity,” 

“temperature,” “air pressure,” “moisture,” “amount of vibration,” and “traction.”  

Petition at 11.   

C. Prosecution History of the ’616 Patent 

As the Petition acknowledges, the ’616 patent claims priority to several 

continuation applications, including the application that published as Koebler650.  

See Petition at 1-2. 

During prosecution, the Examiner and Applicant conducted a July 16, 2020, 

telephonic interview to discuss, inter alia, a “112(b) issue with claims 1, 18, and 19, 

[and a] 112(a) issue with claims 15 and 16.”  (Ex. 1002, p. 35.)  That “112(a) issue” 

was whether the claims have adequate written description support.  Thus, the 

Examiner was clearly considering whether the ’616 patent’s specification—which is 

identical to Koebler650—supports its claims.  Notably, the Examiner did not reject 

independent claim 1 for lack of written description.  (See generally Ex. 1002.)  

Moreover, the very “current condition” claim element that Petitioner contends lacks 

written description support was added to the claims via an Examiner amendment.  
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This is shown below.  The first image shows the claims prior to amendment.  The 

second shows the Examiner amended claims with the added elements underlined: 

(Id., p. 69.) 
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(Id., pp. 28-29.)  This Examiner amendment eventually led to allowance.  (Id., pp. 

23-24.)  So, in sum, the record shows that the Office (1) knew of Koebler650, 

(2) expressly considered § 112 written description issues during prosecution, and 

(3) itself proposed—and then found allowable—the very claim element the Petition 

now points to as lacking support. 

III. THE BOARD ERRED 

Respectfully, the Board abused its discretion and legally erred when it 

instituted IPR instead of denying the Petition under § 325(d).  As explained in the 
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precedential decision Advanced Bionics, LLC v. Med-EL Elektromedizinische 

Gerate GMBH, IPR2019-01469, Paper 6 at 6 (P.T.A.B. Feb. 13, 2020) (precedential) 

(“Advanced Bionics”), whether the Board should exercise its discretion under 35 

U.S.C. § 325 (d) to deny institution is a “threshold issue” to be addressed “first” 

because “it is dispositive of [the] decision whether to institute inter partes review.”  

Indeed, the Director has made clear that the Board should first consider § 325(d) 

discretionary denial and only address the merits of the petition if that does not apply.  

Id. at 6-7; see also Wolfspeed, Inc. v. The Trustees of Purdue University, IPR2022-

00761, Paper 13 at 3 (P.T.A.B. Mar. 30, 2023) (“If the Board determines that it 

should not exercise its discretion to deny institution of inter partes review under § 

325(d), then the Board should address the remaining issues raised in the Petition and 

Preliminary Response to determine whether to institute an inter partes review.”) 

(emphasis added). 

Under § 325(d), IPR should be denied if a petition’s challenge does nothing 

more than rehash matters previously considered by the Office.  See Advanced 

Bionics, at 7.  Per Advanced Bionics, denial is appropriate where: (1) a petition 

presents the same, or substantially the same, prior art or arguments previously 

presented to the Office, and (2) that petition fails to demonstrate that the Office erred 

in a manner material to the patentability of the challenged claims.  Id. at 7-8.  “At 

bottom, this framework reflects a commitment to defer to previous Office 
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evaluations of the evidence of record unless material error is shown.”  Id. at 9. 

The Board abused its discretion by doing things backwards.  Rather than first 

considering the threshold issue of whether the Petition merely rehashed arguments 

considered and rejected during prosecution and deferring to the Office’s prior 

findings absent proof of a material error, the Board replaced those findings with its 

own.  And it did so without identifying any material error.  Put another way, the 

Board appears to have reviewed the petition’s written description arguments first, 

decided it preliminarily agreed, and only then, after it had already arrived at this 

conclusion, did the Board dismiss the Office’s prior findings as erroneous because 

the Office arrived at a different result.  This is improper.  Deference is to be afforded 

to prior Office findings unless the Board specifically determines the Office erred. 

Patent Owner explained why institution should be denied under § 325(d) and 

Advanced Bionics in its Preliminary Response.  See Preliminary Response (Paper 6) 

at 8-15.  Non-institution pursuant to § 325(d) is of course a discretionary issue.  But 

the manner in which the Board chose to exercise that discretion—substantively 

evaluating the petition before considering the threshold discretionary denial issue 

and then elevating its own opinions regarding written description over the Office’s 

prior findings on the issue—is what require reversal in this proceeding. 

A. The Office Previously Considered Koebler650 

In instituting, the Board found the first prong of the Advanced Bionics was 
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satisfied.  In particular, it recognized that Koebler650 was before the Examiner 

because it “is within the priority chain of the ’616 patent and shares the same 

specification.”  Institution Decision at 21.  Moreover, the Board recognized that the 

“current conditions” element that the Petition argues lacks support “were added by 

the Examiner during prosecution….”  Id.  Thus, the Board properly concluded that 

“the Petition presents the same prior art” and makes same arguments “previously 

presented to the Office.”  Id. at 21. 

Thus, this is the prototypical case in which a petition simply rehashes issues 

the Office already decided.  See, e.g., Hospira, Inc. v. Genentech, Inc., IPR2017-

00739, Paper 16 at 18-19 (P.T.A.B. July 27, 2017).  Indeed, the Board has applied 

Advanced Bionics to deny institution in circumstances virtually indistinguishable 

from those here.  See, e.g., Apple, Inc. v. Seven Networks, LLC, No. IPR2020-00425, 

Paper 10 at 10-16 (P.T.A.B. Sept. 1, 2020) (“Apple v. Seven”) (denying institution 

of IPR where a Petition was premised on a written description challenge of claim 

elements that—like those here—“were entered by Examiner’s amendment.”). 

B. There Was No Showing of Material Error 

Under the second prong of the Advanced Bionics framework, when remaking 

already-considered arguments the petition must demonstrate that the Office made a 

material error.  Advanced Bionics at 8.  A petition does not meet this separate burden 

when it is silent on the issue or fails to meaningfully identify a material error.  See, 
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e.g., Atrium Med. Corp. v. Bard Peripheral Vasulcar, Inc., IPR2021-01197, Paper 

11 at 22-24 (PTAB Jan. 10, 2022) (“Atrium”) (explaining that the two-part test of 

Advanced Bionics was not satisfied where the petition had “no express assertion that 

any error was committed by the Office [such that] Petitioner leaves the Board to 

guess or develop its own theory on what error may have been committed.”).  As 

Advanced Bionics explains, a petition does not establish material error by simply 

disagreeing with the Office’s prior conclusions.  See Advanced Bionics at 9; see also 

Apple v. Seven at 16 (“Even if ‘reasonable minds can disagree’ as to whether there 

is adequate support in the [parent] application for the Examiner's amendment, the 

Office did not materially err.”). 

Here, the Petition is devoid of facts that establish error of any kind—let alone 

a material one—in the Office’s examination of the ’616 Patent.  The Petition did not 

even acknowledge that Koebler650 was at issue during prosecution.  See Petition at 

78 (misstating that “Koebler650 was not previously considered by the Office”).  Nor 

did it recognize that the claim element it alleges lack support was added by the 

Examiner.  See, e.g., id. at 78-79.  Instead, the Petition simply states that “the 

Examiner erred for the reasons discussed in” the prior sections of the petition.  Id. at 

79.  In other words, the Petition did nothing more than point back to the arguments 

it made regarding lack of written description support in Koebler650 and called that 

“error.”  There is no discussion of any facts that the Office overlooked, any purported 



-12-

misapplication of the law, or anything else that could even remotely be characterized 

as an error.  The Petition merely expressed its disagreement with the Office’s prior 

findings.  For reference, the totality of the Petition’s discussion of the Office’s 

purported “error” during prosecution is reproduced below: 

The second prong of the Advanced Bionics test is also not 

met.  The Examiner erred in entitling the ’616 patent to the 

benefit of its priority claim.  Tesla has also shown a 

reasonable likelihood that it would prevail because at least 

one of the Challenged Claims is unpatentable over the 

asserted prior art and thereby demonstrated material error 

in doing so.  §§III.A-D, IV.A; PGR2022- 00010, Pap. 9, 

8-9 (PTAB June 6, 2022). 

Id. at 79. 

In instituting IPR, the Board also did not identify any material error.  Instead, 

like the Petition, it held that because “Petitioner has established a reasonable 

likelihood that [Koebler650] does not provide written description support,” it was 

“persuaded… that Petitioner has demonstrated that the Office erred in a manner 

material to the patentability of the challenged claims….”  Institution Decision at 22.  

In other words, because Board preliminary agreed with the grounds it determined 

the Office necessarily must have made a material error even though it does not 

explain what that error was.  Moreover, in arriving at this conclusion, the Board did 

not even identify any substantive issues with Patent Owner’s explanations regarding 
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why the claims are adequately described.  Instead, it just dismissed them as “mere 

attorney argument.”  Id. at 17. 

It was an abuse of discretion and an error of law for the Board to substitute its 

own judgment for the Office’s prior finding without either Petitioner or the Board 

identifying any material error with that earlier determination.  The test set forth in 

Advanced Bionics is meant to “reflect[] a commitment to defer to previous Office 

evaluations of the evidence of record unless material error is shown.”  Advanced 

Bionics at 9 (emphasis added).  Thus, when a petition asserts the same art or 

arguments already assessed during prosecution, more is demanded and a higher 

hurdle must be cleared.  The petition not only has to articulate grounds that have a 

reasonable likelihood of success, but it must also “demonstrate” that the “Office 

erred in a manner material to the patentability of challenged claims.”  Id. at 8.  The 

required showing varies depending on the circumstances.  But “if the alleged error 

is a disagreement with a specific finding of record by the Office”—as it is here—

“then ordinarily the petitioner’s required showing of material error must overcome 

persuasively that specific finding of record.”  Id. at 10-11.  Merely disagreeing with 

the Office’s prior findings is insufficient.  Id. at 9 (“If reasonable minds can disagree 

regarding the purported treatment of the art or arguments, it cannot be said that the 

Office erred in a manner material to patentability.”)  Likewise, simply pointing back 

to prior grounds—without explaining why there was some sort of material error—
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does not comply with Advanced Bionics.  See, e.g., Google LLC. v. Valtrus Innov. 

Ltd., IPR2022-01197, Paper 18 at 20 (PTAB June 13, 2023) (referencing a prior 

ground does not “point[] out sufficiently how the examiner erred”). 

Contrary to Advanced Bionics, the Board in this proceeding simply replaced 

the Office’s prior judgement regarding the patentability of the ’616 patent’s claims 

with its own.  It did not defer to the Office’s prior evaluation.  Moreover, the Board 

also short circuited the second prong of the Advanced Bionics test.  Rather than 

separately explaining why there was some sort of material error, or requiring such a 

showing from Petitioner, it wrapped this separately required determination into its 

overall assessment of the Petition’s merits. 

This is not what Advanced Bionics requires.  When the same art or arguments 

is asserted by a Petition, then there must be a separate showing and a separate 

finding of material error.  Simply articulating grounds is not enough.  If it were, 

Advanced Bionics would never lead to denial of IPR (because, by definition, 

discretionary denial only applies when an IPR could otherwise be instituted).  More 

specifically, if the Board can properly exercise its discretion in the way it did here, 

then in all cases where the Board preliminarily agrees with a petition’s grounds it 

could simply institute regardless of any prior finding by the Office.  A present 

disagreement with the Office standing by itself would be enough to establish a 

material error.  That is not—and cannot be—the law.  Both Advanced Bionics and 
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§ 325(d) require deference to the Office’s earlier determinations and the only way 

that this deference can be afforded is if the Board accepts the Office’s prior findings 

unless those findings are specifically shown—first in the petition and then by the 

Board itself—to be rooted in a material error. 

Not only did the Board fail to properly apply Advanced Bionics, but its novel 

approach diverges from other cases where the Board properly found that a petition 

that repeats prosecution arguments but fails to specifically identify and discuss a 

material error does not pass muster.  See, e.g., Atrium at 22-24.  This is the 

conclusion that the Board should have again reached. 

In sum, the Board abused its discretion and misapplied the law because it did 

not properly apply Advanced Bionics.  Moreover, the Board’s decision in this 

proceeding also gives rise to important policy considerations that requires the 

Director’s intervention.  The Board’s decision, if allowed to stand, creates case-law 

that future petitioners may cite to justify their similarly deficient showings.  Other 

panels may also rely on the decision to reach similarly erroneous conclusions 

reducing the import of both § 325(d) and Advanced Bionics.  Patent Owner thus 

respectfully requests that the Director reverse the Board’s institution decision and 

reemphasize the importance of not only Advanced Bionics, but also the deference 

that is—and must be—afforded to prior Office decisions. 
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Dated:   October 10, 2024 /K. Patrick Herman/ 
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51 West 52nd Street 

New York, NY 10019 
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Counsel for Patent Owner 
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