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General Plastic.  Petitioner’s “Reply” is largely unresponsive to PO’s Gen-

eral Plastic analysis, and fails to show General Plastic does not support denial.  As 

an initial matter, Petitioner cannot meaningfully distinguish Samsung Elecs. Am., 

Inc. v. Uniloc 2017 LLC, IPR2018-01756, Pap.7 (Mar. 11, 2019), which favors de-

nial.  Petitioner’s attempts to distinguish Samsung by pointing to Petitioner’s un-

timely, unauthorized joinder motion, and its related attempts to excuse itself from 

making a timely filing based on its business decision to delay, fail.  Petitioner also 

ignores that institution is decided before joinder: the Board “first determine[s] 

whether application of the General Plastic factors warrants the exercise of discre-

tion to deny the Petition under §314(a).”  Apple Inc. v. Uniloc 2017 LLC, IPR2020-

00854, Pap.9, 5 (Oct. 28, 2020) (precedential).  And even if Samsung were ignored 

in favor of a factor-by-factor General Plastic analysis, Petitioner’s arguments fail. 

Factor 1.    And 

Petitioner’s self-serving assertion that it “is unaware of any significant relation-

ship” (Pap.17, 2) is unsupported and effectively meaningless: this factor favors de-

nial.  See POPR.12-13.  Further, even assuming, arguendo, Petitioner has no rela-

tionship with Mylan, DRL, or Sun, Petitioner does not dispute that factor 1 would 

be entitled to minimal weight given the complete overlap of grounds raised in this 

IPR and Mylan’s.  POPR.13-15.  And Amazon.com, Inc. v. Jawbone Innovations, 

LLC, IPR2023-00284, Pap.12, 10 (May 15, 2023) (“Amazon”) (cited at Pap.17, 2), 
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is clearly distinguishable because the copycat petition and joinder motion there 

were timely.  See id. at 9 (emphasizing copycat petition was “timely filed”).   

Factors 2-5.  Petitioner does not admit or provide evidence of how early it 

became aware of the references it now asserts, which weighs in favor of denial.  

See POPR.17-18.  In any event, Petitioner does not dispute (1) that it was tracking 

the ’462 Patent and the Mylan IPR at least five months before it filed the Petition, 

or (2) that it reasonably should have known of the references it asserts here.  

POPR.15-17.  Petitioner instead argues the timing of its knowledge and explana-

tion for its delay are excused because it’s a copycat petitioner.  Pap.17, 3 (citing 

Pet.67).  But again Petitioner cites no case supporting its assertion in the context of 

a late joinder motion.  Indeed, Amazon is inapposite given that, as noted in the 

Board’s analysis of factors 2, 4, and 5, “Petitioner acted within the time frame set 

forth under our Rules.”  Amazon, Pap.12, 10.  And, of course, Petitioner has not 

asked the Board to deny institution here if joinder is denied (as it should be), set-

ting up a petitioner-side re-do of the Mylan IPR with this Petitioner enjoying im-

mense and improper roadmapping opportunities.  To curtail potential abuse arising 

from Petitioner’s untimely petition filed with the foresight of the POR, General 

Plastic and its progeny teach examining the “potential benefit” and the “oppor-

tunity” to roadmap—not just whether Petitioner actually ends up altering its argu-

ments based on the available information, as Petitioner suggests.  Pap.17, 3.  Gen-
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eral Plastic Co. v. Canon Kabushiki Kaisha, IPR2016-01357, Pap.19, 16-17 (Sept. 

6, 2017) (precedential); 3M Co. v. Bay Materials, LLC, IPR2023-00243, Pap.8, 9 

(July 7, 2023) (“3M”) (“opportunity” to roadmap favors denial under Factor 3).  

Further, Petitioner’s argument that it cannot roadmap because it cannot access 

commercial success or swear behind evidence ignores (1) that meaningful portions 

of the arguments and evidence on those issues are not sealed, (2) that it was able to 

roadmap using the vast arguments and evidence on other issues, and (3) that it 

would certainly have the going-forward opportunity to roadmap if instituted.  

Pap.17, 3; EX2004, 3; Mylan IPR (IPR2023-00724), Pap.10 (Oct. 4, 2023).  While 

PO acknowledges the Board might choose not to consider these factors (POPR.15 

n.5), Petitioner points to no precedent showing that the Board should ignore them.   

Factors 6 and 7.  Petitioner’s factor 6 and 7 analysis again assumes joinder 

and ignores that institution is decided before joinder.  POPR.5-6; Pap.17, 3.  Peti-

tioner does not address the burden of a second, potentially-unjoined IPR, especially 

given the expected complexity and volume of the record, and where a timely join-

der motion was not filed (and consolidation would be entirely impractical).  

POPR.3-5, 22-26.  Further, Petitioner fails to address that without a timely joinder 

motion, it effectively presents “multiple, staggered petitions challenging the same 

patent and same claims,” which “[a]s a general rule” are “unfair to patent owners 

and… an inefficient use of the inter partes review process” and causes the Board 
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and PO to divert resources outside of the window established to address timely 

copycat petitions.  3M, Pap.8, 10-11.   

Objective Indicia.  Petitioner does not dispute that it was aware of evidence 

of objective indicia and did not address it in the Petition.  That Mylan hadn’t yet 

filed its reply in the Mylan IPR by the time the Petition here was filed is irrelevant 

to Petitioner ignoring the detailed analysis and evidence in the POR filed over six 

weeks before the Petition.  EX2004.  Petitioner’s attempt to improperly incorporate 

by reference the substance of Mylan’s later arguments not only goes beyond the 

parties’ agreement regarding the scope of supplemental briefing (EX2013), but al-

so ignores that Petitioner knew of objective indicia, delayed filing its Petition, and 

filed its late Petition without addressing those known objective indicia.   

Petitioner’s case law, Laboratory Corp. of America Holdings v. Ravgen, 

Inc., is inapposite—including because the petitioner there did not have access to 

the patent owner’s response discussing objective indicia in detail.  IPR2021-01026, 

Pap.11, 41 (Dec. 14, 2021).  Moreover, the Lab. Corp. panel explicitly limited its 

holding to “th[at] record,” acknowledging that not all prior decisions denying insti-

tution for failure to address known objective indicia required the evidence to have 

been “clearly relied upon and decisive in prior proceedings.”  Id.   

Respectfully submitted: /Megan Raymond/   July 15, 2024  
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