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Guoxin in view of Ho:
’993 Grounds 1-2

’105 Grounds 1-2
’698 Ground 1

— U.S. Patent No. 9,139,993:
- Claims 1-18

— U.S. Patent No. 9,103,105:
- Claims 1-24

— U.S. Patent No. 10,934,698:
- Claims 8-9, 12-13
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Overflow Tube

9,139,993

* Claim 1: a tube that is configured to attach directly to the water flow regulator, wherein the tube is configured to
direct the second portion of the water from the water flow regulator directly to a toilet tank overflow tube

e Claim 8: providing, via the tube, the second portion of the water to a toilet tank overfill tube

e Claim 14: wherein the tube is configured to direct the water from the water flow regulator directly to a toilet tank
overflow tube

e Claim 1: wherein the tube is configured to direct the second portion of the water from the bowl fill restriction directly
to a toilet tank overflow tube

e Claim 9: providing, via the tube, the second portion of the water to a toilet tank overfill tube

e Claim 15: wherein the tube is configured to direct the water from the bowl fill restriction directly to a toilet tank
overflow tube

e Claim 24: wherein the tube is configured to direct the second portion of the water from the bowl fill restriction to a
toilet tank overflow tube

10,934,698

* Claim 18: a bowl fill valve outlet port configured to attach directly to a tube that provides water from the bowl fill
valve outlet port to an overflow tube

e Claim 12: a bowl fill valve outlet port configured to attach directly to a tube that provides water from the bowl fill
valve outlet port to an overflow tube
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Overflow Tube
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BEFORE THE PATENT TRIAL AND A

FLUIDMASTER, INC
Petitioner
V.
DANCO, INC.

Patent Owner

Case No. IPR2024-0063
U.S. Patent No. 9,139,993

Claim 1[E] 1s the first (and only) time that an “overtlow tube™ 1s mentioned 1n
Claim 1: 1t 1s not separately recited earlier. In contrast. the other claimed structures
of Claim 1 are separately and affirmatively recited.’ Moreover, Claim 1[E] requires
only a tube “econfigured to attach directly to the water flow regulator.” Thus, the
overflow tube 1s not separately claimed: 1t serves solely as a “reference point” to

define the “purpose and structure™ of the first tube. Eko Brands, LLC v. Adrian

PETITION

Mail Stop PATENT BOARD
Patent Trial and Appeal Board
U.S. Patent and Trademark
Office P.O. Box 1450
Alexandria. VA 22313-1450

PETITIONER’S REPLY TO PATENT OWNER’S RESPONSE TO

IPR2024-00633: Paper 30, 3
IPR2024-00634: Paper 32, 2

a IPR2024-00635: Paper 30, 3-4
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Overflow Tube

“Configured to has a narrower meaning than
merely capable of.”

Wapp Tech Ltd. P ship v. Seattle SpinCo, Inc., No. 4:18-CV-519, 2020 U.S. Dist. LEXIS 73089, at
*55 (E.D. Tex. Apr. 27, 2020) (citing Aspex Eyewear, Inc. v. Marchon Eyewear, Inc., 672 F.3d 1335,
1349 (Fed. Cir. 2012)) (cleaned up).

IPR2024-00633: Paper 36, 2-3
IPR2024-00634: Paper 38, 2-3
IPR2024-00635: Paper 36, 3
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(57) ABSTRACT

ous embodiments, a water inlet of a toilet fill valve
ater from a water supply. A tank water outlet of the
ve provides a first portion of the wa
tank. A bow] fill outlet port of the toilet fill v
second portion of the water to a bowl fill restric
direct contact with an extended portion of the toilet fill valve.
The bowl fill restriction restricts the flow of the second por-
tion of the water. The bowl fill rest on provides the second
portion of the water 1o a tube that is in direct contact with the
bow! fill restriction. The tube provides the second portion of
the water to a toilet tank overfill tube.
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Overflow Tube

By: Jason M. Perilla (j perilla@pkhip com)
EKenneth A. Knox (kknox@pkhip.com)
Eric G. Maurer (pro hac vice) (e mavrer@pkhip com)
Thomas F. Finch (t finch@pkhip com)
PERILLA KNOX & HILDEERANDT LLP

S a5 e D . A POSITA would have understood an

Atlanta, Georgia 30328-5376

LT overflow tube must be above the water

UNITED STATES PATENT AND TRADEMARK OFFICE l| ne.

BEFOEE THE PATENT TRIAL AND APFEAL BOARD

Dr. Cameron also testified a tube
FLUIDMASTER, INC., directed to an overflow tube would
o likely include either anti-siphoning
aco. e means or a clip to hold it above the
- water line.

Case No. [PR2024-00633
U.S. Patent No. 9.139.993 Bl

PATENT OWNER’S RESPONSE
IPR2024-00633: Paper 36, 1-2

] IPR2024-00634: Paper 38, 1-2
IPR2024-00635: Paper 36, 1-2
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Overflow Tube
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i 1[E]

Guoxin discloses a tube configured to attach directly to the water flow

Case TPR2024-00633 i : . . :
Petition for Inter Partes Review of US 9.319.993 regulator to direct the second portion of water to a toilet tank overtlow tube, as is

conventional in the art. See annotated figure of Guoxin illustrated above regarding
D

claim element 1[Pre] and annotated Fig. 2 below; EX1004, €149.

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD
2

FLUIDMASTER, INC.

Petitioner

V.

DANCO, INC.
Patent Owner

Case IPR2024-00633
Patent 9,139,993 Bl

PETITION FOR INTER PARTES REVIEW UNDER 37 C.EF.R. § 42.100

Guoxin discloses tube 403 (Fig. 2), that is configured to provide water supply
to the toilet bowl. EX1016, 2:17-18; EX1004, §149. Guoxin therefore satisfies this

element. Id.
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IPR2024-00633: Paper 1, 41-42
IPR2024-00634: Paper 1, 38-39
IPR2024-00635: Paper 1, 46
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Patent Owner.
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PATENT OWNER'S RESPONSE Pet., 41 (citing EX1016, Fig. 1) (annotated)
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IPR2024-00633: Paper 26, 18-20
IPR2024-00634: Paper 28, 17-19
IPR2024-00635: Paper 26, 13-15
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of water supply line 403.

Petitioner

V.

I note that Guoxin only provides a partial illustration of water supply

line 403 1n Fig. 2, and does not otherwise specity the configuration or terminus point
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Patent Owner
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U.S. Patent No. 9,139,993 B1
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Overflow Tube

17. On one side of the inlet device, there is a switching mechanism 4. The switching mechanism
‘ 18.4 1s equipped with a valve seat 40. This valve seat 40 has a slot 400 to accommodate a switching

o et propery oce of e pepiesepwicod 1 9 Valve 41. The valve seat 40 has water inlet and outlet 401 and 402, where the water outlet 402 can

n2jUtility Model Patent § = g i ) ] - - _ = . ) ) - _ ST g )
cmmme s 2= @12() be connected to the water supply pipeline 403, and the water supply line 403 1s directed to the

[22]Application date 2000.10.10 [21]Applicatid

. w21, 1011t 10 directly provide water supply to the toilet. An annular surround 404 1s designed to

Address Tainan County, Taiwan Province

e T 22.combine with the valve cover 405, thereby securing the switching valve 41 in the slot of the valve
23.seat, restricting 1ts upward and downward movement distances.

Specification Attached Drawings 3
Claims 1 Page 3 Pages Pages

[54]Name of Utility 1oL
Model Switchin;
[5T1Abstract

The present utility model relates to a toilet water tank
water supply switching device. It comprises a water mlet. The
water inlet is fitted with a secondary ball float with a hellow
slot beneath. The switch mechanizm 15 provided on one side
of the water inlet, which is equipped with a valve seat. This
valve seat has a slot to house the switch valve, and the valve
seat is equipped with a water inlet and water outlet. The water
outlet connects to the water supply pipeline and is equipped
with an annular surround combined with the valve cover. The
switching valve itself iz equipped with upper and lower
annvlar surounds. as well as a small apnular suround
between them Additionally. the valve stem is equipped with
an external thread and is fastened with a T-shaped nut. This
achieves more accurate control of the switching valve for the
water supply. and the structure is also simple.

let Water Tank Water Supply
ing Device

ISSNI008-4274

Published by Intellectual Property Publishine House /PR2024-00633: Paper 26’ 18 (Cltlng EX2007’ 2'- 1 8-2 1)
Danco, Inc. EX2007. Page 002 IPR2024-00634: Paper 28, 17 (citing EX2007, 2:18-21)

Fluidmaster, Inc. v. Danco. Inc. - IPR2024-00633 H

- IPR2024-00635: Paper 26, 13-14 (citing EX2007, 2:18-21)
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Overflow Tube / Overfill Tube

Guoxin in view of Ho:
’993 Grounds 1-2

’105 Grounds 1-2
’698 Ground 1

— Additional Exhibits
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Overflow Tube - Brown

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FLUIDMASTER, INC.
Petitioner,

V.
DANCO, INC.
Patent Owner.

And in both instances,

0. Okay.

A. Yes.

Q. Okay. What are the purposes -

10 the purpose of the holes labeled 297

O

28

11 e
LA

— o — 1- — — S e : 11 o — e g 7l = — —y 30 - - . -
4/23/2025 Fluidmaster, Inc. v. Danco, Inc. Kimberly K. C3 6 h.fl S S50me Nno :|_ es 1n 1 t Lila t are 1 f:.]'-:' = ]_T kL i - 13 t ha.t
UNITED STATES PATENT AND TRADEMARK OFFICE 7 correct?

- what 1s

Case No. IPR2024-00633

U.5. Patent No. 9,139,993 Bl . . .

Case No. TPR2024-D0634 11 A. I think that they're there just on the
U.S. Patent No. 9,103,105 Bl

Case No. IPR2024-00635

0.5, Patent No. 10,034,608 B1 12 off chance, I quess, that your overflow tube was

Deposition of Kimberly K. Cameron, PH.D.

oneted Femtety 13 below the water or not working somehow. So you
Wednesday, April 23, 2025
T Hhmtin T 14  have an extra secondary way for water to exit.
Reported by: Matthew Goldstein, RMR, CRR

DIGITAL EVIDENCE GROUP
1730 M Street, NW, Suite 512
Washington, D.C. 20036

(202) 232-0646

IPR2024-00633: Paper 36, 1-2 (citing EX2015, 75:9-79:19)
IPR2024-00634: Paper 38, 1-2 (citing EX2015, 75:9-79:19)
IPR2024-00635: Paper 36, 1-2 (citing EX2015, 75:9-79:19)
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Overflow Tube - Brown

said siphoning action. In order to prevent this, an anti-
siphoning means is provided, and as shown in FIG. 1,
=27 1t preferably takes the form of a plurality of longitudinal-
ly spaced openings 29 located adjacent the end of flexible
tube 2Z& connected to overflow pipe 11. Thus, ¢ven
though the open end of tube 28 might lie below the tank
oh.|water level, one or more of these openings will be above
|the water level and effectively break any vacuum in

M :

i INVENTOR —
= B Erpesi fhrold Lrows

£z I{J‘y} 7 / 3 w,é%(},ﬂ el @F wrare e
=" ATTORNEY

Fluidmaster, Inc. - EX1021, Page 001
IPR2024-00633 (Fluidmaster Inc v. Danco Inc) [
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Overflow Tube - Brown

Q. Is it important to include
[
[
a2312005 rudmaster, e, v Danco, . kmeykf @NE1l—Siphoning means in a tube, such as tube 28
UNITED STATES PATENT AND TRADEMARK OFFICE klere ?

,,,,,,,,,,,,,,, - MS. ACHARYA: Objection; form.

FLUIDMASTER, INC.

Petitioner, .

.. THE WITNESS: I would say 1if you're --
DANCO, INC.
Patent Owner. . , . e . ¢
________________ — in general, 1t's more common tc 1ST design 1t so
Case No. IPR2024-00633 . 7
U.S. Patent No. 9,139,993 Bl . y .
Case No. IPR2024-00634 hat VOUur <2 anda 1l are apove ne wacter level. I f
U.S. Patent No. 9,103,105 Bl

Case No. IPR2024-00635

U.5. Patent No. 10,934,698 Bl you are -- for some reason haven't done that

Deposition of Kimberly K. Cameron, PH.D.

Conducted Remotely adequately and you're worried about it being below

Wednesday, April 23, 2025

9:05 a.m. Mountain Time

the water level, then you could provide those
Reported by: Matthew Goldstein, RMR, CRR

holes like you do here. But I would say it's more

DIGITAL EVIDENCE GROUP
1730 M Street, NW, Suite 812

frstinaton, B0 20030 common to not have those holes.

(202) 232-0646

IPR2024-00633: Paper 36, 1-2 (citing EX2015, 75:9-79:19)
IPR2024-00634: Paper 38, 1-2 (citing EX2015, 75:9-79:19)
IPR2024-00635: Paper 36, 1-2 (citing EX2015, 75:9-79:19)

Danco, Inc. - EX20135, Page 001
Fluidmaster. Inc. v. Danco. Inc. - IPR2024-00633

www.DigitalEvidenceGroup.com Digital Evidence Group C'rt 2025 202-232-0646 M
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Overflow Tube - Brown

5 THE WITNESS: Okay. I took just a quick

[ [
I et e v oo e, ke ] © skim through. I guess before we talk about your
UNITED STATES PATENT AND TRADEMARK OFFICE 7 water silencing question, I just wanted to note
BEFORE THE PATENT TRIAL AND APPEAL BOARD [ .
o e o 8 that it also talks about not having the holes 29,

FLUIDMASTER, INC.

e e 9 and it would be normal to have, like I described,
DANCO, INC.
Fatent Owner. 10 just the clips so that it's above the water level.

Case No. IPR2024-00633
U.S. Patent No. 9,139,993 Bl 1]_ BY I\.J_R . FINCH:
Case No. IPR2024-00634

U.S. Patent No. 9,103,105 Bl

Case No. IPR2024-00635 12 Q. And so you believe that it would be more

U.S5. Patent No. 10,934,698 Bl

Deposition of Kimberly K. Cameron, PH.D. 13 common to use a clip, such as depilcted 1n
Conducted Remotely
Wednesday, April 23, 2025

9:05 a.m. Mountain Time 14 Figure 6, to hold tube 28 above the water level?
Reported by: Matthew Goldstein, RMR, CRR 1 5 A - Yes r I do -

DIGITAL EVIDENCE GROUP
1730 M Street, NW, Suite 512
Washington, D.C. 20036

(202) 232-0646

S B IPR2024-00633: Paper 36, 1-2 (citing EX2015, 81:5-15)
www.DigitalEvidenceGroup.com Digital Evidence Group C'rt 2025 202-232-0646 L.

i 1 Dneo, Tnc. - EX2013, Page 001 IPR2024-00634: Paper 38, 1-2 (citing EX2015, 81:5-15)

SR e e - IPR2024-00635: Paper 36, 1-2 (citing EX2015, 81:5-15)

June 10, 2025 Fluidmaster, Inc. v. Danco, Inc.: IPR2024-00633, -00634, -00635 - DEMONSTRATIVE EXHIBIT - NOT EVIDENCE




Overflow Tube - Brown

Rf:uferri_ng now to FIG. 6, there is illustrated therein a
‘ modification of the anti-siphoning means shown in FIGS.

April 23, 1963 -
FATER SILENC,

=241 and 4. This modification preferably takes the form of
w»|@ U-shaped clip 33 adapted to fit snugly over the upper
||end of overfiow pipe 11 and which clip is provided with A8
|2 small hook 34 at one end for snugly receiving the ad-
1 jacent end of flexible tube 28. It will be noted that the ai I
~joverflow pipe 11 is designed so as to always extend above '
the_ h@ghvzﬁt level of the water in the tank. Thus, some 24 7/

INVEN

= Erpest Herold Browss

£z z I{ - z / 3 W,é%ef:,a 2ndd of crmanein

]

i
=" ATTORNEY

Fluidmaster, Inc. - EX1021, Page 001
IPR2024-00633 (Fluidmaster Inc v. Danco Inc)
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Overflow Tube - Conventional in the Art
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[57] ABSTRACT

A toilet flushing device is 1o be installed in a water supply
tank and has a diverter valve which permits the supply of
high pressure water to the rim flushing conduit of a toilet
bhowl when the toilet bowl is flushed. The diverter valve has
a valve housing and a valve rod disposed movably in the
valve housing in response to increase or decrease of the
water level. A passage is formed longitudinally through the
walve rod 50 as to direct high pressure water to the water
supply tank, thereby preventing fouling formation in the
passage of the valve rod

5 Claims, 10 Drawing Sheets
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a» United States Patent 10y Patent No.: US 6,546,568 B1

Schuster (45) Date of Patent: Apr. 15,2003
i
(54) TOILET TANK WITH SEDIMENT REMOVAL A3 A 51967
ASSEMBLY 1041973 !
11979
(76) Inventor:  Michael J. Schuster, 612 Nicholson Fom !
St Joliet, 11 (US) 60435 o

g e
#1098 Schwanz .
171999 Osmond
6.205660 BL * 102000 Schuster

(*) Notice:  Subject to any disclaimer, the term of this
patent is extended or adjusted under 35
US.C. 154(b) by 0 days.

* cited by examiner

(21 Appl. No.: 19/969,320
(22) Filed:  Oct 1, 2001

Primary Examiner—Robert M. Fetsuga
(74) Awtorney, Agent, or Firm—Michacl 1. D" Aurclio

Related U.S. Application Data (57 ABSTRACT

(63) Continuation of application No, 09/634,249, flled on Aug. 8, A 10ilet tank with & sediment cemoval assembly comprises o i
2000, now Pat, No, 295,660, Hexible whe connected fo the upper discharge spout of the
(51 ntake stanclpipe i the toilet tank cavity, and a configured |
e length of copper tubing connected ta the Bexible tube for
(52) water o flow therethrough when the float valve is open to |
(58) . flow water into the tank during a flushing operation. The
367, 450, 508, 122/383; 1371432, copper whing has a longitudinal section which extends i
436, 437, 438, 441, 444, 131041 downwardly and vertically from its connection 1o the flcx-
. . ible tube, an integrally joined first lateral or horizontal
(56) References Cited section curved of bént fo lie on the bottom wall of the tank '

US, PATENT DOCUMEN S adjacent to the rear wall, and an integrally joined scoomd
lateral or horizontal section curved or bent 1o extend sub-
stantially normal o the fist lateral section and lie on 1he
bottom wall of the tank adjacent to the then facing end wall
of the tank.

61911 Dayer ot al.
¥i

S ’ +
o 4351
. 4366 14 Claims, 4 Drawing Sheets

Dufsult

Fluidmaster, Inc. - EX1014, Page 001 B IPR2024-00633: Paper 26, 16-17, 19-20
IPR2024-00633 (Fluidmaster Inc v. Danco Inc) IPR2024-00634: Paper 28, 15-16, 18-19
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11/19/2024 Fluidmaster, Inc. v. Danco, Inc. Kimberly K. Cameron, Ph.D.
Page 1
UNITED STATES PATENT AND TRADEMARE OFFICE
BEFORE THE PATENT TRIAL AND APPEAL BOARD
___________________________________ %
FLUIDMASTER, INC.,
Petitioner, C.A. No.
V. 24B84cv00766-BLS1
DANCO, INC.,
Patent Owner.
,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,, %
IPR2024-00633 U.S. Patent No. 9,139,993
IPR2024-00634 U.S. Patent No. 9,103,105
IPR2024-00635 U.S. Patent No. 10,934,698
DEPOSITION of KIMBERLY K. CEMERON, Ph.D.
Tuesday, November 19, 2024
Boston, Massachusetts
Reporter: Michael D. O'Connor, RMER, CRC, CRR
DIGITAL EVIDENCE GROUP
1730 M Street, NW, Suite 812
Washington, D.C. 20036
(202) 232-0ede
www.DigitalEvidenceGroup.com Digital Evidence Group C'rt 2024 202-232-0646

10

11

12

13

Q. Water comes from the water supply
into the fill wvalve?

A. Correct.

Q. Then after water enters the fill
valve, where does it next?

A. So it can go into the bowl.

Q. How does it go into the bowl?

A. Through a tube.

IPR2024-00633: Paper 30, 3 (citing 2008, 85:6-13)
IPR2024-00634: Paper 32, 3 (citing 2008, 85:6-13)
IPR2024-00635: Paper 30, 5 (citing 2008, 85:6-13)
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“ 14 Q. Through what tube?
11/19/2024 Fluidmaster, Inc. v. Danco, Inc. Kimberly K. Cameron, Ph.D.
15 A. I don't know what you mean by
Page 1
UNITED STATES PATENT AND TRADEMARE OFFICE 1 6 that -
BEFORE THE PATENT TRIAL AND APPEAL BOARD
17 Q. When you say it goes through a
___________________________________ .
FLUIDMASTER, INC., T S B B - _ . . -
eticiomer, LB, No. 18 tube, what are you referring to?
V. 2484CcvV00766-BLS1
DaNCO, INC., 19 A. I don't know how to describe that.
Patent Ownsr.
——————————————————————————————————— b4 i
20 I don't know how to answer your question

IPR2024-00633 U.S. Patent No. 9,139,993
IPR2024-00634 U.S. Patent No. 9,102,105

IPR2024-00635 U.S. Patent No. 10,934,698

DEPOSITION of KIMBERLY K. CAMERON, Ph.D.

Tuesday, November 19, 2024

Boston, Massachusetts

Reporter: Michael D. O'Connor, RMER, CRC, CRR

DIGITAL EVIDENCE GROUP
1730 M Street, NW, Suite 812
Washington, D.C. 20036
(202) 232-0646
IPR2024-00633: Paper 36, 5 (citing EX2008, 85:9-20)
IPR2024-00634: Paper 38, 5 (citing EX2008, 85:9-20)

IPR2024-00635: Paper 36, 6 (citing EX2008, 85:9-20)

www.DigitalEvidenceGroup.com Digital Evidence Group C'rt 2024 202-232-0646 —
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’993 Grounds 1-2

’105 Grounds 1-2
’698 Ground 1

- U.S. Patent No. 9,139,993:
— Claims 1-20

- U.S. Patent No. 9,103,105:
- Claims 1-24
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9,139,993

* Claim 1: a body comprising an extended portion, wherein the extended portion is integrally molded with
the body

e Claim 8: wherein the extended portion is integrally molded with the toilet fill valve
e Claim 14: wherein the extended portion is integrally molded with the body

* Claim 1: a body comprising an extended portion, wherein the extended portion is integrally molded with
the body

e Claim 9: wherein the extended portion is integrally molded with the toilet fill valve
e Claim 15: wherein the extended portion is integrally molded with the body
e Claim 24: wherein the extended portion is integrally molded with the body
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Irials(@uspto.gov Paper 19
571-272-7822 Date: September 9, 2024
NITED STATES PATENT AND TRADE At this stage of the proceeding, we construe “integrally molded with”

BEFORE THE PATENT TRIAL AND AP

to mean molded together as a single structure.

FLUIDMASTER, INC.,
Petitioner,

V.

DANCO, INC.,
Patent Owner.

IPR2024-00633
Patent 9,139,993 B1

Before MEREDITH C. PETRAVICK, JAMES A. TARTAL. and T h e B O a rd ,S C O n St r u Ct i O n re q u i re S

ROBERT 1. SILVERMAN, Administrative Patent Judges.

the fill valve and extended portion be:

DECISION
Granting Institution of Inter Partes Review
ISUSC §314

1. A Single Structure
2.Molded

I. INTRODUCTION
A. Background and Summary
Fluidmaster, Inc. (“Petitioner”™) filed a Petition requesting infer partes

review of claims 1-20 of U.S. Patent No. 9,139,993 B1 (Ex. 1001, “the 993

patent™). Paper 1 (“Pet.””). Danco, Inc. (“Patent Owner”) filed a Preliminary

Response. Paper 12 (“Prelim. Resp.”). With our prior authorization (Paper IPR2024-00633: Paper 19’ 14_15, Paper 36, 6
- IPR2024-00634: Paper 21, 14-15; Paper 38, 6
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MMWWWWJVW

b.  1[A]

Guoxin discloses a toilet fill valve having an extended portion that is integrally
Case IPR2024-00633

Petition for Inter Partes Review of US 9,319,993 . . . - , .
et for fier Taries Bewiewo ’ molded with the water inlet device 1, as shown in Figure 3 and the exploded view of

2 o A €172 3 n’ 1 ralv
T Figure 4. EX1004, 123. The extended portion of Guoxin’s toilet fill valve forms a

bowl fill outlet port. 7d.
BEFORE THE PATENT TRIAL AND APPEAL BOARD

FLUIDMASTER, INC.

o 4 /
Petitioner 1 f‘l
7
y 1
v. ~ 11 e .
DANCO, INC. ) AN
Patent Owner | A\
T\
\
j % \\\‘ |Et ded Porti ‘
Case IPR2024-00633 Y/ \ PATECIEE] [FEINIElT
Patent 9,139,993 Bl i \ \
I
1 \ 5
—~ \\ 1
[ 1 I A | I
30 \ J*J"J"‘/i\ 415
PETITION FOR INTER PARTES REVIEW UNDER 37 C.F.R. § 42.100 e 7 {\ .

<& e
\\
A\

= 4lll

\ ’_ /’

TNE
P = SNy

*V"IWWWWWW

IPR2024-00633: Paper 1, 32
- IPR2024-00634: Paper 1, 28
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MMWWWWJVW

[ To the extent PO incorrectly argues that the extended portion illustrated in

Case IPR2024-00633 Guoxin is not “integrally molded,” Ho most clearly discloses an integrally molded
Petition for Inter Partes Review of US 9,319,993 e

extended portion on a toilet fill valve with a recess into which a water flow regulator

UNITED STATES PATENT AND TRADEMARK OFFICE . P ) . ,
with a protrusion is inserted and locked into place. See EX1022, annotated Figs. 3

BEFORE THE PATENT TRIAL AND APPEAL BOARD
and 5 below; EX1004, 9124.

FLUIDMASTER, INC. ,

Petitioner

Protrusion (blue) snap fits into
recess in extended portion

DANCO, INC. ( ) ‘ ‘

V.

Patent Owner

Patent 9,139,993 Bl -

;:
Case IPR2024-00633 /[
]

PETITION FOR INTER PARTES REVIEW UNDER 37 C.EF.R. § 42.100

Ta |

| S LA VA WA VA

n

*V"IWWWWWW

IPR2024-00633: Paper 1, 33
- IPR2024-00634: Paper 1, 28-29
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Paper No. 28
Filed: March 19, 2025

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FLUIDMASTER, INC.
Petitioner
V.

DANCO, INC.

Patent Owner

Case No. [PR2024-00633
U.S. Patent No. 9,139,993 B1

PETITIONER’S REPLY TO PATENT OWNER'’S RESPONSE TO
PETITION

Mail Stop PATENT BOARD
Patent Trial and Appeal Board
U.S. Patent and Trademark
Office P.O. Box 1450
Alexandria, VA 22313-1450

MMWW

PO also claims that Ho does not show an “integrally molded” extended
portion. POR. 30-33. But Ho’s disclosures contradict this. See EX1004. 9124
(discussing annotated Figs. 3 and 5. reproduced below: explaining a POSITA would

understand that the protrusion (blue) in Fig. 5 slots into the extended portion (orange)

of the fill valve. as shown in Fig. 3): - 7 a1
1
Protrusion (blue) snap fits into
recess in extended portion B |
( ) ‘ prmm——
N ’
= #° ]
P
l
A
| T 4 T
. "
( ’ T I
! :b )
2 & B
H N -
‘4 i k:na"’
Hi 7 'E\
I\

IPR2024-00633: Paper 30, 10
IPR2024-00634: Paper 32, 10-11
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By: Jason M. Perilla (j perilla@pkhip com) o
EKenneth A. Knox (kknox@pkhip.com)
Eric G. M hac vice) (e.mavrer@pkhip.
Thomas . Finch (¢ faco@pipeomy T I 21b 3101
PERILLA KNOX & HILDEBRANDT LLP ot -~ B 321
5871 Glenridge Drive P i 3104
Suite 350 | | : 1} ,
Atlanta, Georgia 30328-5376 ! | =| ! ; 3 la
Tel: (770) 927-7802 1| T e : e
Fax: (877) 3896779 , p \/"31 1
b (|4
UNITED STATES PATENT AND TRADEMARK OFFICE Ny I :r 1 31 30
™ M
el B A 3103
BEFORE THE PATENT TRIAL AND APPEAL BOARD u\ —~31b
il (ER__3102
il y___—312
FLUIDMASTER. INC., CHI[
Petitioner, 0 Jh 32 1 a
34 il —"_3210
DANCO, INC. g ,./3 2

Patent Owner.

Case No. [PR2024-00633
U.S. Patent No. 9.139.993 Bl

EX1022 (Ho), Fig. 3 (annotated)

PATENT OWNER'S RESPONSE

IPR2024-00633: Paper 26, 32-33
- IPR2024-00634: Paper 28, 30-31
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By: Jason M. Perilla (j.perilla@pkhip.com)
Kenneth A. Knox (k. knox(@pkhip.com)

Eric G. Maurer (e.maurer@pkhip.com)
Thomas F. Finch (t.finch@pkhip.com)
PERILLA KNOX & HILDEBRANDTLLP
5871 Glenridge Drive

Suite 350

Atlanta, Georgia 30328-5376

Tel: (770) 927-7802

Fax: (877) 389-6779

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

35
FLUIDMASTER, INC.. 3111
Petitioner. 352
351
V.
. . 21
DANCO, INC.
Patent Owner.
EX1022 (Ho), Fig. 3 (annotated)
Case No. IPR2024-00633
U.S. Patent No. 9,139,993 B1
PATENT OWNER'’S SURREPLY TO PETITIONER’S REPLY V‘-,WW/WWNW

IPR2024-00633: Paper 26, 32-33
IPR2024-00634: Paper 28, 30-31
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Integrally Molded With

Irials(@uspto.gov Paper 19
571-272-7822 Date: September 9, 2024
NITED STATES PATENT AND TRADE At this stage of the proceeding, we construe “integrally molded with”

BEFORE THE PATENT TRIAL AND AP

to mean molded together as a single structure.

FLUIDMASTER, INC.,
Petitioner,

V.

DANCO, INC.,
Patent Owner.

IPR2024-00633
Patent 9,139,993 B1

Before MEREDITH C. PETRAVICK, JAMES A. TARTAL. and T h e B O a rd ,S C O n St r u Ct i O n re q u i re S

ROBERT 1. SILVERMAN, Administrative Patent Judges.

the fill valve and extended portion be:

DECISION
Granting Institution of Inter Partes Review
ISUSC §314

1. A Single Structure
2.Molded

I. INTRODUCTION
A. Background and Summary
Fluidmaster, Inc. (“Petitioner”™) filed a Petition requesting infer partes

review of claims 1-20 of U.S. Patent No. 9,139,993 B1 (Ex. 1001, “the 993

patent™). Paper 1 (“Pet.””). Danco, Inc. (“Patent Owner”) filed a Preliminary

Response. Paper 12 (“Prelim. Resp.”). With our prior authorization (Paper IPR2024-00633: Paper 19’ 14_15, Paper 36, 6
- IPR2024-00634: Paper 21, 14-15; Paper 38, 6
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| If two structures are “molded together as a single structure.” they must

By: Jason M. Perilla (j perilla@pkhip.com) comprise a single molded structure. In the context of the toilet fill valves recited by
Kenneth A. Knox (k knox@pkhip.com) o B

Eric G. Maurer (pro hac vice) (e mavrer@pkhip com)
Thomas F. Finch (t finch@pkhip com)

PERILLA KNOX & HILDEBRANDT LLP the Challenged Claims. a POSITA would have understood the term “molded” to
5871 Glenridge Drive =

Suite 350

Atlanta, Georgia 30328-5376 ~ 2 2

Tel: (770) 927-7802 efer to plastic structures, which are manufactured through processes such as

Fax: (877) 389-6779

UNITED STATES PATENT AND TRADEMARK | . " .
injection molding. overmolding. or extrusion molding. EX2008. 35:10-39:12.

BEFOEE THE PATENT TRIAL AND APFEAL H

EX2013, §133.
FLUIDMASTER., INC.,
Petitioner,
v.
DANCO, INC.

Patent Owner.

Case No. [PR2024-00633
U.S. Patent No. 9.139.993 Bl

PATENT OWNER'S RESPONSE

IPR2024-00633: Paper 26, 24-25
IPR2024-00634: Paper 28, 22-23
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U.S. Patent and Trademark
Office P.O. Box 1450

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

U.S. Patent No. 9,139,993 B1

Mail Stop PATENT BOARD
Patent Trial and Appeal Board

S~ The 993 Patent 1s not directed to the composition or method of manufacture
Filed: March 19,

of 1ts claimed structure. The claims and specification are silent as to material

composition. EX1037, 16:25-17:13; 18:24-19:10.

FLUIDMASTER, INC.

Petitioner
V.
DANCO, INC.

Patent Owner

Case No. IPR2024-00633

PETITIONER’S REPLY TO PATENT OWNER’S RESPONSE TO Dr. Cameron teStified that in her VieW,
the Challenged Claims cover “a fill valve

PETITION

and an extended portion” that were
“chiseled ... out of a block of wood.”

. IPR2024-00633: Paper 30, 8; Paper 36, 8-9
Alexandria, VA 22313-1450 -

June 10, 2025

IPR2024-00634: Paper 32, 8; Paper 38, 9
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“I'W]ords of limitation that can connote with equal
force a structural characteristic of the product or a
process of manufacture are commonly and by default
Interpreted in their structural sense.”

In re Nordt Dev. Co., LLC, 881 F.3d 1371, 1375-76 (Fed. Cir. 2018)

IPR2024-00633: Paper 36, 8-9
IPR2024-00634: Paper 38, 9
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Ho

United States Patent

1191

(1] Patent Number: 5,862,538

[45] Date of Patent: Jan. 26, 1999

1541
(761

[21]
[22]

[51)
[521

(58]

[56]

TOILET FLUSHING DEVICE

Inventor:  Chung-Yi Ho, 2, No. 1-1, Alley 49,
Lane. 101, Ching-Shan Rd., Shih-Lin

Dist., Taipei Cily, Taiwan
Appl. No.: 975,184
Filed: Nov, 20, 1997
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U.S, ClL

Field of Search ...

- EO3D 136

i 4300, 36T, 329,

4/332; 137/881, 62548, 441, 423
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[57] ABSTRACT

A toilet flushing device is 1o be installed in a water supply
tank and has a diverter valve which permits the supply of
high pressure water to the rim flushing conduit of a toilet
bhowl when the toilet bowl is flushed. The diverter valve has
a valve housing and a valve rod disposed movably in the
valve housing in response to increase or decrease of the
water level. A passage is formed longitudinally through the
walve rod 50 as to direct high pressure water to the water
supply tank, thereby preventing fouling formation in the
passage of the valve rod

5 Claims, 10 Drawing Sheets
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8 Q. And so correct me if I'm wrong, but my
!
4/23/2025 Fluidmaster, Inc. v. Danco, Inc. Kimberly K. Cameron, Ph.D. 9 under?jtandlng 15 thdt yo-ur teSt'lm(jny 15 that
Page 1 v - K LI i s T 7 .3 _ . . £ . o
_ - 10 Figure 2 and Figure 3 would not look different if
UNITED STATES PATENT AND TRADEMARK OFFICE = =
BEFORE THE PATENT TRIAL AND APPEAL BOARD 1]_ ___-':- -%Xt.-%l'l-::]_i':‘:-::i Ppor t.il.jll'l were I'['L.»'?L-::]_% l.jlf met .»'_:L-_ - 1::-1_1 T t__%_‘r_-’%

FLUIDMASTER, INC. ' ' . ' s .
12 would be an indication i1in the specification that

Petitioner,

DANCO, INC. 13 that was the case?
Patent Owner.
"""" o e Lorausio0s 14 MS. ACHARYA: Objection; form.
U.S. Patent No. 9,139,993 Bl
faoe o, TERZ0Z4-0005 15 THE WITNESS: That would probably be

U.S. Patent No. 9,103,105 Bl
Case No. IPR2024-00635 .
U.S. Patent No. 10,934,698 Bl 16 my —- that would probably be my expectation.

Peposttion of Kluberly . Caneron, BE.D. 17 Whether you could convey that another way, you
Conducted Remotely
Wednesday, April 23, 2025

9:05 a.m. Mountain Time 18 know, that's probably what I would do, if this is

feported by: Matthew Goldstein, RME, CRE 19 me. Whether somebody chooses something different,

DIGITAL EVIDENCE GRODP 20 I would need to look at what that was. But that
1730 M Street, NW, Suite 812

Washington, D.C. 20036

(202) 232-0646 21  would be -- that would be my expectation, yes.
www.DigitalEvidenceGroup.com Digital Evidence Group C'rt 2%2"‘5“‘11 e Exzms‘zgigfgfﬁﬁ% IPR2024'00633 Paper 36, 8 (Cltlng EX2015, 138. 12_140:2 1)

Fluidmaster. Inc. v. Danco. Inc. - IPR2024-00633

I~ IPR2024-00634: Paper 38, 8 (citing EX2015, 138:12-140:21)
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19

4/23/2025 Fluidmaster, Inc. v. Danco, Inc. Kimberly K.

20

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD 2 J_
FLUIDMASTER, INC.
Petitioner,

. 22

DANCO, INC.

Patent Owner.

Case No. IPR2024-00633 l

U.S. Patent No. 9,139,993 Bl
IPR2024-00634

U.s. Patent No. 9,103,105 Bl 2

IPR2024-00635

Case No.

Case No.

Q. Okay.

convey that, what if it wasn't relevant and
Figure 2 just depicted a metal fill valve body in

a metal extended portion, would you expect

What if you weren't trying to

jifferent if those pc

U.S5. Patent No. 10,934,698 Bl

Deposition of Kimberly K. Cameron, PH.D.
Conducted Remotely
Wednesday, April 23, 2025

9:05 a.m. Mountain Time

Reported by: Matthew Goldstein, RMR, CRR

DIGITAL EVIDENCE GROUP
1730 M Street, NW, Suite 512
Washington, D.C. 20036

(202) 232-0646

www.DigitalEvidenceGroup.com Digital Evidence Group C'rt 2025 202-232-0646

Danco. Inc. - EX2015, Page 001

Fluidmaster. Inc. v. Danco. Inc. - IPR2024-00633

Fluidmaster, Inc. v. Danco, Inc

.. IPR2024-00633, -00634, -00635

IPR2024-00633: Paper 36, 8 (citing EX2015, 184:2-186:2)
IPR2024-00634: Paper 38, 8 (citing EX2015, 184:2-186:2)
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'
20 A. That may not be how everyone does 1it,
‘ [
4/23/2025 Fluidmaster, Inc. v. Danco, Inc. Kimberly K.
ink 1 ou'’ ki sonall h
A4l but I think 1f you're asking me personally, yeah,
UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE PATENT TRIAL AND APPEAL BOARD 2 2 I wou l :i £:| r |:1j{:‘l ap.l X — I:' Yropa }_:_\ l \V4 l eagve t ne t i1aure
FLUIDMASTER, INC.
Petitioner, 1 unchanged and make a note 1n the specification,
v. = L
DANCO, INC.
Patent Owner.
________________ — 2 VesS
Case No. IPR2024-00633
U.S. Patent No. 9,139,993 Bl
Case No. IPR2024-00634
U.S. Patent No. 9,103,105 Bl
Case No. IPR2024-00635
U.S5. Patent No. 10,934,698 Bl
Deposition of Kimberly K. Cameron, PH.D.
Conducted Remotely
Wednesday, April 23, 2025
9:05 a.m. Mountain Time
Reported by: Matthew Goldstein, RMR, CRR
DIGITAL EVIDENCE GROUP
1730 M Street, NW, Suite 812
Washington, D.C. 20036
(202) 232-0646
www.DigitalEvidenceGroup.com Digital Evidence Group C'rt 2025 202-232-0646 .
Danco. Inc. - EX2015. Page 001 IPR2024-00633: Paper 36, 8 (citing EX2015, 184:2-186:2)
Fluidmaster. Inc. v. Danco. Inc. - IPR2024-00633 LI oy
: ‘ " IPR2024-00634: Paper 38, 8 (citing EX2015, 184:2-186:2)
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10 Q. And what is it from the figures and the

4/23/2025 Fluidmaster, Inc. v. Danco, Inc. Kimberly K. Camer 1 J— de SCY j—pt j— on s F}e c j— f j— ca l ]- y t hd t l ecda d::_; t O y{:) ur

Py

UNITED STATES BATENT AND TRADEMARK OFFICE 12 understanding that that is a molded structure?

BEFORE THE PATENT TRIAL AND APPEAL BOARD . .

7777777777777777777777777777777777 13 MS. ACHARYA: Objection; form.

FLUIDMASTER, INC.

Petitioner, .

‘. 14 THE WITNESS: Because that 1s

DANCO, INC.

Patent Owner. . - .

________________ — 15 typically —- that's typically how these are mad
Case No. IPR2024-00633

U.S. Patent No. 9,139,993 Bl

e iemoonionneas 16 and there's nothing in here that to indicate that

U.S. Patent No. 9,103,105 Bl

)]

Case No. IPR2024-00635 17

Dot Patent to. 10 0aa, con B this 1s anything other than normal.

Deposition of Kimberly K. Cameron, PH.D.
Conducted Remotely
Wednesday, April 23, 2025

9:05 a.m. Mountain Time

Reported by: Matthew Goldstein, RMR, CRR

DIGITAL EVIDENCE GROUP
1730 M Street, NW, Suite 512
Washington, D.C. 20036

(202) 232-0646

e BB G e Tnc - X201, g (0] IPR2024-00633: Paper 36, 8 (citing EX2015, 104:10-105:1)
ot o . Do o - [PRUHO00% - IPR2024-00634: Paper 38, 8-9 (citing EX2015, 104:10-105:1)
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“In an inter partes review, the petitioner shall have the burden of
proving a proposition of unpatentability by a preponderance of the
evidence. The absence of a finding that [a reference] does not have
[certain claimed features] therefore cannot establish [the reference]
In fact has those features.”

Medtronic, Inc. v. Teleflex Innovations S.A.R.L., 70 F.4th 1331, 1338 (Fed. Cir.
2023) (citing 35 U.S.C. § 316(e)).

IPR2024-00633: Paper 36, 8
IPR2024-00634: Paper 38, 8-9
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— Additional Exhibits
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By: Jason M. Perilla (j perilla@pkhip com)
EKenneth A. Knox (kknox@pkhip.com)
Eric G. Maurer (pro hac vice) (e.manrer@pkhip.com) 5 Oh
Thomas F. Finch (t finch@pkhip com)
PERILLA KNOX & HILDEERANDT LLP 5t
5871 Glenndge Drive E:
Suite 330
Atlanta, Georgia 30328-5376
Tel: (770)927-7802
Fax: (877) 389-6779

AN\

AANANANNANNR

UNITED STATES PATENT AND TEADEMARK OFFICE

[/

[/

BEFORE THE PATENT TRIAL AND APPEAL BOARD

+—40

FLUIDMASTER., INC., 2 1 3 J/i

Petitioner, iy

v.
/5
DANCO, INC. <

Patent Owner.

Case No. IPR2024-00633
US. Patent No. 9,139,993 BI EX1022 (Ho), Fig. 2 (annotated)

FATEST OWRERS RESPORSE .W/‘"WW/WWNNW

IPR2024-00633: Paper 26, 18-19
- IPR2024-00634: Paper 28, 17-18
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‘ “Molded” does not refer to metal structures. which are typically “cast” or

By: Jason M. Perilla (j.peri].la-@pk:hip_com] ) » . L.
e o apiiipeony| | 1AChined.” EX2013, 9134: EX2008, 63:21-65:21. Dr. Cameron has failed to show
Thomas F. Finch (t finch@pkhip com)
PERILLA KNOX & HILDEBRANDT LLP
5871 Glenndge Drive Y . .
Sute 350 (1) that general reference to a patent figure alone 1s enough to determine whether a
Atlanta, Georgia 30328-5376
T«:l: (;750) 0277802
Fax: (877) 389-6779

| structure 1s plastic. and (2) that Ho. in particular. discloses a plastic structure. These
UNITED STATES PATENT AND TRADEMAHR b

SEroRE THE PATENT TRIAL anp appea] dEflCIENCIEs are fatal to the Petition. EX2013. 134,

FLUIDMASTER., INC.,
Petitioner,

V.

DANCO, INC.
Patent Owner.

Case No. [PR2024-00633
U.S. Patent No. 9.139.993 Bl

PATENT OWNER'S RESPONSE

IPR2024-00633: Paper 26, 24-25
- IPR2024-00634: Paper 28, 22-23
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2 Q. Okay. But there isn't anything in the

P Fudmaste, Ic.v.Danco, e, Kimber K Cam| 3 specification that indicates that that structure
UNITED STATES PATENT AND TRADEMARK OFFICE 4 is mo lded; is there?

BEFORE THE PATENT TRIAL AND APPEAL BOARD

n

,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,, A. It doesn't specifically say that it's --
FLUIDMASTER, INC.
Petitioner, . . =
.. 6 I don't think it specifically uses the words
DANCO, INC.
Patent Owner. '
________________ . 7 "integrally molded" or "molded," but from my
Case No. IPR2024-00633
U.S. Patent No. 9,139,993 Bl 8

Case No. IPR2024-00634
U.S. Patent No. 9,103,105 Bl
Case No. IPR2024-00635 g
U.S5. Patent No. 10,934,698 Bl -

looking at the figures and the description, that

1s my understanding.

Deposition of Kimberly K. Cameron, PH.D.
Conducted Remotely
Wednesday, April 23, 2025

9:05 a.m. Mountain Time

Reported by: Matthew Goldstein, RMR, CRR

DIGITAL EVIDENCE GROUP
1730 M Street, NW, Suite 512
Washington, D.C. 20036

(202) 232-0646

www.DigitalEvidenceGroup.com Digital Evidence Group C'rt 2025 202-232-0646

Danco. Inc. - EX2015. Page 001 IPR2024-00633: Paper 36, 8 (citing EX2015, 104:2-9)

Fluidmaster. Inc. v. Danco. Inc. - IPR2024-00633 —

- IPR2024-00634: Paper 38, 8-9 (citing EX2015, 104:2-9)
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4/23/2025 Fluidmaster, Inc. v. Danco, Inc. Kimberly K. Cameron, Ph.D.
Fage 1 7 Q. As a person of ordinary skill in the
UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE PATENT TRIAL AND APPEAL BOARD 18 art, do you have any understanding as to what the
FLUIDMASTER, INC. ) ; , , ,
Petitioner, L, material composition of that structure is?
DANCO, INC. 1 ;
Patent Owner. 20 A. I don't know precisely what the
Case No. IPRZ0Z4-00633 - . - ~
0.5, Patent No. 9,139,405 B1 21 composition 1s, no.

Case No. TPR2024-00634
U.s. Patent No. 9,103,105 Bl _ L. = = S0 —
Case No. IPR2024-00635 u have n unaerstandlnc

U.S. Patent No. 10,934,698 Bl

o 6 material composition of that structure?

Deposition of Kimberly K. Cameron, PH.D. L
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Conducted Remotely
Wednesday, April 23, 2025 7
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-

9:05 a.m. Mountain Time

Reported by: Matthew Goldstein, RMR, CRR

DIGITAL EVIDENCE GROUP “V”_WNN\/WW

1730 M Street, NW, Suite 512
Washington, D.C. 20036

(202) 232-0646

e BB G e Tnc - X201, g (0] IPR2024-00633: Paper 36, 8 (citing EX2015, 121:13-122:8)
i fae v Do, o [P0 - IPR2024-00634: Paper 38, 8-9 (citing EX2015, 121:13-122:8)
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7 Q. How would Figure 2 and Figure 3 of Ho
- - S = - _
I dmaster e v. oo, e, Kimtery K comeron] O look different 1f this structure were made out of
Pag| _
UNITED STATES PATENT AND TRADEMARK OFFICE 9 metal :J
e T e A e e 10 MS. ACHARYA: Objection; form.

FLUIDMASTER, INC.

petitioner, 11 THE WITNESS: If Ho is trying to convey

DANCO, INC.
L e e 12 that you are not kind of just using standard
Case No. IPR2024-00633
VoS Batent Moo 9,138,009 B 13 things for this, then I would expect either a

Case No. IPR2024-00634

U.S. Patent No. 9,103,105 Bl
Case No. 1PR2024-00639 14 mention of that, or I suppose maybe you could use
U.S5. Patent No. 10,934,698 Bl .

Deposition of Kimberly K. Cameron, PH.D. 15 what you're pointing me to, the MPEP. But,
Conducted Remotely
Wednesday, April 23, 2025

9:05 a.m. Mountain Time 16 frankly, I find that to be pretty uncommon, and

Reported by: Matthew Goldstein, EMR, CRR 17 E}rObably there WC)L]l(j j]_l.cjt be ad mentj_(:)n

DIGITAL EVIDENCE GROUP . . .
1730 M Street, Ni, Suite 812 18 specifically that 1t was.
Washington, D.C. 20036

(202) 232-0646

www.DigitalEvidenceGroup.com Digital Evidenc:.a Group C'rt 2%2"‘5“‘11 e Exzms‘zgigfgfﬁﬁ% IPR2024'00633 Paper 36, 8 (Cltlng EX2015, 138. 12_140:2 1)
FldmasierIne v D, o - [PRR00003 IPR2024-00634: Paper 38, 8 (citing EX2015, 138:12-140:21)
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“The following symbols should be used to indicate various materials
where the material is an important feature of the invention. The use
of conventional features is very helpful in making prior art searches.”

MPEP § 608.02

METAL

IPR2024-00633: Paper 36, 8
IPR2024-00634: Paper 38, 8
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’993 Grounds 1-2

’105 Grounds 1-2
’698 Ground 1

Motivation to Combine - Fluid Flow
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Motivation to

Combine - Fluid Flow Connectors

Case IPR2024-0
Petition for Inter Partes Review of US 9,319

UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE PATENT TRIAL AND APPEAL BOARD

FLUIDMASTER. INC.
Petitioner
V.
DANCO, INC.

Patent Owner

Case IPR2024-00633
Patent 9,139,993 Bl

PETITION FOR INTER PARTES REVIEW UNDER 37 C.F.R. § 42.1(

See, e.g., EX1016, 2, 5:1-2; EX1022. 1, 1:6-9, Figs. 1-5; EX1004, q114. A POSITA
would understand that male and female fluid flow connectors are generally
interchangeable and the selection of which is a matter of design preference. See
EX1004, 99114-115: EXI1017, 7:15-24, Figs. 5-6 (Bjerke showing
mterchangeability of male and female connectors); EX1006. 80-81 (male and female
connector arrangements can be reversed); EX1004, 9115-117. The toilet fill valve
connectors here are likewise mterchangeable. EX1004, 9118: EX1001, 7:21-33
(acknowledging the mterchangeability of protrusions, ribs, recesses, etc., on the

respective couplings).

IPR2024-00633: Paper 1, 28-29
IPR2024-00634: Paper 1, 24-25

June 10, 2025

IPR2024-00635: Paper 1, 24
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As illustrated in FIG. 6, the backflow preventer 60 may be

United States Patent 1 1 e | PIOVIded with the male portion 66a of the quick connect/
 ancecomammmoas o e | A15CONNECt, While the hose 14 may be provided with the
S mERE S Cweeeod female portion 64a of the quick connect/disconnect.

e EO3C 1704

| Consequently, FIG. 6 illustrates the reversal of the male and
female portions of the quick connect/disconnect in compari-

“|son with the form of the invention illustrated in FIG. 5. Tt
will also be appreciated that the male threads 62 and female
threads on the faucet 10 may be reversed, depending upon
“lwhether the faucet has male or female threads. The arrange-
ment set forth in FIG. S is preferred, however, because the
female connection 64 prevents upward spray at the connec-
tion and also affords an casier connection method by requir-
ing movement of the male and female portions of the quick

L ;?5/; connect/disconnect in an upward direction. It will also be

=2

- L}

il ‘g IPR2024-00633: Paper 26, 35-36 (citing EX1017 (Bjerke), 7:24-29)
L IPR2024-00634: Paper 28, 33 (citing EX1017 (Bjerke), 7:24-29)

IPR2024-00635: Paper 26, 20-21 (citing EX1017 (Bjerke), 7:24-29)
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“IIlt can be important to identify a reason that would
have prompted a [POSITA] to combine the elements
In the way the claimed new invention does” and
“this analysis should be made explicit.”

KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 418 (2007)

IPR2024-00633: Paper 36, 16
IPR2024-00634: Paper 38, 17
IPR2024-00635: Paper 36, 11
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Guoxin in view of Ho:
’993 Grounds 1-2

’105 Grounds 1-2

Motivation to Combine — Quick Connect
698 Ground 1
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Motivation

to Combine - Quick Connection Art

Caq
Petition for Inter Partes Reviev

UNITED STATES PATENT AND TRADEMARK O
BEFORE THE PATENT TRIAL AND APPEAL BC

FLUIDMASTER, INC.

regulator to the extended portion. To the extent Guoxin m view of Ho do not
expressly disclose these mechanisms of attachment, it would have been obvious to
a POSITA to use any known method of connecting two fluid channels to one another,

such as any of those disclosed in the quick connection art. EX1004, 9207. The 993

Petitioner
V.
DANCO, INC.

Patent Owner

Case IPR2024-00633
Patent 9,139,993 Bl

PETITION FOR INTER PARTES REVIEW UNDER 37 C.EF.R. § 42.100

IPR2024-00633: Paper 1, 57
| IPR2024-00634: Paper 1, 53

IPR2024-00635: Paper 1, 41
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“IK]nowledge of a problem and motivation to solve it are
entirely different from motivation to combine particular
references..”

Innogenetics, N.V. v. Abbott Labs., 512 F.3d 1363, 1373 (Fed. Cir. 2008)

IPR2024-00633: Paper 36, 16
IPR2024-00634: Paper 38, 17
IPR2024-00635: Paper 36, 11
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— Calmettes:
! — Provides a device for locking two coaxial tubes, “for example
By: Jason M. Perilla (j.perilla@pkhip.com) . . . . ey o .

Keneth A Knos (kknoxapihipsom) those constituting elements of a cooling circuit in a vehicle

Eric ;'f -ml}:m.\(;w:,] 1,:,:]:‘:()() ](ic'lllsll:crm pkhip.com)

I]’lll(;:;;:lf\]i\)é)(\i& IlliLi)}iéBpR,\N})T LLP m Oto r’”

5871 Glenridge Drive . .

wesso — Further describes that these types of connections are “generally

Fax- §77) 3896710 made of metal.”

UNITED STATES PATENT AND TRADEMARK OFFICE - H a l.l:

— Giventhe timing of the invention (1911), likely refers to
connections regarding metal pipes and/or rubber hoses, not
plastic piping or tubing.

— Couplings depicted therein have characteristics of cast and/or

o e machined metal parts, not molded plastic parts.

B st - Kimber:

— Relates to “the coupling of hoses to the radiators of automobiles.”

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FLUIDMASTER, INC.,
Petitioner,

Ve

Case No. IPR2024-00634

U.S. Patent No. 9,103,105 Bl _ Bi erke:
Declaration of Michacl Jobin — Discloses a detachable bathtub shower system with
e mechanisms to prevent upward spray at the connection
US Patent and Trademark Office . . . .
PoBosiss) U — Requires movement of the quick connect/disconnectin an
upward direction. IPR2024-00633: Paper 26, 39-40 (citing EX2013, 19173-174)
Danco, Inc. - EX2013. Page 001 IPR2024-00634: Paper 28, 37-38 (citing EX2013, 11172-173)

Fluidmaster, Inc. - IPR2024-00634 —

a IPR2024-00635: Paper 26, 23-24 (citing EX2013, 19118-119)
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’993 Grounds 1-2

’105 Grounds 1-2
’698 Ground 1

Motivation to Combine

— Additional Exhibits
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Paper No. 25 Halliburton Qil Well Cementing Co., 324 U.S. 320, 330 (1945). That is. if replacing

Filed: March 19, 2025

UNITED STATES PATENT AND TRADEMARK OFFICE one coupling mechanism with another “as a matter of simple substitution™ would

BEFORE THE PATENT TRIAL AND APPEAL BOARD “achieve the same locking function and achieve a predictable result.” then that 1s

FLUIDMASTER, INC. sufficient to satisty KSR. Ex Parte Franck Carrel & Laurent Barrelle, No. 2013-

Petitioner
v. 006623. 2015 WL 6774483, at *3 (PTAB Oct. 23. 2015) (citing KSR Int’'l Co. v.
DANCO, INC.
Patent Owner Teleflex Inc., 550 U.S. 398 (2007)).
Case No. [PR2024-00633 N e et et el et ettt ettt

U.S. Patent No. 9,139,993 B1

PETITIONER’S REPLY TO PATENT OWNER'’S RESPONSE TO
PETITION

Mail Stop PATENT BOARD
Patent Trial and Appeal Board

U.S. Patent and Trademark IPR2024-00633: Paper 36’ 12-13
21fﬁcc EO E’(X ; ff?; s IPR2024-00634: Paper 38, 13-14
i — IPR2024-00634: Paper 38, 14
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[ P /™ P S——— e

Paper No. 28 Moreover. the prior art confirms that such substitution would have predictable
Filed: March 19, 2025

|
UNITED STATES PATENT AND TRADEMARK OFFICE / T - . - - .

results (EX1004. 9119) while satisfying the common goal of accurately controlling
BEFORE THE PATENT TRIAL AND APPEAL BOARD . . . .
water tlowing into the bowl. /d.. 114. It would additionally achieve the benefit of

FLUIDMASTER, INC.

mmproved strength and integrity of connection. ID, 19 (citing EX1004. 125).

M ~
N
119. In view of the foregoing, using a male connector on the bowl fill p—

restriction, such as the one shown in Ho. instead of the female connector, such as the
Ca

one shown in Guoxin, would have been obvious to a POSITA as a matter of design
reTiTioNER'sREPLY — preference. They are well-known substitute structures for performing the same
tunction in their known and expected manner and would require only a simple

substitution of one known coupling arrangement for another to obtain predictable

Mail Stop PATENT BOARD I'ecs'l'llts
Patent Trial and Appeal Board ’ ’

U.S. Patent and Trademark W
Office P.0. Box 1450 e IPR2024-00633: Paper 36, 13 (citing EX1004, 119)
Alexandria, VA 22313-1450

IPR2024-00634: Paper 38, 14 (citing EX1004, 1118)
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[ ‘ P —— e e

Paper No. 28 Moreover. the prior art confirms that such substitution would have predictable
Filed: March 19, 2025

UNITED STATES PATENT AND TRADEMARK OFFICE . - -~ :
results (EX1004. q119) while satistying the commeon goal of accurately controlling

BEFORE THE PATENT TRIAL AND APPEAL BOARD o . N .
water tlowing into the bowl. /d.. 114. It would additionally achieve the benefit of

FLUIDMASTER, INC.

improved strength and integrity of connection. ID. 19 (citing EX1004. 125).
WWWM/_W

Petitioner

114. Both Guoxin and Ho are directed to toilet valve systems. See, e.g.,
Ca Guoxin (EX1016), p. 2 (title “Toilet Water Tank Water Supply Switching Device”);

Ho (EX1022), p. 1 (title “Toilet Flushing Device™). The systems of both Guoxin and

PETITIONER’S REPLY| I . . o - - - —
Ho utilize and describe bowl fill restrictions (e.g., “switching mechanism 4 in

Guoxin and “diverter valve means 30” in Ho) that attach directly to the toilet fill

valve to accurately control the amount of water that flows from the toilet fill valve

Mail Stop PATENT BOARD : " 1a =
Patent Trial and Appeal Board mto Tlh’ to 11LI b OW l

U.S. Patent and Trademark W
Office P.0. Box 1450 . IPR2024-00633: Paper 36, 13 (citing EX1004, 1114)
Alexandria, VA 22313-1450

IPR2024-00634: Paper 38, 14 (citing EX1004, 1113)
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[ P /™ P S——— e

Paper No. 28 Moreover. the prior art confirms that such substitution would have predictable
Filed: March 19, 2025

UNITED STATES PATENT AND TRADEMARK OFFICE . - - i
‘ results (EX1004. 119) while satisfying the common goal of accurately controlling

BEFORE THE PATENT TRIAL AND APPEAL BOARD . o . e
water flowing into the bowl. Id.. J114. It would additionally achieve the benefit of
FLUIDMASTER, INC.

Petitioner improved strength and integrity of connection. ID. 19 (citing EX1004. §125)

VWWMM/_W

125. Integrally molding the extended portion of Guoxin with the inlet device

Ca
us.| as taught by Ho would be advantageous i improving the strength and integrity of

the connection. and to make it easier to manufacture and assemble. Thus, 1t would
PETITIONER’S REPLY|

have been obvious to integrally mold the extended portion of Guoxin with the inlet
device as taught by Ho achieve these benefits. In view of the foregoing, Guoxin, and

A , the combination of Guoxin and Ho, satisfy element 1[A].
Mail Stop PATENT BOARD i

Patent Trial and Appeal Board W

U.S. Patent and Trademark

Office P.O. Box 1450 IPR2024-00633: Paper 36, 13 (citing EX1004, 9125)
Alexandria, VA 22313-1450

IPR2024-00634: Paper 38, 14 (citing EX1004, 1125)
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Guoxin in view of Ho:
’993 Grounds 1-2

’105 Grounds 1-2
’698 Ground 1

Dependent Claims
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Integrally Molded With

9,139,993

* Claim 5: The system of claim 1, wherein the toilet fill valve further comprises:
* afloat; and

* an actuating arm coupled to the float, wherein the actuating arm extends radially relative to a
longitudinal axis of the toilet fill valve, wherein the actuating arm is angularly offset relative to the
bowl fill valve, thereby preventing an interference with the water flow regulator and a translational
stem that extends from the float to a free end of the actuating arm.

e Claim 6: The system of claim 1, wherein the toilet fill valve further comprises:
* afloat; and

* an actuating arm coupled to the float, wherein the actuating arm extends radially relative to a
longitudinal axis of the toilet fill valve, wherein the actuating arm is angularly offset relative to the
bowl fill valve, thereby preventing an interference with the bowl fill restriction and a translational stem
that extends from the float to a free end of the actuating arm.

June 10, 2025 Fluidmaster, Inc. v. Danco, Inc.: IPR2024-00633, -00634, -00635 - DEMONSTRATIVE EXHIBIT - NOT EVIDENCE



Petition Patent Owner’s Response

Translational arm attached to float

Figure 1

Water flow regulator attaches here

offset at an angle from float arm &
Figure 4

IPR2024-00633: Paper 1, 53; Paper 26, 43
IPR2024-00634: Paper 1, 49; Paper 28, 41
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Q. Okay. And do you believe it's just a

coincidence that that rod happens to be depicted
~ontacting switching valve 42 [sic]?

MS. ACHARYA: Objection; form.

THE WITNESS: I suppose it's possible

that that thing is to prevent the float from going

down even further, but I think it's more likely

that, yes, that's a

another mechanism that's stopping that and that

that is probably not actually resting there, but I

don't

‘now that for sure.
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Petition

Translational arm attached to float

Patent Owner’s Response

Water flow regulator attaches here
offset at an angle from float arm

June 10, 2025

Fluidmaster, Inc. v. Danco, Inc.: IPR2024-00633, -00634, -00635

FIG.6
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EEC
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IPR2024-00633: Paper 1, 54; Paper 26, 45
IPR2024-00634: Paper 1, 50; Paper 28, 43
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aims 19 and 20

a2 United States Patent (10) Patent No.: US 9,139,993 B1
Schuster et al. (45) Date of Patent: *Sep. 22, 2015
—— g
(54) TOILET FILL VALVE (56) References Cited

R 19. The system of claim 1, wherein the water flow regulator

o e e comprises an adjustable water flow regulator that is config-
U e R R ured to adjust the flow rate of the second portion of the water
based at least in part on a setting of the adjustable water flow

(63) Continuation of application No. 13/346,355, filed on
Jan. 9, 2012, now Pat. No. 8,650,671, which is a
continuation of application No. 12/786,904, filed on

Related U.S. Application Data parent t to this Application (copy not attached).
(Continued) regu a Or-

Primary Examiner — Tuan N Nguyen

May 25, 2010, now Pat. No. 8,104,105, which is a (74) Atiorney, Ageni, or Firm — Thomas | Horstemeyer,
conlinuation of application No. 10/958,797, filed on  LLP P i [ —
Oct. 5, 2004, now Pat. No. 7.743.436, which is a
continuation-in-part of application No. 10/798,606,  (37) ABSTRACT
filed on Mar. 1. 2004, now Pat. No. 6.823.889. In various embodiments, a water inlet of a tilet fill valve
receives water from a water supply. A tank water outlet of the
toilet fill valve provides a first portion of the water to a toilet
(2006.01) tank. A bowl fill outlet port of the toilet fill valve provides a
(2006.01) second portion of the water to a bow] fill restriction that is in P/ —— e —

3 direet contact with an extended portion of the toilet fill valve.
<o 03D 1732 (2013.01)  The bowl fill restriction restricts the flow of the second por-

-
Classification Scarch tion of the water. The bowl fill restriction provides the second o Y ,
o, EO3D partion of the water (o  fube that s in direct contact with the a I m W ere] I I
1. 66, 415, 675 28 : bow! fill restriction. The tube provides the second portion of L]
I L L

15.26, 432, 434, 436, 437, the water 1o a toilet tank overfill tube.
137/441-444

the water flow regulator 1s configured to constrict a flow
-ate of the second portion of the water that flows through
the water flow regulator; and
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Claims 19 and 20

| d. Claims 19 & 20

Case IPR2024-0
Petition for Inter Partes Review of US 9,319

Guoxin discloses an adjustable water flow regulator that adjusts the flow rate

UNITED STATES PATENT AND TRADEMARK OFFICE

of water based on a setting of the water flow regulator. EX1016, 2:25-27; EX1004,

BEFORE THE PATENT TRIAL AND APPEAL BOARD

L UIDMASTER, INC. 9203. That level 1s set by adjusting the T-shaped nut to change the position of how

Petitioner

the switching valve’s stem 1s driven, which mn turn alters amount of water that can
DANCO, INC.
Patent Owner

leave the bowl fill restriction before the float valve stops water from entering the

Case IPR2024-00633
Patent 9,139,993 Bl

water mlet. EX1016, 2:27-33; EX1004, 9203. Guoxin therefore discloses the

PETITION FOR INTER PARTES REVIEW UNDER 37 C.E.R. § 42.1( elenlellts Df dependen'[ Clai]‘.lls 19 Ellld 20 Id

- IPR2024-00633: Paper 1,57
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Claims 19 and 20

Petitioner mcorrectly refers to tlow rate as “the amount of water that leaves

By: Jason M. Perilla ['_i.perilla’_@ykhipcmﬂ) 7 o . 5
Kenaeth A Knos (k knox @pkhip.com) the water tflow regulator during refill divided by the time it takes for the tank to
Thoma.\; F. Finch [.:t.ﬁnch frji)klﬁp..00111)
PERI%LAI.KNO)% & HILDEBRANDT LLP . . . : . : .
e s e Drve refull>" Reply 18-19Thisustiincorrect! The flow rate (of the second portion of the
Atlanta, Georgia 30328-5376
Tel: (770) 927-7802
Fax: (877) 389-6779 ) . } o ) ) o ) ) g0 i Y

water) 1s the amount of water that leaves the water flow regulator, divided by the

UNITED STATES PATENT AND TRADEMAHR - -

_ _ time the water is passing through the water flow regulator. Water which does not
BEFORE THE PATENT TRIAL AND APPEA] L o . o

FLUIDMASTER. INC..
Petitioner.

pass through the regulator—either before 1t opens or after 1t closes—is urrelevant.

V.

DANCO. INC.
Patent Owner.

Case No. IPR2024-00633
U.S. Patent No. 9,139,993 B1

PATENT OWNER’S SURREPLY TO PETITIONER’S REPLY

IPR2024-00633: Paper 36, 20
- IPR2024-00635: Paper 36, 8-9
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Claims 19 and 20

! WMMWMW

Paper No. 28

Filed: March 19, 2025 55. nee—senmetent=rr=ite=speeritentton=—ai=the=bos=latent Which

UNITED STATES PATENT AND TRADEMARK OFFICE

EFORE THE PATENT TRIAL AND APPEAL BOARD discusses the amount of water leaving the switching valve means during the time the

FLUIDMASTER, INC. tank 1s refilled. See EX1001, 4:43-53 (“Ultimately during use of the toilet that
Petitioner
v includes the toilet fill valve 100 and the toilet tank 143. a user flushes the toilet and
DANCO, INC.

Patent Owner

a predetermined tflow of water exits the bowl fill valve outlet 116 and 1s directed into

Case No. [PR2024-00633
U.S. Patent No. 9,139,993 B1

the toilet bowl. The amount of water supplied by the bowl fill valve m the time 1t

PETITIONER'S REPLY TO PATENT OWNER'S RESPONSE TO takes to refill the toilet tank should be approximately equal to the amount of water
PETITION -

needed to fill the toilet bowl.”).

MWWWW\

Mail Stop PATENT BOARD
Patent Trial and Appeal Board
U.S. Patent and Trademark

Office P.O. Box 1450 IPR2024-00633: Paper 30, 18 (citing EX1036, 155)

Alexandria, VA 22313-1450 —

- IPR2024-00635: Paper 30, 13 (citing EX1036, 131)
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The Flow Limitations (’698 Patent)

nz United States Patent

Sehuster et al.

(54 TOHLET VALVE
(711 Applicans Dunes, T, Irvivg, TX (U5

(72 Ievemtors Michae] J, Schuster, Shoneeosd, 11
(USE L Sel

Larry Schneider, Wodswarth, 11 {56)

oy Patent No.:  US 10,934,698 Bl
a5y Date of Patent: *Mar. 2, 2021

58) Field of Clanshfeathon Scarch

CPC . . ... EOGIY 1734; T30 15001
LR A75R3, 41R
Soc npplivstion file for complete seurch history.

Referemees Cited

14 Clalis, 9 DBrawing Sheels

— Claim 1[B5]: a water flow adjustment
handle

— Claim 8[E]: a water flow adjustment
handle being configured to adjust
water flow from the bowl fill valve inlet
port to the bowl fill valve outlet port

— Claim 11: adjusting a flow of water out
of the bow!l fill valve

— Claim 12[E]: means for adjusting water
flow out of the bowl fill valve outlet port

— Claim 13: the means for adjusting
water flow out of the bowl fill valve
outlet port comprises an adjustment
handle”

2025 Fluidmaster, Inc. v. Danco, Inc.: IPR2024-00633, -00634, -00635 - DEMONSTRATIVE EXHIBIT - NOT EVIDENCE



Motivation to Combine / Reasonable Expectation of
Success

Brown:

’993 Grounds 3-4
’105 Grounds 3-4
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Replacing Brown’s Set Screw with Ho’s Diverter Valve

Case IPR2024-00633
Petition for Inter Partes Review of US 9,319,993

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FLUIDMASTER. INC.
Petitioner
V.
DANCO, INC.

Patent Owner

Case IPR2024-00633
Patent 9,139,993 Bl

PETITION FOR INTER PARTES REVIEW UNDER 37 C.EF.R. § 42.100

MWM/\W

Both Brown and Ho are directed to toilet valve systems that utilize and
describe bowl fill restrictions (e.g., “set screw 26 in Brown and “diverter valve
means 307 i Ho) that attach directly to the toilet fill valve to accurately control the
amount of water that flows from the toilet fill valve into the toilet bowl. EX1004,
1221; see, e.g., EX1021, 1:2-4, 1:63-70, Figs. 1, 3, 4. EX1022, 1, 1:6-9, Figs. 1-5.
Similar to the discussion above in Section VII.A with respect to Guoxin and Ho, the
toilet fill valve connectors at 1ssue here are likewise interchangeable; EX1004, 4221.

In view of the foregoing, using the bowl fill restriction of Ho instead of the bowl fill

restriction shown i Brown. would have been obvious to a POSITA as a matter of

design preference. Id., 9223.

M—”W\,WWWW

IPR2024-00633: Paper 1, 65
IPR2024-00634: Paper 1, 60
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Replacing Brown’s Set Screw with Ho’s Diverter Valve

By: Jason M. Perilla (j perilla@pkhip com)
EKenneth A. Knox (kknox@pkhip.com)
Eric G. Maurer (pro hac vice) (e mavrer@pkhip com)
Thomas F. Finch (t finch@pkhip com)
PERILLA KNOX & HILDEERANDT LLP
5871 Glenndge Drive
Suite 330
Atlanta, Georgia 30328-5376
Tel: (770)927-7802
Fax: (877) 389-6779

UNITED STATES PATENT AND TEADEMARK OFFICE

BEFOEE THE PATENT TRIAL AND APFEAL BOARD

FLUIDMASTER., INC.,
Petitioner,

V.

DANCO, INC.
Patent Owner.

Case No. [PR2024-00633
U.S. Patent No. 9.139.993 Bl

PATENT OWNER'S RESPONSE

June 10, 2025

Motivation to Combine:

A POSITA would not have replaced Brown’s set screw 26 with Ho’s
diverter valve 30, because

1) they serve different flow control functions,

2) Brown explicitly teaches against employing a valve or flow
regulator which does not restrict flow rate, and

3) Ho’s diverter valve 30 serves no purpose in the Brown system.

Reasonable Expectation of Success:

— Replacing Brown’s set screw 26 with Ho’s diverter valve 30 in a
horizontal configuration would defeat Brown’s stated goals of
reducing turbulence and noise caused by reversal of direction of
flow.

— If, however, Ho’s diverter valve was substituted in place of
Brown’s set screw 26 without altering the configuration, the
diverter valve would not function properly due to not being
properly oriented with respect to gravity.

IPR2024-00633: Paper 26 at 52, 55
IPR2024-00634: Paper 28 at 47, 50
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Replacing Brown’s Set Screw with Ho’s Diverter Valve

Paper No. 28 Motivation to Combine:

Filed: March 19, 2025

UNITED STATES PATENT AND TRADEMARK OFFICE Brown and Ho share a common function. “to accurately control the amount of

BEFORE THE PATENT TRIAL AND APPEAL BOARD water that flows from the toilet fill valve into the toilet bowl.” EX1004. 9221. The
FLUIDMASTER, INC. connectors in Brown and Ho are interchangeable (id.. 9222) and can be substituted
Petitioner
v. tor one another to obtain predictable results. 7d. 9223."
DANCO, INC. e ——— — e

Patent Owner

Case No. IPR2024-00633
U.S. Patent No. 9,139,993 B1

e S . “IK]nowledge of a problem and motivation to solve it are
PETITIONER’S REPLY TO PATEI\T'O\\ NER’S RESPONSE TO ; . . . . )
PETTTION entirely different from motivation to combine particular
references...”

Innogenetics, N.V. v. Abbott Labs., 512 F.3d 1363, 1373 (Fed. Cir. 2008)

Mail Stop PATENT BOARD
Patent Trial and Appeal Board
U.S. Patent and Trademark

Office P.O. Box 1450 IPR2024-00633: Paper 30, 19-20; Paper 36, 23

Alexandria, VA 22313-1450 —

- IPR2024-00634: Paper 32, 19; Paper 38, 22
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Replacing Brown’s Set Screw with Ho’s Diverter Valve

§ Reasonable Expectation of Success:

Elod: Mo pet NS PO’s focus on how such a modification would be configured (POR, 55) 1s
ued: arch L 2UZ

UNITED STATES PATENT AND TRADEMARK OFFICE 5 5 on C o
again speculative and wrong as it ignores that a POSITA would understand that toilet

BEFORE THE PATENT TRIAL AND APPEAL BOARD _ ‘ ‘ ‘
- components must be sized and oriented appropriately to account generally for toilet

FLUIDMASTER, INC.

Petitioner designs. See EX1004, 9415; EX1036, 9983—84. There are a finite number of known

V.

techniques to achieve that result, meaning a POSITA could modify Brown in light
DANCO, INC.

Patent Owner

of Ho with a reasonable expectation of success. Id.

Case No. IPR2024-00633 MMVWWW
U.S. Patent No. 9,139,993 B1

The Federal Circuit “recognizes an important distinction between
PETITIONER’S REPLY TO PATENT OWNER’S RESPONSE TO o o o o o o o o pe .
PETITION combining known options into a finite number of identified, predictable
solutions, and merely throwing metaphorical darts at a board in hopes
of arriving at a successful result.”

Leo Pharm. Prods. v. Rea, 726 F.3d 1346, 1357 (Fed. Cir. 2013) (cleaned up).

Mail Stop PATENT BOARD
Patent Trial and Appeal Board
U.S. Patent and Trademark

Office P.O. Box 1450 IPR2024-00633: Paper 30, 21; Paper 36, 24

Alexandria, VA 22313-1450 —

- IPR2024-00634: Paper 32, 20; Paper 38, 23
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Integral Molding

‘ Alternatively, 1t would have been obvious to mold the toilet fill valve body of

Case IPR2

Petiton forter Pares Review of US| Brown together with the extended portion 23 in a single mold, given the more

UNITED STATES PATENT AND TRADEMARK OFFICE . . - - . -
recently developed molding techniques that were not readily available in 1959 when

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FLUIDMASTER, INC. Brown was filed. EX1004, 9230. Moreover, Ho discloses integrally molded outlets
Petitioner
on a toilet fill valve body that are attached to a water flow regulator, thereby
DANCO, INC.

Patent Owner

rendering obvious integrally molding extended portion 23 with the toilet fill valve
Case IPR2024-00633 - - -
Patent 9,139,993 Bl

body of Brown. 1d.

PETITION FOR INTER PARTES REVIEW UNDER 37 C.E.R. § 42.100

IPR2024-00633: Paper 1, 68
- IPR2024-00634: Paper 1, 63
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Integral Molding

“[A] party’s expert ‘succumbed to hindsight bias in her obviousness analysis’ where
such analysis ‘primarily consisted of conclusory references to her belief that one of
ordinary skill in the art could combine these references, not that they would have
been motivated to do so.”

InTouch Techs., Inc. v. VGO Commc’ns, Inc., 751 F.3d 1327, 1352 (Fed. Cir. 2014)

The motivation to “do something new that [you] hadn't been able to do before ... is
generic and bears no relation to any specific combination of prior art elements.”

ActiveVideo Networks, Inc. v. Verizon Communs., Inc., 694 F.3d 1312, 1328 (Fed. Cir. 2012)

IPR2024-00633: Paper 26, 51; Paper 36, 21-22
IPR2024-00634: Paper 28, 46; Paper 38, 20-21
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By: Jason M. Perilla (j perilla@pkhip com)
EKenneth A. Knox (kknox@pkhip.com)
Eric G. Maurer (pro hac vice) (e mavrer@pkhip com)
Thomas F. Finch (t finch@pkhip com)
PERILLA KNOX & HILDEERANDT LLP
5871 Glenndge Drive
Suite 330
Atlanta, Georgia 30328-5376
Tel: (770)927-7802
Fax: (877) 389-6779

UNITED STATES PATENT AND TEADEMARK OFFICE

BEFOEE THE PATENT TRIAL AND APFEAL BOARD

FLUIDMASTER., INC.,
Petitioner,

V.

DANCO, INC.
Patent Owner.

Case No. [PR2024-00633
U.S. Patent No. 9.139.993 Bl

PATENT OWNER'S RESPONSE

2025 Fluidmaster, Inc. v. Danco, Inc

Integral Molding

The Petition does not:

1) identify what the new molding techniques are,

2) provide any evidence that these techniques were not
available in 1959,

3) identify any benefits to the allegedly new molding
techniques over those available in 1959,

4) identify any deficiencies in the molding techniques
used in 1959, or

5) provide any evidence or analysis at all in support of
the conclusory allegation that a POSITA would have
been motivated to use Ho’s (unidentified) molding
techniques to modify Brown’s toilet fill valve.

Ho does not include any disclosure whatsoever

regarding molding techniques.
IPR2024-00633: Paper 26, 56-57
IPR2024-00634: Paper 28, 51-52
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Attach Directly to the Water Flow Regulator / Bowl
Fill Restriction

Brown:

’993 Grounds 3-4
’105 Grounds 3-4

- U.S. Patent No. 9,139,993:
— Claims 1-20

- U.S. Patent No. 9,103,105:
- Claims 1-24
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The Challenged Claims

9,139,993

* Claim 1: atube that is configured to attach directly to the water flow regulator

e Claim 8: providing, via the water flow regulator, the second portion of the water to a
tube that is in contact with the water flow regulator

e Claim 14: attaching a tube directly to the water flow regulator

* Claim 1: a tube that is configured to attach directly to the bowl fill restriction

e Claim 9: providing, via the bowl fill restriction, the second portion of the water to a tube
that is in contact with the bowl fill restriction

e Claim 15: attaching a tube directly to the bowl fill restriction
e Claim 24: a tube configured to attach directly to the bowl fill restriction

10,934,698
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Attach Directly

By: Jason M. Perilla (j.perilla@pkhip.com)
Kenneth A. Knox (k.knox@pkhip.com)
Eric G. Maurer (e.maurer@pkhip.com)
Thomas F. Finch (t.finch(@pkhip.com)
PERILLA KNOX & HILDEBRANDTLLP
5871 Glenridge Drive
Suite 350
Atlanta, Georgia 30328-5376
Tel: (770) 927-7802
Fax: (877) 389-6779

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FLUIDMASTER. INC..
Petitioner.

V.

DANCO. INC.
Patent Owner.

Case No. IPR2024-00633
U.S. Patent No. 9,139,993 B1

—Restricted opening 27 (green)

PATENT OWNER’S SURREPLY TO PETITIONER’S REPLY

—Diametrically opposed slots 25
. IPR2024-00633: Paper 36, 24-25
' (located behind set screw 26) IPR2024-00634: Paper 38, 23-24
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Attach Directly

1[E]

a tube that 1s configured to attach directly to the water flow
regulator. wherein the tube is configured to direct the second

portion of the water from the water flow regulator directly to a
toilet tank overflow tube.

“Brown therefore
satisfies this element.”
-- IPR2024-00633,
Paper1, 70

“Brown alone orin
view of Ho satisfies
this element.”
-- IPR2024-00633,
Paper1, 76

Fluidmaster, Inc. v. Danco, Inc.: IPR2024-00633, -00634, -00635 - DEMONSTRATIVE EXHIBIT - NOT EVIDENCE
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Attach Directly

| PO wrongly argues Petitioner inconsistently identifies the “water flow

Pa
Filed: Mard

regulator” of Brown. POR. 57—62. This misunderstands the evidence. Brown’s water
UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEALBOARD | flow regulator 1s the combination of the slotted portion of adaptor tube 23 and set

FLUIDMASTER, INC.
Patitioner screw 26. See EX1004, 9245. Thus, Brown alone discloses Claim 1[D].

V.

— w
DANCO, INC.
Patent Owner

vm/\w

Case No. IPR2024-00633

USS. Patent No. 9,139.993 B Moreover. tube 28 is attached directly to “the slotted portion 24 of the adaptor

tube 23 that forms the metering valve and houses set screw 26.” EX1004. 9247,
PETITIONER’S REPLY TO PATENT OWNER’S RESPONS

PETITION
Thus, Brown discloses a tube that attaches directly to slotted portion of adaptor tube
23 (which. fogether with set screw 26. forms the water flow regulator). satisfying
A Claim 1[E]. There is no inconsistency.
Mail Stop PATENT BOARD -
Patent Trial and Appeal Board e gt

w
U.S. Patent and Trademark
Office P.O. Box 1450 IPR2024-00633: Paper 30, 21-22
Alexandria, VA 22313-1450

IPR2024-00634: Paper 32, 21
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Attach Directly

“A petitioner may not rely on a vague, generic, and/or
meandering petition and later fault the Board for failing to
understand what the petition really meant.”

Netflix, Inc. v. DivX, LLC, 84 F.4th 1371, 1377 (Fed. Cir. 2023)

IPR2024-00633: Paper 36, 21
IPR2024-00634: Paper 38, 20
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Brown:

’993 Grounds 3-4
’105 Grounds 3-4 Integrally Molded With

- U.S. Patent No. 9,139,993:
— Claims 1-20

- U.S. Patent No. 9,103,105:
- Claims 1-24
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Integrally Molded With

9,139,993

* Claim 1: a body comprising an extended portion, wherein the extended portion is integrally molded with
the body

e Claim 8: wherein the extended portion is integrally molded with the toilet fill valve
e Claim 14: wherein the extended portion is integrally molded with the body

* Claim 1: a body comprising an extended portion, wherein the extended portion is integrally molded with
the body

e Claim 9: wherein the extended portion is integrally molded with the toilet fill valve
e Claim 15: wherein the extended portion is integrally molded with the body
e Claim 24: wherein the extended portion is integrally molded with the body
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Integrally Molded With

. b. 1[A]

Case IPR202 . . . . .
Petition for Inter Partes Review of US 9 Brown discloses an extended portion 23 that 1s attached via threaded opening

UNITED STATES PATENTAND TRADEMARK OFFICE 1 9] EX]1021, 2:65-67. Extended portion 23, or adapter tube 23 of Brown forms a

BEFORE THE PATENT TRIAL AND APPEAL BOARD

bowl fill outlet port. EX1004, 9229. Brown’s extended portion 23 1s mtegral to the

FLUIDMASTER, INC.

Petitioner - ~ . . . . - .. . .
toilet fill valve once attached via threaded opening 21 in view of Petitioner’s claim
DANCO, INC. .
Patent Owner construction. 1d.

Case IPR2024-00633
Patent 9,139,993 Bl

PETITION FOR INTER PARTES REVIEW UNDER 37 C.EF.R. § 42.100

IPR2024-00633: Paper 1, 68
- IPR2024-00634: Paper 1, 63
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Integrally Molded With

Alternatively, 1t would have been obvious to mold the toilet fill valve body of

caePR2 Brown together with the extended portion 23 m a single mold, given the more

Petition for Inter Partes Review of UY

unITED sTATES PATENT AND TRaDEMARK oFrice| TeCeNt]y developed molding techniques that were not readily available in 1959 when
BEFORE THE PATENT TRIAL AND APPEAL BOARD - - - - -
Brown was filed. EX1004, 9230. Moreover, Ho discloses integrally molded outlets
FLUIDMASTER. INC.

Petitioner on a toilet fill valve body that are attached to a water flow regulator, thereby

V.

B rendering obvious integrally molding extended portion 23 with the toilet fill valve

Patent Owner

"ase IPR2024-00633 _ iy - .
o8 e o B body of Brown. Id.

PETITION FOR INTER PARTES REVIEW UNDER 37 C.EF.R. § 42.100

IPR2024-00633: Paper 1, 68
- IPR2024-00634: Paper 1, 63
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Brown:

’993 Grounds 3-4
’105 Grounds 3-4

Dependent Claims
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Priority:

’993 Ground 5
’105 Ground 5

- U.S. Patent No. 9,139,993:
- Claims 1-18

- U.S. Patent No. 9,103,105:
- Claims 1-24
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Patent App. No. Filing Date Status Patent No. Priority
10/798,606 03/11/2004  Patented 6,823,889
10/958,797 10/05/2004  Patented 7,743,436 CIP of ’889
12/786,904 05/25/2010 Patented 8,104,105 Continuation of 436
13/346,355 07/09/2012 Patented 8,650,671 Continuation of 105
14/164,424 01/27/2014 Patented 9,139,993 Continuation of ’671
14/457,697 08/12/2014 Patented 9,103,105 Continuation of ’993
14/856,901 09/17/2015 Patented 10,519,639 Continuation of 105
16/686,328 11/18/2019 Patented 10,934,698 Continuation of ’639

IPR2024-00633: Paper 26, 71, Fn. 16 (discussing that the “referenced disclosure [in the 606 application] is also present in each intervening application”)

IPR2024-00634: Paper 28, 65, Fn. 15 (discussing that the “referenced disclosure [in the ’606 application] is also present in each intervening application”)

Fluidmaster, Inc. v. Danco, Inc.: IPR2024-00633, -00634, -00635 -
DEMONSTRATIVE EXHIBIT - NOT EVIDENCE
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Priority: Terms in Question

9,139,993

* Claim 1: a water flow regulator configured to attach directly to the extended portion of the body

» Claim 8: providing, via a bowl fill outlet port of the toilet fill valve, a second portion of the water to a water flow
regulator
» Claim 14: inserting a portion of a water flow regulator into an extended portion of a body of a toilet fill valve

 Claim 1: a bowl fill restriction configured to attach directly to the extended portion of the body

e Claim 9: providing, via a bowl fill outlet port of the toilet fill valve, a second portion of the water to a bowl fill
restriction

» Claim 15: attaching a bowl fill restriction directly to an extended portion of a body of a toilet fill valve

e Claim 24: a bowl fill restriction configured to attach directly to the extended portion of the body of the toilet fill
valve

June 10, 2025 Fluidmaster, Inc. v. Danco, Inc.: IPR2024-00633, -00634, -00635 - DEMONSTRATIVE EXHIBIT - NOT EVIDENCE



Priority: What is the Inquiry?

Case IPR2024-00633
Petition for Inter Partes Review of US 9,319,993

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FLUIDMASTER. INC.
Petitioner
V.
DANCO, INC.

Patent Owner

Case IPR2024-00633
Patent 9,139,993 Bl

PETITION FOR INTER PARTES REVIEW UNDER 37 C.EF.R. § 42.100

Petitioner: The exact phrases “Bowl Fill Restriction” and
“Water Flow Regulator” are not present, in haec verba, in
the Detailed Description.

Here, PO will be unable to show that the applications in the <933 patent
tamily lineage prior to January 27, 2014 provide written description support for the
full scope of any Challenged Claim. EX1004, §324. The patent applications to which
the 993 patent claims priority do not include the expressions “bowl fill restriction”

or “water flow regulator.” /d.

Question: Is that the entire inquiry? Answer: No.

IPR2024-00633: Paper 1, 91

- IPR2024-00634: Paper 1, 84
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Priority: What is the Inquiry?

Case IPR2024-00633
Petition for Inter Partes Review of US 9,319,993

Petitioner: PO stated that “bowl fill restriction” was
B S AR A A S R e broader than “bowl fill valve” during prosecution.

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FLUIDMASTER, INC.

Petitinse Moreover, during the prosecution of the "993 Patent, in which PO first claimed a
DANCO, INC. “bowl fill restriction” 1n the place of a “bowl fill valve,” PO unequivocally stated
Patent Owner

Case IPR2024-00633 that “bowl fill restriction” was “breader than” the “bowl fill valve”. EX1002, 133."
Patent 9,139,993 BI

PETITION FOR INTER PARTES REVIEW UNDER 37 C.EF.R. § 42.100

Question: Is that the entire inquiry? Answer: No.

IPR2024-00633: Paper 30, 26
- IPR2024-00633: Paper 32, 25
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Priority: What is the Inquiry?

“To satisfy the written description requirement, an application must
describe the claimed invention in sufficient detail such that one skilled in
the art can reasonably conclude that the inventor had possession of the

claimed invention at the time of filing.”

Reiffin v. Microsoft Corp., 214 F.3d 1342, 1345 (Fed. Cir. 2000).

“The function of the written description requirement is to ensure that the
Inventor had possession of the specific subject matter later claimed as
of the filing date of the application relied on; how the specification
accomplishes this is not material.” in re Herschler, 591 F.2d 693, 700 (CCPA 1979)

IPR2024-00633: Paper 26, 68-69
IPR2024-00634: Paper 28, 63



The ’606 Application

Priority:

’993 Ground 5
’105 Ground 5

- U.S. Patent No. 9,139,993:
- Claims 1-18

- U.S. Patent No. 9,103,105:
- Claims 1-24

IPR2024-00633: Paper 26, 71, Fn. 16 (discussing that the “referenced disclosure [in the 606 application] is also present in each intervening application”)
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What did the Inventors Possess?

[0008] Within the toilet fill valve 100, the bowi fill valve inlet 113 is operatively
‘ coupled to the water inlet 103. In this respect, when the toilet fill valve 100 is open

bocket No. 1005100500 and water flows from the water inlet 103 to the water outlets 106 and into a toilet tank,

an amount of water is also supplied to the bowl fill valve inlet 113 that flows through

OILET FILL VALVE W S O " N .
T TH ADJOSTABLE BOWL FILLFLOW the bowl fill valve 109 and out the bow fill valve outlet 116. By virtue of the manual

BACKGROUND
[0001] A toilet fill valve in a toilet typically includes a water outlet that provides

water for refilling a toilet bowl during a flush cycle. Unfortunately, the water flowing out| fjl| valve 109 is regu lated. In this manner, the flow of water is regulated so that
of such conventional water outlets to fill a toilet bowl provide much more water than is

necessary to fll the average toilet bowl. Consequently, much of the water that flows | €nough water flows out of the bowil fill valve 109 to fill a toilet bowl without wasting any

into a toilet bowl during the average flush cycle is lost down the drain. This translates

setting of the handle 119 of the bowl fill valve 109, the flow of water through the bowl

water down a drain.

into a lost of millions of gallons of water each year.

IPR2024-00633: Paper 26, 69 (citing EX1001, 2:28-39 & EX1012, 47 9[0008] )

BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWINGS IPR2024-00634: Paper 28, 63-64 (citing EX1001, 2:28-39 & EX1012, 47 1[0008] )

[0002] The invention can be understood with reference to the following
drawings. The components in the drawings are not necessarily to scale. Also, in the

drawings, like reference numerals designate corresponding parts throughout the . . . ]
several views. drain.” EX1001, 2:28-39: EX1012, p. 047, q[0008]. Thus, the 606 Application
[0003] FIG. 1is a drawing of a side view of a toilet fill valve according to an
embodiment of the present invention; ] ] . ]
[0004]  FIG. 215 a drawing of a top view of the tollt fill valve of FIG. 1; and clearly discloses regul/ating an amount of water supplied to a toilet bowl using a
[0005] FIG. 3 is a drawing of a cutaway view of a toilet tank within which the B - B
toilet fill valve of FIG. 1 is installed.

valve to avoid water loss or. in other words. a water flow regulator that regulates the

DETAILED DESCRIPTION

[0006] - With reference to FIG. 1, shown is @ tolet il valve 100 according o an flow of water such that “enough water flows out of the bowl fill valve 109 to fill a
embodiment of the present invention. The toilet fill valve 100 includes a water inlet

103 at the bottom of the toilet fill valve 100 that is configured to be coupled to a water

source outside of a toilet tank within which the toilet fill valve 100 is installed. The tOllet bOV\-rl . ” ]d‘ : EXZ 0 J_ 3 R 1'[2 8 8 )

toilet fill valve 100 includes one or more water outlets 106 that are configured to

supply water into a toilet tank within which the toilet fill valve 100 is installed. The toilet

fill valve 100 may be, for example, a pilot style fill valve. However, it is understood that IPR2024-00633: Paper 26, 69 (Citing Dr. Jobin Dec. EX2013,9288)
1 L

L — IPR2024-00634: Paper 28, 64 (citing Dr. Jobin Dec. EX2013,9274)
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What did the Inventors Possess?

This position 1s confirmed by reference to the figures filed with the "606

By: Jason M. Perilla (j.perilla@pkhip.com)
Kenneth A. Knox (k.knox@pkhip.com)
Eric G. Maurer (pro hac vice) (e.maurer(@pkhip.com) . . . . - .
Thomas F. Finch (t.finch@pkhip.com) Application. Importantly, both bowl fill valve inlet 113 and bowl fill valve outlet
PERILLA KNOX & HILDEBRANDT LLP ’
5871 Glenridge Drive
Suite 350 ; . . . . . .
Atlanta, Georgia 30328-5376 116 depict fixed restrictors, at least to the extent that they comprise devices with a
Tel: (770) 927-7802 -
Fax: (877) 389-6779

UNITED STATES PATENT AND TRADEMARK OFFICE reduced diameter relative to water inlet 103. As such, both bowl fill valve inlet 113
BEFORE THE PATENT TRIAL AND APPEAL BOARD and bowl fill valve outlet 116 reduce the flow rate of any water passing through
FLUIDMASTER, INC., T]'lenl EX20]‘3" 1-[293
Petitioner,
I)AN(T;;. INC. {

Patent Owner. |

Case No. [PR2024-00634

U.S. Patent No. 9,103,105 B1
113

Declaration of Michael Jobin
Mail Stop PATENT BOARD
Patent Trial and Appeal Board
US Patent and Trademark Office
PO Box 1450
Alexandria, Virginia 22313-1450

Darico. Tnc. - EX2013. Page 001 IPR2024-00633: Paper 26, 74 (citing Dr. Jobin Dec. EX2013,%293)

Fluidmaster, Inc. - IPR2024-00634 —

- IPR2024-00634: Paper 28, 68-69 (citing Dr. Jobin Dec. EX2013,9279)
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What did the Inventors Possess?

By: Jason M. Perilla (j.perilla@pkhip.com)

Kenneth A. Knox (k.knox@pkhip.com)

Eric G. Maurer (pro hac vice) (e.maurer(@pkhip.com)
Thomas F. Finch (t.finch@pkhip.com)

PERILLA KNOX & HILDEBRANDT LLP

5871 Glenridge Drive

Suite 350

Atlanta, Georgia 30328-5376

Tel: (770) 927-7802

Fax: (877) 389-6779

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FLUIDMASTER, INC.,
Petitioner,

Ve

DANCO, INC.
Patent Owner.

Case No. [PR2024-00634
U.S. Patent No. 9,103,105 Bl

Additionally, the 606 Application identifies numerous types of “valves”
which would have been considered by a POSITA. EX1012, p. 048, 9[0012].
EX2013, 9289. One example of a “valve” which would have been “appreciated by
those with ordmary skill in the art” 1s a flow control valve. EX2009. Despite being
commonly considered a “valve,” flow control valves are static (i.e., non-adjustable)
devices which restrict the flow rate through the device. /d. As such, a POSITA would
have understood the *606 Application to disclose both adjustable and non-adjustable

flow control structures. EX2013, §290.

Declaration of Michael Jobin

Mail Stop PATENT BOARD
Patent Trial and Appeal Board
US Patent and Trademark Office
PO Box 1450

Alexandria, Virginia 22313-1450

Danco. Inc. - EX2013. Page 001
Fluidmaster, Inc. - IPR2024-00634

IPR2024-00633: Paper 26, 73 (citing Dr. Jobin Dec. EX2013,9289-290)
- IPR2024-00634: Paper 28, 67-68 (citing Dr. Jobin Dec. EX2013,9275-276)
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Priorit: Genus/Species

’993 Ground 5
’105 Ground 5

- U.S. Patent No. 9,139,993:
- Claims 1-18

- U.S. Patent No. 9,103,105:
- Claims 1-24
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Disclosure of a Species Supports a Genus

Petitioner overlooks the “general rule that disclosure of a species
provides sufficient written description support for a later filed claim
directed to the genus.”

There is a “general rule that disclosure of a species provides
sufficient written description support for a later filed claim
directed to the genus.”

Bilstad v. Wakalopulos, 386 F.3d 1116, 1125 (Fed. Cir. 2004)

IPR2024-00633: Paper 26, 70
IPR2024-00634: Paper 28, 64

June 10, 2025
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Bowl Fill Restriction / Water Flow Regulator

By: Jason M. Perilla (j.perilla@pkhip.com)
Kenneth A. Knox (k.knox@pkhip.com)
Eric G. Maurer (pro hac vice) (e.maurer(@pkhip.com)
Thomas F. Finch (t.finch@pkhip.com)
PERILLA KNOX & HILDEBRANDT LLP
5871 Glenridge Drive
Suite 350
Atlanta, Georgia 30328-5376
Tel: (770) 927-7802
Fax: (877) 389-6779

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FLUIDMASTER, INC.,
Petitioner,

Ve

DANCO, INC.
Patent Owner.

Case No. [PR2024-00634
U.S. Patent No. 9,103,105 Bl

Declaration of Michael Jobin

Mail Stop PATENT BOARD
Patent Trial and Appeal Board
US Patent and Trademark Office
PO Box 1450

Alexandria, Virginia 22313-1450

271. Restriction is a concept of a geometry within a fluid system that
hinders the flow of water, resulting in a pressure drop and reduced tlow rate. As
relevant to these proceedings, the term restriction is a generic term for something
that restricts the flow of fluid through a system. It includes both adjustable devices
(such as the typical valve) and static devices (such as the typical restrictor). Thus. a
bowl fill restriction includes any device that restricts the flow of water from the toilet
fill valve to toilet bowl.

272. 1 understand that during prosecution of a parent application, the
patentee explained that a bowl fill restriction 1s broader in scope than a bowl fill
valve, in that it includes both adjustable and static devices. This 1s consistent with
my understanding of the term.

273. A flow regulator is any device that regulates the flow of fluid through
a system. It includes both adjustable devices (such as the typical valve) and static
devices (such as the typical restrictor). Thus, a water flow regulator includes any

device that regulates the flow of water.

Baneo Ine. - EX2015. Pase 001 IPR2024-00633: Paper 26, 73 (citing Dr. Jobin Dec. EX2013,9280-287)
e i - W IPR2024-00634: Paper 28, 67 (citing Dr. Jobin Dec. EX2013,9266-273)
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Written Description is Assessed in Context

“A patentee may rely on information that is well-known in the art
to the extent it informs how a relevant artisan would reasonably
understand what is actually described in the specification.”

BASF Plant Sci., LP v. Commonwealth Sci. & Indus. Research Organisation, 28 F.4th 1247, 1264 (Fed.
Cir. 2022) (cleaned up)

IPR2024-00634: Paper 38, 28

“The ‘written description’ requirement must be applied in the
context of the particular invention and the state of the
knowledge.... As each field evolves, the balance also evolves

between what is known and what is added by each inventive
contribution.”

Capon v. Eshhar, 418 F.3d 1349, 1358 (Fed. Cir. 2005)

IPR2024-00634: Paper 38, 28

June 10, 2025 Fluidmaster, Inc. v. Danco, Inc.: IPR2024-00633, -00634, -00635 - DEMONSTRATIVE EXHIBIT - NOT EVIDENCE




Written Description is Assessed in Context

UNITED STATES PATENT AND TRADEMAFRK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FLUIDMASTER, INC.
Petitioner

v.

DANCO, INC.
Patent Orwner

Case No.: IPR2024-00633
U.S. Patent No. 9,139,993 B1

DECLARATION OF DR. KIMBERLY CAMERON

4B01-TTH-151305
Fluidmaster, Inc. - EX1004, Page 001
IPR2024-00633 (Fluidmaster Inc v. D

anco Inc)

MMMM/\W

84. Water saving mechanisms were also well known. For example, Brown
discloses two water saving mechanisms. The first mechanism 1s a valve attached
directly to the bowl refill outlet on the toilet fill valve that allows the amount of water
tlowing into the toilet bowl to “be reduced to the necessary mmimum.” Brown
(EX1021), 3:65-68. The second mechanism 1s a U-shaped tube extending from the
bowl refill outlet of the toilet fill valve that has a smaller (restricted) diameter than
conventional refill tubes but lacks the “feature of adjustability.” Id., 4:20-44. Brown
therefore informs a POSITA that both a bowl fill valve and a reduced diameter bowl
fill tube can reduce the flow of water to the overtflow tube. but that the reduced

diameter bowl fill tube lacks adjustability.

M—”WNWWWJW

IPR2024-00634: Paper 38, 27 (citing EX1004, 1182-86)
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Written Description is Assessed in Context

April 23, 1963
FAT

ER SILENCING

E. H. BROWN 3,086,54
AND SAVING MEANS FOR BALL GOCK 546
VALVE ASSEMELY IN TOILET FLUSH TANK

Filed March &, 1959

22 B Erwest Airold Sromws;

INVENTCR

e

A W,é%e}ﬂ el @F wrare e

ATTORNEY

Fluidmaster, Inc. - EX1021, Page 001
IPR2024-00633 (Fluidmaster Inc v. Danco Inc)

The preferred form of this water saving means differs
from that illustrated in FIG. I in that adapter tube 23,
and the slotted portion 24 and set screw 26 forming the
metering valve are completely eliminated, and replaced
by a smaller tube 31 forming the desired resiricted open-
ing. This relatively short tube 31 is bent into a substan-

tional valveless refill tube (not shown), in order to ac-
complish substantially the same results as the adapter
iube Z3 and the metering valve formed by slotted portion
24 and set screw 26 of FIG. 1, albeit lacking their feature
of adjustability.

June 10, 2025

Fluidmaster, Inc. v. Danco, Inc.: IPR2024-00633, -00634, -00635 - DEMONSTRATIVE EXHIBIT - NOT EVIDENCE
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What are the Exceptions?

“If the difference between members of the group is such that the
person skilled in the art would not readily discern that other members
of the genus would perform similarly to the disclosed members, i.e., if
the art is unpredictable, then disclosure of more species is necessary
to adequately show possession of the entire genus.”

Bilstad v. Wakalopulos, 386 F.3d 1116, 1125 (Fed. Cir. 2004)

“[U]npredictability in the particular field may warrant closer scrutiny
of whether disclosure of a species is sufficient to describe a genus.”

Bilstad v. Wakalopulos, 386 F.3d 1116, 1125 (Fed. Cir. 2004)

IPR2024-00633: Paper 26, 71-72
IPR2024-00634: Paper 28, 66
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How Large is the Group?

2 Q. So is it fair to say that every device
- . — _ _
_ 3 for regulating a flow rate of an amount of water
4/23/2025 Fluidmaster, Inc. v. Danco, Inc. Kimberly K| = -
NTTED STATES SATENT AN TRADEMARE OEEICE 4 flowing therethrough would be either a fixed
FrOR AR TR TRIAL AHD AriRAn FORD 5 device or an adjustable device?

FLUIDMASTER, INC.
e 6 A. That would be how I think about it. I,
DANCO, INC.
Patent Owner. 7

of course, don't have every possible device in

Case No. IPRZ0Z4-00633
0.8, Patent No. 9,139,995 B1 8 front of me right now, but that would be my
Case No. IPR2024-00634

U.S. Patent No. 9,103,105 Bl

Case No. IPR2024-00635 9 underfjtanding, yes .

U.S5. Patent No. 10,934,698 Bl

Deposition of Kimberly K. Cameron, PH.D. 1 O Q . S j_ t t ing he re t{:) da_ Y ’ '_r' Ol d e not aware orf

Conducted Remotely
Wednesday, April 23, 2025

9:05 a.m. Mountain Time 11 a third category of devices besides fixed and
Reported by: Matthew Goldstein, RMR, CRR 12 a.dj UStdble deViCieS ?

DIGITAL EVIDENCE GROUP '
1730 M Street, NW, Suite 512 13 A, That's correct.
Washington, D.C. 20036

(202) 232-0646

www.DigitalEvidenceGroup.com Digital Evidence Group C't 2025 202-232-0646 IPR2024-00633: Paper 36, 29 (citing EX2015,47:2-13)
Danco, Inc. - EX20135, Page 001
Fluidmaster, Ine. v. Danco. Inc. - IPR2024-00633 IPR2024-00634: Paper 38, 28 (Cltlng EX201 5,4 7:2-1 3)
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How Predictable is the Field?

By: Jason M. Perilla (j.perilla@pkhip.com)
Kenneth A. Knox (k.knox@pkhip.com)
Eric G. Maurer (pro hac vice) (e.maurer@pkhip.com) R - . . e . T .
Thomas F. Finch (tfinch@pkhip.com) Here, the 105 Patent 1s in the predictable “mechanical world™ like the claims
PERILLA KNOX & HILDEBRANDT LLP
5871 Glenridge Drive
Suite 350 . . . . . e . . .
e Sl ARG at 1ssue 1n Bilstad. Petitioner admits that “fluid flow restrictors or diverters were
Fax: (877) 389-6779

UNITED STATES PATENT AND TRADEMARK OFFICE yye]]-known.” Paper 1, 19. Given the known regulators, restrictions, and valves at

BEFORE THE PATENT TRIAL AND APPEAL BOARD —\the time of the 606 Application which similarly regulate an amount/flow of water,

ECUIDMASTER, I, the reasonable conclusion is that a single species 1s adequate support for a genus
T claim. EX2013, 99266-273.

Patent Owner.

Case No. [PR2024-00634
U.S. Patent No. 9,103,105 Bl

Declaration of Michael Jobin

Mail Stop PATENT BOARD
Patent Trial and Appeal Board
US Patent and Trademark Office
PO Box 1450

Alexandria, Virginia 22313-1450

Baneo Ine. - EX2015. Pase 001 IPR2024-00633: Paper 26, 72 (citing Dr. Jobin Dec. EX2013,9280-287)
e i - IPR2024-00634: Paper 28, 66 (citing Dr. Jobin Dec. EX2013,9266-273)
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Adjustability

By: Jason M. Perilla (j.perilla@pkhip.com)
Kenneth A. Knox (k.knox@pkhip.com) . . . . .
%:;1;]\g”;i‘d(f[f};‘:ﬁ:(g&iﬁiﬁiﬁ) Petitioner also rec ognizes the llllpl'DVEIllEllt from known fixed restrictors to
PERILLA KNOX & HILDEBRANDT LLP
5871 Glenridge Drive
Suite 350 . ce” . ™
Atlanta, Georsia 303285376 adjustable valves was one of the “inventive feature[s]
Tel: (770) 927-7802
Fax: (877) 389-6779

uniTep sTaTes PATENT aND TRaDEMARK ¢ Reply, 25 (“the specification repeatedly identifies only adjustability as an inventive

el

of the 606 Application.

BEFORE THE PATENT TRIAL AND APPEAL B fogfyre of the claimed bowl fill valve™). Dr. Cameron agrees, stating an inventive

FLUIDMASTER INC. feature of the 606 Application was “[u]sing a bowl fill valve, which 1s adjustable,
DANCO, INC. as opposed to a device that 1s not adjustable.” EX20135. 92:5-93:10.

Patent Owner.

Case No. IPR2024-00633
U.S. Patent No. 9,139,993 B1

PATENT OWNER’S SURREPLY TO PETITIONER’S REPLY

IPR2024-00633: Paper 36, 28
H IPR2024-00634: Paper 38, 27
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Priority:

’993 Ground 5
’105 Ground 5 Claims 19-20

- U.S. Patent No. 9,139,993:
— Claims 19-20
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Claims 19 and 20

United States Patent

June 10, 2025

1.

137/15.26, 432, 434, 436, 437,
137/441-444

See application file for complete search history.

12) (10) Patent No.: US 9,139,993 B1
Schuster et al. (45) Date of Patent: *Sep. 22, 2015
(54) TOILET FILL VALVE (56) References Cited
(71)  Applicant: Daneo, Inc., Irving, TX (US) U.S. PATENT DOCUMENTS
ventors: . 21873 Bmlley
(72) Inventors: hhnn:.\mml. IL F1911 Dwyer
. Wadsworth, 1L 71911 Yancey
1071914 S
11931 S
(73)  Assignee: Danco, Inc., Irving, TX (US) 71937
31949
(*) Notice:  Subject 10 any disclaimer, the term of this r,‘ ‘L:;:((: S
patent is extended or adjusted under 35 E 19
U.S.C. 154(b) by 0 days. 719 er
. 040,769 2 6/1962 L
This patent is subject to a terminal dis- 3.086,546 A 41963 Brown
claimer. e
(Continued)
(21)  Appl No.: 14/164,424 OTHER PUBLICATIONS
(22) Filed: Jan. 27, 2014 US Patent 6,823,889, File History, 2004-2005 Great-Great-Grand-
Related U.S. Application Data parent Patent to this Application (copy not attached).
. ) N (Continued)
(63) Continuation of application No. 13/346,355, filed on
Jan. 9, 2012, now Pat. No. 8,650,671, which is a - L .
continuation of application No. 12/786,904, filed on  £rimary Examiner — Tuan N Nguyen
May 25, 2010, now Pat. No. 8,104,105, which is a (74) Atiorney, Ageni, or Firm — Thomas | Horstemeyer,
continuation of application No. 10/958,797, filed on ~ LLP
Oct. 5, 2004, now Pat. No. 7.743.436, which is a . .
continuation-in-part of application No. 10/798,6006, (57) ABSTRACT
filed on Mar. 11, 2004. now Pat. No. 6.823.889. In various embodiments, a water inlet of a toilet fill valve
; receives water from a water supply. A tank water outlet of the
(51) Int. CL. toilet fill valve provides a first portion of the water 10 a toile
3D 106 (2006.01) tank. A bowl fill outlet port of the toilet fill valve pro a
3D 1/32 (2006.01) second portion of the water to a bowl fill restriction th
(52) L‘ L. . direct contact with an extended portion of the toilet fill valve.
CPC . E03D 1732 (2013.01)  The bowl fill restriction re he flow of the second por-
(58) Field of Classification Scarch tion of the water. The bowl fill r on provides the second
CPC . EO03D 1/32 portion of the water w0 a tube that is in direct contact with the
UspC 4f 4, 366, 415, 675 285/91; bow! fill restriction. The tube provides the second portion of

the water to a toilet tank overfill tube.

20 Claims, 9 Drawing Sheets

S ——

regulator.

19. The system of claim 1, wherein the water flow regulator
comprises an adjustable water flow regulator that 1s config-
ured to adjust the flow rate of the second portion of the water
based at least in part on a setting of the adjustable water flow

P——

20. The method of claim 14, wherein the water flow regu-
lator comprises an adjustable water flow regulator that is
configured to adjust the flow rate of the water based at least in
part on a setting of the adjustable water flow regulator.
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IPR2024-00633: Exhibit 1001, 12:15-25
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Claims 19 and 20: U.S. Patent No. 9,139,993

Paper No. 28
Filed: March 19, 2025

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FLUIDMASTER, INC. C. Claims 19 and 20
Petitioner
. Petitioner agrees that these claims recite “an adjustable water flow regulator.”
DANCO, INC.

Patent Owner

POR, 76. They are nevertheless unpatentable for the separate reasons set forth in

Case No. IPR2024-00633
U.S. Patent No. 9,139,993 B1

Grounds 1 & 3 1n the Petition and herein.

PETITIONER’S REPLY TO PATENT OWNER'’S RESPONSE TO
PETITION

Mail Stop PATENT BOARD
Patent Trial and Appeal Board
U.S. Patent and Trademark
Office P.O. Box 1450
Alexandria, VA 22313-1450

IPR2024-00633: Paper 30, 28
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Priority:

’993 Ground 5
’105 Ground 5

Inadequate Disclosure in Petition

- U.S. Patent No. 9,139,993:
- Claims 1-18

- U.S. Patent No. 9,103,105:
- Claims 1-24
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Inadequate Disclosure

)

A

/oo
\
I % 519
23 2
Case IPR2024-00633 . <
Petition for Inter Partes Review of US 9,319.993 209
13 =
203
6

12
336. Schuster discloses a toilet fill valve having an extended portion 206 that

123

1s integrally molded with the water toilet fill valve, as shown in Figure 4 above.

FIG. 4

Schuster thus satisfies this element. EX1004, 1 336

V.
DANCO, INC.

Patent Owner

Case IPR2024-00633
Patent 9,139,993 Bl

i, 1[A]

PETITION FOR INTER PARTES REVIEW UNDER 37 C.EF.R. § 42.100

Schuster discloses a toilet fill valve having an extended portion 206 that 1s
mtegrally molded with the water toilet fill valve, as shown m Figure 4 above.

EX1004. T336. Schuster thus satisfies this element. Id.
IPR2024-00633: Paper 1, 94 (citing EX1004, 9 336)
- IPR2024-00634: Paper 1, 87
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Inadequate Disclosure

- Second, contrary to PO’s claim, Schuster does disclose an extended portion

UNITED STATES PATENT 4

206 1n Fig. 4, which 1s “integrally molded” with the fill valve. See EFXTO04T%336.

BEFORE THE PATENT TR

ooy | RSt [FIFO36T59 PO s expert confirmed this. EXHO3Fr=tFt=23

Petit

v IPR2024-00633: Paper 30, 28
DANCO, INC.

Patent Owner

Case No. IPR2024-00633
U.S Patant Nla 0 120002 R1

“The Board may exclude or give no weight to the evidence where a party
has failed to state its relevance or to identify specific portions of the
evidence that support the challenge.”

PETITIONER’S

37 C.F.R. §42.104(b)

Mail Stop PATENT BO
Patent Trial and Appeal Boa
U.S. Patent and Trademark
Office P.O. Box 1450
Alexandria, VA 22313-1450

IPR2024-00634: Paper 28, 17
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