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Patent App. No. Filing Date Status Patent No. Priority

10/798,606 03/11/2004 Patented 6,823,889
10/958,797 10/05/2004 Patented 7,743,436 CIP of ’889
12/786,904 05/25/2010 Patented 8,104,105 Continuation of ’436
13/346,355 07/09/2012 Patented 8,650,671 Continuation of ’105

14/164,424 01/27/2014 Patented 9,139,993 Continuation of ’671

14/457,697 08/12/2014 Patented 9,103,105 Continuation of ’993

14/856,901 09/17/2015 Patented 10,519,639 Continuation of ’105

16/686,328 11/18/2019 Patented 10,934,698 Continuation of ’639
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Guoxin:
’993 Grounds 1-2
’105 Grounds 1-2
’698 Ground 1

Overflow Tube / Overfill Tube

Integrally Molded With

Motivation to Combine

Dependent Claims

Brown:
’993 Grounds 3-4
’105 Grounds 3-4

Motivation to Combine / Reasonable Expectation of Success

Attach Directly to the Water Flow Regulator / Bowl Fill Restriction

Integrally Molded With

Dependent Claims

Priority:
’993 Ground 5
’105 Ground 5

The ’606 Application

Genus/Species

Claims 19-20

Inadequate Disclosure in Petition



Guoxin in view of Ho:
’993 Grounds 1-2
’105 Grounds 1-2
’698 Ground 1

Overflow Tube / Overfill Tube

Integrally Molded With

Motivation to Combine

Dependent Claims
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– U.S. Patent No. 9,139,993: 
– Claims 1-18

– U.S. Patent No. 9,103,105: 
– Claims 1-24

– U.S. Patent No. 10,934,698:
– Claims 8-9, 12-13



Overflow Tube
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• Claim 1: a tube that is configured to attach directly to the water flow regulator, wherein the tube is configured to 
direct the second portion of the water from the water flow regulator directly to a toilet tank overflow tube

• Claim 8: providing, via the tube, the second portion of the water to a toilet tank overfill tube
• Claim 14: wherein the tube is configured to direct the water from the water flow regulator directly to a toilet tank 

overflow tube

9,139,993

• Claim 1: wherein the tube is configured to direct the second portion of the water from the bowl fill restriction directly 
to a toilet tank overflow tube

• Claim 9: providing, via the tube, the second portion of the water to a toilet tank overfill tube
• Claim 15: wherein the tube is configured to direct the water from the bowl fill restriction directly to a toilet tank 

overflow tube
• Claim 24: wherein the tube is configured to direct the second portion of the water from the bowl fill restriction to a 

toilet tank overflow tube

9,103,105

• Claim 18: a bowl fill valve outlet port configured to attach directly to a tube that provides water from the bowl fill 
valve outlet port to an overflow tube

• Claim 12: a bowl fill valve outlet port configured to attach directly to a tube that provides water from the bowl fill 
valve outlet port to an overflow tube

10,934,698



Overflow Tube
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IPR2024-00633: Paper 30, 3
IPR2024-00634: Paper 32, 2

IPR2024-00635: Paper 30, 3-4



Overflow Tube
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“Configured to has a narrower meaning than 

merely capable of.”

Wapp Tech Ltd. P’ship v. Seattle SpinCo, Inc., No. 4:18-CV-519, 2020 U.S. Dist. LEXIS 73089, at 

*55 (E.D. Tex. Apr. 27, 2020) (citing Aspex Eyewear, Inc. v. Marchon Eyewear, Inc., 672 F.3d 1335, 

1349 (Fed. Cir. 2012)) (cleaned up).

IPR2024-00633: Paper 36, 2-3
IPR2024-00634: Paper 38, 2-3

IPR2024-00635: Paper 36, 3



Overflow Tube
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overflow tube 
or overfill 
tube 149

tube 146



Overflow Tube

June 10, 2025 Fluidmaster, Inc. v. Danco, Inc.: IPR2024-00633, -00634, -00635     -     DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 9

1. A POSITA would have understood an 
overflow tube must be above the water 
line.

2. Dr. Cameron also testified a tube 
directed to an overflow tube would 
likely include either anti-siphoning 
means or a clip to hold it above the 
water line.

IPR2024-00633: Paper 36, 1-2
IPR2024-00634: Paper 38, 1-2
IPR2024-00635: Paper 36, 1-2



Overflow Tube
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IPR2024-00633: Paper 1, 41-42
IPR2024-00634: Paper 1, 38-39

IPR2024-00635: Paper 1, 46



Overflow Tube
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IPR2024-00633: Paper 26, 18-20
IPR2024-00634: Paper 28, 17-19
IPR2024-00635: Paper 26, 13-15



Overflow Tube
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IPR2024-00633: Paper 30, 4-5 (citing EX1036, ¶¶33–34)
IPR2024-00634: Paper 32, 4-5 (citing EX1036, ¶¶33–34)
IPR2024-00635: Paper 30, 6-7 (citing EX1036, ¶¶24–25)



Overflow Tube
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IPR2024-00633: Paper 26, 18 (citing EX2007, 2:18-21)
IPR2024-00634: Paper 28, 17 (citing EX2007, 2:18-21)

IPR2024-00635: Paper 26, 13-14 (citing EX2007, 2:18-21)



Guoxin in view of Ho:
’993 Grounds 1-2
’105 Grounds 1-2
’698 Ground 1

Overflow Tube / Overfill Tube

Integrally Molded With

Motivation to Combine

Dependent Claims
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– Additional Exhibits



Overflow Tube – Brown
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IPR2024-00633: Paper 36, 1-2 (citing EX2015, 75:9-79:19)
IPR2024-00634: Paper 38, 1-2 (citing EX2015, 75:9-79:19)
IPR2024-00635: Paper 36, 1-2 (citing EX2015, 75:9-79:19)



Overflow Tube – Brown
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Overflow Tube – Brown

June 10, 2025 Fluidmaster, Inc. v. Danco, Inc.: IPR2024-00633, -00634, -00635     -     DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 17

IPR2024-00633: Paper 36, 1-2 (citing EX2015, 75:9-79:19)
IPR2024-00634: Paper 38, 1-2 (citing EX2015, 75:9-79:19)
IPR2024-00635: Paper 36, 1-2 (citing EX2015, 75:9-79:19)



Overflow Tube – Brown
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IPR2024-00633: Paper 36, 1-2 (citing EX2015, 81:5-15)
IPR2024-00634: Paper 38, 1-2 (citing EX2015, 81:5-15)
IPR2024-00635: Paper 36, 1-2 (citing EX2015, 81:5-15)



Overflow Tube – Brown
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Overflow Tube – Conventional in the Art
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C

overflow tube

IPR2024-00633: Paper 26, 18-19
IPR2024-00634: Paper 28, 17-18



Overflow Tube – Conventional in the Art
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Overflow Tube – Conventional in the Art
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IPR2024-00633: Paper 26, 16-17, 19-20
IPR2024-00634: Paper 28, 15-16, 18-19



Overflow Tube – Conventional in the Art
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IPR2024-00633: Paper 30, 3 (citing 2008, 85:6-13)
IPR2024-00634: Paper 32, 3 (citing 2008, 85:6-13)
IPR2024-00635: Paper 30, 5 (citing 2008, 85:6-13)



Overflow Tube – Conventional in the Art
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IPR2024-00633: Paper 36, 5 (citing EX2008, 85:9-20)
IPR2024-00634: Paper 38, 5 (citing EX2008, 85:9-20)
IPR2024-00635: Paper 36, 6 (citing EX2008, 85:9-20)



Guoxin in view of Ho:
’993 Grounds 1-2
’105 Grounds 1-2
’698 Ground 1

Overflow Tube / Overfill Tube

Integrally Molded With

Motivation to Combine

Dependent Claims
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– U.S. Patent No. 9,139,993: 
– Claims 1-20

– U.S. Patent No. 9,103,105: 
– Claims 1-24



Integrally Molded With
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• Claim 1: a body comprising an extended portion, wherein the extended portion is integrally molded with 
the body

• Claim 8: wherein the extended portion is integrally molded with the toilet fill valve
• Claim 14: wherein the extended portion is integrally molded with the body

9,139,993

• Claim 1: a body comprising an extended portion, wherein the extended portion is integrally molded with 
the body

• Claim 9: wherein the extended portion is integrally molded with the toilet fill valve
• Claim 15: wherein the extended portion is integrally molded with the body
• Claim 24: wherein the extended portion is integrally molded with the body

9,103,105



Integrally Molded With
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The Board’s construction requires 
the fill valve and extended portion be:

1. A Single Structure
2. Molded

IPR2024-00633: Paper 19, 14-15; Paper 36, 6
IPR2024-00634: Paper 21, 14-15; Paper 38, 6



Integrally Molded With – Guoxin
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IPR2024-00633: Paper 1, 32
IPR2024-00634: Paper 1, 28



Integrally Molded With – Ho
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IPR2024-00633: Paper 1, 33
IPR2024-00634: Paper 1, 28-29



Integrally Molded With – A Single Structure
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IPR2024-00633: Paper 30, 10
IPR2024-00634: Paper 32, 10-11



Integrally Molded With – A Single Structure
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IPR2024-00633: Paper 26, 32-33
IPR2024-00634: Paper 28, 30-31



Integrally Molded With – A Single Structure
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IPR2024-00633: Paper 26, 32-33
IPR2024-00634: Paper 28, 30-31



Integrally Molded With
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The Board’s construction requires 
the fill valve and extended portion be:

1. A Single Structure
2. Molded

IPR2024-00633: Paper 19, 14-15; Paper 36, 6
IPR2024-00634: Paper 21, 14-15; Paper 38, 6



Integrally Molded With – Molded
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IPR2024-00633: Paper 26, 24-25
IPR2024-00634: Paper 28, 22-23



Integrally Molded With – Molded
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Dr. Cameron testified that in her view, 
the Challenged Claims cover “a fill valve 

and an extended portion” that were 
“chiseled … out of a block of wood.”

IPR2024-00633: Paper 30, 8; Paper 36, 8-9
IPR2024-00634: Paper 32, 8; Paper 38, 9



Integrally Molded With – Molded
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“[W]ords of limitation that can connote with equal 

force a structural characteristic of the product or a 

process of manufacture are commonly and by default 

interpreted in their structural sense.” 

In re Nordt Dev. Co., LLC, 881 F.3d 1371, 1375-76 (Fed. Cir. 2018)

IPR2024-00633: Paper 36, 8-9
IPR2024-00634: Paper 38, 9



Integrally Molded With – Molded
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Integrally Molded With – Molded
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IPR2024-00633: Paper 36, 8 (citing EX2015, 138:12-140:21)
IPR2024-00634: Paper 38, 8 (citing EX2015, 138:12-140:21)



Integrally Molded With – Molded

June 10, 2025 Fluidmaster, Inc. v. Danco, Inc.: IPR2024-00633, -00634, -00635     -     DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 39

IPR2024-00633: Paper 36, 8 (citing EX2015, 184:2-186:2)
IPR2024-00634: Paper 38, 8 (citing EX2015, 184:2-186:2)



Integrally Molded With – Molded
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IPR2024-00633: Paper 36, 8 (citing EX2015, 184:2-186:2)
IPR2024-00634: Paper 38, 8 (citing EX2015, 184:2-186:2)



Integrally Molded With – Molded
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IPR2024-00633: Paper 36, 8 (citing EX2015, 104:10-105:1)
IPR2024-00634: Paper 38, 8-9 (citing EX2015, 104:10-105:1)



Integrally Molded With – Molded
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“In an inter partes review, the petitioner shall have the burden of 

proving a proposition of unpatentability by a preponderance of the 

evidence. The absence of a finding that [a reference] does not have 

[certain claimed features] therefore cannot establish [the reference] 

in fact has those features.”

Medtronic, Inc. v. Teleflex Innovations S.A.R.L., 70 F.4th 1331, 1338 (Fed. Cir. 

2023) (citing 35 U.S.C. § 316(e)). 

IPR2024-00633: Paper 36, 8
IPR2024-00634: Paper 38, 8-9



Guoxin in view of Ho:
’993 Grounds 1-2
’105 Grounds 1-2
’698 Ground 1

Overflow Tube / Overfill Tube

Integrally Molded With

Motivation to Combine

Dependent Claims
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– Additional Exhibits



Integrally Molded With – A Single Structure
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IPR2024-00633: Paper 26, 18-19
IPR2024-00634: Paper 28, 17-18



Integrally Molded With – Molded
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IPR2024-00633: Paper 26, 24-25
IPR2024-00634: Paper 28, 22-23



Integrally Molded With – Molded
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IPR2024-00633: Paper 36, 8 (citing EX2015, 104:2-9)
IPR2024-00634: Paper 38, 8-9 (citing EX2015, 104:2-9)



Integrally Molded With – Molded
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IPR2024-00633: Paper 36, 8 (citing EX2015, 121:13-122:8)
IPR2024-00634: Paper 38, 8-9 (citing EX2015, 121:13-122:8)



Integrally Molded With – Molded
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IPR2024-00633: Paper 36, 8 (citing EX2015, 138:12-140:21)
IPR2024-00634: Paper 38, 8 (citing EX2015, 138:12-140:21)



Integrally Molded With – Molded
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“The following symbols should be used to indicate various materials 
where the material is an important feature of the invention. The use 
of conventional features is very helpful in making prior art searches.”

MPEP § 608.02

IPR2024-00633: Paper 36, 8
IPR2024-00634: Paper 38, 8



Guoxin in view of Ho:
’993 Grounds 1-2
’105 Grounds 1-2
’698 Ground 1

Overflow Tube / Overfill Tube

Integrally Molded With

Motivation to Combine – Fluid Flow

Dependent Claims
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Motivation to Combine – Fluid Flow Connectors

Guoxin Ho (Fig. 3)
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Motivation to Combine – Fluid Flow Connectors
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IPR2024-00633: Paper 1, 28-29
IPR2024-00634: Paper 1, 24-25

IPR2024-00635: Paper 1, 24



Motivation to Combine – Fluid Flow Connectors
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IPR2024-00633: Paper 26, 35-36 (citing EX1017 (Bjerke), 7:24-29)
IPR2024-00634: Paper 28, 33 (citing EX1017 (Bjerke), 7:24-29)

IPR2024-00635: Paper 26, 20-21 (citing EX1017 (Bjerke), 7:24-29)



Motivation to Combine – Fluid Flow Connectors
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“[I]t can be important to identify a reason that would 
have prompted a [POSITA] to combine the elements 
in the way the claimed new invention does” and 
“this analysis should be made explicit.”

KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 418 (2007) 

IPR2024-00633: Paper 36, 16
IPR2024-00634: Paper 38, 17
IPR2024-00635: Paper 36, 11



Guoxin in view of Ho:
’993 Grounds 1-2
’105 Grounds 1-2
’698 Ground 1

Overflow Tube / Overfill Tube

Integrally Molded With

Motivation to Combine – Quick Connect

Dependent Claims
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Motivation to Combine – Quick Connection Art
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IPR2024-00633: Paper 1, 57
IPR2024-00634: Paper 1, 53
IPR2024-00635: Paper 1, 41



Motivation to Combine – Quick Connection Art
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“[K]nowledge of a problem and motivation to solve it are 
entirely different from motivation to combine particular 
references…”

Innogenetics, N.V. v. Abbott Labs., 512 F.3d 1363, 1373 (Fed. Cir. 2008) 

IPR2024-00633: Paper 36, 16
IPR2024-00634: Paper 38, 17
IPR2024-00635: Paper 36, 11



Motivation to Combine – Quick Connection Art
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– Calmettes:
– Provides a device for locking two coaxial tubes, “for example 

those constituting elements of a cooling circuit in a vehicle 
motor.” 

– Further describes that these types of connections are “generally 
made of metal.”

– Hall:
– Given the timing of the invention (1911), likely refers to 

connections regarding metal pipes and/or rubber hoses, not 
plastic piping or tubing.

– Couplings depicted therein have characteristics of cast and/or 
machined metal parts, not molded plastic parts.

– Kimber:
– Relates to “the coupling of hoses to the radiators of automobiles.”

– Bjerke:
– Discloses a detachable bathtub shower system with 

mechanisms to prevent upward spray at the connection
– Requires movement of the quick connect/disconnect in an 

upward direction. IPR2024-00633: Paper 26, 39-40 (citing EX2013, ¶¶173-174)
IPR2024-00634: Paper 28, 37-38 (citing EX2013, ¶¶172-173)
IPR2024-00635: Paper 26, 23-24 (citing EX2013, ¶¶118-119)
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– Additional Exhibits



Motivation to Combine – Fluid Flow Connectors
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IPR2024-00633: Paper 36, 12-13
IPR2024-00634: Paper 38, 13-14

IPR2024-00634: Paper 38, 14
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IPR2024-00633: Paper 36, 13 (citing EX1004, ¶119)
IPR2024-00634: Paper 38, 14 (citing EX1004, ¶118)
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IPR2024-00633: Paper 36, 13 (citing EX1004, ¶114)
IPR2024-00634: Paper 38, 14 (citing EX1004, ¶113)
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IPR2024-00633: Paper 36, 13 (citing EX1004, ¶125)
IPR2024-00634: Paper 38, 14 (citing EX1004, ¶125)



Guoxin in view of Ho:
’993 Grounds 1-2
’105 Grounds 1-2
’698 Ground 1

Overflow Tube / Overfill Tube

Integrally Molded With

Motivation to Combine

Dependent Claims
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Integrally Molded With
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• Claim 5: The system of claim 1, wherein the toilet fill valve further comprises:
• a float; and
• an actuating arm coupled to the float, wherein the actuating arm extends radially relative to a 

longitudinal axis of the toilet fill valve, wherein the actuating arm is angularly offset relative to the 
bowl fill valve, thereby preventing an interference with the water flow regulator and a translational 
stem that extends from the float to a free end of the actuating arm.

9,139,993

• Claim 6: The system of claim 1, wherein the toilet fill valve further comprises:
• a float; and
• an actuating arm coupled to the float, wherein the actuating arm extends radially relative to a 

longitudinal axis of the toilet fill valve, wherein the actuating arm is angularly offset relative to the 
bowl fill valve, thereby preventing an interference with the bowl fill restriction and a translational stem 
that extends from the float to a free end of the actuating arm.

9,103,105



Guoxin

Petition Patent Owner’s Response
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IPR2024-00633: Paper 1, 53; Paper 26, 43
IPR2024-00634: Paper 1, 49; Paper 28, 41



Guoxin
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IPR2024-00633: Paper 36, 17 (citing EX2015, 164:4-169:20)
IPR2024-00634: Paper 38, 18 (citing EX2015, 164:4-169:20)



Ho

Petition Patent Owner’s Response
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IPR2024-00633: Paper 1, 54; Paper 26, 45
IPR2024-00634: Paper 1, 50; Paper 28, 43



Claims 19 and 20
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Claim 1[D4]:



Claims 19 and 20
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IPR2024-00633: Paper 1, 57



Claims 19 and 20
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IPR2024-00633: Paper 36, 20
IPR2024-00635: Paper 36, 8-9



Claims 19 and 20
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IPR2024-00633: Paper 30, 18 (citing EX1036, ¶55)
IPR2024-00635: Paper 30, 13 (citing EX1036, ¶31)



The Flow Limitations (’698 Patent)
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– Claim 1[B5]: a water flow adjustment 
handle

– Claim 8[E]: a water flow adjustment 
handle being configured to adjust 
water flow from the bowl fill valve inlet 
port to the bowl fill valve outlet port

– Claim 11: adjusting a flow of water out 
of the bowl fill valve

– Claim 12[E]: means for adjusting water 
flow out of the bowl fill valve outlet port

– Claim 13: the means for adjusting 
water flow out of the bowl fill valve 
outlet port comprises an adjustment 
handle”



Brown:
’993 Grounds 3-4
’105 Grounds 3-4

Motivation to Combine / Reasonable Expectation of 
Success

Attach Directly to the Water Flow Regulator / Bowl Fill 
Restriction

Integrally Molded With

Dependent Claims
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Replacing Brown’s Set Screw with Ho’s Diverter Valve
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IPR2024-00633: Paper 1, 65
IPR2024-00634: Paper 1, 60



Replacing Brown’s Set Screw with Ho’s Diverter Valve

Motivation to Combine:
A POSITA would not have replaced Brown’s set screw 26 with Ho’s 
diverter valve 30, because 
1) they serve different flow control functions, 
2) Brown explicitly teaches against employing a valve or flow 

regulator which does not restrict flow rate, and 
3) Ho’s diverter valve 30 serves no purpose in the Brown system. 

Reasonable Expectation of Success:
– Replacing Brown’s set screw 26 with Ho’s diverter valve 30 in a 

horizontal configuration would defeat Brown’s stated goals of 
reducing turbulence and noise caused by reversal of direction of 
flow.

– If, however, Ho’s diverter valve was substituted in place of 
Brown’s set screw 26 without altering the configuration, the 
diverter valve would not function properly due to not being 
properly oriented with respect to gravity.

June 10, 2025 Fluidmaster, Inc. v. Danco, Inc.: IPR2024-00633, -00634, -00635     -     DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 76

IPR2024-00633: Paper 26 at 52, 55
IPR2024-00634: Paper 28 at 47, 50



Replacing Brown’s Set Screw with Ho’s Diverter Valve
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Motivation to Combine:

“[K]nowledge of a problem and motivation to solve it are 
entirely different from motivation to combine particular 
references…”

Innogenetics, N.V. v. Abbott Labs., 512 F.3d 1363, 1373 (Fed. Cir. 2008)

IPR2024-00633: Paper 30, 19-20; Paper 36, 23
IPR2024-00634: Paper 32, 19; Paper 38, 22



Replacing Brown’s Set Screw with Ho’s Diverter Valve

June 10, 2025 Fluidmaster, Inc. v. Danco, Inc.: IPR2024-00633, -00634, -00635     -     DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 78

Reasonable Expectation of Success:

The Federal Circuit “recognizes an important distinction between 
combining known options into a finite number of identified, predictable 
solutions, and merely throwing metaphorical darts at a board in hopes 
of arriving at a successful result.” 

Leo Pharm. Prods. v. Rea, 726 F.3d 1346, 1357 (Fed. Cir. 2013) (cleaned up).

IPR2024-00633: Paper 30, 21; Paper 36, 24
IPR2024-00634: Paper 32, 20; Paper 38, 23
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IPR2024-00633: Paper 1, 68
IPR2024-00634: Paper 1, 63



Integral Molding
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The motivation to “do something new that [you] hadn't been able to do before … is 
generic and bears no relation to any specific combination of prior art elements.”

ActiveVideo Networks, Inc. v. Verizon Communs., Inc., 694 F.3d 1312, 1328 (Fed. Cir. 2012)

“[A] party’s expert ‘succumbed to hindsight bias in her obviousness analysis’ where 
such analysis ‘primarily consisted of conclusory references to her belief that one of 
ordinary skill in the art could combine these references, not that they would have 
been motivated to do so.”

InTouch Techs., Inc. v. VGO Commc’ns, Inc., 751 F.3d 1327, 1352 (Fed. Cir. 2014)

IPR2024-00633: Paper 26, 51; Paper 36, 21-22
IPR2024-00634: Paper 28, 46; Paper 38, 20-21



Integral Molding
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The Petition does not:
1) identify what the new molding techniques are, 
2) provide any evidence that these techniques were not 

available in 1959, 
3) identify any benefits to the allegedly new molding 

techniques over those available in 1959, 
4) identify any deficiencies in the molding techniques 

used in 1959, or 
5) provide any evidence or analysis at all in support of 

the conclusory allegation that a POSITA would have 
been motivated to use Ho’s (unidentified) molding 
techniques to modify Brown’s toilet fill valve.

Ho does not include any disclosure whatsoever 
regarding molding techniques. 

IPR2024-00633: Paper 26, 56-57
IPR2024-00634: Paper 28, 51-52



Brown:
’993 Grounds 3-4
’105 Grounds 3-4

Motivation to Combine / Reasonable Expectation of 
Success

Attach Directly to the Water Flow Regulator / Bowl 
Fill Restriction

Integrally Molded With

Dependent Claims
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– U.S. Patent No. 9,139,993: 
– Claims 1-20

– U.S. Patent No. 9,103,105: 
– Claims 1-24



The Challenged Claims
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• Claim 1: a tube that is configured to attach directly to the water flow regulator
• Claim 8: providing, via the water flow regulator, the second portion of the water to a 

tube that is in contact with the water flow regulator
• Claim 14: attaching a tube directly to the water flow regulator

9,139,993

• Claim 1: a tube that is configured to attach directly to the bowl fill restriction
• Claim 9: providing, via the bowl fill restriction, the second portion of the water to a tube 

that is in contact with the bowl fill restriction
• Claim 15: attaching a tube directly to the bowl fill restriction
• Claim 24: a tube configured to attach directly to the bowl fill restriction

9,103,105

10,934,698



Attach Directly 
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– Adapter tube 23 (brown/peach)

– Internally threaded portion 24 (purple)

– Diametrically opposed slots 25 
(located behind set screw 26)

– Set screw 26 (yellow)

– Restricted opening 27 (green) 

– Flexible tube 28 (blue)
IPR2024-00633: Paper 36, 24-25
IPR2024-00634: Paper 38, 23-24



Attach Directly
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“Brown therefore 
satisfies this element.” 

-- IPR2024-00633, 
Paper 1, 70

“Brown alone or in 
view of Ho satisfies 
this element.” 

-- IPR2024-00633, 
Paper 1, 76



Attach Directly
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IPR2024-00633: Paper 30, 21-22
IPR2024-00634: Paper 32, 21



Attach Directly
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“A petitioner may not rely on a vague, generic, and/or 
meandering petition and later fault the Board for failing to 

understand what the petition really meant.”

Netflix, Inc. v. DivX, LLC, 84 F.4th 1371, 1377 (Fed. Cir. 2023)

IPR2024-00633: Paper 36, 21
IPR2024-00634: Paper 38, 20



Brown:
’993 Grounds 3-4
’105 Grounds 3-4

Motivation to Combine / Reasonable Expectation of 
Success

Attach Directly to the Water Flow Regulator / Bowl Fill 
Restriction

Integrally Molded With

Dependent Claims
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– U.S. Patent No. 9,139,993: 
– Claims 1-20

– U.S. Patent No. 9,103,105: 
– Claims 1-24



Integrally Molded With
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• Claim 1: a body comprising an extended portion, wherein the extended portion is integrally molded with 
the body

• Claim 8: wherein the extended portion is integrally molded with the toilet fill valve
• Claim 14: wherein the extended portion is integrally molded with the body

9,139,993

• Claim 1: a body comprising an extended portion, wherein the extended portion is integrally molded with 
the body

• Claim 9: wherein the extended portion is integrally molded with the toilet fill valve
• Claim 15: wherein the extended portion is integrally molded with the body
• Claim 24: wherein the extended portion is integrally molded with the body

9,103,105



Integrally Molded With
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IPR2024-00633: Paper 1, 68
IPR2024-00634: Paper 1, 63



Integrally Molded With
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IPR2024-00633: Paper 1, 68
IPR2024-00634: Paper 1, 63



Brown:
’993 Grounds 3-4
’105 Grounds 3-4

Motivation to Combine / Reasonable Expectation of 
Success

Attach Directly to the Water Flow Regulator / Bowl Fill 
Restriction

Integrally Molded With

Dependent Claims
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Priority:
’993 Ground 5
’105 Ground 5

The ’606 Application

Genus/Species

Claims 19-20

Inadequate Disclosure in Petition
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– U.S. Patent No. 9,139,993: 
– Claims 1-18

– U.S. Patent No. 9,103,105: 
– Claims 1-24



Priority
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DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 94

Patent App. No. Filing Date Status Patent No. Priority

10/798,606 03/11/2004 Patented 6,823,889
10/958,797 10/05/2004 Patented 7,743,436 CIP of ’889
12/786,904 05/25/2010 Patented 8,104,105 Continuation of ’436
13/346,355 07/09/2012 Patented 8,650,671 Continuation of ’105

14/164,424 01/27/2014 Patented 9,139,993 Continuation of ’671

14/457,697 08/12/2014 Patented 9,103,105 Continuation of ’993

14/856,901 09/17/2015 Patented 10,519,639 Continuation of ’105

16/686,328 11/18/2019 Patented 10,934,698 Continuation of ’639

IPR2024-00633: Paper 26, 71, Fn. 16 (discussing that the “referenced disclosure [in the ’606 application] is also present in each intervening application”)

IPR2024-00634: Paper 28, 65, Fn. 15 (discussing that the “referenced disclosure [in the ’606 application] is also present in each intervening application”)



Priority: Terms in Question
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• Claim 1: a water flow regulator configured to attach directly to the extended portion of the body
• Claim 8: providing, via a bowl fill outlet port of the toilet fill valve, a second portion of the water to a water flow 

regulator

• Claim 14: inserting a portion of a water flow regulator into an extended portion of a body of a toilet fill valve

9,139,993

• Claim 1: a bowl fill restriction configured to attach directly to the extended portion of the body

• Claim 9: providing, via a bowl fill outlet port of the toilet fill valve, a second portion of the water to a bowl fill 
restriction

• Claim 15: attaching a bowl fill restriction directly to an extended portion of a body of a toilet fill valve

• Claim 24: a bowl fill restriction configured to attach directly to the extended portion of the body of the toilet fill 
valve

9,103,105



Priority: What is the Inquiry?
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IPR2024-00633: Paper 1, 91
IPR2024-00634: Paper 1, 84

Petitioner:  The exact phrases “Bowl Fill Restriction” and 
“Water Flow Regulator” are not present, in haec verba, in 
the Detailed Description.

Question: Is that the entire inquiry? Answer: No.



Priority: What is the Inquiry?
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IPR2024-00633: Paper 30, 26

Petitioner:  PO stated that “bowl fill restriction” was 
broader than “bowl fill valve” during prosecution.

Question: Is that the entire inquiry? Answer: No.

IPR2024-00633: Paper 32, 25



Priority: What is the Inquiry?
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“To satisfy the written description requirement, an application must 
describe the claimed invention in sufficient detail such that one skilled in 
the art can reasonably conclude that the inventor had possession of the 
claimed invention at the time of filing.”

Reiffin v. Microsoft Corp., 214 F.3d 1342, 1345 (Fed. Cir. 2000).

“The function of the written description requirement is to ensure that the 
inventor had possession of the specific subject matter later claimed as 
of the filing date of the application relied on; how the specification 
accomplishes this is not material.” In re Herschler, 591 F.2d 693, 700 (CCPA 1979)

IPR2024-00633: Paper 26, 68-69
IPR2024-00634: Paper 28, 63



Priority:
’993 Ground 5
’105 Ground 5

The ’606 Application

Genus/Species

Claims 19-20

Inadequate Disclosure in Petition
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– U.S. Patent No. 9,139,993: 
– Claims 1-18

– U.S. Patent No. 9,103,105: 
– Claims 1-24

IPR2024-00633: Paper 26, 71, Fn. 16 (discussing that the “referenced disclosure [in the ’606 application] is also present in each intervening application”)



What did the Inventors Possess?
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IPR2024-00633: Paper 26, 69 (citing EX1001, 2:28-39 & EX1012, 47 ¶[0008] )

IPR2024-00633: Paper 26, 69 (citing Dr. Jobin Dec. EX2013,¶288)

IPR2024-00634: Paper 28, 63-64 (citing EX1001, 2:28-39 & EX1012, 47 ¶[0008] )

IPR2024-00634: Paper 28, 64 (citing Dr. Jobin Dec. EX2013,¶274)



What did the Inventors Possess?
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IPR2024-00633: Paper 26, 74 (citing Dr. Jobin Dec. EX2013,¶293)
IPR2024-00634: Paper 28, 68-69 (citing Dr. Jobin Dec. EX2013,¶279)
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IPR2024-00633: Paper 26, 73 (citing Dr. Jobin Dec. EX2013,¶289-290)
IPR2024-00634: Paper 28, 67-68 (citing Dr. Jobin Dec. EX2013,¶275-276)



Priority:
’993 Ground 5
’105 Ground 5

The ’606 Application

Genus/Species

Claims 19-20

Inadequate Disclosure in Petition
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– U.S. Patent No. 9,139,993: 
– Claims 1-18

– U.S. Patent No. 9,103,105: 
– Claims 1-24



Disclosure of a Species Supports a Genus
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There is a “general rule that disclosure of a species provides 
sufficient written description support for a later filed claim 
directed to the genus.”

Bilstad v. Wakalopulos, 386 F.3d 1116, 1125 (Fed. Cir. 2004)

Petitioner overlooks the “general rule that disclosure of a species 
provides sufficient written description support for a later filed claim 
directed to the genus.” 

IPR2024-00633: Paper 26, 70

IPR2024-00634: Paper 28, 64



Bowl Fill Restriction / Water Flow Regulator
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IPR2024-00633: Paper 26, 73 (citing Dr. Jobin Dec. EX2013,¶280-287)

IPR2024-00634: Paper 28, 67 (citing Dr. Jobin Dec. EX2013,¶266-273)



Written Description is Assessed in Context
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“A patentee may rely on information that is well-known in the art 
to the extent it informs how a relevant artisan would reasonably 
understand what is actually described in the specification.”
BASF Plant Sci., LP v. Commonwealth Sci. & Indus. Research Organisation, 28 F.4th 1247, 1264 (Fed. 

Cir. 2022) (cleaned up)

“The ‘written description’ requirement must be applied in the 
context of the particular invention and the state of the 
knowledge…. As each field evolves, the balance also evolves 
between what is known and what is added by each inventive 
contribution.”

Capon v. Eshhar, 418 F.3d 1349, 1358 (Fed. Cir. 2005) 

IPR2024-00634: Paper 38, 28

IPR2024-00634: Paper 38, 28
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IPR2024-00634: Paper 38, 27 (citing EX1004, ¶¶82-86)



Written Description is Assessed in Context
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IPR2024-00634: Paper 38, 27 (citing EX1021, 4:20-44)



What are the Exceptions?
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“If the difference between members of the group is such that the 
person skilled in the art would not readily discern that other members 
of the genus would perform similarly to the disclosed members, i.e., if 
the art is unpredictable, then disclosure of more species is necessary 
to adequately show possession of the entire genus.”

Bilstad v. Wakalopulos, 386 F.3d 1116, 1125 (Fed. Cir. 2004)

“[U]npredictability in the particular field may warrant closer scrutiny 
of whether disclosure of a species is sufficient to describe a genus.”

Bilstad v. Wakalopulos, 386 F.3d 1116, 1125 (Fed. Cir. 2004)
IPR2024-00633: Paper 26, 71-72

IPR2024-00634: Paper 28, 66



How Large is the Group?
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IPR2024-00634: Paper 38, 28 (citing EX2015,47:2-13)
IPR2024-00633: Paper 36, 29 (citing EX2015,47:2-13)



How Predictable is the Field?
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IPR2024-00633: Paper 26, 72 (citing Dr. Jobin Dec. EX2013,¶280-287)

IPR2024-00634: Paper 28, 66 (citing Dr. Jobin Dec. EX2013,¶266-273)



Adjustability
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IPR2024-00634: Paper 38, 27
IPR2024-00633: Paper 36, 28
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– U.S. Patent No. 9,139,993: 
– Claims 19-20
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IPR2024-00633: Exhibit 1001, 12:15-25
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IPR2024-00633: Paper 30, 28
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– U.S. Patent No. 9,139,993: 
– Claims 1-18

– U.S. Patent No. 9,103,105: 
– Claims 1-24
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IPR2024-00633: Paper 1, 94 (citing EX1004, ¶ 336)

IPR2024-00634: Paper 1, 87

EX1004, ¶ 336
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“The Board may exclude or give no weight to the evidence where a party 
has failed to state its relevance or to identify specific portions of the 
evidence that support the challenge.”

37 C.F.R. §42.104(b)

IPR2024-00634: Paper 28, 17

IPR2024-00633: Paper 30, 28
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