Petition for Inter Partes Review of
U.S. Patent No. 10,715,878 B2

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

SAMSUNG ELECTRONICS CO., LTD.,
Petitioner

V.

ALMONDNET, INC. and INTENT IQ, LLC,
Patent Owner

Patent 10,715,878 B2
Issue Date: July 14, 2020

Title: TARGETED TELEVISION ADVERTISEMENTS BASED ON ONLINE BEHAVIOR

PETITION FOR INTER PARTES REVIEW
OF U.S. PATENT NO. 10,715,878 B2



II.

I1I.

IV.

VL

Table of Contents

Page
MANDATORY NOTICES UNDER §42.8(A)(1) .cccoveeeeiiieeeieeeeiee e 1
A.  Real Party-In-Interest under §42.8(b)(1)...cceeeviieriiiriiiiiieeiieeee e 1
B.  Related Matters under §42.8(b)(2) ..cccveeeeirieeeiiieeeeieee e 1
C. Lead and Back-Up Counsel under §42.8(b)(3)..ccceeveveercreeeciieenieeiienne 3
D.  Service INformation............ccceeieiiiiieiiii e 3
FEE PAYMENT ...ttt ettt st eaneennre e 3
REQUIREMENTS UNDER §§ 42.104 AND 42.108 AND
CONSIDERATIONS UNDER §§ 314(A) AND 325(D).ccccvveeeciieeciieeeee. 4
A.  Grounds for Standing ..........cccceeeeviiiiiiiii e 4
B.  Identification of Challenge and Statement of Precise Relief
REQUESTEA .....eviiieeieeee et e 4
C.  Considerations Under §§ 314(a) and 325(d).....ccccveeecreeeecieeeciieeenen. 4
LEVEL OF ORDINARY SKILL ......ooooiiiiiiieeiieeiie et 7
CLAIM CONSTRUCTION ....cutiiiiiieiieeiee ettt 8
THE CHALLENGED CLAIMS ARE UNPATENTABLE.............cccoccu........ 8
A.  Prior Art Status of Relied-Upon References...........ccocvevveeeciiieniiennnn. 8
B.  Ground 1: Claims 1-2, 8-10, 13-14, 19, and 22 Are Obvious
Over Baig in view of Laidlaw, Sitaraman, and Hahn. ...................... 10
1. Claim 1 ..o e e 10
(a)  “with a computer system, determining an
association between device identifiers of two or
more Internet-accessing electronic devices based
on electronically stored association-detection
information about a plurality of Internet-accessing
electronic devices, wherein the stored association-
detection information for each of the plurality of
Internet-accessing electronic devices includes: (i) a
device identifier; (i1) at least one dynamically
assigned IP address assigned to a modem that
connects a router of the LAN to the Internet; and
(111) at least one timestamp specifying a time when
the Internet-accessing electronic device accessed
the Internet via the router of the LAN;” ............coeeiiil. 15



(b)

(©)

(d)

Table of Contents
(continued)

(1)  “adevice identifier;” .......ccceevveeeieerieenreeeienns

(1)  “at least one dynamically assigned IP
address assigned to a modem that connects a

router of the LAN to the Internet; and”...........

(i11)) “at least one timestamp specifying a time
when the Internet-accessing electronic
device accessed the Internet via the router of

the LAN: oo

“wherein determining the association in part (a) is
done by using the stored association-detection
information to determine that the two or more
Internet-accessing electronic devices have
separately accessed the Internet through a router of
the LAN during a predetermined period of time via

a common IP address;” ...cooeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeee,

“wherein the computer system determining the
association in part (a) is outside the LAN and is

connected to the LAN through the Internet; and” .....

“with the computer system, using the association
determined in part (a) to utilize user profile
information associated with the device identifier of
a first of the associated Internet-accessing
electronic devices, and comprising behavioral or
demographic data collected via the first of the
associated Internet-accessing electronic devices, to
take an automatic action with respect to a second
of the associated Internet-accessing electronic
devices using the device identifier of the second of
the associated Internet-accessing electronic

QEVICES. ettt eee e e e e e eeeeeeaeeeeeeeeesnaaaaans

Claim 2: “The method of claim 1 wherein the first device
comprises a mobile device that is connected to the LAN
only INtermittently.” .......ccviieiiiieeiie e 48

Claim &: “The method of claim 1 wherein the device
1dentifier of at least one of the first device and the second

device is a cookie readable by the computer system.”

-11-

........

..... 39



Table of Contents

(continued)
Page

4. Claim 9: “The method of claim 8 further comprising,

using the computer system, automatically storing, in a

memory in the first device, the cookie.”...........cccvveevvieennnennns 49
5. Claim 10: “The method of claim 1 wherein the device

1dentifiers of the first device and the second device

include no personally identifiable information pertaining

to a user of the first device or the second device.” ................... 51
6. Independent Claim 13 .........ccoooiiiiiiieeeeeee e 51
7. Claims 14 and 19.......eeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeee e 52
8. Independent Claim 22 .........ccoocviiieiiieeeiiieeeiee e 52
Ground 2: Claims 3-4, 15-16 Are Obvious Over Ground 1 Prior
Art in Further View of XU. ..o 53
1. Claim 3: “The method of claim 2 wherein the user profile

information associated with the device identifier utilized

in part (d) comprises behavioral data collected via the

first device at a time when the first device 1s not

connected to the LAN.” ... 53
2. Claim 4: “The method of claim 3 wherein the behavioral

data collected via the first device is received at the

computer system as a result of redirection of the first

device from an online site visited by the first device

while the first device is not connected to the LAN.”................ 57
3. O] 2700 0 I BT Y 62
Ground 3: Claims 6-7, 17-18 Are Obvious Over Ground 1 Prior
Art 1n Further View of Gerace. .........oooovvvvveeeiiiiiiieieieiieeeeeeee e 63
1. Claim 6: “The method of claim 1 wherein the automatic

action comprises selecting an advertisement, from among

a plurality of possible advertisements, based at least in

part on at least a portion of the user profile information
associated with the device identifier of the first device.”......... 63

Claim 7: “The method of claim 6 wherein the automatic
action comprises causing the selected advertisement to be
directed to the second device.” .......ccooovvveeviiiiiiiiiiiiiiieeeeee, 63

CLaIMS 1718 et e et e e e e e e eeeeeeaaeeeeaaaen 67

-11i-



Table of Contents

(continued)
Page
E. Ground 4: Claims 11-12, 20-21, 23 Are Obvious Over Ground

1 Prior Art with Xu and GEeTacCe. .....ooeeeeeeeeeeeeeeee e 67

1. Claim 11: “The method of claim 1...”7 .coovmmmeeeeeeeeeeeeee. 67

2. Claim 12: “The method of claim 11...7 . oouumemeeeeieeeeeeeeen. 67

3. Claims 20-21 and 23 ..eeeeeeeeeeeeeeeee e 68
CERTIFICATE OF SERVICE ... ae e 70

_iv-



Petition for Inter Partes Review of
U.S. Patent No. 10,715,878 B2

List of Exhibits
Exhibit

No. Description of Document

1001 | U.S. Patent No. 10,715,878 B2 to Roy Shkedi (filed December 20,
2018, issued July 14, 2020) (“’878” or “’878 patent”)

1002 | Declaration of Christopher M. Schmandt (“Schmandt”)

1003 | U.S. Patent Application Publication No. 2008/0113674 Al to
Mohammad Faisal Baig (filed October 31, 2007, published May 15,
2008) (“Baig”)

1004 | U.S. Provisional Application No. 60/858,204 to Mohammad Baig
(filed Nov. 10, 2006) (“Baig Provisional” or “Provisional”)

1005 | Redline document showing differences between Baig (EX1003) and
Baig Provisional (EX1004)

1006 | U.S. Patent Application Publication No. 2004/0128547 A1 to Robert
Laidlaw et al. (filed December 31, 2002, published July 1, 2004)
(“Laidlaw™)

1007 | U.S. Patent No. 6,427,170 B1 to Aravind Sitaraman et al. (filed
December 8, 1998, issued July 30, 2002) (“Sitaraman”)

1008 | Excerpts from Harley Hahn, The Internet Complete Reference (2d ed.
1996) (“Hahn”)

1009 | U.S. Patent No. 7,730,030 B1 to Yongyong Xu (filed August 15,
2004, issued June 1, 2020) (“Xu”)

1010 | U.S. Patent Application Publication No. 2006/0282328 A1 to Thomas
Gerace et al. (filed June 12, 2006, published December 14, 2006)
(“Gerace™)

1011 | Excerpts from Robbin Zeff et al., Advertising on the Internet (2d ed.
1999) (“Zeft”)




Petition for Inter Partes Review of
U.S. Patent No. 10,715,878 B2

Exhibit

No. Description of Document

1012 | U.S. Patent Application Publication No. 2005/0175181 A1 to Magnus
H. Bergs et al. (filed September 7, 2004, published August 11, 2005)
(C‘Bergsﬂ,)

1013 | Excerpts from Microsoft Computer Dictionary (5th ed. 2002)

1014 | Declaration of Sylvia D. Hall-Ellis, Ph.D. (“Hall-Ellis™)

1015 | Complaint filed in AlmondNet, Inc. v. Meta Platforms, Inc., Case No.
6:22-cv-01205 (W.D. Tex. filed Nov. 18, 2022)

1016 | Proof of Service of Complaint filed in AlmondNet, Inc. v. Meta
Platforms, Inc., Case No. 6:22-cv-01205 (W.D. Tex.)

1017 | Joint Stipulation to Stay and Order filed in A/mondNet, Inc. v. Meta
Platforms, Inc., Case No. 4:23-cv-00438 (N.D. Cal.)

1018 | Prosecution history of the *878 patent

1019 | Institution Decision in Meta Platforms, Inc. v. AlmondNet, Inc. et al.,
No. I[PR2022-00773, Paper 6 (PTAB October 22, 2022)

1020 | Comparison between the Current Petition and Petition in [PR2023-
01281

1021 | Complaint filed in AlmondNet, Inc. v. Samsung Elecs. Co., Ltd., Case
No. 6:21-cv-00891 (W.D. Tex. filed Aug. 26, 2021)

1022 | Redacted Order Transferring Case to the Northern District of
California (Dkt. 68) filed in AlmondNet, Inc. v. Samsung Elecs. Co.,
Ltd., Case No. 6:21-cv-00891 (W.D. Tex. Dec. 6, 2021)

1023 | Joint Stipulation to Stay and Order (Dkt. 114) filed in AlmondNet, Inc.
v. Samsung Elecs. Co., Ltd., Case No. 4:22-cv-07515 (N.D. Cal. Apr.
18, 2023)

1024 | Defendants’ Preliminary Invalidity Contentions, served April 7, 2022,
in AlmondNet, Inc. v. Samsung Elecs. Co., Ltd., Case No. 6:21-cv-
00891 (W.D. Tex.)

—Vi-




Petition for Inter Partes Review of
U.S. Patent No. 10,715,878 B2

Exhibit
No. Description of Document
1025 | State of the Art References for Asserted Patents, Exhibit G to

Defendants’ Preliminary Invalidity Contentions, served April 7, 2022,
in AlmondNet, Inc. v. Samsung Elecs. Co., Ltd., Case No. 6:21-cv-
00891 (W.D. Tex.)

-Vii-




Petition for Inter Partes Review of
U.S. Patent No. 10,715,878 B2

I. MANDATORY NOTICES UNDER §42.8(A)(1)
A. Real Party-In-Interest under §42.8(b)(1)

Samsung Electronics Co., Ltd. (“Petitioner”) and Samsung Electronics
America, Inc. are the real parties-in-interest to this inter partes review (“IPR”)
petition.

B. Related Matters under §42.8(b)(2)

The °878 patent, assigned to AlmondNet, Inc. and Intent 1Q, LLC
(collectively, “Patent Owner” or “AlmondNet”), is the subject of an inter partes
review proceeding—~Meta Platforms, Inc. v. AlmondNet, Inc. and Intent 1Q, LLC,
Case No. [PR2023-01281 (the “Meta IPR Proceeding”), which the Board instituted
on February 21, 2024. This Petition is being submitted concurrently with a Motion
for Joinder, requesting institution and joinder with the aforementioned Meta IPR
Proceeding.

Patent Owner first asserted the *878 patent against Petitioner in the following
litigation, which remains pending: AlmondNet, Inc. v. Samsung Elecs. Co., Case No.
6:21-cv-00891 (W.D. Tex. filed Aug. 26, 2021) (ordered transferred to N.D.
California on Nov. 28, 2022), currently captioned as AlmondNet, Inc. v. Samsung
Elecs. Co., Case No. 4:22-cv-07515 (N.D. Cal.). (EX1021; EX1022.)

The Court stayed the litigation pending entry of a Final Written Decision in
all IPRs challenging the patents asserted in the litigation, as well as two other IPRs

challenging a related patent. (EX1023.) Pursuant to the Court’s order, because the
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’878 patent is asserted against Samsung in the pending litigation, it will remain
stayed until the Board issues a Final Written Decision in the Meta IPR Proceeding
and, in the event of joinder, a Final Written Decision in this proceeding. (EX1023.)

The 878 patent is also the subject of other pending litigations involving Patent

Owner and various third parties:

e AlmondNet, Inc. v. LinkedIn Corporation, Case No. 1:23-cv-01373 (D. Del.)

AlmondNet, Inc. v. Meta Platforms, Inc., Case No. 4:23-cv-00438 (N.D. Cal.)

AlmondNet, Inc. v. Microsoft Corp., Case No. 6:22-cv-01206 (W.D. Tex.)

AlmondNet, Inc. v. Roku, Inc., Case No. 6:21-cv-00731 (W.D. Tex.)

Roku, Inc. v. AlmondNet, Inc., Case No. 1:21-cv-01035 (D. Del.)
The °878 patent was also formerly the subject of Al/mondNet, Inc. v.
Amazon.com, Inc., Case No. 6:22-cv-01204 (W.D. Tex.) (terminated Jun. 1, 2023).
The 878 patent is the subject of Meta Platforms, Inc. v. AlmondNet, Inc. and
Intent 10, LLC, Case No. IPR2023-01281 (filed Aug. 4, 2023; institution granted
Feb. 21, 2024).
The 878 patent was also the subject of two earlier IPR petitions filed by
Samsung (IPR2022-01505) and third-party Roku (IPR2022-01315) both of which
were denied. (See [IPR2022-01505, Paper 10 (Mar. 22, 2023); [PR2022-01315, Paper

9 (Mar. 13, 2023).) Petitioner had no involvement in either petition.
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Petitioner also notes that U.S. Patent No. 8,677,398 B2, an earlier patent in
the same family, sharing the same specification, and claiming priority to the same
patent application as the ’878 patent, was the subject of a prior instituted IPR
proceeding. See Meta Platforms, Inc. v. AlmondNet, Inc. et al., IPR2022-00773,
Paper 34 (Oct. 21, 2022). The Board’s institution decision in IPR2022-00773
addressed many of the same issues presented here, including an analysis how the
same primary prior art reference (EX1003) applies to similar claim limitations.
(EX1019.) That proceeding was later terminated by the Board pursuant to an
agreement between the parties.

C. Lead and Back-Up Counsel under §42.8(b)(3)
Lead counsel: Naveen Modi (Reg. No. 46,224). Backup counsel: Daniel

Zeilberger (Reg. No. 65,349).

D. Service Information

Service information is Paul Hastings LLP, 2050 M Street NW, Washington,
D.C. 20036, Tel.: 202.551.1700, Fax: 202.551.1705, email: PH-Samsung-
AlmondNet-IPR@paulhastings.com. Petitioner consents to electronic service.

II. FEE PAYMENT

The PTO is authorized to charge any fees due during this proceeding to

Deposit Account No. 50-2613.
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1. REQUIREMENTS UNDER §§ 42.104 AND 42.108 AND
CONSIDERATIONS UNDER §§ 314(A) AND 325(D)

A.  Grounds for Standing

Petitioner certifies the *878 patent is available for I[PR and Petitioner is not
barred or otherwise estopped.

B. Identification of Challenge and Statement of Precise Relief
Requested

Petitioner requests IPR institution based on:

Ground Claims Basis for Challenge under §103
1 1-2,8-10, | Baig (EX1003/1004), Laidlaw (EX1006),
13-14, 19, 22 | Sitaraman (EX1007), and Hahn (EX1008)
2 3-4,15-16 | Ground 1 Prior Art + Xu (EX1009)
3 6-7,17-18 | Ground 1 Prior Art + Gerace (EX1010)
4 H-12, Ground 1 Prior Art in view of Xu and Ger
20-21, 23 u 0 view of Xu a erace

Submitted with this Petition is the Declaration of Christopher Schmandt
(EX1002) (“Schmandt”), a qualified technical expert. (Schmandt, 991-7, Ex. A.)

C. Considerations Under §§ 314(a) and 325(d)

On April 18, 2023, the co-pending district court litigation was stayed until “a
final written decision is entered in all IPRs challenging the patents asserted against
[Petitioner].” (EX1023.) That stay was granted early (e.g., before Markman), and
will remain in place until resolution of the Meta IPR Proceeding (which this Petition,

which raises identical issues, seeks to join). Thus, a final written decision will come
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significantly before resolution of invalidity in district court, eliminating the risk of
duplicative efforts or conflicting decisions. To alleviate any possible concern of the
stay being lifted before a final decision, however, Petitioner hereby stipulates that,
if this petition is joined with IPR2023-01281 and instituted, Petitioner will not
pursue an invalidity defense in district court based on the same grounds as in this
petition or any grounds that could have reasonably been raised.

The General Plastic factors do not favor discretionary denial. As an initial
matter, where a petitioner files a “copycat” petition in conjunction with a timely
motion for joinder and agrees to assume a “passive understudy role,” the General
Plastic factors are “effectively neutraliz[ed].” Apple Inc. v. Uniloc 2017 LLC,
[PR2018-00580, Paper 13 at 10-11 (Aug. 21, 2018). While the present copycat
Petition is Petitioner’s second petition challenging the *878 patent (factor 1), this
case is distinguishable from Apple Inc. v. Uniloc 2017 LLC, IPR2020-00854, Paper
9 at 4 (Oct. 28, 2020) (precedential) (“Uniloc II’). Unlike the petitioner in Uniloc
11, who “failed to set forth facts or offer an explanation concerning its knowledge, at
the time it filed the first petition, of the prior art asserted in the [copycat petition],”
id. at 9, here, Petitioner represents that, at the time of filing of the first petition
(IPR2022-01505, Paper 1), counsel for Petitioner in any of the actions involving

AlmondNet did not identify the prior art used in the Meta IPR proceeding and in the
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present Petition in the manner presented, despite extensive prior art search. Thus,
factor 2 strongly favors institution.

Although the primary reference at issue in the Meta IPR Proceeding (EX1003)
and one secondary reference (EX1008) were known to Petitioner at the time
Petitioner filed its first IPR petition, their significance was not appreciated, as
evidenced by those two references only being named in Petitioner’s Preliminary
Invalidity Contentions in the district court among nearly 500 state of the art
references Petitioner had identified. (EX1025 at 10 (Ref. No. 166), 30 (Ref. No.
395).) Despite Petitioner’s diligent search and analysis, Petitioner did not identify
either of those two references in its preliminary invalidity grounds (EX1024), nor
was Petitioner even aware of the other four references comprising the grounds
asserted in the Meta IPR Proceeding by the time of filing the first petition on
September 7, 2022. (IPR2022-01505, Paper 1). See Google LLC v. Express Mobile
Inc., IPR2022-00791, Paper 15 at 8-11 (Oct. 7, 2022) (finding denial of institution
of a joinder petition disfavored, even though it was a petitioner’s second petition,
where several prior art references were not known at the time of the first petition and
one was accessible but its significance was not identified).

Additionally, although Petitioner had received the Board’s decision denying
institution of its first Petition by the time this Petition was filed, Petitioner did not

use that denial as a roadmap to draft this Petition. Rather, the substantive challenges
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raised in this Petition are identical to those of the Meta IPR Proceeding, and this
Petition differs only with respect to formalities related to Petitioner being a different
party from Meta. Thus, factor 3 also strongly favors institution. Cisco Sys., Inc. v.
Centripetal Networks, Inc., IPR2022-01151, Paper 12 at 48-51 (Jan. 4, 2023)
(explaining “roadmapping concerns are minimized” in such circumstances) (citing
Code200, UAB v. Bright Data Ltd., IPR2022-00861, Paper 18 at 5 (Aug. 23, 2022)
(precedential)); see also Choirock Contents Factory Co., Ltd. v. Spin Master Ltd.,
[PR2019-00900, Paper 17 at 14 (Sep. 26, 2019).

Factors 4 and 5 also favor institution. Petitioner filed this petition and
accompanying motion for joinder expeditiously following institution of the Meta
IPR Proceeding. As this is a “copycat” joinder petition, Petitioner could not have
filed the Petition sooner. As discussed above, Petitioner was not aware of the present
arguments and combinations of references at the time it filed its first petition.

Factor 6 also favors institution. “[T]he Board has already allocated resources
to complete the [Meta] IPR [Proceeding]” and the Board should “decline to speculate
on whether [Meta] will settle with Patent Owner.” Advanced Micro Devices, Inc. v.
Monterey Rsch., LLC, IPR2021-00776, Paper 13 at 17 (Oct. 13, 2021).

IV. LEVEL OF ORDINARY SKILL

A person of ordinary skill in the art as of April 17, 2007 (the earliest priority

date for the ’878 patent) would have possessed a bachelor’s degree in electrical
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engineering or computer science, and two years of work experience in the field of
network-based computer systems, such as systems for sending and receiving
information over local networks and wide area networks (such as the Internet or
World Wide Web). (Schmandt, EX1002, 9910-14.)

V. CLAIM CONSTRUCTION

Petitioner does not believe claim construction is necessary at this time, but
reserves the right to respond to any claim construction arguments later presented.

VI. THE CHALLENGED CLAIMS ARE UNPATENTABLE
A.  Prior Art Status of Relied-Upon References

Laidlaw and Sitaraman qualify under at least § 102(b) (pre-AIA) because they
are patent references published more than one year before April 17, 2007. Hahn
qualifies as a prior art printed publication, as evidenced by its availability in public
libraries more than one year before the priority date. (Hall-Ellis, EX1014, 9942-48.)
Gerace and Xu qualify as prior art under at least § 102(e) because they are patent
references based on applications filed before the priority date.

Baig qualifies as prior art under at least §102(e). Petitioner acknowledges that
the utility application for Baig was filed on October 31, 2007 — after the *878 patent
priority date of April 17, 2007 — but Baig claims priority to and incorporates-by-
reference an earlier provisional filed on November 10, 2006. (Baig, 90001.)
Petitioner will refer below to the published Baig patent application (EX1003) as

“Baig,” and the provisional application (EX1004) as “Provisional.”

-8-
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Baig qualifies as prior art as of the filing date of its Provisional.

Baig is usable as §102(e) prior art as of the filing date of the Provisional if:
(1) the invalidating disclosures from Baig are supported by the Provisional, and (2)
the Provisional provides § 112 support for at least one claim appearing in Baig. See
MPEP §§2136 (Part I), 2136.02 (Part IT). Both are met. Petitioner also notes that in
the institution decision on the related ’398 patent (IPR2022-00773), the Board
preliminarily agreed with Petitioner’s priority date showing with respect to Baig.
(EX1019, 0010-0011.)

With respect to prong (1), no material differences exist between Baig and the
Provisional, as evidenced by a redline comparison submitted herewith.(See
Schmandt, 943 (citing EX1005 (redline comparison)).) All of the relied-upon
disclosures in Baig, therefore, appear in the Provisional. Each citation to Baig
(EX1003) will be accompanied by a parallel citation to the Provisional (EX1004).

With respect to prong (2), the Provisional provides ample §112 support for at
least one claim in Baig. The law is clear that claims originally filed with an
application can be relied upon for §112 purposes. See, e.g., In re Gardner, 480 F.2d
879, 880 (C.C.P.A. 1973). The Provisional here includes originally-filed 17 claims
(i.e. 1-3, 8-16 and 18-22) that are identical to claims in Baig. (Schmandt, 944 (citing
EX1005 (redline), 0026-0027).) These originally-filed Provisional claims thus

provide written description support for at least their corresponding claims in Baig,
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and the Provisional would have enabled a skilled artisan to practice their subject
matter. (Schmandt, §944-45.) This alone is sufficient under prong (2).

Beyond that, the disclosures in the Provisional support every limitation of at
least published claim 1 and would have enabled a skilled artisan to make and use its
subject matter. (Schmandt, 944 (citing for support for each limitation of Baig claim
1: Provisional, 007, 0010-0011 (preamble), Provisional, 007, 0013 (“receiving”
step), Provisional, 007, 0010, 0012-114 (“grouping” step), Provisional, 007, 0014,
0024, 0027 (“providing” step).) Baig therefore qualifies as §102(e) prior art as of
November 10, 2006.

B. Ground 1: Claims 1-2, 8-10, 13-14, 19, and 22 Are Obvious Over
Baig in view of Laidlaw, Sitaraman, and Hahn.

1. Claim 1

The preamble recites: “[a] method for identifying an association among
multiple electronic devices of a group of devices connected through a common
local area network (LAN) and using the association for cross-device action, the

29

method comprising....” Assuming the preamble of claim 1 is limiting, it is
disclosed and rendered obvious by the prior art.

Baig discloses a technique for identifying when multiple mobile devices are
connected to a common local area network (LAN). Baig takes advantage of WiFi

networking and WiFi “hotspots™ that were common fixtures in the mid 2000s in

airports, coffee shops, and other public places. (Schmandet, 4439, 74.) Baig discloses

-10-
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a technique for creating “vicinity-based” communities of devices connected to the
same WiFi hotspot. (Baig, 40038; Provisional, 0010.) Figure 1 shows the primary

components of the system:

The access point acts as a bridge between the internal /private network and the public network / internet

124
Content Content Content
server 1 server 2 server n
1249 T~ - \ 12,
INTERNET
122
120 —7
10~
. PUBLIC IP: 1 2@_9544:1‘,-. Public Internet only sees this IP address
. Network address 3
| Translation (NAT) — 108 Private network
functionality or NAT router ("111 UI)Pongfdsees
TPRVAER 025 1s A ST ,
/ N o~ 7/

~ __ 7 y
N 104 T — — AT P
[~ s - w2y
\\ / -
_— 1023/// FIG1

e — —

(Baig, Fig. 1 (highlighting added).) Figure 1 above “illustrat[es] how one or more
mobile devices 102 at a public WiFi hotspot 110 interact with the public network
120.” (Baig, 90042; Provisional, 0010.) The portion of Figure 1 below the dashed
line shows WiF1 hotspot 110 that includes access point 106 wirelessly connected to
several mobile devices (102; through 102;,). (Baig, 0043; Provisional, 0011.)
Access point 106 acts as a router to facilitate communications over the Internet 122
between mobile devices 102 and one or more content servers (124 through 124,),

which are shown above the dashed line in Figure 1. (Baig, 90046-0047,
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Provisional, 0012.) The content server in Baig is also shown in Figure 2 and also
referenced throughout Baig as “content server 224.”

Baig discloses a method for “identifying an association among multiple
electronic devices of a group of devices connected through a common local area
network (LAN).” The claimed “common local area network (LAN)” corresponds
to local private network 104 in Figure 1, to which each mobile device 102 is

connected. (Baig, 0043 (“The mobile devices 102 form a ‘local network’ 104 with

the access point 106....”);! Provisional, 0011; Schmandt, §75.) Local network 104
is also a “common” LAN because each mobile device 102 is connected through it.

The “multiple electronic devices of a group of devices” correspond to any
two or more mobile devices 102 within the plurality of mobile devices 1021 through
102, and connected to the LAN. As one illustration, the claimed ‘“multiple
electronic devices” could correspond to laptop computer 102; and mobile phone
102; shown in Figure 1 within the plurality of mobile devices.

Baig also discloses the step of “identifying an association among” the two
or more mobile devices 102. This step is performed by one or more content servers

as shown above the dashed line in Figure 1 above, which communicate with access

point 106 via the Internet 122. (Baig, 490042-0043, Provisional, 0010-0011.) As

! Except as otherwise noted, all emphasis (such as underlining, highlighting, bolding) in quotations from the prior art
was added by Petitioner.
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Baig explains and shown in Figure 1, access point 106 assigns a “local” IP address
to each mobile device 102 to which it is connected, but for communications over the
Internet between a mobile device and the content server, access point 106 replaces
the local IP address with the common “public” IP address associated with access
point 106. (Baig, 990044-0046; Provisional, 0011.) This is shown as the “PUBLIC
IP” address in Figure 1 above.

In order to determine whether the two or more mobile devices 102 are
connected to a common LAN, the content server checks to see if they are connected

through an access point 106 having a common IP address as shown in Figure 3:

(" START  )-3n1
Y

RECEIVING LOGIN REQUESTS FROM USERS CONNECTED TO A 302
PARTICULAR WIFI ACCESS POINT -

Y
IDENTIFYING THE UNIQUE IP ADDRESS OF EACH WIFI ACCESS POINT

'

IDENTIFYING LOGGED IN USERS HAVING COMMON ACCESS POINT IP | 350
ADDRESS

FIG. 3

(Baig & Provisional, Fig. 3 (partial figure; highlighting added).) “At step 306, the

server identifies all the users who have logged in from a common hotspot as having
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the same access point [P address.” (Baig, 0056; Provisional, 0013; see also Baig,

90038; Provisional, 0010.) Baig therefore discloses “identifying an association

among multiple electronic devices,” i.e., multiple mobile devices 102 being

connected to the content server through the same access point IP address.

Baig next discloses “using the association for cross-device action,” as

recited in the preamble. After a mobile device in Baig has logged-in, the content

server presents a webpage that shows, among other things, a list 660 of other users

whose devices are connected to the same hotspot 110:

[Enler name and/or address of location (e.g. Borders, 550 Madison Ave) ﬂ

| ity

A

| state /\ J’\sm

i
((Enter Your Current Location: ) (Starbucks @ Broadway & 45th) ( New York City ) ([ NY )

602

Bryant Park

/ﬁéﬂs
612

Borders, 14th St & Madison

612

o]
3 Users

O

3 users

Barnes & Noble, Broadway & 72nd st

o

Your Are Here
Starbucks @ Broadway & 45th St

7 use|

o2

JFK Airpert terminal 14

Clicking users will
open a list of users

Grand Central

162ses

/z;?sers
612

Will rank order all hotspots
in that particular city by the
number of users

N

-

O Terminator
@  New York Gir

J  Hot Stuff
S

& Razor Shark
& NJMan
@  Justsurfing

o Eminem Lite

Rank Sites by
ofal Users

User @ Your \
Localion ~

This will let the user know how many computers are logged on this
particular node and how many are logged on to Munjee. Wil allow
the user to invite another to Munjee through email invite

| Search

ions in Your Ci

|| Other Cities |

L(;ELAQ usia:e‘(s
on this
node. 7 are logged

on to Munjee.

Invite Someone To

. ~ Munjee

- 606

610\_[Frdend'sName (_ |Fiends Emaiﬂ—————’} oo FIG. 6

(Baig, Fig. 6 (highlighting added); Baig, 40074; Provisional, 0017.) Figure 6 shows

webpage 600 including list 606, which “displays a list 606 of other users at the
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present hotspot 110.” (Baig, 90076, Provisional, 0018.) The list 606 in this example
shows seven other users (e.g. “Terminator,” “New York Girl”).

The transmission and display of list 606 on mobile devices 102 itself qualifies
as “cross-device action” because the list would have been transmitted to and
displayed on multiple mobile devices that are connected using the same hotspot.
And for further examples of “cross-device action,” the mobile devices connected to
the same hotspot can utilize a number cross-device services including “bartering
services for goods and services among wireless users in a vicinity,” “enabling WiF1
users in the vicinity to play video games with one-another, providing chat rooms,
among other activities and services.” (Baig, 90054; Provisional, 0013.) In each
case, the cross-device action is provided “using the association,” because the
system uses the fact that the mobile devices are connected to the same access
point/hotspot (through the same access point IP address) to identify devices in the
same vicinity-based community and thereby provide the features above.

(a) “with a computer system, determining an association
between device identifiers of two or more Internet-
accessing electronic devices based on electronically
stored association-detection information about a
plurality of Internet-accessing electronic devices,
wherein the stored association-detection information
for each of the plurality of Internet-accessing
electronic devices includes: (i) a device identifier; (ii) at
least one dynamically assigned IP address assigned to

a modem that connects a router of the LAN to the
Internet; and (iii) at least one timestamp specifying a
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time when the Internet-accessing electronic device
accessed the Internet via the router of the LAN;”

For convenience of the Board, the following table summarizes how Petitioner

has mapped the disclosures of the prior art to the limitations of claim 1(a):

Limitation from Claim 1(a)

Summary of Prior Art Disclosures

“a computer system”

At least one content server in Baig

“two or more Internet-accessing
electronic devices”

Two or more mobile devices 102 in Baig,
which are connected to and accessing at least
one content server over the Internet

“determining an  association
between device identifiers”

Determining whether the two or more mobile
devices 102 are logged in and connected to
the content sever wusing an access
point/hotspot having the same IP address

“electronically stored association
detection information”

Information stored by the content server for
each mobile device 102, such as a session
table under the combination with Laidlaw,
that includes at least the information specified
in claims 1(a)(1)-(iii) (see below)

“a device identifier” (1(a)(i))

A cookie containing a session token used to
identify a mobile device 102 that is logged
into the content server, under the combination
with Laidlaw

“at least one dynamically assigned
IP address assigned to a modem
that connects a router of the LAN
to the Internet” (1(a)(i1))

The IP address of access point 106 (which
includes router 108) used by the mobile
device 102 to log into the content server over
the Internet. The IP address would have been
dynamically assigned via DHCP based on the
combination with Sitaraman

“at least one timestamp specifying
a time when the Internet-
accessing  electronic  device

Information specifying the last time that the
mobile device 102 accessed the content server

-16-




Petition for Inter Partes Review of
U.S. Patent No. 10,715,878 B2

Limitation from Claim 1(a) Summary of Prior Art Disclosures

accessed the Internet via the router | via access point 106 over the Internet, based
of the LAN” (1(a)(ii1)) on the combination with Laidlaw

(Schmandt, 481.) Petitioner will discuss these disclosures in more detail below.

As explained above, a content server (“a computer system’) determines
whether two mobile devices 102 (“two or more Internet-accessing electronic
devices”) are connected to the same hotspot 110, and thus, to a common LAN. The
content server thus performs the step of “determining an association between
device identifiers of two or more Internet-accessing electronic devices,” when it
detects that the two mobile devices are both logged-in and connected to the content
server via the same access point [P address. (Baig, 90056 & Fig. 3 (Step 306);
Provisional, 0013; Schmandt, 976-77, 84.) As explained in detail for claim 1(a)(i)
below, each mobile device under the proposed combination would have had a
“device identifier” in the form of a cookie, which is electronically stored by the
content server and used to identify the mobile device as currently logged-in.
(Schmandt, 9983, 87-92; Laidlaw, 440006, 0016.)

Under the proposed combination, therefore, identifying two mobile devices
102 that are logged on and connected using the same access point/hotspot discloses
“determining an association between” their respective device identifiers, under at
least two separate theories. First, the claimed association is determined because each

device identifier corresponds to a mobile device that is part of the same vicinity-
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based community and connected via the same access point [P address. (Baig, 90056

(“At step 306, the server 224 identifies all the users who have logged in from a

common hot spot as having the same access point [P address.”), 0040 (“Once the

end-users at a particular access point log into the website of the VCSP, they are able

to view other members of the VCSP who have also logged in from the same access

point associated with a particular wireless hotspot.”); Provisional, 0013, 0010,
0017.) Second and relatedly, the content server under the proposed combination
“determin[es] an association” between the “device identifiers” because it uses the
cookie assigned to each device to identify the device as being logged into the server,
in order to place it into a vicinity-based community. (Baig, 40056 (“At step 306, the

server 224 identifies all the users who have logged in....”), 0059 (“In particular,

when a user at a hotspot logs into the website of the VCSP 202, the user

automatically becomes part of the vicinity-based user group.”), 0076 (“The web

page 600 also displays a list 606 of other users at the present hotspot 110. In one

embodiment, the list includes the user names associated with users that have logged

into the VCSP website.”), Baig Provisional, 0013-0014, 0018.) The content server
under the proposed combination thus determines “an association” between device
identifiers based on both the IP addresses of the devices (which are used to determine

if they are connected via the same access point IP address) and their cookies (which
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are used to determine if they are currently logged-in), in order to place them into a
group of devices in a vicinity-based community. (Schmandt, 484.)

Baig further discloses and renders obvious that the determining step is “based
on electronically stored association-detection information about a plurality of
Internet-accessing electronic devices,” which includes the information recited in
subparts (i) through (iii) of claim 1(a). Petitioner will address this next.

(i) “a device identifier;”

Based on the combination of Baig and Laidlaw, each mobile device 102 under
would have had a “device identifier” corresponding to a cookie stored by the content
server (as part of the “electronically stored association-detection information™),
which would have been used by the content server to identify the mobile device as
having logged in. Laidlaw discloses a system for managing ‘““sessions” in a network-
based computer system. (Schmandt, 488; Laidlaw, §0003-0005.) One of the key
concepts disclosed in Laidlaw is a session “token,” which is included in each request
from a client device to a server, and which identifies the requesting device.
(Laidlaw, 90004.) In the context of the Internet and Web, Laidlaw explains that the
session token takes the form of a cookie:

A cookie 1s a sequence of binary information that a web server may
send to a client system, and which the client system sends back to the
web server with each subsequent request... A web application may

inspect the value of cookies, and search for cookies that it previously
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issued in order to determine that a given web request is from a user who

had previously been sent a cookie.

(Laidlaw, 9j0006.) The term “cookie” refers to a well-known and industry standard
technology developed in the 1990s. (Schmandt, 990.) A cookie is stored as a file
on the user’s device by the web browser, and can be subsequently used by a web site
to identify the user’s device when it visits the web site. (/d., see also EX1011,
p.0026.) Cookies were (and remain today) in widespread use. (Schmandt, 990.)

Under the proposed Baig-Laidlaw combination, the “stored association-
detection information” would have included information stored by the content
server in Baig to keep track of users who are currently logged in. (Schmandt, 991;
Laidlaw, 90016 (“When the user authenticates at a login screen, the session token is
placed into a cookie.”).) Laidlaw describes a structure called a “session table,”
known to skilled artisans, that stores a variety of information for each session for a
device. (Schmandt, 991 (citing Laidlaw, §90016-0031).) One of the key pieces of
information in the session table is the session token, which stores the cookie
information described above. As explained in Laidlaw:

When the user authenticates at a login screen, the session token is

placed into a cookie. When a subsequent request is received from the

same client system, the session token is extracted from the cookie, and

the token is obtained from a session table that is keyed by session token.
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(Laidlaw, 90016.) In plain English, the process above attempts to determine, in
response to receiving a cookie from the requesting device, after the user has logged
in using its device, whether the session token in the cookie is stored in the session
table. (Schmandt, 992.) Laidlaw explains that the session token can include a
sequence of encrypted data that uniquely identifies a session and includes, among
other things, random data. (Laidlaw, 90032.)

It would have been obvious that the session token in the cookie (“a device
identifier”’) would have been electronically stored in the session table. Indeed, the
session table is “keyed by session token” (id.), meaning that the session token
provided by the client is used to locate the other information in the table relating to
the same client session (which thus further confirms the session token is stored in
the table). (Schmandt, 992; Laidlaw, 490016 (session table “is keyed by session
token”), 0039 (describing “key fields™).)

Petitioner notes that mapping the session token/cookie to the claimed “device
identifier” is consistent with the *878 patent. Dependent claim 8, addressed below,
makes clear that the “device identifier” of claim 1(a)(i) may be “a cookie readable
by the computer system.” The cookie under the proposed Baig-Laidlaw
combination provides a device identifier because it contains a session token uniquely
identifying the session assigned to mobile device 102 that was used to log in and

access the content server. (Schmandt, 993; Laidlaw, 990016, 0032.)
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Petitioner will provide a full explanation of the rationale and motivation to

combine Baig and Laidlaw after claim 1(a)(iii) below. (Schmandt, 99103-109.)

(i) “at least one dynamically assigned IP address
assigned to a modem that connects a router of
the LAN to the Internet; and”

The session table in Laidlaw also stores “information regarding the host that

the user logged in from (e.g., the IP address).” (Laidlaw, 90022.) Under the

proposed Baig-Laidlaw combination, therefore, the claimed electronically stored
information would also have included the IP address of the access point 106 used to
log into the content server. (Schmandt, 994.)

Apart from Laidlaw, it would have been obvious based on Baig alone that the
electronically stored information would have included the IP address of the access
point 106. This is because Baig maintains a list of users whose devices are connected
to the same hotspot using the same access point IP address. (Baig, e.g., §0038;

Provisional, 0010.) The content server can thus “identify users that are originating

from a particular access point 106 and then group|] those users having a common IP

address to the same hotspot 110.” (Baig, §0052; Provisional, 0012-0013.) It would

have been obvious that, in order for the content server in Baig to perform this
function, the server would have stored the mobile device IP addresses in order be

able to identify devices belonging to a group. (Schmandt, §96.)
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The IP address for each mobile device 102 in Baig is also “assigned to a
modem that connects a router of the LAN to the Internet.” The claimed

“modem” and “router” are included in access point 106:

The access point acts as a bridge between the intemal /private nefwork and the public network / intemet

,;’1243
Content Content Content
server 1 server 2 servern
T -~
'12-‘11) - -~ \124!1
INTERMET
122

FUBLIC B 128 22 00,141« Public Internet only sees this IP address
cror e 2

Network address . :
| Translation {NAT) T 108 Private network

functionality or NAT router (110} only sees

I_PFHETE?S TERAT this IP address

FIG. 1

(Baig, Fig. 1 (highlighting added).) Baig explains that access point 106 includes
“NAT router 108,” which “replaces the ‘local’ IP address with its own ‘public’ IP
address, and forwards the packets to the destination device (e.g., content server) on
the Internet or external network 120.” (Baig, 90046; Provisional, 0011.) NAT
stands for Network Address Translation and is a common technique used by Internet
routers. (Schmandt, 496.) NAT router 108 routes communications between mobile
devices 102 and the Internet. (Baig, 990046-0047; Provisional, 0011-0012.) Access

point 106 therefore includes “a router of the LAN to the Internet.”
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It would also have been obvious that the router is connected to a “modem,”
i.e., other device functionality of access point 106 for connecting to the Internet.
(Schmandt, 497.) The 878 patent describes a modem as “a device that enables
online access by a user as an interface between the online access provider’s network
transmission system and the user’s computer or online user interface device.” (878,
3:11-14.) This is precisely what access point 106 in Baig does — it “relays data
between the wireless mobile devices 102 connected to the wireless network 104 and

the external or public network, such as the Internet 122.” (Baig, §0044; see also id.,

90046; Provisional, 0011.) It would have been obvious that access point 106 would
have included a “modem,” a basic electronic device used as an interface for sending
and receiving signals over a communications channel such as the Internet, to perform
this function. (Schmandt, §97.) It therefore would have been obvious that access
point 106 would have included “a modem that connects a router of the LAN to
the Internet.” The IP address of access point 106, therefore, would also have been
assigned to the modem that communicates over the Internet. (Schmandt, §97.)
Petitioner notes that claim 1(a)(ii) specifies at least one “dynamically
assigned” IP address. One embodiment in Baig states that WiFi access points may
be static IP addresses. (Baig, e.g., 490064 (“Since the IP addresses of WiFi hotspots

are mostly static IP addresses....””), 0050; Provisional, 0015, 0012.) Petitioner will
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explain, in a separate discussion below, why it would have been obvious to allow an
access point in Baig to be assigned a dynamic IP address.
(iii) ““at least one timestamp specifying a time when

the Internet-accessing electronic device accessed
the Internet via the router of the LAN;”

b

The 878 patent does not define “timestamp,” nor does the term appear
outside the claims. But “timestamp” was generally understood as referring to a
record of when a particular event occurred. (Schmandt, §100.) Laidlaw discloses
that the session table includes a timestamp, i.e., “information regarding the last time
the session was accessed.” (Laidlaw, §0017.) Under the proposed combination with
Baig, therefore, the stored information would have included a “timestamp,” i.e.,
information indicating a time, “when the Internet-accessing electronic device,”
i.e., when logged in mobile device 102, “accessed the Internet via the router of
the LAN,” i.e., accessed the Internet via access point 106 (and via NAT router 108)
to communicate with the content server. (Schmandt, 4101.)

Although not required by the claim, it would have been obvious to store and
use the timestamp for a variety of well-known purposes. For example, Laidlaw
explains that a session can be terminated after a period of inactivity. (Laidlaw,

490005, 0030 (session table includes field for “max inactivity time allowed™).) It

would have been obvious to use the timestamp, under the proposed combination, to
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determine whether a mobile device should be timed out (and logged out) if it fails to
access the content server within a specified period of time. (Schmandt, §102.)
Rationale and motivation to combine (Baig and Laidlaw): 1t would have
been obvious to combine Baig with Laidlaw, predictably resulting in the system of
Baig in which the content server included “electronically stored association

b

detection information,” such as a session table that stores, for each logged in
mobile device 102, the information specified in claims 1(a)(i)-(ii1) discussed above.
(Schmandt, 9103.) It would also have been obvious to use this stored information to
“determine[e] an association between device identifiers” of two or more mobile
devices 102, as described below. Baig and Laidlaw are analogous references in the
same field of the 878 patent of facilitating online access through computer
networks, and would have been reasonably pertinent to problems facing the inventor
such as how to keep track of connected devices. (Schmandt, §104.)

A skilled artisan would have been motivated to combine Baig and Laidlaw in
the manner discussed above. (Schmandt, 99105-109.) Laidlaw confirms that session
management was a common technique for keeping track of devices connected over
the Internet. (Laidlaw, 90002-0006.) A skilled artisan would have been motivated
to consult Laidlaw because — to even make the system of Baig function — the system

would have needed to store session information about mobile devices to (at a

minimum) keep track of currently logged in devices. (Schmandt, §105.)
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A skilled artisan would also have been motivated to adapt the content server
to store and use each of the pieces of session information in Laidlaw mapped to
claims 1(a)(i)-(ii1)) above. With respect to claim 1(a)(i) (“device identifier”), it
would have been obvious to store a session token/cookie to enable the content server
to determine that the mobile device 102 is currently logged-in. (Laidlaw, 90016
(“When the user authenticates at a login screen, the session token is placed into a
cookie.”).) Baig itself expressly suggests storing a cookie by disclosing the ability
of the server to “remember” the user name and password of a user — a textbook use
case for cookies well-known to skilled artisans. (Baig, 0068 (“A check field 408 is

provided for optionally remembering the user name and user password.”);

Provisional, 0016; see also EX1011, p.0028 (“When the user returns to that site, the

server will automatically check the cookie it gave to that user to determi