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I. MANDATORY NOTICES UNDER §42.8(A)(1) 

A. Real Party-In-Interest under §42.8(b)(1) 

Meta PlatformsSamsung Electronics Co., Ltd. (“Petitioner”) and Samsung 

Electronics America, Inc. isare the real party-in-interestparties-in-interest to this 

inter partes review (“IPR”) petition. 

B. Related Matters under §42.8(b)(2) 

The ’878 patent, assigned to AlmondNet, Inc. and Intent IQ, LLC 

(collectively, “Patent Owner” or “AlmondNet”), is the subject of an inter partes 

review proceeding—Meta Platforms, Inc. v. AlmondNet, Inc. and Intent IQ, LLC, 

Case No. IPR2023-01281 (the “Meta IPR Proceeding”), which the Board instituted 

on February 21, 2024.  This Petition is being submitted concurrently with a Motion 

for Joinder, requesting institution and joinder with the aforementioned Meta IPR 

Proceeding.   

Patent Owner first asserted the ’878 patent against Petitioner in the following 

litigation, which remains pending: AlmondNet, Inc. v. Meta Platforms, IncSamsung 

Elecs. Co., Case No. 6:21-cv-00891 (W.D. Tex. filed Aug. 26, 2021) (ordered 

transferred to N.D. California on Nov. 28, 2022), currently captioned as AlmondNet, 

Inc. v. Samsung Elecs. Co., Case No. 4:2322-cv-00438-07515 (N.D. Cal. filed Nov. 

18, 2022).  (EX1015.)  Petitioner was first served on November 23, 2022. 

(EX1016.)).  (EX1021; EX1022.) 
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The Court stayed the litigation pending the outcome of two other instituted 

IPRs involving Petitioner and Patent Owner (IPR2022-01064 and IPR2022-01436).  

(EX1017, at 3:4-6, 3:13-18entry of a Final Written Decision in all IPRs challenging 

the patents asserted in the litigation, as well as two other IPRs challenging a related 

patent.  (EX1023.)  Pursuant to the Court’s order, in the event of institution 

ofbecause the ’878 patent here,is asserted against Samsung in the pending litigation, 

it will remain stayed until the Board issues a Final Written Decision here.  (EX1017, 

at 2:21-23, 3:8-11, 3:18-20in the Meta IPR Proceeding and, in the event of joinder, 

a Final Written Decision in this proceeding.  (EX1023.) 

The ’878 patent is also the subject of other pending litigations involving Patent 

Owner and various third parties: 

 AlmondNet, Inc. v. Samsung Elecs. Co.LinkedIn Corporation, Case No. 

41:2223-cv-07515-01373 (N.D. CalDel.) 

 AlmondNet, Inc. v. Amazon.comMeta Platforms, Inc., Case No. 64:2223-cv-

01204-00438 (WN.D. TexCal.)  

 AlmondNet, Inc. v. Microsoft Corp., Case No. 6:22-cv-01206 (W.D. Tex.) 

 AlmondNet, Inc. v. Roku, Inc., Case No. 6-216:21-cv-00731 (W.D. Tex.) 

 Roku, Inc. v. AlmondNet, Inc., Case No. 1:21-cv-01035 (D. Del.) 

The ’878 patent was also formerly the subject of AlmondNet, Inc. v. 

Amazon.com, Inc., Case No. 6:22-cv-01204 (W.D. Tex.) (terminated Jun. 1, 2023).   
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The ’878 patent is the subject of Meta Platforms, Inc. v. AlmondNet, Inc. and 

Intent IQ, LLC, Case No. IPR2023-01281 (filed Aug. 4, 2023; institution granted 

Feb. 21, 2024). 

The ’878 patent was also the subject of two earlier IPR petitions filed by third 

partiesSamsung (IPR2022-01505) and third-party Roku (IPR2022-01315) and 

Samsung (IPR2022-01505) both of which were denied. (See IPR2022-01505, Paper 

10 (Mar. 22, 2023); IPR2022-01315, Paper 9 (Mar. 13, 2023).)  Petitioner had no 

involvement in either petition. 

Petitioner also notes that U.S. Patent No. 8,677,398 B2, an earlier patent in 

the same family, sharing the same specification, and claiming priority to the same 

patent application as the ’878 patent, was the subject of a prior instituted IPR 

proceeding involving Petitioner and Owner.  See Meta Platforms, Inc. v. AlmondNet, 

Inc. et al., IPR2022-00773, Paper 34 (PTAB Oct. 21, 2022).  The Board’s institution 

decision in IPR2022-00773 addressed many of the same issues presented here, 

including an analysis how the same primary prior art reference (EX1003) applies to 

similar claim limitations.  (EX1019.) That proceeding was later terminated by the 

Board pursuant to an agreement between the parties. 

C. Lead and Back-Up Counsel under §42.8(b)(3) 

Petitioner provides the following designation of counsel. 
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LEAD COUNSEL BACK-UP COUNSEL 

Heidi L. Keefe (Reg. No. 40,673) 
hkeefe@cooley.com 

COOLEY LLP 
ATTN: Patent Group 
1299 Pennsylvania Ave. NW, Suite 700 
Washington, DC 20004 
Tel: (650) 843-5001 
Fax: (650) 849-7400 

Phillip E. Morton (Reg. No. 57,835) 
pmorton@cooley.com 

COOLEY LLP 
ATTN: Patent Group 
1299 Pennsylvania Ave. NW, Suite 700 
Washington D.C. 20004 
Tel: (202) 728-7055 
Fax: (202) 842-7899 

 Andrew C. Mace (Reg. No. 63,342) 
amace@cooley.com 

COOLEY LLP 
ATTN: Patent Group 
1299 Pennsylvania Ave. NW, Suite 700 
Washington D.C. 20004 
Tel: (650) 843-5287 
Fax: (650) 849-7400 

 Mark R. Weinstein (Admission pro hac 
vice to be requested) 
mweinstein@cooley.com 

COOLEY LLP 
ATTN: Patent Group 
1299 Pennsylvania Avenue NW Suite 
700 
Washington D.C. 20004 
Tel: (650) 843-5007 
Fax: (650) 849-7400 

Lead counsel: Naveen Modi (Reg. No. 46,224).  Backup counsel: Daniel 

Zeilberger (Reg. No. 65,349). 

D. Service Information 
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This Petition is being served by Federal Express to the attorney of record for 

the ’878 patent, 26362 - Louis J. Hoffman, P.C., 7689 East Paradise Lane, Suite 2, 

Scottsdale, AZ 85260.  Petitioner consents to electronic service at the addresses 

provided above for lead and back-up counsel. 

Service information is Paul Hastings LLP, 2050 M Street NW, Washington, 

D.C. 20036, Tel.: 202.551.1700, Fax: 202.551.1705, email: PH-Samsung-

AlmondNet-IPR@paulhastings.com.  Petitioner consents to electronic service. 

II. FEE PAYMENT 

Petitioner requests review of 22 claims, with a $43,750 payment. 

The PTO is authorized to charge any fees due during this proceeding to 

Deposit Account No. 50-2613. 

III. REQUIREMENTS UNDER §§ 42.104 AND 42.108 AND 
CONSIDERATIONS UNDER §§ 314(A) AND 325(D) 

A. Grounds for Standing 

Petitioner certifies that the ’878 patent is available for IPR and that Petitioner 

is not barred or otherwise estopped. 

B. Identification of Challenge and Statement of Precise Relief 
Requested 

Petitioner requests IPR institution based on: 

Ground Claims Basis for Challenge under §103 

1 
1-2, 8-10, 

13-14, 19, 22 
Baig (EX1003/1004), Laidlaw (EX1006), 
Sitaraman (EX1007), and Hahn (EX1008) 
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Ground Claims Basis for Challenge under §103 

2 3-4, 15-16 Ground 1 Prior Art + Xu (EX1009) 

3 6-7, 17-18 Ground 1 Prior Art + Gerace (EX1010) 

4 
11-12, 

20-21, 23 
Ground 1 Prior Art in view of Xu and Gerace 

 
Submitted with this Petition is the Declaration of Christopher Schmandt 

(EX1002) (“Schmandt”), a qualified technical expert. (Schmandt, ¶¶1-7, Ex. A.) 

C. Considerations Under §§ 314(a) and 325(d) 

§314(a): The General Plastic factors are not relevant as this is the first and 

only IPR petition filed by Petitioner against the ’878 patent.  As noted in Part I.A 

above, the ’878 patent was subject to two previous IPR petitions filed by Roku 

(IPR2022-01315) and Samsung (IPR2022-01505), which relied on different prior 

art.  Petitioner was not involved in the preparation or filing of either petition. 

Nor do the Fintiv factors support discretionary denial.  As explained in Part 

I.A, the litigation between Patent Owner and Petitioner is stayed pending the 

outcome of two other instituted and pending IPRs, and in the event of institution 

here, will remain stayed until a Final Written Decision.  This Petition was also filed 

several months before the §315(b) deadline. 

§325(d): This Petition does not raise §325(d) issues because it relies on new 

prior art references that were not considered during the prosecution of the ’878 patent 

or in the prior IPR challenges. 
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On April 18, 2023, the co-pending district court litigation was stayed until “a 

final written decision is entered in all IPRs challenging the patents asserted against 

[Petitioner].”  (EX1023.)  That stay was granted early (e.g., before Markman), and 

will remain in place until resolution of the Meta IPR Proceeding (which this Petition, 

which raises identical issues, seeks to join).  Thus, a final written decision will come 

significantly before resolution of invalidity in district court, eliminating the risk of 

duplicative efforts or conflicting decisions.  To alleviate any possible concern of the 

stay being lifted before a final decision, however, Petitioner hereby stipulates that, 

if this petition is joined with IPR2023-01281 and instituted, Petitioner will not 

pursue an invalidity defense in district court based on the same grounds as in this 

petition or any grounds that could have reasonably been raised. 

The General Plastic factors do not favor discretionary denial.  As an initial 

matter, where a petitioner files a “copycat” petition in conjunction with a timely 

motion for joinder and agrees to assume a “passive understudy role,” the General 

Plastic factors are “effectively neutraliz[ed].” Apple Inc. v. Uniloc 2017 LLC, 

IPR2018-00580, Paper 13 at 10-11 (Aug. 21, 2018).  While the present copycat 

Petition is Petitioner’s second petition challenging the ’878 patent (factor 1), this 

case is distinguishable from Apple Inc. v. Uniloc 2017 LLC, IPR2020-00854, Paper 

9 at 4 (Oct. 28, 2020) (precedential) (“Uniloc II”).  Unlike the petitioner in Uniloc 

II, who “failed to set forth facts or offer an explanation concerning its knowledge, at 
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the time it filed the first petition, of the prior art asserted in the [copycat petition],” 

id. at 9, here, Petitioner represents that, at the time of filing of the first petition 

(IPR2022-01505, Paper 1), counsel for Petitioner in any of the actions involving 

AlmondNet did not identify the prior art used in the Meta IPR proceeding and in the 

present Petition in the manner presented, despite extensive prior art search.  Thus, 

factor 2 strongly favors institution. 

Although the primary reference at issue in the Meta IPR Proceeding (EX1003) 

and one secondary reference (EX1008) were known to Petitioner at the time 

Petitioner filed its first IPR petition, their significance was not appreciated, as 

evidenced by those two references only being named in Petitioner’s Preliminary 

Invalidity Contentions in the district court among nearly 500 state of the art 

references Petitioner had identified.  (EX1025 at 10 (Ref. No. 166), 30 (Ref. No. 

395).)  Despite Petitioner’s diligent search and analysis, Petitioner did not identify 

either of those two references in its preliminary invalidity grounds (EX1024), nor 

was Petitioner even aware of the other four references comprising the grounds 

asserted in the Meta IPR Proceeding by the time of filing the first petition on 

September 7, 2022.  (IPR2022-01505, Paper 1).  See Google LLC v. Express Mobile 

Inc., IPR2022-00791, Paper 15 at 8-11 (Oct. 7, 2022) (finding denial of institution 

of a joinder petition disfavored, even though it was a petitioner’s second petition, 
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where several prior art references were not known at the time of the first petition and 

one was accessible but its significance was not identified). 

Additionally, although Petitioner had received the Board’s decision denying 

institution of its first Petition by the time this Petition was filed, Petitioner did not 

use that denial as a roadmap to draft this Petition.  Rather, the substantive challenges 

raised in this Petition are identical to those of the Meta IPR Proceeding, and this 

Petition differs only with respect to formalities related to Petitioner being a different 

party from Meta.  Thus, factor 3 also strongly favors institution.  Cisco Sys., Inc. v. 

Centripetal Networks, Inc., IPR2022-01151, Paper 12 at 48–51 (Jan. 4, 2023) 

(explaining “roadmapping concerns are minimized” in such circumstances) (citing 

Code200, UAB v. Bright Data Ltd., IPR2022-00861, Paper 18 at 5 (Aug. 23, 2022) 

(precedential)); see also Choirock Contents Factory Co., Ltd. v. Spin Master Ltd., 

IPR2019-00900, Paper 17 at 14 (Sep. 26, 2019).   

Factors 4 and 5 also favor institution.  Petitioner filed this petition and 

accompanying motion for joinder expeditiously following institution of the Meta 

IPR Proceeding.  As this is a “copycat” joinder petition, Petitioner could not have 

filed the Petition sooner.  As discussed above, Petitioner was not aware of the present 

arguments and combinations of references at the time it filed its first petition. 

Factor 6 also favors institution.  “[T]he Board has already allocated resources 

to complete the [Meta] IPR [Proceeding]” and the Board should “decline to speculate 
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on whether [Meta] will settle with Patent Owner.”  Advanced Micro Devices, Inc. v. 

Monterey Rsch., LLC, IPR2021-00776, Paper 13 at 17 (Oct. 13, 2021). 

IV. OVERVIEWLEVEL OF THE PATENTORDINARY SKILL 

A. Level of Ordinary Skill 

A person of ordinary skill in the art as of April 17, 2007 (the earliest priority 

date for the ’878 patent) would have possessed a bachelor’s degree in electrical 

engineering or computer science, and two years of work experience in the field of 

network-based computer systems, such as systems for sending and receiving 

information over local networks and wide area networks (such as the Internet or 

World Wide Web). (Schmandt, EX1002, ¶¶10-14.) 

B. Specification Overview 

The ’878 patent relates “to online access and targeted delivery of 

advertisements.”  (’878, 1:23-24.)  It discloses techniques for recognizing related 

devices so that activities performed with a first device can be used to take an action 

with respect to a second device.  (’878, e.g., 8:13-25.)  In one embodiment, targeted 

advertisements are provided to a user’s television based on online activities taking 

place on their computer.  (’878, 8:52-9:8.)  Figure 1 depicts a basic layout of a system 

for targeting advertisements in this context: 
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(’878, Fig. 1.)  Figure 1 includes online access device 32 (such as a modem), online 

user interface device 34 (such as a networked computer or mobile device), set-top 

box (“STB”) 36 and television 38 associated with user 30.  (’878, 9:36-40, 2:49-67.)  

Common service provider 20 can offer both Internet access via the online access 

device 32 as well as television service through STB 36.  (’878, 9:45-46.)  It also 

provides to Central Ad Server (“CAS”) 40 the IP addresses of the user’s devices, 

such as computer 34 and STB 36.  And online site 50 reports to CAS 40 computer 

34’s online activities at the site.  (’878, 11:8-15.)  Thus, by determining the computer 

34 and STB 36 are related to each other, CAS 40 can provide targeted advertisements 
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to STB/TV based on online activities taking place on the computer.  (’878, 9:57-

10:18, 10:40-11:62.) 

V. CLAIM CONSTRUCTION 

Petitioner does not believe claim construction is necessary at this time, but 

reserves the right to respond to any claim construction arguments later presented. 

VI. THE CHALLENGED CLAIMS ARE UNPATENTABLE 

A. Overview of Grounds 

The challenged claims attempt to lay claim to techniques for determining that 

two devices are connected to the same local area network, and taking action based 

on that determination.  But these techniques were known and the challenged claims 

rendered obvious by the prior art.  In fact, the claims and prior art here are similar to 

the instituted IPR in Meta Platforms, Inc. v. AlmondNet, Inc., IPR2022-00773, Paper 

34 (PTAB Oct. 21, 2022) (EX1019), which involved a patent in the same family 

with the same specification. 

All of the proposed grounds rely on Baig (EX1003), which discloses a 

technique for placing mobile devices connected to the same WiFi access point or 

hotspot (for example at a coffee shop) into a group, and then providing services (such 

as chat) to the devices in that group.  (Schmandt, ¶¶39-41, 74, 78-79.)  Baig is a 

strong reference that discloses the majority of the limitations.  Petitioner cites other 

references primarily for well-known features that would have fallen within the 

general knowledge of a skilled artisan. 
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For example, Laidlaw (EX1006) discloses known techniques for session 

management that allow a web server to keep track of users who are currently logged 

into a website.  (Schmandt, ¶¶48-49.)  Petitioner relies on Laidlaw for basic web 

techniques including “cookies” and storage of session management information in a 

session table.  (Schmandt, ¶¶50-52, 88-90.)  The proposed grounds also cite 

Sitaraman (EX1007), for its disclosure of assigning dynamic IP addresses to 

devices using the industry-standard Dynamic Host Control Protocol (DHCP) – 

which was known and admitted prior art in the ’878 patent.  (Schmandt, ¶¶57-58, 

112-113; see also ’878, 4:7-12.)  And finally, all grounds cite Hahn (EX1008) for 

techniques, well-known since at least the 1990s, for automatically updating and 

delivering webpages to visitors.  (Schmandt, ¶¶61-62, 141-142, 148.)  The remaining 

references, Xu (EX1009) and Gerace (EX1010), are cited in Grounds 2-4 solely 

for certain challenged dependent claims.  (Schmandt, ¶¶64-66, 69-70.) 

A. B. Prior Art Status of Relied-Upon References 

Each reference cited in the grounds listed in Part II.B qualifies as prior art.  

Laidlaw and Sitaraman qualify under at least § 102(b) (pre-AIA) because they are 

patent references published more than one year before April 17, 2007.  Hahn 

qualifies as a prior art printed publication, as evidenced by its availability in public 

libraries more than one year before the priority date.  (Hall-Ellis, EX1014, ¶¶42-48.)  
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Gerace and Xu qualify as prior art under at least § 102(e) because they are patent 

references based on applications filed before the priority date. 

Baig qualifies as prior art under at least §102(e). Petitioner acknowledges that 

the utility application for Baig was filed on October 31, 2007 – after the ’878 patent 

priority date of April 17, 2007 – but Baig claims priority to and incorporates-by-

reference an earlier provisional filed on November 10, 2006.  (Baig, ¶0001.)  

Petitioner will refer below to the published Baig patent application (EX1003) as 

“Baig,” and the provisional application (EX1004) as “Provisional.” 

Baig qualifies as prior art as of the filing date of its Provisional. 

Baig is usable as §102(e) prior art as of the filing date of the Provisional if: 

(1) the invalidating disclosures from Baig are supported by the Provisional, and (2) 

the Provisional provides § 112 support for at least one claim appearing in Baig. See 

MPEP §§2136 (Part I), 2136.02 (Part II).  Both are met. Petitioner also notes that in 

the institution decision on the related ’398 patent (IPR2022-00773), the Board 

preliminarily agreed with Petitioner’s priority date showing with respect to Baig. 

(EX1019, 0010-0011.) 

With respect to prong (1), no material differences exist between Baig and the 

Provisional, as evidenced by a redline comparison submitted herewith. (See 

Schmandt, ¶43 (citing EX1005 (redline comparison)).)  All of the relied-upon 
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disclosures in Baig, therefore, appear in the Provisional.  Each citation to Baig 

(EX1003) will be accompanied by a parallel citation to the Provisional (EX1004). 

With respect to prong (2), the Provisional provides ample §112 support for at 

least one claim in Baig.  The law is clear that claims originally filed with an 

application can be relied upon for §112 purposes.  See, e.g., In re Gardner, 480 F.2d 

879, 880 (C.C.P.A. 1973).  The Provisional here includes originally-filed 17 claims 

(i.e. 1-3, 8-16 and 18-22) that are identical to claims in Baig. (Schmandt, ¶44 (citing 

EX1005 (redline), 0026-0027).)  These originally-filed Provisional claims thus 

provide written description support for at least their corresponding claims in Baig, 

and the Provisional would have enabled a skilled artisan to practice their subject 

matter.  (Schmandt, ¶¶44-45.)  This alone is sufficient under prong (2). 

Beyond that, the disclosures in the Provisional support every limitation of at 

least published claim 1 and would have enabled a skilled artisan to make and use its 

subject matter.  (Schmandt, ¶44 (citing for support for each limitation of Baig claim 

1: Provisional, 007, 0010-0011 (preamble), Provisional, 007, 0013 (“receiving” 

step), Provisional, 007, 0010, 0012-114 (“grouping” step), Provisional, 007, 0014, 

0024, 0027 (“providing” step).)  Baig therefore qualifies as §102(e) prior art as of 

November 10, 2006. 
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B. C. Ground 1: Claims 1-2, 8-10, 13-14, 19, and 22 Are Obvious Over 
Baig in view of Laidlaw, Sitaraman, and Hahn. 

1. Claim 1 

The preamble recites: “[a] method for identifying an association among 

multiple electronic devices of a group of devices connected through a common 

local area network (LAN) and using the association for cross-device action, the 

method comprising….”  Assuming the preamble of claim 1 is limiting, it is 

disclosed and rendered obvious by the prior art. 

Baig discloses a technique for identifying when multiple mobile devices are 

connected to a common local area network (LAN).  Baig takes advantage of WiFi 

networking and WiFi “hotspots” that were common fixtures in the mid 2000s in 

airports, coffee shops, and other public places.  (Schmandt, ¶¶39, 74.)  Baig discloses 

a technique for creating “vicinity-based” communities of devices connected to the 

same WiFi hotspot.  (Baig, ¶0038; Provisional, 0010.)  Figure 1 shows the primary 

components of the system: 
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(Baig, Fig. 1 (highlighting added).)  Figure 1 above “illustrat[es] how one or more 

mobile devices 102 at a public WiFi hotspot 110 interact with the public network 

120.”  (Baig, ¶0042; Provisional, 0010.)  The portion of Figure 1 below the dashed 

line shows WiFi hotspot 110 that includes access point 106 wirelessly connected to 

several mobile devices (1021 through 102p).  (Baig, ¶0043; Provisional, 0011.)  

Access point 106 acts as a router to facilitate communications over the Internet 122 

between mobile devices 102 and one or more content servers (1241 through 124n), 

which are shown above the dashed line in Figure 1.  (Baig, ¶¶0046-0047, 

Provisional, 0012.)  The content server in Baig is also shown in Figure 2 and also 

referenced throughout Baig as “content server 224.” 
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Baig discloses a method for “identifying an association among multiple 

electronic devices of a group of devices connected through a common local area 

network (LAN).”  The claimed “common local area network (LAN)” corresponds 

to local private network 104 in Figure 1, to which each mobile device 102 is 

connected.  (Baig, ¶0043 (“The mobile devices 102 form a ‘local network’ 104 with 

the access point 106….”);1 Provisional, 0011; Schmandt, ¶75.)  Local network 104 

is also a “common” LAN because each mobile device 102 is connected through it. 

The “multiple electronic devices of a group of devices” correspond to any 

two or more mobile devices 102 within the plurality of mobile devices 1021 through 

102p and connected to the LAN.  As one illustration, the claimed “multiple 

electronic devices” could correspond to laptop computer 1021 and mobile phone 

1022 shown in Figure 1 within the plurality of mobile devices. 

Baig also discloses the step of “identifying an association among” the two 

or more mobile devices 102.  This step is performed by one or more content servers 

as shown above the dashed line in Figure 1 above, which communicate with access 

point 106 via the Internet 122.  (Baig, ¶¶0042-0043, Provisional, 0010-0011.)  As 

Baig explains and shown in Figure 1, access point 106 assigns a “local” IP address 

to each mobile device 102 to which it is connected, but for communications over the 

                                           
1 Except as otherwise noted, all emphasis (such as underlining, highlighting, bolding) in quotations from the prior art 
was added by Petitioner. 
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Internet between a mobile device and the content server, access point 106 replaces 

the local IP address with the common “public” IP address associated with access 

point 106.  (Baig, ¶¶0044-0046; Provisional, 0011.)  This is shown as the “PUBLIC 

IP” address in Figure 1 above. 

In order to determine whether the two or more mobile devices 102 are 

connected to a common LAN, the content server checks to see if they are connected 

through an access point 106 having a common IP address as shown in Figure 3: 

 

(Baig & Provisional, Fig. 3 (partial figure; highlighting added).)  “At step 306, the 

server identifies all the users who have logged in from a common hotspot as having 

the same access point IP address.”  (Baig, ¶0056; Provisional, 0013; see also Baig, 

¶0038; Provisional, 0010.)  Baig therefore discloses “identifying an association 
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among multiple electronic devices,” i.e., multiple mobile devices 102 being 

connected to the content server through the same access point IP address. 

Baig next discloses “using the association for cross-device action,” as 

recited in the preamble.  After a mobile device in Baig has logged-in, the content 

server presents a webpage that shows, among other things, a list 660 of other users 

whose devices are connected to the same hotspot 110: 

 

(Baig, Fig. 6 (highlighting added); Baig, ¶0074; Provisional, 0017.)  Figure 6 shows 

webpage 600 including list 606, which “displays a list 606 of other users at the 

present hotspot 110.”  (Baig, ¶0076, Provisional, 0018.)  The list 606 in this example 

shows seven other users (e.g. “Terminator,” “New York Girl”). 
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The transmission and display of list 606 on mobile devices 102 itself qualifies 

as “cross-device action” because the list would have been transmitted to and 

displayed on multiple mobile devices that are connected using the same hotspot.  

And for further examples of “cross-device action,” the mobile devices connected to 

the same hotspot can utilize a number cross-device services including “bartering 

services for goods and services among wireless users in a vicinity,” “enabling WiFi 

users in the vicinity to play video games with one-another, providing chat rooms, 

among other activities and services.”  (Baig, ¶0054; Provisional, 0013.)  In each 

case, the cross-device action is provided “using the association,” because the 

system uses the fact that the mobile devices are connected to the same access 

point/hotspot (through the same access point IP address) to identify devices in the 

same vicinity-based community and thereby provide the features above. 

(a) “with a computer system, determining an association 
between device identifiers of two or more Internet-
accessing electronic devices based on electronically 
stored association-detection information about a 
plurality of Internet-accessing electronic devices, 
wherein the stored association-detection information 
for each of the plurality of Internet-accessing 
electronic devices includes: (i) a device identifier; (ii) at 
least one dynamically assigned IP address assigned to 
a modem that connects a router of the LAN to the 
Internet; and (iii) at least one timestamp specifying a 
time when the Internet-accessing electronic device 
accessed the Internet via the router of the LAN;” 
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For convenience of the Board, the following table summarizes how Petitioner 

has mapped the disclosures of the prior art to the limitations of claim 1(a): 

Limitation from Claim 1(a) Summary of Prior Art Disclosures 

“a computer system” At least one content server in Baig 

“two or more Internet-accessing 
electronic devices” 

Two or more mobile devices 102 in Baig, 
which are connected to and accessing at least 
one content server over the Internet 

“determining an association 
between device identifiers” 

Determining whether the two or more mobile 
devices 102 are logged in and connected to 
the content sever using an access 
point/hotspot having the same IP address 

“electronically stored association 
detection information” 

Information stored by the content server for 
each mobile device 102, such as a session 
table under the combination with Laidlaw, 
that includes at least the information specified 
in claims 1(a)(i)-(iii) (see below) 

“a device identifier” (1(a)(i)) A cookie containing a session token used to 
identify a mobile device 102 that is logged 
into the content server, under the combination 
with Laidlaw 

“at least one dynamically assigned 
IP address assigned to a modem 
that connects a router of the LAN 
to the Internet” (1(a)(ii)) 

The IP address of access point 106 (which 
includes router 108) used by the mobile 
device 102 to log into the content server over 
the Internet.  The IP address would have been 
dynamically assigned via DHCP based on the 
combination with Sitaraman 

“at least one timestamp specifying 
a time when the Internet-
accessing electronic device 
accessed the Internet via the router 
of the LAN” (1(a)(iii)) 

Information specifying the last time that the 
mobile device 102 accessed the content server 
via access point 106 over the Internet, based 
on the combination with Laidlaw 
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(Schmandt, ¶81.)  Petitioner will discuss these disclosures in more detail below. 

As explained above, a content server (“a computer system”) determines 

whether two mobile devices 102 (“two or more Internet-accessing electronic 

devices”) are connected to the same hotspot 110, and thus, to a common LAN.  The 

content server thus performs the step of “determining an association between 

device identifiers of two or more Internet-accessing electronic devices,” when it 

detects that the two mobile devices are both logged-in and connected to the content 

server via the same access point IP address.  (Baig, ¶0056 & Fig. 3 (Step 306); 

Provisional, 0013; Schmandt, ¶¶76-77, 84.)  As explained in detail for claim 1(a)(i) 

below, each mobile device under the proposed combination would have had a 

“device identifier” in the form of a cookie, which is electronically stored by the 

content server and used to identify the mobile device as currently logged-in.  

(Schmandt, ¶¶83, 87-92; Laidlaw, ¶¶0006, 0016.) 

Under the proposed combination, therefore, identifying two mobile devices 

102 that are logged on and connected using the same access point/hotspot discloses 

“determining an association between” their respective device identifiers, under at 

least two separate theories.  First, the claimed association is determined because each 

device identifier corresponds to a mobile device that is part of the same vicinity-

based community and connected via the same access point IP address.  (Baig, ¶¶0056 

(“At step 306, the server 224 identifies all the users who have logged in from a 
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common hot spot as having the same access point IP address.”), 0040 (“Once the 

end-users at a particular access point log into the website of the VCSP, they are able 

to view other members of the VCSP who have also logged in from the same access 

point associated with a particular wireless hotspot.”); Provisional, 0013, 0010, 

0017.)  Second and relatedly, the content server under the proposed combination 

“determin[es] an association” between the “device identifiers” because it uses the 

cookie assigned to each device to identify the device as being logged into the server, 

in order to place it into a vicinity-based community.  (Baig, ¶0056 (“At step 306, the 

server 224 identifies all the users who have logged in….”), 0059 (“In particular, 

when a user at a hotspot logs into the website of the VCSP 202, the user 

automatically becomes part of the vicinity-based user group.”), 0076 (“The web 

page 600 also displays a list 606 of other users at the present hotspot 110.  In one 

embodiment, the list includes the user names associated with users that have logged 

into the VCSP website.”), Baig Provisional, 0013-0014, 0018.)  The content server 

under the proposed combination thus determines “an association” between device 

identifiers based on both the IP addresses of the devices (which are used to determine 

if they are connected via the same access point IP address) and their cookies (which 

are used to determine if they are currently logged-in), in order to place them into a 

group of devices in a vicinity-based community. (Schmandt, ¶84.) 
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Baig further discloses and renders obvious that the determining step is “based 

on electronically stored association-detection information about a plurality of 

Internet-accessing electronic devices,” which includes the information recited in 

subparts (i) through (iii) of claim 1(a).  Petitioner will address this next. 

(i) “a device identifier;” 

Based on the combination of Baig and Laidlaw, each mobile device 102 under 

would have had a “device identifier” corresponding to a cookie stored by the content 

server (as part of the “electronically stored association-detection information”), 

which would have been used by the content server to identify the mobile device as 

having logged in.  Laidlaw discloses a system for managing “sessions” in a network-

based computer system.  (Schmandt, ¶88; Laidlaw, ¶0003-0005.)  One of the key 

concepts disclosed in Laidlaw is a session “token,” which is included in each request 

from a client device to a server, and which identifies the requesting device.  

(Laidlaw, ¶0004.)  In the context of the Internet and Web, Laidlaw explains that the 

session token takes the form of a cookie: 

A cookie is a sequence of binary information that a web server may 

send to a client system, and which the client system sends back to the 

web server with each subsequent request… A web application may 

inspect the value of cookies, and search for cookies that it previously 

issued in order to determine that a given web request is from a user who 

had previously been sent a cookie. 
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(Laidlaw, ¶0006.)  The term “cookie” refers to a well-known and industry standard 

technology developed in the 1990s.  (Schmandt, ¶90.)  A cookie is stored as a file 

on the user’s device by the web browser, and can be subsequently used by a web site 

to identify the user’s device when it visits the web site. (Id., see also EX1011, 

p.0026.)  Cookies were (and remain today) in widespread use.  (Schmandt, ¶90.) 

Under the proposed Baig-Laidlaw combination, the “stored association-

detection information” would have included information stored by the content 

server in Baig to keep track of users who are currently logged in.  (Schmandt, ¶91; 

Laidlaw, ¶0016 (“When the user authenticates at a login screen, the session token is 

placed into a cookie.”).)  Laidlaw describes a structure called a “session table,” 

known to skilled artisans, that stores a variety of information for each session for a 

device.  (Schmandt, ¶91 (citing Laidlaw, ¶¶0016-0031).)  One of the key pieces of 

information in the session table is the session token, which stores the cookie 

information described above.  As explained in Laidlaw: 

When the user authenticates at a login screen, the session token is 

placed into a cookie.  When a subsequent request is received from the 

same client system, the session token is extracted from the cookie, and 

the token is obtained from a session table that is keyed by session token. 

(Laidlaw, ¶0016.)  In plain English, the process above attempts to determine, in 

response to receiving a cookie from the requesting device, after the user has logged 

in using its device, whether the session token in the cookie is stored in the session 
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table.  (Schmandt, ¶92.)  Laidlaw explains that the session token can include a 

sequence of encrypted data that uniquely identifies a session and includes, among 

other things, random data.  (Laidlaw, ¶0032.) 

It would have been obvious that the session token in the cookie (“a device 

identifier”) would have been electronically stored in the session table.  Indeed, the 

session table is “keyed by session token” (id.), meaning that the session token 

provided by the client is used to locate the other information in the table relating to 

the same client session (which thus further confirms the session token is stored in 

the table).  (Schmandt, ¶92; Laidlaw, ¶¶0016 (session table “is keyed by session 

token”), 0039 (describing “key fields”).) 

Petitioner notes that mapping the session token/cookie to the claimed “device 

identifier” is consistent with the ’878 patent.  Dependent claim 8, addressed below, 

makes clear that the “device identifier” of claim 1(a)(i) may be “a cookie readable 

by the computer system.”  The cookie under the proposed Baig-Laidlaw 

combination provides a device identifier because it contains a session token uniquely 

identifying the session assigned to mobile device 102 that was used to log in and 

access the content server.  (Schmandt, ¶93; Laidlaw, ¶¶0016, 0032.) 

Petitioner will provide a full explanation of the rationale and motivation to 

combine Baig and Laidlaw after claim 1(a)(iii) below.  (Schmandt, ¶¶103-109.) 
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(ii) “at least one dynamically assigned IP address 
assigned to a modem that connects a router of 
the LAN to the Internet; and” 

The session table in Laidlaw also stores “information regarding the host that 

the user logged in from (e.g., the IP address).”  (Laidlaw, ¶0022.)  Under the 

proposed Baig-Laidlaw combination, therefore, the claimed electronically stored 

information would also have included the IP address of the access point 106 used to 

log into the content server.  (Schmandt, ¶94.) 

Apart from Laidlaw, it would have been obvious based on Baig alone that the 

electronically stored information would have included the IP address of the access 

point 106.  This is because Baig maintains a list of users whose devices are connected 

to the same hotspot using the same access point IP address.  (Baig, e.g., ¶0038; 

Provisional, 0010.)  The content server can thus “identify users that are originating 

from a particular access point 106 and then group[] those users having a common IP 

address to the same hotspot 110.”  (Baig, ¶0052; Provisional, 0012-0013.)  It would 

have been obvious that, in order for the content server in Baig to perform this 

function, the server would have stored the mobile device IP addresses in order be 

able to identify devices belonging to a group.  (Schmandt, ¶96.) 

The IP address for each mobile device 102 in Baig is also “assigned to a 

modem that connects a router of the LAN to the Internet.”  The claimed 

“modem” and “router” are included in access point 106: 
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(Baig, Fig. 1 (highlighting added).)  Baig explains that access point 106 includes 

“NAT router 108,” which “replaces the ‘local’ IP address with its own ‘public’ IP 

address, and forwards the packets to the destination device (e.g., content server) on 

the Internet or external network 120.”  (Baig, ¶0046; Provisional, 0011.)  NAT 

stands for Network Address Translation and is a common technique used by Internet 

routers.  (Schmandt, ¶96.)  NAT router 108 routes communications between mobile 

devices 102 and the Internet.  (Baig, ¶¶0046-0047; Provisional, 0011-0012.)  Access 

point 106 therefore includes “a router of the LAN to the Internet.” 

It would also have been obvious that the router is connected to a “modem,” 

i.e., other device functionality of access point 106 for connecting to the Internet.  

(Schmandt, ¶97.)  The ’878 patent describes a modem as “a device that enables 
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online access by a user as an interface between the online access provider’s network 

transmission system and the user’s computer or online user interface device.”  (’878, 

3:11-14.)  This is precisely what access point 106 in Baig does – it “relays data 

between the wireless mobile devices 102 connected to the wireless network 104 and 

the external or public network, such as the Internet 122.”  (Baig, ¶0044; see also id., 

¶0046; Provisional, 0011.)  It would have been obvious that access point 106 would 

have included a “modem,” a basic electronic device used as an interface for sending 

and receiving signals over a communications channel such as the Internet, to perform 

this function.  (Schmandt, ¶97.)  It therefore would have been obvious that access 

point 106 would have included “a modem that connects a router of the LAN to 

the Internet.”  The IP address of access point 106, therefore, would also have been 

assigned to the modem that communicates over the Internet.  (Schmandt, ¶97.) 

Petitioner notes that claim 1(a)(ii) specifies at least one “dynamically 

assigned” IP address.  One embodiment in Baig states that WiFi access points may 

be static IP addresses.  (Baig, e.g., ¶¶0064 (“Since the IP addresses of WiFi hotspots 

are mostly static IP addresses….”), 0050; Provisional, 0015, 0012.)  Petitioner will 

explain, in a separate discussion below, why it would have been obvious to allow an 

access point in Baig to be assigned a dynamic IP address. 
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(iii) “at least one timestamp specifying a time when 
the Internet-accessing electronic device accessed 
the Internet via the router of the LAN;” 

The ’878 patent does not define “timestamp,” nor does the term appear 

outside the claims.  But “timestamp” was generally understood as referring to a 

record of when a particular event occurred.  (Schmandt, ¶100.)  Laidlaw discloses 

that the session table includes a timestamp, i.e., “information regarding the last time 

the session was accessed.”  (Laidlaw, ¶0017.)  Under the proposed combination with 

Baig, therefore, the stored information would have included a “timestamp,” i.e., 

information indicating a time, “when the Internet-accessing electronic device,” 

i.e., when logged in mobile device 102, “accessed the Internet via the router of 

the LAN,” i.e., accessed the Internet via access point 106 (and via NAT router 108) 

to communicate with the content server.  (Schmandt, ¶101.) 

Although not required by the claim, it would have been obvious to store and 

use the timestamp for a variety of well-known purposes.  For example, Laidlaw 

explains that a session can be terminated after a period of inactivity.  (Laidlaw, 

¶¶0005, 0030 (session table includes field for “max inactivity time allowed”).)  It 

would have been obvious to use the timestamp, under the proposed combination, to 

determine whether a mobile device should be timed out (and logged out) if it fails to 

access the content server within a specified period of time.  (Schmandt, ¶102.) 
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Rationale and motivation to combine (Baig and Laidlaw): It would have 

been obvious to combine Baig with Laidlaw, predictably resulting in the system of 

Baig in which the content server included “electronically stored association 

detection information,” such as a session table that stores, for each logged in 

mobile device 102, the information specified in claims 1(a)(i)-(iii) discussed above.  

(Schmandt, ¶103.)  It would also have been obvious to use this stored information to 

“determine[e] an association between device identifiers” of two or more mobile 

devices 102, as described below.  Baig and Laidlaw are analogous references in the 

same field of the ’878 patent of facilitating online access through computer 

networks, and would have been reasonably pertinent to problems facing the inventor 

such as how to keep track of connected devices.  (Schmandt, ¶104.) 

A skilled artisan would have been motivated to combine Baig and Laidlaw in 

the manner discussed above.  (Schmandt, ¶¶105-109.)  Laidlaw confirms that session 

management was a common technique for keeping track of devices connected over 

the Internet.  (Laidlaw, ¶¶0002-0006.)  A skilled artisan would have been motivated 

to consult Laidlaw because – to even make the system of Baig function – the system 

would have needed to store session information about mobile devices to (at a 

minimum) keep track of currently logged in devices.  (Schmandt, ¶105.) 

A skilled artisan would also have been motivated to adapt the content server 

to store and use each of the pieces of session information in Laidlaw mapped to 
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claims 1(a)(i)-(iii) above.  With respect to claim 1(a)(i) (“device identifier”), it 

would have been obvious to store a session token/cookie to enable the content server 

to determine that the mobile device 102 is currently logged-in.  (Laidlaw, ¶0016 

(“When the user authenticates at a login screen, the session token is placed into a 

cookie.”).)  Baig itself expressly suggests storing a cookie by disclosing the ability 

of the server to “remember” the user name and password of a user – a textbook use 

case for cookies well-known to skilled artisans.  (Baig, ¶0068 (“A check field 408 is 

provided for optionally remembering the user name and user password.”); 

Provisional, 0016; see also EX1011, p.0028 (“When the user returns to that site, the 

server will automatically check the cookie it gave to that user to determine his or her 

name and password.”).)  Cookies also represented an industry-standard and widely-

used technique for keeping track of the identity of logged-on devices in web-based 

systems.  (Schmandt, ¶106.)  Cookies also represented one of a small number of 

known techniques for web-based session management, and were regarded as 

superior in many ways to the two other alternatives (i.e., “hidden form fields” and 

“URL mangling”) identified in Laidlaw.  (Schmandt, ¶107 (citing Laidlaw, ¶0006).) 

Under the proposed combination, the content server would have stored a 

session token/cookie for each mobile device after log-in, and then used the session 

token/cookie to identify the mobile device 102 and place it into a vicinity-based 

community.  It thus would also have been obvious to “determin[e] an association 
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between device identifiers” of the two mobile devices, under the proposed 

combination, based at least in part on the session token/cookie.  (Schmandt, ¶106; 

see also Baig, ¶0056 (“At step 306, the server 224 identifies all the users who have 

logged in from a common hot spot as having the same access point IP address.”), 

0059 (“In particular, when a user at a hotspot logs into the website of the VCSP 202, 

the user automatically becomes part of the vicinity-based user group.”), 0076 (“The 

web page 600 also displays a list 606 of other users at the present hotspot 110.  In 

one embodiment, the list includes the user names associated with users that have 

logged into the VCSP website.”), Baig Provisional, 0013-0014, 0018.) 

With respect to claim 1(a)(ii) (“IP address”), as explained, it would have been 

obvious to store the IP address of access point 106 used by mobile device 102 to 

access the content server.  As explained above, Baig needs this information to 

identify and keep track of devices that are connected to the same hotspot via the 

same access point IP address.  (Schmandt, ¶108.)  It thus would also have been 

obvious – and in fact necessary – to “determin[e] an association between device 

identifiers” of mobile devices 102, under the proposed combination, based at least 

in part on the IP address of access point/hotspot.  (Id.)  As noted, Petitioner will 

separately explain below why it would also have been obvious for this access point 

IP address to have been “dynamically assigned.” 
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With respect to claim 1(a)(iii) (“timestamp”), as explained, a skilled artisan 

would have been motivated to include and use the claimed timestamp, in this case 

the time when mobile device 102 last accessed the content server via the Internet, in 

order to determine if the device is logged in (also using the cookie), but should 

nevertheless be “timed out” due to inactivity.  (Laidlaw, e.g., ¶¶0005, 0017, 0030; 

Schmandt, ¶¶102, 109.)  A skilled artisan would have been motivated to store and 

use the timestamp to facilitate this timeout feature, which would have increased both 

the security and efficiency of the system.  (Schmandt, ¶109.)  A skilled artisan would 

have also had a reasonable expectation of success and could have implemented the 

proposed combination using conventional techniques.  (Schmandt, ¶¶102, 203-204.) 

“Dynamic” IP Address 

The term “IP address” generally refers to a unique address on the Internet 

where a device or other resource can be located.  (Schmandt, ¶110.)  IP addresses 

are commonly categorized as “static” or “dynamic.”  (Schmandt, ¶¶110-112.) 

A static IP address, as its name indicates, is an address that is (as a practical 

matter) permanently assigned to a particular device or entity.  (Id.; Sitaraman, 

EX1007, 4:10-13.)  A dynamic IP address, on the other hand, is an address that is 

selected and assigned upon request to the device by a server.  (Schmandt, ¶112.) 

As noted, Baig discloses WiFi access points (such as access point 106) that 

use static IP addresses.  (Baig, e.g., ¶0064 (“mostly static IP addresses”); 
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Provisional, 0015.)  Although Baig does not expressly disclose a “dynamically 

assigned” IP address for access point 106, this would have been obvious in view of 

Sitaraman (EX1007). 

Sitaraman explains, as was well-known, that dynamic IP addresses are 

assigned by a Dynamic Host Configuration Protocol (DHCP) server, which is also 

admitted prior art in the ’878 patent.  (Schmandt, ¶112; Sitaraman, 3:31-51; ’878, 

4:7-12 (describing DHCP).)  DHCP refers to an industry standard technique in which 

a device on a network (such as a client) can ask a DHCP server “to provide it with 

an IP address and configuration parameters.  A DHCP server on the network that is 

authorized to configure this client will offer an IP address by sending a reply to the 

client.”  (Sitaraman, 3:34-40.) 

DHCP servers are used, for example, by Internet Service Providers (ISPs) who 

typically maintain a “pool” of available IP addresses that can be dynamically 

assigned to clients upon request.  (Sitaraman, 3:64-4:1, 6:63-66.)  If the client accepts 

the offered IP address, “the chosen DHCP server sends an acknowledgement with 

the offered IP address having an associated ‘lease’ time,” which can be renewed by 

the client upon request.  (Sitaraman, 3:42-47.)  “Once the lease expires, the IP 

address can be ‘recycled’ and given to another machine.”  (Sitaraman, 3:49-51.) 

Rationale and Motivation to Combine (Baig and Laidlaw with Sitaraman): 

It would have been obvious to combine Baig and Laidlaw with Sitaraman, 

Page 44 of 84



Petition for Inter Partes Review of 
U.S. Patent No. 10,715,878 B2 

-37- 

predictably resulting in the Baig-Laidlaw system described above with the further 

ability of access point 106 to have a “dynamically assigned” IP address, for 

example using known DHCP techniques.  Under the proposed combination, 

therefore, the IP address of access point 106 (which includes the router and modem) 

would have been dynamically assigned by a DHCP server, and thus, the “stored 

association-detection information” for each mobile device 102 would have also 

included “at least one dynamically assigned IP address assigned to a modem that 

connects a router of the LAN to the Internet.”  (Schmandt, ¶114.)  Sitaraman is 

an analogous reference in the field of communication over the Internet, and would 

have been reasonably pertinent to problems facing the inventor including 

understanding DHCP and dynamic IP address assignment.  (Schmandt, ¶115.) 

A skilled artisan would have had many reasons to combine.  Petitioner notes, 

at the outset, that operation of the system of Baig does not depend on access points 

only having static IP addresses.  (Schmandt, ¶116.)  Baig merely relies on the IP 

address to identify devices that accessed the content server from the same hot spot 

via the same access point IP address.  (Baig, e.g., ¶0056 & Fig. 3 (Step 306), 

Provisional, 0013.)  This functionality would have operated in the same manner 

regardless of whether the access point had a statically or dynamically assigned IP 

address.  (Schmandt, ¶116.) 
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Dynamic IP addresses also had many known advantages over static addresses 

that would have been applicable to the Baig-Laidlaw system.  First, dynamic IP 

address assignment makes more efficient use of available IP addresses because 

dynamic addresses can be temporarily used (leased) by devices while they are 

needed, and then recycled for reuse by other devices.  (Schmandt, ¶117.)  Sitaraman 

expressly acknowledges this motivation by explaining that Internet Service 

Providers (ISPs) “are faced with an increasing shortage of IP addresses,” and that 

DHCP was developed in part “to help solve the shortage of IP addresses.”  

(Sitaraman, 3:25-33.)  Second, dynamic IP addresses offer cost savings over static 

IP addresses, which typically require payment of a fee to maintain the permanent 

address.  (Schmandt, ¶118.)  Third, it was also well-known that systems that use 

static IP addresses could be more susceptible to attacks by malicious parties than 

systems using dynamic IP addresses.  (Id.) 

A skilled artisan would have also been motivated to use dynamic IP addresses 

to increase the size and reach of Baig’s vicinity-based network system.  Because of 

the cost and other considerations above, many WiFi hotspots may have had dynamic 

instead of static IP addresses.  (Schmandt, ¶119.)  The system of Baig would have 

benefitted by also allowing hotspots with dynamic IP addresses, as this would have 

increased the number of hotspots the system could support thereby expanding the 

potential audience (of both hotspots and thus users).  (Schmandt, ¶119.)  This would 
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have furthered the objective in Baig to use hotspots “to form a mesh network of WiFi 

hotspots, which are geographically spread, for example, over an entire metropolitan 

area, a state or the country.”  (Baig, ¶0065; Baig Provisional, 0016.) 

Finally, Petitioner notes that, in one embodiment in Baig, a static IP address 

of access point 106 may be used to correlate a particular hotspot with a physical 

address.  (Baig, ¶0064; Provisional, 0016.)  This allows a user to provide a physical 

address of the hotspot (such as a street address), which the server can store in a 

database in association with the static IP address.  (Id.)  But this functionality would 

have remained available even if access point 106 had a dynamic IP address; the only 

difference would be that a user may have to occasionally reenter the physical address 

when a different dynamic IP address is assigned.  (Schmandt, ¶120.)  This would 

have amounted, at best, to a minor inconvenience heavily outweighed by the 

significant advantages of allowing dynamic IP addresses detailed above.  This would 

have been infrequent for various reasons; for example a dynamic IP address could 

have been assigned to an access point for an extended period, and DHCP servers 

often reassign the same dynamic IP address to a device to which it was previously 

assigned.  (Id.)  A skilled artisan would have had a reasonable expectation of success 

in adapting the system to support dynamic IP addresses, as DHCP was within the 

general knowledge of skilled artisans.  (Schmandt, ¶¶121, 204.) 
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(b) “wherein determining the association in part (a) is 
done by using the stored association-detection 
information to determine that the two or more 
Internet-accessing electronic devices have separately 
accessed the Internet through a router of the LAN 
during a predetermined period of time via a common 
IP address;” 

Claim 1(b) was largely addressed in the above discussion.  As explained, the 

determining step of claim 1(a) is performed by using “the stored association-

detection information,” i.e., the stored information (for example in a session table) 

under the proposed Baig-Laidlaw-Sitaraman combination. 

Claim 1(b) does not appear to require “using” every piece of the stored 

information recited in claim 1(a)(i)-(iii) for the claimed determining step, but the 

prior art nevertheless satisfies any such requirement for the reasons stated for claim 

1(a) above.  It would have been obvious to use each piece of the stored association-

detection information is used in carrying out the determining step under the proposed 

combination.  (Schmandt, ¶¶106, 108-109, 122.) 

Claim 1(b) further requires that the two or more devices “have separately 

accessed the Internet through a router of the LAN… via a common IP address,” 

which is also satisfied by Baig.  For example, as discussed above for Figure 1, each 

mobile device 102 connected to the local network in Baig has its own local or private 

IP address.  (Baig, ¶0049, Fig. 2 (“1. Devices A, B, C, D & E will be allocated ‘local’ 

IP addresses, not visible to the outside world…..”); Provisional, 0012, Fig. 2.)  NAT 
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router 108 within access point 106 uses these local IP addresses to route outgoing 

and incoming communications between each mobile device and the Internet, by 

replacing these local addresses with the public IP address of the access point 106 (“a 

common IP address”) when communicating with devices over the Internet.  (Baig, 

¶¶0045-0047, 0050-0051; Provisional, 0011-0012.) 

Each mobile device 102 has also “separately” accessed the Internet because, 

as anyone who had used an IP-based local network would have appreciated, if one 

device were to log off or disconnect, another connected device could have continued 

to communicate using its separate local IP address.  (Schmandt, ¶123.)  This is 

consistent with Figure 1: 
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(Baig, Fig. 1.)  Figure 1 does not show any links, connections, or other dependencies 

between the mobile devices 102 connected to local network 104.  Each mobile 

device 102 instead depends only on access point 106 – and not on other mobile 

devices 102– for its connection to the content server the Internet 122.  (Baig, ¶0043; 

Provisional, 0011.)  This is further confirmed by the fact that, as Baig confirms, 

mobile devices need not be connected to the content server at the same time.  

(Schmandt, ¶¶123-124; Baig, Fig. 3; Baig, ¶¶0055-0056; Provisional, 0013.) 

Finally, each mobile device has also separately accessed the Internet “during 

a predetermined period of time via a common IP address.”  This is because, as 

explained for claim 1(a) above, the IP address of the access point 106 would have 

been a dynamically assigned IP address with a DHCP “lease” time during which the 

address remains valid.  (Sitaraman, 3:42-51.)  “Once the lease expires, the IP address 

can be ‘recycled’ and given to another machine.”  (Sitaraman, 3:49-51.) 

Mobile devices 102 would thus have accessed the Internet via access point 

106 during “a predetermined period of time via a common IP address,” i.e., 

during the lease time that the dynamic IP address assigned to access point 106 

remains valid.  (Schmandt, ¶125.)  This period “predetermined” because the lease 

time was provided by the DHCP server when it assigned the dynamic IP address to 

access point 106, which would have been before mobile devices logged into the 

content server using that access point.  (Schmandt, ¶126.)  This mapping of DHCP 
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lease times to the claimed “predetermined period of time” is entirely consistent 

with the ’878 patent, which expressly references DHCP expiry times in describing 

the claimed predetermined time period.  (’878, 4:22-26.) 

(c) “wherein the computer system determining the 
association in part (a) is outside the LAN and is 
connected to the LAN through the Internet; and” 

Baig also satisfies this limitation, as confirmed using Figure 1 of Baig: 

 

(Baig, Fig. 1 (highlighting added).)  As discussed, Figure 1 shows that the content 

server (“the computer system determining the association in part (a)”), one of 

which is shown in yellow above, is connected to local network 104 (“the LAN”) via 

the Internet 122 and access point 106.  But Figure 1 and Baig also confirm that the 

content server sits outside the local network 104.  As Baig explains: “[T]he mobile 
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devices 102 form a ‘local network’ 104 with the access point 106, while everything 

outside of (i.e., external to) the hotspot 110, i.e., all servers & computers residing on 

the public Internet, is considered the ‘public’ network 120.”  (Baig, ¶0043; 

Provisional, 0011.)  Baig therefore discloses that “the computer system 

determining the association in part (a) is outside the LAN and is connected to 

the LAN through the Internet.”  (Schmandt, ¶127.) 

(d) “with the computer system, using the association 
determined in part (a) to utilize user profile 
information associated with the device identifier of a 
first of the associated Internet-accessing electronic 
devices, and comprising behavioral or demographic 
data collected via the first of the associated Internet-
accessing electronic devices, to take an automatic 
action with respect to a second of the associated 
Internet-accessing electronic devices using the device 
identifier of the second of the associated Internet-
accessing electronic devices.” 

This final limitation of claim 1 is disclosed by Baig, in combination with 

Hahn.  As explained, after a mobile device 102 in Baig logs into the content server 

(“a first of the associated Internet-accessing electronic devices”), the content 

server (“the computer system”) places the mobile device 102 in a vicinity-based 

group with other mobile devices connected to the same hotspot/access point.  (Baig, 

e.g., ¶¶0038, 0052; Provisional, 0010, 0012-0013.)  As explained below, this in turn 

results in a transmission of information to the second mobile device. 
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As mentioned, after a user logs in, the server presents webpage 600: 

 

(Baig, Fig. 6 (highlighting added); Baig, ¶0074; Provisional, 0017.)  The key part of 

webpage 600 is list 606, which “displays a list 606 of other users at the present 

hotspot 110.”  (Baig, ¶0076, Provisional, 0018.)  As shown, the list includes the 

names of seven other users whose devices are logged-on (e.g. “Terminator,” “New 

York Girl”), and further shows, for each name, either a male or female gender 

symbol.  The gender symbols are clear from Figure 6 

above, but the version of Figure 6 in the incorporated-by-

reference provisional (shown in part at right) shows them 

more clearly.  (Baig Provisional, Fig. 6.)  List 606 also appears in Figure 7 of Baig, 
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which shows a webpage that allows users to engage in chat conversations with other 

users.  (Baig, Fig. 7 & ¶0080; Provisional, 0019.) 

The transmission and display of list 606 discloses and renders obvious claim 

1(d) because it discloses “with the computer system,” i.e., with the content server, 

“using the association determined in part (a),” i.e., using the fact that the first and 

second mobile devices (identified by their respective device identifiers) are logged 

in and also connected to the same hotspot/access point using the same access point 

IP address, “tak[ing] an automatic action with respect to a second of the 

associated Internet-accessing electronic devices,” i.e., sending list 606 as part of 

a webpage to the second mobile device over the Internet. 

Consider a concrete example.  Suppose the user “Terminator” in Figure 6 

connected and logged-in using his mobile device (the first device), and at that time, 

another user “New York Girl” was already connected and logged-in and currently 

viewing the webpage of Figure 6 or Figure 7 on her mobile device (the second 

device), with both users connected via the same access point as discussed.  In this 

scenario, after “Terminator” logged in, the content server would have sent the 

webpage to the second device of “New York Girl” including list 606, showing that 

“Terminator” was now part of the vicinity-based group.  This would have resulted 

in an “action with respect to a second of the associated Internet-accessing 

electronic devices,” because the second device would have received and displayed 
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“Terminator” on list 606 when displaying the webpage shown in Figure 6 or 7.  

(Baig, ¶¶0076 (“The web page 600 also displays list 606 of other users at the present 

hotspot 110.”), 0080 (same, Fig. 7); Provisional, 0018-0019.) 

Petitioner notes that the claim further requires taking “automatic” action, and 

Baig is unclear as to when or how list 606 in Figure 6 gets updated or refreshed on 

the second device when “Terminator” joins using the same access point/hotspot.  For 

this reason, Petitioner has relied on Baig in further combination with Hahn for the 

“automatic” issue, which will be the subject of a separate discussion below. 

Turning back to Baig, the action taken with respect to the second device was 

also the result of “utiliz[ing] user profile information associated with the device 

identifier of a first of the associated Internet-accessing electronic devices and 

comprising behavioral or demographic data collected via the first of the 

associated Internet-accessing electronic devices.”  This is because, as explained 

above, list 606 transmitted to and displayed on the second device identifies the 

gender of the other logged-in users.  For “Terminator” who is logged in using the 

first device using our example above, list 606 includes a gender symbol (“ ”) 

indicating that he is male.  The transmission and display of list 606 to the second 

device is thus the result of “utilizing user profile information,” because it includes 

gender information of “Terminator,” who has connected using his first device that is 

logged into the content server and part of the same vicinity-based network as “New 
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York Girl” (“associated with the device identifier of a first of the associated 

Internet-accessing electronic devices”).  The mapping of gender information to 

“profile data” is consistent with the ’878 patent, which broadly describes profile 

data as including “demographic or behavioral information,” such as information 

“concerning the user’s characteristics or activities.”  (’878, 6:7-12.) 

The gender of “Terminator” clearly qualifies as user profile information 

including at least “demographic data” that was “collected” via the first device.  

(Baig, ¶¶0093 (“As users register online on the VCSP website, profile information 

about our users, such as age, gender, occupation, interests and the like are requested 

during the registration process and securely stored by the VCSP 202.”), 0096, 0070 

& Fig. 5 (explaining that new user registration form includes “Gender” field 508 to 

collect gender information); Provisional, 0022, 0017.) 

Although not required by claim 1(d), the transmission and display of list 606 

in Baig was also the result of utilizing “behavioral” data collected via the first 

device.  The ’878 describes “behavioral” information as including any of a wide 

variety of previous action by the user/subscriber, including “any other form of 

previous subscriber activity.”  (’878, 4:49-57.) 

Baig discloses behavioral data in the form of action by the user indicating that 

they wish to be visible to other users.  (Baig, e.g., ¶¶0081 (“A link 720 can also be 

provided to remove [the user’s] concealment (i.e. invisibility) to other users.”), 0124 
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(“All users who are logged on can see the other users in the chat-room, unless a user 

options out from being visible to other users.”); Provisional, 0019, 0027.)  The 

transmission and display of list 606 is thus the result of utilizing profile information 

including “behavioral information,” because list 606 transmitted to the second 

device includes “Terminator” if he took action allowing himself to be visible to other 

users.  (Schmandt, ¶136.)  In other words, the fact that “Terminator” appeared in list 

606 sent to the second device is the result of behavioral information collected via his 

first mobile device when he decided to make himself visible to other users. 

Finally, Baig discloses taking the claimed action “using the device identifier 

of the second of the associated Internet-accessing electronic devices,” under at 

least two separate theories.  First, at the time the webpage including list 606 is 

transmitted to and displayed on the mobile device of the viewing user (the second 

device), the second device has logged into the content server using its device 

identifier, i.e., the session token in a cookie as explained in claim 1(a)(i).  (Schmandt, 

¶¶88-92, 106-107.)  As explained for claim 1(a)-(b), this cookie allows the content 

server to identify the mobile device as being logged in – a prerequisite to display of 

the webpages in Figures 6 and 7 that include list 606.  (Schmandt, ¶122; Baig, ¶0073; 

Provisional, 0017.)  Because logging into the content server is a necessary 

prerequisite – and direct cause – of the transmission of list 606 to the second device 
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for display (the “action”), the transmission occurred “using” at least the cookie 

assigned to the second device. 

Second, as explained for claim 1(a)(i), the “device identifier” cookie under 

the proposed combination is also used as a “key” to locate information in the session 

table pertaining to the second device.  (Laidlaw, ¶0016; Schmandt, ¶92.)  That 

session table, as explained, further includes the IP address of the access point used 

by the second device to connect to the content server – a piece of information the 

content server obviously needs in order to send list 606 to the second device over 

the Internet.  (Schmandt, ¶¶95-96, 108.)  This provides a further basis for showing 

that the claimed action is taken “using the device identifier” of the second device. 

“Take an Automatic Action” 

As mentioned, it is unclear if Baig discloses taking “automatic action.”  For 

example, consider again the scenario of (a) the second device belonging to “New 

York Girl” who is already connected to the access point and viewing list 606 on the 

webpage, and (b) at some point later, another user “Terminator” at the first device 

connects at the same access point and logs in.  It would have been obvious that list 

606 shown to “New York Girl” on her second device would have to be updated at 

some point to display “Terminator” (assuming he chose to make himself visible).  

(Schmandt, ¶138.)  But it is unclear from Baig how updates are triggered. 

Page 58 of 84



Petition for Inter Partes Review of 
U.S. Patent No. 10,715,878 B2 

-51- 

It would have been obvious to implement Baig such that list 606 gets 

automatically updated, for example by the server automatically sending an updated 

or refreshed version of the webpage when users are added to the access point vicinity 

group.  This is confirmed by Hahn (EX1008), which describes well-known features 

for automatically updating webpages: 

Updating Information Automatically 

Once you tell your web browser to load a web page, you must wait for 

the information be sent from the web server to your computer… 

Nevertheless, there are times in which it is desirable to display 

information which can be updated automatically.  There are two ways 

which this can be done. 

(Hahn, p.0048 (bold in original).)  Hahn goes on to describe these “two ways.”  The 

first technique, “CLIENT PULL,” involves the web browser automatically 

requesting that the page be reloaded at periodic intervals, for example every 30 

seconds.  (Id.)  With the second technique, “SERVER PUSH,” the server 

automatically sends new data without the browser making a request.  (Id.)  Both 

techniques independently qualify as “automatic,” as they occur without requiring 

user action.  (Schmandt, ¶¶141-142.) 

Manner, Rationale, and Motivation to Combine (Baig with Laidlaw and 

Sitaraman): It would have been obvious to adapt the automatic update techniques 

of Hahn to the Baig-Laidlaw-Sitaraman combination, predictably resulting in the 
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content server automatically sending an updated or refreshed version of the webpage 

shown in Figure 6 and Figure 7 –with an updated list 606 – to the second device for 

display.  (Schmandt, ¶143.)  Building on the scenario described above, when 

“Terminator” connects to the access point and logs into the website using his first 

device, under the proposed combination, the content server would have 

automatically sent an updated webpage with an updated list 606 to the second device 

of “New York Girl” for display.  (Schmandt, ¶144.)  Hahn is an analogous reference 

in the same field of providing online access to information such as websites over the 

Internet, and would have been reasonably pertinent to problems facing the inventors, 

including how to take automatic action such as transmitting information after 

determining that two devices are connected to the same network.  (Schmandt, ¶145.) 

A skilled artisan would also have been motivated to combine.  Hahn provides 

an express motivation by explaining that “there are times when it is desirable to 

display information which can be updated automatically,” and further explains the 

CLIENT PULL and SERVER PUSH techniques “are useful in situations where you 

are looking at data that changes.”  (Hahn, p.0048.)  This would have provided a clear 

benefit to Baig given that membership in a vicinity group (and thus the content of 

list 606) would have frequently changed.  (Schmandt, ¶146; Baig, e.g., ¶¶0039, 

0078; Provisional, 0010, 0018.)  A skilled artisan would have been motivated to 
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incorporate the automatic techniques of Hahn so users would have up-to-date 

information about users in their vicinity group.  (Schmandt, ¶¶146-147.) 

Hahn provides a further motivation by explaining that automatic update is 

suitable for “web-based talk facilities,” in which users send messages back and forth 

with other users – which is similar to the chat feature of Baig.  (Hahn, pp.0048-0049, 

0070; Schmandt, ¶147.)  A skilled artisan would have had more than a reasonable 

expectation of success and the proposed combination could have been implemented 

using conventional programming techniques.  (Schmandt, ¶¶148, 205.) 

2. Claim 2: “The method of claim 1 wherein the first device 
comprises a mobile device that is connected to the LAN only 
intermittently.” 

As explained for claim 1, each device connected to the LAN is a “mobile 

device.”  (Baig, ¶0042; Provisional, 0010-0011.)  It would have been obvious that 

each mobile 102 device would have been “connected to the LAN only 

intermittently,” because the access points/hotspot could have been located in places 

where users gather for short periods, such as coffee shops or airport terminals.  (Baig, 

e.g., ¶¶0039 (coffee shop), 0078 (airport terminal); Provisional, 0010, 0018; 

Schmandt, ¶149.)  After a mobile device user leaves such a location – for example 

by moving to a location outside the range of the WiFi hotspot – they would no longer 

be “connected to the LAN.”  (Baig, ¶0052 (noting that “the range of wireless 

communications for any given hotspot is limited…”); Provisional, 0013.)  That user, 
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of course, could later return to that location and reconnect to the hotspot.  It therefore 

would have been obvious that the first mobile device would have been “connected 

to the LAN only intermittently.”  (Schmandt, ¶¶149-150.) 

3. Claim 8: “The method of claim 1 wherein the device 
identifier of at least one of the first device and the second 
device is a cookie readable by the computer system.” 

As fully explained for claim 1(a) above, the “device identifier” for the first 

and second mobile device 102, based on the combination of Baig and Laidlaw, 

would have been a cookie that stores the session token provided to the mobile device 

102 by the content server.  (Schmandt, ¶¶89-92; Laidlaw, ¶¶0006, 0016.) 

It would also have been obvious (and basic knowledge of a skilled artisan) 

that the cookie would have been “readable by the computer system,” i.e., by the 

content server of Baig under the proposed combination.  (Schmandt, ¶151.)  The 

whole purpose of a cookie, in fact, is to be subsequently passed back from a client 

device to the server so the server can read the cookie to identify and recognize the 

client device.  (Laidlaw, e.g., ¶0006; Schmandt, ¶151.) 

4. Claim 9: “The method of claim 8 further comprising, using 
the computer system, automatically storing, in a memory in 
the first device, the cookie.” 

It would also have been obvious, and basic knowledge of a skilled artisan, that 

the cookie would have been “stored, in a memory of the first device.”  As Laidlaw 

explains, “[a] cookie is a sequence of binary information that a web server may send 
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to a client system, and which the client system sends back to the web server with 

each subsequent request….”  (Laidlaw, ¶0006.)  It would have been obvious that a 

client system, such as mobile device 102, would have stored the cookie in a memory 

in order to later send it back to the web server with subsequent requests.  (Schmandt, 

¶152 (citing EX1011, p.0026).)  It also would have been obvious that storage of the 

cookie in the memory of the first device would have occurred “using the computer 

system,” i.e., the content server, because the content server sends the cookie to the 

mobile device 102 for storage so it can be included in subsequent requests.  

(Schmandt, ¶152; Laidlaw, ¶0006.) 

It would also have been obvious that the claimed cookie storage occurs 

“automatically.”  Nothing in Laidlaw suggests (let alone requires) user intervention 

in creation of the cookie or the transmission of the cookie to the client device for 

storage.  (Schmandt, ¶153.)  This is also consistent with the well-known behavior of 

cookies; storage of cookies is so automatic that users often had no idea that they 

even existed.  (Schmandt, ¶154.) 

Finally, the fact that cookie storage in the proposed combination may be 

preceded by user actions (such as logging in) does not make the claim storage any 

less automatic, because such user actions precede and are separate from the claimed 

cookie storage.  (Schmandt, ¶154.)  This is consistent with the ’878 patent which 

likewise discloses storage of cookies in response to user actions.  (’878, 6:49-54.) 
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5. Claim 10: “The method of claim 1 wherein the device 
identifiers of the first device and the second device include no 
personally identifiable information pertaining to a user of the 
first device or the second device.” 

It would also have been obvious that the session token/cookie for the first and 

second mobile devices 102 (“device identifiers”) would have included no 

personally identifiable information pertaining to either user.  Laidlaw describes an 

exemplary session token that “contains three elements: random data, a UNIX time 

stamp, and an incremental token ID,” which is concatenated together then encrypted.  

(Laidlaw, ¶0032.)  The “token ID” is simply “an integer whose value increments by 

a predetermined amount every time the system generates a new ID.”  (Id.)  None of 

this data includes any personally identifiable information pertaining to any user – it 

is in fact entirely independent of the user’s characteristics.  (Schmandt, ¶155.) 

6. Independent Claim 13 

Claim 13 is substantially similar to claim 1 except written as a computer 

system claim.  (Schmandt, ¶156.)  The computer system of claim 13 “compris[es] 

at least one hardware server computer, wherein the computer system is 

programmed and connected to perform” the same steps of claim 1. 

The “computer system” in the proposed combination, as with claim 1, 

corresponds to a content server in Baig that includes “at least one hardware server 

computer,” which is “programmed and connected to perform” the method steps 

of claim 13.  The content server includes a processor, memory and support circuitry 
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that stores and executes computer programs for connecting to access points and 

carrying out the techniques disclosed in Baig.  (Baig, e.g., ¶¶0052-0053; Provisional, 

0013.)  The “at least one hardware server” under the proposed combination, would 

have been programmed to perform each step of claim 13.  (Schmandt, ¶157.) 

7. Claims 14 and 19 

Dependent claims 14 and 19 are substantially similar to claims 2 and 10, 

respectively, except that they depend from claim 13.  (Schmandt, ¶158.)  They are 

obvious for the reasons previously stated. 

8. Independent Claim 22 

Claim 22 is substantially similar to claim 1 and claim 13 except that it is 

written as an “article” claim.  (Schmandt, ¶160.)  The article of claim 22 

“compri[ses] a tangible data storage medium… encoding computer-readable 

instructions that, when applied to a computer system comprising at least one 

hardware server computer, instruct the computer system to perform” the same 

steps recited in claim 1. 

As explained for claim 13, Baig discloses “a computer system” comprising 

“at least one hardware server computer,” i.e., a content server.  (Schmandt, ¶¶157, 

161.)  The claimed “article” in Baig takes the form of memory included with the 

content server for storing computer programs for carrying out the techniques in Baig.  

(Baig, e.g., ¶¶0052-0053; Provisional, 0012-0013; Schmandt, ¶161.)  It would have 

Page 65 of 84



Petition for Inter Partes Review of 
U.S. Patent No. 10,715,878 B2 

-58- 

been obvious that the programs in Baig would have included “computer-readable 

instructions” that, under the proposed combination, would have been used to carry 

out each of the steps of claim 22.  (Schmandt, ¶161.) 

C. D. Ground 2: Claims 3-4, 15-16 Are Obvious Over Ground 1 Prior 
Art in Further View of Xu. 

1. Claim 3: “The method of claim 2 wherein the user profile 
information associated with the device identifier utilized in 
part (d) comprises behavioral data collected via the first 
device at a time when the first device is not connected to the 
LAN.” 

The majority of the limitations in claim 3 were already addressed the analysis 

of claim 1(d) for Ground 1.  As explained, under the proposed combination, “the 

user profile information associated with the device identifier utilized in part (d) 

comprises behavioral data collected via the first device,” with the behavioral 

information corresponding to the first device user’s decision to be visible to other 

users in a community.  (Baig, ¶0081 (“A link 720 can also be provided to remove 

their concealment (i.e., invisibility) to other users.”); Provisional, 0019.) 

The key aspect of claim 3 that was not covered by the analysis of claim 1(d) 

was the last clause, in which the behavioral data would have been collected “when 

the first device is not connected to the LAN.”  But it would have been obvious to 

anyone who had used a public WiFi hotspot as of April 2007, or was familiar with 

WiFi generally, that mobile devices 102 in Baig could have been moved out of the 

range of a particular hotspot/access point, and into the range of another 
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hotspot/access point.  (Schmandt, ¶164; Baig, ¶0052 (noting that “the range of 

wireless communications for any given hotspot is limited…”); Provisional, 0013).)  

Baig also confirms that use of hotspots had skyrocketed in bookstores, airports, and 

other places where people temporarily gather.  (Baig, ¶0037; Provisional, 0009.)  

The following scenario would thus have been obvious and predictable: 

(1) The first device user could have previously logged into the content 

server using a first access point/hotspot at a first location (e.g., an 

airport).  While connected at this first access point/hotspot, the user 

clicked link 720 to “remove their concealment (i.e., invisibility) to other 

users.”  (Baig, ¶0081; Provisional, 0019.)  The content server would 

thus have “collected” the behavioral data while connected to the LAN 

created by this first access point/hotspot. 

(2) Later, the first user moves to the current location and logs into the 

content server using the current access point/hotspot (e.g., at a coffee 

shop).  Because the first user has now connected using an access 

point/hotspot having a different IP address, it was thus connected to a 

different LAN (“the LAN”), from the one at step (1).  (Schmandt, 

¶164.)  When the content server then transmits list 606 to the second 

device, that list will include the first user because of the first user’s 
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action (clicking link 720) at step (1) when the first device was 

connected to the previous LAN. 

This scenario, which is a predictable and typical use of WiFi hotpots in the context 

of Baig, confirms that it would have been obvious for the “behavioral data” to have 

been “collected via the first device at a time when the first device is not 

connected to the LAN,” i.e., because the visibility selection was collected by the 

content server while the first device connected to the first earlier/different LAN 

created by the airport access point/hotspot.  (Schmandt, ¶¶164-166.) 

One final issue warrants further discussion.  The scenario above assumes that 

the content server in Baig would have stored the first device user’s visibility 

selection at point (1) so the selection would later be applicable when first device 

later logs in from the second access point/hotspot at point (2).  Baig explains that 

when users register, profile information is stored by the server.  (Baig, ¶0094; 

Provisional, 0022.)  But Baig does not indicate whether the user’s visibility selection 

is stored.  Nevertheless, storing the user’s visibility selection between hotspot logins 

would have been obvious in view of Xu. 

Xu discloses a system similar to Baig for creating virtual communities that 

allow users to share resources such as websites, software, chat channels, discussion 

threads, or any other type of resource.  (Xu, 10:24-31, 11:41-46.)  Xu discloses a 

similar feature of allowing users to be made aware of the presence of other users in 
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a virtual community.  (Xu, 19:32-36.)  Like Baig, users in Xu choose whether or not 

they wish to be visible to other members of the community, and this information can 

be persistently stored in a global user database.  (Xu, 27:32-35, 26:5-7.)  “User 

preferences such as privacy, security settings can also be stored there.  For example, 

the system uses them to determine if the user should be anonymous or invisible to 

the rest of the community.”  (Xu, 26:13-15.) 

Rationale and Motivation to Combine (Ground 1 Prior Art with Xu): It 

would have been obvious to adapt the content server in Baig to store the first device 

user’s visibility setting, predictably resulting in the user’s visibility preference being 

applicable when the first user logs out and later logs in to the content server from 

another hotspot.  (Schmandt, ¶169.)  Xu is an analogous reference in the same field 

of providing online access to information (such as websites) between multiple 

devices over the Internet, and would have been reasonably pertinent to problems 

facing the inventor.  (Schmandt, ¶170.) 

A skilled artisan would have been motivated to combine in order to give users 

greater control over their own privacy when interacting with other users via the 

content server.  Storing the user’s visibility preference would have obviated the need 

for the user to set the visibility setting each time they log in.  As a further advantage 

as noted, a mobile device user in Baig could have logged into the VCSP multiple 

times through different hotspots/access points at different locations.  It thus would 
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have been beneficial for the content server to store (and thus be able to apply) the 

user’s visibility preference from one login to the next, as Baig does for other stored 

registration information.  (Schmandt, ¶170.)  A skilled artisan would have had a 

reasonable expectation of success and would have found the further combination 

with Xu trivially simple to implement.  (Schmandt, ¶171.) 

2. Claim 4: “The method of claim 3 wherein the behavioral data 
collected via the first device is received at the computer 
system as a result of redirection of the first device from an 
online site visited by the first device while the first device is 
not connected to the LAN.” 

Claim 4 would also have been obvious based on Baig, based on multiple 

different theories.  Baig explains that, in order to access the content server, the user 

must first log on by entering a username and password into the VCSP website.  

(Baig, ¶0068; Provisional, 0016.)  This is shown in Figure 4: 
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(Baig, Fig. 4.)  Home page 400 above allows the user to “log in for accessing the 

VCSP website and services.”  (Baig, ¶0068; Provisional, 0016.)  Once the user 

registers and then logs in, the content server presents the web page of FIG. 6, shown 

below.  (Baig, ¶0074; Provisional, 0017.) 

Page 71 of 84



Petition for Inter Partes Review of 
U.S. Patent No. 10,715,878 B2 

-64- 

 

(Baig, Fig. 6 (highlighting added).) 

Figure 6 shows web page 600 that “displays the present hotspot, as well as 

other hotspots that are proximately located to the user’s present hotspot.”  (Baig, 

¶0077; Provisional, 0018.)  Baig further explains that “if the user selects the link 612 

associated with the present hotspot or another hotspot, the user is presented with the 

illustrative web page 700 shown in FIG. 7.”  (Baig, ¶0078; Provisional, 0018.)  

Figure 7 is shown below: 
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(Baig, Fig. 7 (highlighting added).) 

Figure 7 shows a web page 700 with a number of options for the selected 

hotspot.  The web page also includes link 720 that allows the user to become visible 

to other users and which, as discussed above, provides a mechanism for collecting 

behavioral data from the first device user.  (Schmandt, ¶¶136, 162.) 

The behavioral data under the proposed combination was therefore collected 

“as a result of redirection of the first device from an online site visited by the 

first device,” under at least two independent theories.  First, as the sequence above 

makes clear, the first device was only able to reach web page 700 of Figure 7 – which 

allowed the user to specify their visibility preference using link 720 – as a result of 

being redirected from the VCSP website (“an online site visited by the first 
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device”), first from the login page 400 (Fig. 4) to web page 600 (Fig. 6), and then 

from web page 600 (Fig. 6) to web page 700 (Fig. 7).  These redirections, either 

individually or collectively, qualify as “redirection of the first device from an 

online site visited by the first device,” because in each case the web browser was 

redirected from a page on the VCSP website.  The behavioral information was 

collected “as a result of” these redirections because, individually and collectively, 

they were an essential step in the causal chain that allowed the user to access web 

page 700 and activate link 720.  (Schmandt, ¶177.)  But for the redirection, the 

behavioral information could not have been collected via the first device. 

As a second and alternative way to find the claimed “redirection,” as was 

well-known, a “link” such as link 720 refers to a well-known user interface option 

that, when activated by the user, causes the web browser to access a particular URL.  

(Schmandt, ¶178 (citing Hahn, 0035 (“A nice way to think about links is to imagine 

that underneath each link lies a URL.”).)  Accordingly, when the first mobile device 

user in Baig clicks link 720 on web page 700, this causes “a redirection” of the 

browser to a URL associated with the link, which informs the server that the user 

has changed their visibility setting.  The behavioral information was thus collected 

“as a result of” the redirection because the redirection via the URL notified the 

server of the user action.  (Schmandt, ¶178.) 
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Under either theory, the behavioral data was also collected “while the first 

device is not connected to the LAN,” because as explained for claim 3, it would 

have been collected when the first device user was logged in from a different LAN.  

And as also explained, under the combination with Xu, the user’s visibility setting 

would have been saved and thus applicable when the first device later connected to 

“the LAN” through the current access point 106.  (Schmandt, ¶¶170-171.) 

Finally, it appears that each webpage above (i.e. 400 (Fig. 4), 600 (Fig. 6), 

700 (Fig. 7)) is part of the VSCP website provided by the content server.  But nothing 

in claim 4 requires redirection to a different website; the claim only specifies 

redirection “from an online site,” and places no limits on the destination of the 

redirection.  Nothing in the term “redirection” requires different sites; in fact 

redirection was a basic feature of web programming for causing a browser to redirect 

to any arbitrary URL, which could have pointed to a webpage on the same or a 

different website.  (Schmandt, ¶179.) 

3. Claims 15-16 

Dependent claims 15 and 16 are substantially similar to claims 3 and 4, 

respectively, but depend from claim 14.  (Schmandt, ¶¶180-181.)  They are obvious 

for the reasons previously stated. 
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D. E. Ground 3: Claims 6-7, 17-18 Are Obvious Over Ground 1 Prior 
Art in Further View of Gerace. 

1. Claim 6: “The method of claim 1 wherein the automatic 
action comprises selecting an advertisement, from among a 
plurality of possible advertisements, based at least in part on 
at least a portion of the user profile information associated 
with the device identifier of the first device.” 

2. Claim 7: “The method of claim 6 wherein the automatic 
action comprises causing the selected advertisement to be 
directed to the second device.” 

Claims 6 and 7 are closely related and thus will be discussed together. 

Baig discloses a vicinity-based community service that includes, in addition 

to the features described for Ground 1, an advertising service in which advertisers 

can target advertisements to users at a particular hotspot based on (among other 

things) demographic information such as age and gender.  (Baig, ¶¶0095, 0093; 

Provisional, 0022; Schmandt, ¶182.)  Advertisements are selected based on a 

competitive bidding system.  (Baig, ¶0062; Provisional, 0015.)  As Baig explains in 

discussing one example, “[t]he winner of the bidding contest receives exclusive 

rights to advertise on the VCSP website for the selected hotspot at a particular time 

of day, for example between 6-8 pm to female end-users who are 18-25 years old at 

a particular location.”  (Baig, ¶0104; Provisional, 0024.) 

Baig therefore discloses actions, in addition to the automatic actions described 

for claim 1, comprising “selecting an advertisement, from among a plurality of 

possible advertisements” (claim 6), and “causing the selected advertisement to 
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be directed to the second device” (claim 7), with the “advertisement” 

corresponding to an advertisement selected for delivery to the second device based 

on a winning bid.  The advertisement is selected from “among a plurality of 

possible advertisements,” i.e., the available advertisements including those from 

other competing advertisers.  The selection is, as noted, based on demographic user 

profile information of the second device user, such as age and/or gender. 

And as explained for claim 1(d), it would have been obvious that such action 

would have been “automatic” because the advertisement would have been selected 

and delivered to the second device using the automatic website update techniques in 

Hahn discussed above.  (Schmandt, ¶¶141-147, 183.)  Alternatively, the 

advertisement could have been selected and delivered automatically as part of the 

creation and transmission of the webpage sent to the second device, after the second 

device logs into the content server.  (Baig, Fig. 6, ¶0074; Provisional, 0017.) 

But Baig does not disclose that the selection and display of the advertisement 

was “based at least in part on at least a portion of the user profile information 

associated with the device identifier of the first device,” i.e., associated with the 

first user whose first device is also connected to access point/hotspot, but this feature 

would have been obvious in view of Gerace. 

Gerace discloses a system for targeted advertising based on a “user profile” 

that can include user demographic information.  (Gerace, ¶¶0008-0009, 0083, 0062.)  
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A key feature of Gerace, for purposes of claims 6-7, is its ability to “assume” or 

“deduce” demographic information such as age and gender even if the user has not 

provided such information.  (Gerace, ¶0010.)  As Gerace explains: 

This profile information is used to better target the known user with 

advertisement[s].  The system 100 deduces demographic information 

(city, state, etc.)  from a user’s IP address, the type of article the user 

reads, search query he enters, shared behavior with other users 

(behavior or activities in common with) or shared relationships to other 

users.  In one embodiment, the system 100 (a) assumes a Zip code for 

a given user based on Zip codes detected in the user’s activities, (b) 

assumes age of the given user based on ages of others detected in the 

user’s activities, and (c) assumes gender of the given user based on 

gender of others detected in the user’s activities. 

(Gerace, ¶0083.)  The user profile, which includes the assumed demographic 

information, can then be used to target and display ads to the user.  (Gerace, ¶0055 

(“The present invention forms and maintains user profiles 17 (FIG. 2h) based on 

information received from end-users and information deduced by end-user activity 

as users of system 100.”).)  Gerace therefore discloses selecting an advertisement to 

display to a user based, at least in part, on a portion of a user profile of at least one 

other user, such as age or gender of other users detected in the user’s activities. 

Manner, Rationale, and Motivation to Combine (Ground 1 Prior Art with 

Gerace): It would have been obvious to combine the prior art for Ground 1 with 
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Gerace, predictably resulting in the combined system with the further ability to select 

and deliver advertisements to the second device user, “based at least in part on at 

least a portion of the user profile information associated with the device 

identifier of the first device,” i.e., based at least in part on demographic profile 

information of the first device user, e.g., age and/or gender.  (Schmandt, ¶187.) 

For example, if the second device user did not provide demographic profile 

information such as age and/or gender, the system under the proposed combination 

would have deduced this information based on profile information of other users, 

which could have included the first device user based on (among other things) its 

relationship with the second device user, common activities, or simply the fact that 

the two are connected to the same access point/hotspot.  These deduced 

characteristics, in turn, would have then been used in selecting advertisements for 

delivery to the second device.  (Schmandt, ¶188.)  Gerace is an analogous reference 

in the same field of Internet-based advertising and would have been reasonably 

pertinent to problems facing the inventor.  (Schmandt, ¶190.) 

A skilled artisan would have had many reasons to combine in this manner.  

Many users may have felt reluctant to provide their age and/or gender, and thus may 

have declined to do so.  Baig acknowledges as much by making clear that, in one 

embodiment, entry of such information is optional.  (Baig, ¶¶0070 & Fig. 4, 0071 

(“Preferably, some or most of the entry fields [for registration] are optional, such 
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that only the user name field 502 and password related fields 504 and 506 are 

mandatory for registration.”), Provisional, 0017.)  The techniques in Gerace would 

thus have allowed the system of Baig – where the second device user elected to not 

provide age and/or gender – to deduce those characteristics and use them in selecting 

an advertisement.  (Schmandt, ¶191.)  These deduced characteristics are clearly 

preferable to having no information relating to the second device user, and would 

have improved the likelihood of selecting a relevant advertisement for delivery to 

the second device user.  (Id.)  A skilled artisan would have had more than a 

reasonable expectation of success and could have implemented the proposed 

combination using conventional techniques.  (Schmandt, ¶¶192, 206.) 

3. Claims 17-18 

Dependent claims 17 and 18 are substantially similar to claims 6 and 7, 

respectively, except that they depend from claim 14.  (Schmandt, ¶¶193-194.)  They 

are obvious for the reasons previously stated. 

E. F. Ground 4: Claims 11-12, 20-21, 23 Are Obvious Over Ground 1 
Prior Art with Xu and Gerace. 

1. Claim 11: “The method of claim 1…” 

2. Claim 12: “The method of claim 11…” 

Dependent claim 11 recites four subparts (i)-(iv) that consist of limitations 

directly copied from claim 2 (subpart (i)), claim 3 (subpart (ii)), claim 4 (subpart 

(iii), and claims 6-7 (subpart (iv)).  Claim 11 is thus obvious based on Ground 1 in 
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view of Xu and Gerace, based on the analysis for claims 2-4 and 6-7 provided above. 

(Schmandt, ¶¶195-199.)  With respect to claim 12, it recites the same feature as claim 

10 and is obvious for the same reasons.  (Schmandt, ¶200.) 

3. Claims 20-21 and 23

Dependent claims 20-21 and 23 are substantially similar to claims 11-12. 

(Schmandt, ¶¶201-202.)  They are obvious for the reasons previously stated. 

VII. CONCLUSION

Petitioner respectfully requests IPR institution. 
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Suite 700 
Washington, DC 20004 
Tel: (650) 843-5001 
Fax: (650) 849-7400 

Respectfully submitted, 

By: /Naveen Modi/  
Naveen Modi 
Reg. No. 46,224 
By: / Heidi L. Keefe / 
Heidi L. Keefe 
Reg. No. 40,673 
Counsel for PetitionerCounsel 
for Petitioner 
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CERTIFICATE OF COMPLIANCE WITH WORD COUNT 

Pursuant to 37 C.F.R. § 42.24(d), I certify that this petition complies with the 

type-volume limits of 37 C.F.R. § 42.24(a)(1)(i) because it contains 13,947 words, 

according tothe undersigned certifies that the foregoing Petition for Inter Partes 

Review of U.S. Patent No. 10,715,878 B2 contains, as measured by the word-

processing system used to prepare this petition, excluding the parts of this petition 

that are exemptedpaper, 13,998 words.  This word count does not include the items 

excluded by 37 C.F.R. § 42.24(a) (including the table of contents, a table of 

authorities, mandatory notices, a certificate of service or this certificate word count, 

appendix of exhibits, and claim listings) as not counting towards the word limit. 

DATED: August 4, 2023 

COOLEY LLP 
ATTN: Patent Docketing 
1299 Pennsylvania Avenue NW    
Suite 700 
Washington, D.C. 20004 
Tel: (650) 843-5001 
Fax: (650) 849-7400DATED: March 18, 
2024 

Respectfully submitted, 

By: /Naveen Modi/  

/ Heidi L. Keefe / 
Heidi L. Keefe 
Reg. No. 40,673Naveen Modi 
(Reg. No. 46,224) 
Counsel for Petitioner 
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CERTIFICATE OF SERVICE 

I hereby certify, pursuant to 37 C.F.R. Sections 42.6 and 42.105, that a 

complete copy of the attached PETITION FOR INTER PARTES REVIEW OF 

that on March 18, 2024, I caused a true and correct copy of the foregoing Petition 

for Inter Partes Review of U.S. PATENT NOPatent No. 10,715,878 B2, including 

all exhibits (Nos. 1001-1019) and related documents, are being served via Federal 

Express on the 4th day of August, 2023, the same day as the filing of the above-

identified document in the United States Patent and Trademark Office/Patent Trial 

and Appeal Board, upon Patent Owner by serving the and supporting exhibits to be 

served via express mail on the Patent Owner at the following correspondence address 

of record with the USPTO as followsas listed on PAIR: 

26362 - LOUIS J. HOFFMAN, P.C. 
7689 East Paradise Lane 

Suite 2 
Scottsdale, AZ 85260 

UNITED STATES 

And, via Federal Express upon counsel of record for Patent Owner in the litigation 
pending before the U.S. District Court for the Northern District of California entitled 
AlmondNet, Inc. v. Meta Platforms, Inc., Case No. 4:23-cv-00438 (N.D. Cal.) as 
follows: 

A courtesy copy was also sent via electronic mail to counsel of record in 

IPR2023-01281: 

Patent Owner in IPR2023-01281: 
Reza Mirzaie 
Russ August & Kabat 
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12424 Wilshire Blvd., 12th Floor 
Los Angeles, CA 90025 
310-826-7474 
Fax: 310-826-6991 
Email: rmirzaie@raklaw.com 
Jonathan Link: jlink@raklaw.com 
James A. Milkey: jmilkey@raklaw.com 
Amy E. Hayden: ahayden@raklaw.com 
Philip X. Wang: pwang@raklaw.com 
Benjamin T. Wang: bwang@raklaw.com 
 
Petitioner in IPR2023-01281: 
Heidi L. Keefe: hkeefe@cooley.com 
Phillip E. Morton: pmorton@cooley.com 
Andrew C. Mace: amace@cooley.com 
Mark R. Weinstein: mweinstein@cooley.com 

 

Dated: August 4, 2023 By: /Naveen Modi/   
/ Heidi L. Keefe / 
Heidi L. Keefe 
Reg. No. 40,673 
COOLEY LLP 
1299 Pennsylvania Ave. NW, 
Suite 700 
Washington, D.C. 20004 
Tel: (650) 843-5001Naveen 
Modi (Reg. No. 46,224) 
Counsel for Petitioner 
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