From: Steven Katz

To: Director PTABDecision Review

Cc: Delta-Vicor-IPRs@perkinscoie.com; Anastasia Renard; Lawrence Kolodney
Subject: IPR2024-00704: Petitioner’s Request for Director Review

Date: Thursday, October 31, 2024 10:28:09 PM

Attachments: 704 Proceeding Request for Director Review.pdf

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

Dear Director:

Vicor Corporation, the Petitioner in IPR2024-00704, respectfully requests Director Review of
the Institution Decision denying institution.

The Board denied institution of Ground 1 of the Petition because Petitioner sought inter partes
review based on Patent Owner’s broad claim construction applied in litigation, which
Petitioner contends is incorrect. There is a Board split on this issue, with various panels
instituting review based on Patent Owner’s asserted claim construction in co-pending
litigation, but other panels denying institution where Petitioner does not defend the claim
construction.

The Director is currently considering this very issue in IPR2024-00319. Vicor submits that
the Director should grant Review and provide guidance to the Board that it should not be
denying institution merely because the Petitioner seeks review under Patent Owner’s claim
construction rather than the claim construction Petitioner believes to be correct.

Vicor’s Request for Director Review has been filed and is attached here.

Respectfully,

Steven Katz
Principal m Fish & Richardson P.C.

T: 617 521 7803 | katz@fr.com | Bio
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This email message is for the sole use of the intended recipient(s) and may contain
confidential and privileged information. Any unauthorized use or disclosure is
prohibited. If you are not the intended recipient, please contact the sender by

reply email and destroy all copies of the original message.
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VICOR CORPORATION,
Petitioner,

V.

DELTA ELECTRONICS, INC.,
Patent Owner.
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I. INTRODUCTION

This Request for Director Review raises the same policy issue raised in the
Request for Director Review filed by an unrelated party in [PR2024-00319. See
Samsung Electronics America, Inc. et al. v. Cobblestone Wireless, LLC, IPR2024-
00319, Paper 17. As in [IPR2024-00319, a panel of the PTAB refused to institute
review because Petitioner acknowledged that the petition applied an incorrect
claim construction—one reflecting the Patent Owner’s position in related litigation.
Likewise, here, Ground 1 of the Petition applied Patent Owner’s Assumed
Construction based on Patent Owner’s infringement contentions, and Petitioner
acknowledged that the construction was overbroad and incorrect.

Sound policy dictates that Petitioners be permitted to pursue inter partes
review based upon Patent Owner’s position as to the scope of its claims, even if
Petitioner contends that the construction is incorrect. Petitioner, Vicor, Inc.,
respectfully requests that the Director reverse the Board and direct the Board to
institute review.

In the companion district court litigation, the Patent Owner has accused a
combination of Petitioner’s PRM and VTM power converter products, connected
in series, of infringement. Patent Owner’s view of the scope of its patent should
have been fatal to the claims because Petitioner published datasheets and articles

describing the accused PRM and VTM combination (including the features
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accused in the companion litigation) prior to the earliest priority date of the 580
Patent. Accordingly, if Patent Owner’s view of the scope of its patent were correct,
the patent claims would be invalid based on the prior art publications describing
the accused products.

Petitioner thus filed an IPR petition with the primary ground, Ground 1, that

applied Patent Owner’s apparent construction of the claims—a construction that

Petitioner acknowledged was incorrect.

The Board refused to institute review because Petitioner would not state that
the proffered claim construction was correct. The Board’s reasoning violates
sound policy and was an abuse of discretion. Other panels have taken the opposite
view and held that a Petitioner may seek review based on the claim construction
positions of the Patent Owner in companion litigation even if Petitioner believes
those constructions to be incorrect.

The Director should resolve the conflict between panels and direct this panel
(and other panels in the future faced with the same issue) to institute review even
thought a Petitioner proceeds under the Patent Owner’s construction—a
construction Petitioner contends is wrong.

II. THE BOARD’S DECISION

The Board refused to institute review of Ground 1 because it was based on a

claim construction apparent from Patent Owner’s infringement contentions in
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litigation'—a construction that Petitioner contends is incorrect: “Petitioner’s
Ground 1 does not purport to correctly construe the ‘over-current’ limitations.
Petitioner’s Ground 1 instead construes the ‘over-current’ limitations under what
Petitioner calls ‘Patent Owner’s Apparent Construction’.... Fatal to Petitioner’s
Ground 1, Petitioner does not establish that such interpretations are appropriate.
Controlling law requires construing claims in an inter partes review using the same
claim construction standard that would be used to construe the claim in a civil
action under 35 U.S.C. § 282(b), including construing the claim in accordance with
the ordinary and customary meaning of such claim as understood by one of
ordinary skill in the art and the prosecution history pertaining to the patent. 37
C.FR. § 42.100(b) (2021).” Paper 11 at pp.7-8.

The Board further stated: “The Petition does not even purport to apply this
controlling law with its Ground 1. In fact, Petitioner acknowledges that its Ground
1 does not apply a ‘proper’ claim construction . . . . Accordingly, based on this

record, we determine Petitioner has not supported the claim interpretations on

' Patent Owner informed the Board that it allegedly disagreed with those
constructions, but continues to assert those (or, at the very least, equally broad)

constructions in the district court litigation.
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which its Ground 1 relies, and Petitioner therefore has not shown a reasonable
likelihood that it would prevail in its challenge asserted as Ground 1.” Id. at 8-9.

III. ARGUMENT

This Request for Director Review raises the exact same issue presented by
another Petitioner in IPR2024-00319, and this argument largely repeats the salient
points made in that Request. Should that Request be granted, Petitioner requests
that this Request for Director Review be granted as well. The Director should
grant review because there is a clear split within the PTAB on the propriety of
petitioners relying on claim constructions with which they do not agree. In this
case, the Board opted to adopt the older minority view that the Board should not
consider a claim construction Petitioner will not defend. In so doing, the Board
ignored the bulk of recent decisions over the past few years that have granted
institution even when petitioners expressly relied on a claim construction with
which they disagreed or even believed was for an indefinite term.

For example, in Lewis Machine, IPR2020-00373, paper 6 at 33-34, the
Board instituted trial even though the petition was “based upon a claim
construction considered by the petitioner to be erroneous.” The Patent Owner
opposed institution, arguing that under a prior Board decision in Hologic, Inc. v.
Enzo Life Scis., Inc., IPR201800019, Paper 17, 6-9 (PTAB Apr. 18, 2018), the

petition must be based on a claim construction petitioner asserts is correct. The
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Board in Lewis Machine disagreed, expressly declining to follow Hologic and
noting “we are not persuaded that our rules prohibit Petitioner from relying on a
claim construction it believes is incorrect.” Lewis Machine, [PR2020-00373, paper
6 at 33.

The Board reached a similar conclusion in Novartis Pharmaceuticals Corp.
v. Regents of the University of Michigan et al., IPR2023-01347, Paper 8 (Mar. 13,
2024) over the dissenting opinion of one of the judges.

Similarly, in Abbott Diabetes Care Inc. v. DexCom, Inc., IPR2022-00913,
Paper 14 (Nov. 3, 2022), the petitioner argued that the term “processor” is not a
means-plus-function term, contrary to its position in the parallel litigation. /d. at
13-17. In granting institution, the Board noted that “[w]e discern no requirement
in Rule 42.104(b)(3) to require Petitioner to advance the same claim interpretation
argument here and in related litigation.” Id. at 14. Abbott too had a dissent on this
issue.

As cogently expressed in the Request for Director Review in [PR2024-

00319 (and repeated here verbatim):

Given this disparity in the views of the panels, petitioners and
patent owners are faced with significant uncertainty as to how they

should proceed with construing important terms. This is one such case.
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Petitioner proceeded with prior art that matched Patent Owner’s
infringement contentions under the reasonable assumption that, based
on a comprehensive review of decisions over the past six years, the
Board had shifted its thinking since Hologic. The issue is ripe for the
Director to resolve and provide much-needed clarity.

If the Director i1s inclined to resolve this “panel split,” the
Director should, as a matter of policy and consistent with Lewis
Machine, determine that petitioners may rely solely on a claim
construction consistent with a patent owner’s infringement contentions,
even if the petitioner does not agree with it. Such a decision would
promote efficiency and consistency in the adjudication of patentability
between the Board and the District Courts.

The Board’s holding also violates the well-known principle that
“it 1s axiomatic that claims are construed the same way for both
invalidity and infringement.” Amgen Inc. v. Hoechst Marion Roussel,
Inc., 314 F.3d 1313, 1330 (Fed. Cir. 2003). It is a patent owner who
must find a balance between the breadth required for infringement with
the narrowness necessary for validity. See Amazon.com, Inc. v.
Barnesandnoble.com, Inc., 239 F.3d 1343, 1351 (Fed. Cir. 2001) (“We

have repeatedly rejected efforts to twist claims, like ‘a nose of wax,’ in
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one way to avoid invalidity and another to find infringement.”)
(quotations removed). The Board’s holding, however, flips this burden
onto Petitioner—giving Patent Owner carte blanche to construe terms
as widely as possible in the parallel litigation without any consequence
to patentability before the Board.

The Board’s decision here and in Hologic allow patent owners to
“twist claims like a nose of wax” from forum-to-forum. Amazon.com,
239 F.3d at 1351. For example, a patent owner may broadly construe a
term to argue infringement before a District Court. Yet under Hologic
and the Board’s decision here, an accused infringer who then seeks inter
partes review using prior art consistent with the patent owner’s broad
contentions would be forced to support the patent owner’s improperly
broad interpretation of the claims. The patent owner, on the other hand,
would not be required to even take a position and could, instead, simply
argue for denial based on the petitioner’s reliance on a claim
construction with which it disagrees. Such petitioners would be
arbitrarily and improperly denied access to inter partes review.

While the Board’s decision allows for petitioners to bring prior
art consistent with what they believe to be the plain meaning of the

claims, that is not an adequate alternative. Indeed, in many cases, the
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appropriate construction of challenged claims may actually be novel
and non-obvious, but becomes invalid because the patent owner
chooses an unreasonably broad reading for infringement purposes. The
Board’s decision here and in Hologic would allow such patent owners
to go beyond the inventive plain meaning of their claims while
shielding their broad constructions from inter partes review altogether.
That is an untenable result.

Indeed, Hologic is inconsistent with Congress’s intent in passing
the America Invents Act which was “to establish a more efficient and
streamlined patent system that will improve patent quality and limit
unnecessary and counterproductive litigation costs.” H.R. Rep. No.
112-98, pt. 1 at 40 (2011). The Board’s decision here would bar
petitioners access to post-grant proceedings when patent owners
resolve to broadly construe their claims beyond their inventive ordinary
meaning, forcing petitioners to resolve validity before the District
Courts—a more expensive forum. This fails to limit unnecessary and
counterproductive litigation costs, flying in the face of Congressional

intent.
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For these reasons, the Director should resolve this important
issue of law and policy and hold that petitioners may rely on patent

owners’ litigation constructions.

IV. CONCLUSION

For the foregoing reasons, Petitioner requests that the Director grant Director
Review, reverse the decision of the Board, and institute inter partes review.

Respectfully submitted,

Dated: October 31, 2024 /Steven R. Katz/
Steven R. Katz, Reg. No. 43,706
Lawrence Kolodney, Reg. No. 43,807
Ryan O’Connor, Reg. No. 60,254
Fish & Richardson P.C.
60 South Sixth Street, Suite 3200
Minneapolis, MN 55402
T: 202-783-5070
F: 877-769-7945

Attorneys for Petitioner
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CERTIFICATE OF SERVICE
Pursuant to 37 CFR §§ 42.6(e)(1) and 42.6(e)(4)(iii), the undersigned
certifies that on October 31, 2024, a complete and entire copy of this Petitioner’s
Request for Director Review was provided by email to the Patent Owner by

serving the email correspondence addresses of record as follows:

John P. Schnurer
Miguel Bombach
Yun (Louise) Lu
PERKINS COIE LLP
11452 El Camino Real, Suite 300
San Diego, CA 92130

Email: Delta-Vicor-IPRs@perkinscoie.com

/Anastasia Renard/

Anastasia Renard

Fish & Richardson P.C.

60 South Sixth Street, Suite 3200
Minneapolis, MN 55402
renard@fr.com
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